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McKesson & Rossins, INc. v. CHartes H. Puiturps CHEMICAL 
CoMPANY 


United States Circuit Court of Appeals, Second Circuit 


December 7, 1931 


Trave-MarKs—CaNnceLLaTIOnN—“LEecHE pE Maonesta”—Descriptive Term. 
On a rehearing to determine whether the registration of a trade-mark 
consisting of the words “Leche de Magnesia” should be cancelled, in 
view of the fact that cancellation was ordered of the registration of 
its English equivalent “Milk of Magnesia,” held that, inasmuch as 
both marks contain the word “Magnesia” and the word “Leche” was 
known to many customers in the United States and Porto Rico as 
meaning milk, confusion was likely to result. Complainant was, there- 
fore, entitled to a decree cancelling the trade-mark “Leche de Mag- 
nesia.” 


In equity. Action for the cancellation of a trade-mark brought 
under R. S. 4915. On appeal from the United States District 


Court, District of Connecticut. On rehearing. Decree of lower 
Court in all respects affirmed. 


Marsh, Stoddard § Day, of Bridgeport, Conn., for paintiff. 


Taylor, Durey, Pierson & Comley, of Stamford, Conn., for 
defendant. 


Before Manton L. Hanp and Aveustus N. Hanp, Circuit 
Judges. 


On Rehearing 


Aveustus N. Hanp, C. J.: We have held the registered trade- 
mark ‘“‘Milk of Magnesia’ invalid because it was not in the actual 
and exclusive use of the defendant, or its predecessors, during ten 
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years next preceding February 20, 1905, as required by Section 5 
of the Federal Trade-Mark Act, and also because the defendant 
had abandoned the mark. But we said that this invalidity of the 
mark “Milk of Magnesia” did not affect the defendant’s other 
trade-mark “Leche de Magnesia.” In reaching this conclusion 
about “Leche de Magnesia” we gave too little consideration to the 
fact that the name “Leche de Magnesia” ought not to be registered 
under Section 5 when “Milk of Magnesia” was an invalid trade- 
mark because not in the exclusive use of the defendant during the 
ten-year period, and when “Leche de Magnesia” might readily 
be taken for the English mark. 

In the first place, each mark employs the word “Magnesia” 
and that fact, when the compounds on which “Milk of Magnesia” 
and “Leche de Magnesia” are used are identical, is likely to re- 
sult in confusion. Moreover, “Leche’’ being the Spanish for “milk” 
is a word that has always been known to the many Spaniards in 
the United States and Porto Rico and readily becomes understand- 
able by others. Thus it stands on quite a different footing from 
words taken from the language of Hottentots or Patagonians which 
might be so unfamiliar as to be in effect fanciful or arbitrary terms. 
That “Milk of Magnesia” is sold in the United States and called 
for under the name “Leche de Magnesia” is apparent from the 
record (pp. 132-136) and from the inherent probabilities of the 
case. Consequently, “Leche de Magnesia” is the ready equivalent 
of “Milk of Magnesia” to many people. 

It has been the general practice of the Patent Office and of 
the courts to deny registration to any misleading term, even where 
it only becomes misleading through the understanding of a foreign 
language. This is a sound rule which has long been followed. 
The words “exclusive use” in Section 5 of the Trade-Mark Act 
have been regularly interpreted to mean exclusive use not only 
of the specific mark but also of any other confusingly similar mark 
or term. In re Maclin-Zimmer-McGill Tobacco Co., Inc., 262 
Fed. 635 [10 T.-M. Rep. 93]; In re Bradford Dyeing Ass’n, 46 
App. D. C. 512 [7 T.-M. Rep. 3829]; Barclay v. Carter Medicine 
Co., 41 App. D. C. 240 [4 T.-M. Rep. 33]; Kentucky Distilleries 
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§ Warehouse Co. v. Old Lexington Club Distilling Co., 31 App. 
D. C. 223 [6 T.-M. Rep. 457]; Eastman P. M. Co. v. Comptroller- 
General, L. T. N.S. 195, See also Orange Crush Co. v. California 
Crushed Fruit Co., 297 Fed. 892 [14 T.-M. Rep. 228]; Marsh 
Capron Mfg. Co. v. Bates, 289 Fed. 633 [13 T.-M. Rep. 216]. 

For the foregoing reasons we hold that the complainant was 
entitled to a decree cancelling the trade-mark “Leche de Magnesia” 
as well as the mark “Milk of Magnesia,” and the decree of the 
District Court is accordingly in all respects affirmed. 


Manton, J., dissents with opinion. 


GUERLAIN PERFUMERY CORPORATION OF DELAWARE V. SAMUEL S. 
KLEIN 


United States District Court, Eastern District of New York 


December 1, 1931 


Unram Competirion—“SHALIMAR” FoR Perrumes—Use or PLaINnTIFr’s 
Trape-Mark as Name or Brenp or PerrumMe—Pretirminary In- 
JUNCTION—Form or Orper. 

Defendant, doing business under the name Villon Perfumer or 
Villon, put out a blend of perfume containing a certain percentage 
of plaintiff's “Shalimar” perfume, the compound being sold at a lower 
price than plaintiff's perfume. Plaintiff held entitled to a preliminary 
injunction restraining defendant from using the word “genuine” and 
requiring him to state in large letters the proportions of “Shalimar” 
and the other ingredients used in the blend. 


In equity. Action to restrain unfair competition in the use of 
a trade-mark. Injunction pendente lite granted. 


Mock & Blum, of New York City, for plaintiff. 
Maz Seidenbaum, of New York City, for defendant. 


Incu, J. On October 28, 1981, plaintiff duly filled its bill of 
complaint against the defendant praying for a preliminary and 
permanent injunction enjoining the defendant from using certain 
trade-marks specified in the bill of complaint except to designate 
the genuine product, etc., and that the defendant also be enjoined 
from the use of all misleading labels, display cards, etc. 
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The defendant has answered and the issue raised by the plead- 


ings will be tried in due time. 

All questions of fact between the parties must be determined 
at the trial and cannot be determined on this motion. 

Plaintiff, by order to show cause, now seeks the preliminary 
injunction. 

It is a general rule that preliminary injunctions should not be 
granted except in a clear case, nor if there is a substantial doubt 
as to plaintiff’s right thereto, for, in a sense, much, if not all, of 
the relief plaintiff seeks at the trial is thus granted in advance, on 
affidavits. 

However, as has been well said by Nims, in his book on Un- 
fair Competition, 3rd Edition, page 928, Section 366 (c): 

In some instances the issuance of a preliminary injunction is most 
important, if not vital to the protection of industrial products. 

Having these observations in mind and exercising that caution 
that is required of a court not to damage the business of a de- 
fendant nor unreasonably hesitate to give proper protection to a 
plaintiff's business, we can briefly state the controversy between 
the parties as it appears on this motion. 

Plaintiff is a corporation engaged in the business of making 
and selling perfumes. Its business has been long established and 
its products are highly esteemed. Among these are the two per- 
fumes mentioned in its bill of complaint, as to which it has duly 
adopted a trade-mark and which trade-marks have been duly regis- 
tered in the United States Patent Office, in accordance with the 
Act of February 20, 1905. 

The first is, “Mitsouko,” No. 179256, registered February 5, 
1924. The second is, “Shalimar,” No. 216906, registered August 
24, 1926. 

These trade-marks have been exclusively used by plaintiff since 
their issuance. From the affidavit submitted, these perfumes are 
expensive and are in demand by discriminating customers. 

The defendant, Samuel S. Klein, according to his affidavit, is 
doing business in this district under the name and style of “Villon 
Perfumer” or “Villon.” He is a graduate pharmacist, duly 
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licensed, having devoted himself to the study of the drug and per- 
fumery business. His efforts, according to his affidavit, have been 
to use some of this expensive perfume of plaintiff's and create a 
“blend.” This “blend” he puts in little vials and sells for 35 cents 
each. Defendant claims that this “blend” is superior to plaintiff's 
perfumes. As to this I express no opinion. 

Both plaintiff and defendant are residents of different states 
and all the requirements of jurisdiction are present. It is unneces- 
sary to burden this memorandum with matters that must be taken 
up at the trial. Suffice it to say that counsel for defendant, in his 
brief, states that defendant has ceased to advertise in the manner 
claimed here to be objectionable by plaintiff the “blend’’ relating 
to the perfume “‘Mitsouko.” Relying on this assurance of counsel, 
the question raised as to this particular perfume may be passed, 
leaving it to the trial of the suit. Counsel for defendant likewise 
states that: “If the words ‘genuine extracts’ seem objectionable 
to the plaintiff the defendant is perfectly willing to omit the word 
‘genuine’ from the cards.”’ As there is no doubt that plaintiff does 
so contend, this assurance of counsel likewise will be deemed suffi- 
cient on this point and we can pass to the perfume trade-marked 
“Shalimar.” 

The remainder of the controversy relates to the advertising by 
defendant of his blend by means of display cards, an original of 
which was presented to the court on the motion, and a photo-static 
copy of which is annexed to the bill of complaint. 

These display cards, according to defendant, are intended to 
be hung up but they are also placed by a druggist on the counter 
of his drug store. There are on each card twelve small vials of 
defendant’s “blend” or “compound,” each of which sells for 35 cents 
and around the base of each small vial is wrapped the following: 


Guerlain’s 
Shalimar 
et Villon 
Blend 
Rebottled by 
Villon, N. Y. 
Wholly 
Independent 
of Guerlain. 
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Plaintiff claims this is plainly misleading. Defendant contends 
it is not. Facts pro and con have been submitted. 

Without going into this question of fact as to whether defendant 
can by proof show his use in any proper way of plaintiff’s product 
in a “blend,” I am satisfied, as a matter of common-sense, that de- 
fendant plainly knows and intends that his very cheap product will 
be sold to customers not because Mr. Klein as “Villon” makes it, 
but because the well-known concern of plaintiff appears to have a 
hand in it and the well-known perfume “Shalimar” is thus obtain- 
able. 

Those who purchase at a drug store are not, as a rule, as care- 
ful as the defendant would have them appear to be. 

Consequently, entirely aside from any intentional deception, 
there is no doubt in my mind that defendant is using, perhaps 
properly so, plaintiff's reputation for the sale of his “blend.” 
And this is so whether or not defendant in his affidavit, con- 
siders his “blend” superior, or, as he terms it, “his master-piece”’ 
and that this “blend” is what the public really seeks. 

At any rate, even if this were so and as long as he does use in 
addition the name and product of plaintiff’s, he should at least in- 
form this public of the proportions, showing plainly the amount 
used of plaintiff's product and that of his own. Prestonettes v. 
Coty, 264 U. S. 359-367 ([18 T.-M. Rep. 135], 44 S. Ct. R. 350). 

This can be accomplished by withdrawing the present display 


cards and substituting new ones in conformity with this opinion. 
This new card should not bear the word “genuine” as consented to 
by defendant and should in large letters above the figure “35 cents” 
state the proportion of “Shalimar’’ used and the proportion of the 
remainder of the blend. 


Beyond this I do not care to go on this motion. 

Plaintiff, on filing a bond in the sum of $500, approved by the 
court, is entitled to a preliminary injunction forbidding the use of 
the present display cards of defendant in accordance with the 
above, pending the trial of the suit, provided the defendant does 
not within ten days from the order herein and in good faith, comply 
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with this decision, in which event the motion is denied. Settle 
order on two days’ notice. 


CanapiAN Cius Corporation v. Canapa Dry Ginger ALE, INc. 
United States District Court, Eastern District of Pennsylvania 


December, 1931 


Unrarr CoMpPeTitTion—“CANnapiAn,” “CANADIAN CLUB,” anp “Canapa Dry” 
—ConFrusine RESEMBLANCE. 
The names “Canadian” and “Canadian Club,” as used by plaintiff, 
held to be deceptively similar to the name “Canada Dry” as used by 
Canada Dry Ginger Ale, Inc. 


Unram Competirion—Use or Simimar Lasers anp ConTarners—“PassInG 
Orr.” 

The use by complainant of labels containing the words “Canadian 
Club Dry Ginger Ale” and “Canadian Ginger Ale,” together with 
caps, foil and body labels resembling defendant’s Canadian Dry con- 
tainers held unfair competition and was enjoined. 

Unram Comperirion—Deceprive Use or Trape-Names. 

In an action brought by Canadian Club Corp. against Canada Dry 
Ginger Ale, Inc., to restrain the use of the words “Canadian” and 
“Canadian Club” and a cross-action by defendant, held that the defend- 
ant had the right to use the name “Canada Dry” in marketing its 


product, and that it had not been guilty of any acts of unfair com- 
petition. 


In equity. Action to restrain alleged unfair competition in the 
use of trade-marks and trade-names, and cross bill by defendant. 


Complaint dismissed and injunction in favor of defendant. 


Frank N. Simpson, of Boston, Mass., and Paul Freeman, of 
Philadelphia, Pa., for plaintiff. 
Edward S. Rogers, and Allen M. Reed, of Chicago, Ill., and 


Montgomery & McCracken, of Philadelphia, Pa., for defend- 
ant. 


Dickinson, J.: 


A ruling in this cause was overlooked, due to 
the fact that it had been ruled on a motion for a preliminary in- 


We renew our often given invitation to counsel to call 
our attention to any case in which a ruling is past due. 

A short fact recital may clear the case of the fogs which beset 
it when the claimed merits and demerits of each side are elaborated. 


junction. 





| 
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The cause of action set forth by the plaintiff arises out of the 
averments that it is the owner of and has a property interest in the 
trade-names and trade-marks “Canadian” and “Canadian Club” 
which with the Maple Leaf and other identifying marks are so 
associated in the mind of the buying public with the business of 
the plaintiff that any product so named or sold is thought to be the 
product of the plaintiff, and that the defendant, fraudulently in- 
tending to unfairly draw to itself the trade and business of the 
plaintiff, put out a product similar to that of the plaintiff, which it 
marketed under the trade-name of “Canada Dry,” a name so de- 
ceptively similar to that used by the plaintiff that the customers 
of the latter were and are deceived and imposed upon by having 
the product of the defendant palmed off upon them as the product 
of the plaintiff. 

It is further alleged that the defendant has, for the purpose of 
disrupting the business of the plaintiff, brought proceedings against 
at least two of those with whom the plaintiff has contracts, asking 
that these licenses of the plaintiff be restrained from the use of 
the trade-names “Canadian” and “Canadian Club,’ which the 
plaintiff had authorized to be used, and were threatening other 
suits and proceedings against other licensees of the plaintiff, thereby 
inducing such licensees to default in their contracts with the 
plaintiff. 

The specific prayers of the bill are too numerous to list, but 
include the granting of injunctions to require the defendant to 
desist from the use of the trade-name “Canada Dry” and to refrain 
from prosecuting the proceedings brought and threatened, and for 
an accounting. 

The answer is a sweeping denial of all rights claimed by the 
plaintiff, and particularly a denial of title in the plaintiff, to the 
trade-name “Canadian” or “Canadian Club,” and that the Supreme 
Judicial Court of Massachusetts had found against the plaintiff’s 
predecessor in denial of its right to the use of the trade-name 
“Canadian Club,” and had enjoined its use, and that the present 
defendant had succeeded to the title found by the Massachusetts 
Court to be good and valid. 
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The charge of unfair competition is in an answer by way of 
cross-bill retorted upon the plaintiff in that the plaintiff was and is 
engaged in an attempt to pirate the business of the Canada Dry 
Corporation by imposing the plaintiff's product upon purchasers 
as the Canada Dry product, and an injunction is asked against 
the plaintiff. Each of the parties asked for a preliminary injunc- 
tion against the other. That against the defendant was denied, 
and that against the plaintiff issued. This action of the trial Court 
received the sanction of the Circuit Court of Appeals. Canadian 
Club Corp. v. Canada Dry Ginger Ale, Inc., 46 Fed. Rep. (2d) 
964. 

One of the proceedings which the plaintiff asks that the de- 
fendant be enjoined from maintaining is that of the defendant 
against Highgrade Bottling Company instituted in the United 
States for the District of Delaware. That proceeding has since 
resulted in a complete victory for the Canada Dry Company, the 
defendant here. 

The other proceeding sought to be enjoined is that in the 
Southern District of New York of the Canada Dry Company v. 
John LoGerfo, trading as Magic Beverage Company. In that pro- 
ceeding a preliminary injunction has been granted against the 
Magic Beverage Company. 


Discussion 


The plaintiff in the instant case has made out no other or 
stronger case at the trial on final hearing than was made out at 
the hearings on the motions for preliminary injunctions. Indeed 
the case for the plaintiff on final hearing was made up chiefly of 
testimony which sought to prove what became or was done with 
some bottling machinery which had been in use prior to 1929. 

The plaintiff has now (stated in the chronological order of the 
adjudications) at least five rulings against its asserted claims of 
right. 

1. The decree of the Supreme Judicial Court of Massachusetts. 

2. The preliminary injuaction decree of the United States 
Court for the Southern District of New York. 


| 
| 
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8. The preliminary injunction decrees issued by this Court. 

4. The decree of the Circuit Court of Appeals for the Third 
Circuit. 

5. The decree of the District Court of Delaware. 

In view of these rulings no discussion of the legal merits of the 
controversy is called for. The parties are agreed that the words 
“Canadian,” “Canadian Club” and “Canada Dry” when applied to 
the same product are so similar as to lead to the deception of pur- 
chasers and to promote the fraudulent purpose of palming off one 
make of goods for the other. Each accuses the other of such fraudu- 
lent practice. The only judgment called for is the one which 
follows the finding of an answer to the question of which is guilty. 

Upon this question our finding is against the plaintiff in the 
original Bill. 

In consequence, nothing remains other than to list the formal 
findings of fact and conclusions of law which the Equity Rules 
direct us to make. We list these separately as upon Bill and 
Cross-Bill. 


Findings of Fact on Bill 


1. The defendant has not in the marketing of its product made 
use of the trade-names of “Canadian” or “Canadian Club’’ other- 
wise than by the use of the trade-name “Canada Dry.” 

2. The defendant has not palmed off its make of product for 
that of the plaintiff. 

8. The defendant has not been guilty of any acts of unfair 
competition. 


Conclusions of Law 


1. The defendant has the right in law to use in the marketing 
of its product the name “Canada Dry” and the other designating 
names and marks which it has used. 

2. The Bill of the plaintiff should be dismissed, with costs, 
for want of equity. 
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Findings of Fact on Answer by Way of Cross-bill 


1. The “Canadian Club Corporation’’ has sought to palm off 
its make of product upon purchasers as the product of “Canada 
Dry Ginger Ale, Incorporated,’ and the “Canadian Club Corpora- 
tion,” has been guilty of acts of unfair competition. 

2. That about the year 1907, J. J. McLaughlin, Ltd., of 
Toronto, Canada, an incorporated company, put upon the market 
ginger ale to which it applied the words “Canada Dry” to identify 
such product as originating with J. J. McLaughlin, Ltd. 

3. The name “Canada Dry’ at the time of its adoption and 
use as aforesaid was new, characteristic, and distinctive and had 
never before been used. “Canada Dry” ginger ale immediately 
acquired a favorable reputation. The trade therein extended out- 
side of the City of Toronto, the place of its origin, into other sec- 
tions of the Dominion of Canada and into the United States. 

4. Beginning in the year 1908 “Canada Dry” ginger ale was 
shipped by J. J. McLaughlin, Ltd., from Toronto into various 
places in the United States until the establishment of a plant for 
its manufacture in the United States in 1922. 

5. Canada Dry Ginger Ale, Inc., a New York corporation, took 
over the business in the United States of J. J. McLaughlin, Ltd., 
on February 2, 1922, and such corporation immediately thereafter 
began the manufacture and sale of Canada Dry ginger ale in the 
United States. 

6. Canada Dry Ginger Ale, Inc., another New York corpora- 
tion, took over the business of Canada Dry Ginger Ale, Inc., the im- 
mediate successor of J. J. McLaughlin, Ltd., on February 14, 1923, 
and continued the business of the earlier corporation of the same 
name. 

7. Canada Dry Ginger Ale, Incorporated, a Virginia corpora- 
tion, defendant herein, took over the business of Canada Dry 
Ginger Ale, Inc., the second New York Corporation, on May 2, 
1924. 


8. The name Canada Dry is now and has been associated in 
the mind of the purchasing public with the product of “Canada 
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Dry Ginger Ale, Incorporated,” and is a name which designates 
that product. 

9. The dress of the defendant’s package, including the name 
Canada Dry, the body label showing a parti-colored map, the neck 
label, the foil and the cap, presents a distinctive appearance which 
makes defendant’s product readily distinguishable, and such get-up 
is distinctive of defendant’s product. 

10. Defendant’s product under the name Canada Dry in the 
distinctive package aforesaid was extensively sold and well known 
generally throughout the United States, prior to the acts of the com- 
plainant complained of. 

11. The complainant licenses bottlers throughout the country 
to use upon ginger ale manufactured by such bottlers of syrups 
furnished by complainant, labels containing the words Canadian 
Club Dry Ginger Ale and Canadian Dry Ginger Ale, together with 
caps, foil and neck and body labels resembling the defendant’s 
Canada Dry packages, so that the ginger ale put out by complainant’s 
licensees, both with respect to the names Canadian Club Dry Ginger 
Ale and Canadian Dry Ginger Ale and the general appearance 
thereof, deceptively resembles defendant’s trade-mark and the dis- 
tinctive get-up of defendant’s package. 

12. Retail dealers who purchase from the complainant’s licensees, 
its product bearing the names Canadian Club Dry Ginger Ale and 
Canadian Dry Ginger Ale, labeled as aforesaid, in a large number 
of instances, have sold and passed off the product of the complain- 
ant’s licensees without explanation or comment in response to calls 
for Canada Dry Ginger Ale. The names Canadian Club Dry 
Ginger Ale and Canadian Dry Ginger Ale, are, in fact, deceptively 
similar to defendant’s trade-mark Canada Dry Ginger Ale and 
deceive the public into the belief that the ginger ale to which the 
names Canadian Club and Canadian are applied is the Canada 
Dry ginger ale of the defendant. 


Conclusions of Law 


1. The names “Canadian” and “Canadian Club” as made use 


of by the “Canadian Club Corporation” are deceptively similar to 
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the name “Canada Dry” as used by “Canada Dry Ginger Ale, 
Incorporated” and the make-up of the packages in which the 
“Canadian Club Corporation” markets its product is likewise de- 
ceptively similar to the make-up of the packages in use by “Canada 
Dry Ginger Ale, Incorporated.” 

2. The use of the names and the make-up of packages above 
referred to is a method of unfair competition. 

3. The “Canadian Club Corporation” has been and is guilty of 
unfair competition to the prejudice of the business conducted by 
“Canada Dry Ginger Ale, Incorporated.” 

4. The “Canadian Club Corporation” by licensing bottlers and 
retail dealers in ginger ale and carbonated waters to use the 
names and make-up above mentioned and by thereby enabling and 
aiding such licensed retail dealers to represent the product so sold 
to be the product of “Canada Dry Ginger Ale, Incorporated,” has 
been guilty of such unfair combination as to warrant an injunction 
against it. 

5. The preliminary injunction heretofore issued against the 
“Canadian Club Corporation” should be made permanent. 

A decree in accordance with this opinion may be submitted. 


Swirt & Company v. Swirt Foop Distrisutinc CorPoRATION 
United States District Court, Western District of New York 


December, 1931 


Unrarr Competition—‘Swirt’—Use or SAME SURNAME IN COMPETING 
Bustness—INJuUNCTION. 

Where plaintiff had since 1885 put out food products under the name 
“Swift,” the use of the same name by defendant in a competing busi- 
ness was enjoined, particularly as no one by the name Swift was 
connected with defendant corporation. 


Edward S. Rogers, Allen M. Reed, William T. Woodson and 
James F. Hoge, all of Chicago, Ill., for plaintiff. 
George Rubinfeld, of Flushing, N. Y., for defendant. 
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Statement of Fact 


Swift & Company, the plaintiff, of Chicago, Ill., has since 1885 
been engaged in the manufacture and sale of food products, which 
products have been sold throughout the United States and foreign 
countries, and has used the name Swift & Company as a business 
name or style and the words “‘Swift’s” or “Swift” as a trade-mark 
and designation for these food products. The products include all 
products manufactured and sold by meat and food-packing estab- 
lishments. The volume of business done by the plaintiff under the 
name “Swift” for the past several years has been between $900,- 
000,000 and $1,000,000,000 annually. 

The defendant was incorporated under the laws of the State 
of New York in the early part of 1931 as the Swift Food Distribut- 
ing Corporation. The defendant operated a market under the 
above name in the city of Hempstead, N. Y., displaying the word 
“Swift” conspicuously on signs in front of said shop and in adver- 
tising matter and material used in connection therewith. There 
was no one by the name of Swift connected with the defendant. 


Decision 


The intention shown in the use of the word “Swift” is so plain, 
that, as a matter of law almost, it would seem that it ought to be 
condemned. However, the question before me is simply whether a 
temporary injunction should issue pending the trial. I think it 
should. Upon the filing of a bond in the sum of $1,000 the use of 
the name “Swift” by defendant in any of its advertising, bill heads, 
etc., is temporarily enjoined and forbidden pending the trial. 
Settle order on notice of two days. 
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Henri Peretin, Inc. v. Baupgean, INc., ET AL. 
(137 So. 755) 


Court of Appeal of Louisiana 
November 16, 1931 


Unram Competirion—LiIstInG or SAME SURNAME IN TELEPHONE DrmecrTorY 
—“PrETETIN” AND “PeTetIn-Baupean, Inc.” 

Some time after the incorporation of the corporation Petetin- 
Baudean, Inc., for the purpose of engaging in the business of selling 
stationery and office supplies, the senior partner, Henri Petetin, with- 
drew from the business and organized the corporation Henri Petetin, 
Inc., to engage in a similar business. Shortly thereafter, the original 
corporation changed its name to Beaudean, Inc., but listed both the 
original and new corporate names in the telephone directory. In a suit 
to restrain the listing by defendant of the name Petetin-Baudean, Inc., 
held that because of an established business reputation acquired under 
its original name, it had the right to list both its original and its later 


name for the purpose of informing both old and prospective customers 
as to its location and identity. 


In equity. Action for alleged unfair competition in the use of 
similar name in telephone directory. From a decision dismissing 
the complaint, plaintiff appeals. Affirmed. 


Bond, Curtis, Hall & Foster, all of New Orleans, La., for ap- 
pellant. 


Charles J. Rivet, of New Orleans, La., for appellee. 


Hiearns, J.: Plaintiff, Henri Petetin, Inc., sought to have the 
court issue an injunction to restrain the defendant, Baudean, Inc., 
from listing in the telephone directory its former name, Petetin- 
Baudean, Inc., and also to restrain the Southern Bell Telephone 
Company from carrying the alleged improper listing. 

The telephone company, in its return to the rule nisi, averred 
that it had no interest in the controversy, and submitted the matter 
to the court. The defendant, Baudean, Inc., filed an exception of 
no right or cause of action, and also a return to the rule nisi, which 
was then tried on affidavits submitted by the plaintiff and the de- 
fendant. The judge, a quo, sustained the exception of no right or 
cause of action, and denied the application for a writ of injunction, 
and dismissed the plaintiff’s suit. Plaintiff has appealed. 
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There is no dispute about the facts in the case, and, from the 
petition and affidavits filed by both parties, it appears that Henri 
Petetin and Henry Baudean caused to be incorporated a corpora- 
tion by the name of Petetin-Baudean, Inc., on July 31, 1916, the 
objects and purposes of which were to engage in the stationery and 
office supply business in the city of New Orleans. A disagreement 
arose between these gentlemen, and Henri Petetin withdrew from 
the business some time in January, 1927, and organized the cor- 
poration of Henri Petetin, Inc., the objects and purposes of which 
were to engage in the stationery and office supply business. On 
January 28, 1927, Petetin-Baudean, Inc., amended its charter by 
changing the name to Baudean, Inc., and listed with the telephone 
company both the original and subsequent corporate names. Plain- 
tiff called upon the telephone company and the defendant to desist 
from the listing of the name of Petetin-Baudean, Inc., as it was 
unfair competition and designed for the purpose of misleading the 
public, and, both defendants having refused to comply with this 
request, the present suit was filed. 

The plaintiff contends that, as the word “Petetin’” forms no 
part of the new name of the corporation, Baudean, Inc., has no 
right to list the name of Petetin-Baudean, Inc., in the telephone 
directory, because such improper listing is misleading, and tends 
to cause the public and prospective purchasers of stationery and 
office furniture to believe that Henri Petetin, the president and 
major stockholder of the plaintiff corporation, is still connected 
with Baudean, Inc., when, in fact and in truth, he is engaged in a 
competing business. 


Defendant contends that it is a prior trader, and, as such, en- 
titled to all of the trade and good-will built up under the name of 
Petetin-Baudean, Inc., and the fact that it changed its corporate 
name does not deprive it of its property rights, which it acquired 
under the prior name of Petetin-Baudean, Inc., and that it is en- 
titled in law and equity to enjoy the good-will, trade, and reputa- 
tion acquired under that name. 
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The rule of law applicable to the case is concisely stated by the 
court in Borden Ice Cream Co., et al. v. Borden’s Condensed Milk 
Co. (C. C. A.) 291 F. 510, 513 [8 T.-M. Rep. 80], as follows: 


Relief against unfair competition is granted solely upon the ground 
that one who has built up a good-will and reputation for his goods or 
business is entitled to all of the resultant benefits. 

The question to be determined in every case of unfair competition is 
whether or not, as a matter of fact, the name used by the defendant had 
come previously to indicate and designate the complainant’s goods. . . . 

It has been said that the universal test question in cases of this class 
is whether the public is likely to be deceived as to the maker or seller of 
the goods. This, in our opinion, is not the fundamental question. The 
deception of the public naturally tends to injure the proprietor of a 
business by diverting his customers and depriving him of sales which 
otherwise he might have made. This, rather than the protection of the 
public against imposition, is the sound and true basis for the private 
remedy. That the public is deceived may be evidence of the fact that 
the original proprietor’s rights are being invaded. If, however, the rights 
of the original proprietor are in no wise interfered with, the deception of 
the public is no concern of a court of chancery. 


In Chas. 8. Higgins Company v. Higgins Soap Company, 144 
N. Y. 462, 39 N. E. 490, 491, 27 L. R. A. 42, 43 Am. St. Rep. 769, 
the court said: 


. An injunction lies to restrain the simulation and use by one 
corporation of the name of a prior corporation which tends to create 
confusion, and to enable the later corporation to obtain, by reason of the 
similarity of names, the business of the prior one. 

See, also, Herring-Hall Marvin Safe Co. v. Hall’s Safe Co., 
208 U. S. 554, 28 S. Ct. 350, 52 L. Ed. 617; Mobile Transfer Co. 
v. Schwarz, 195 Ala. 454, 70 So. 640; 38 Cyc. 771 [6 T.-M. Rep. 
259]. 

The rule is stated as follows in 14 Corpus Juris., p. 382: “A 
corporation which purchases all the property and franchises of an- 
other, except its franchise to be a corporation, acquires its good- 
will, and with it the right to use its name in such manner as to 
indicate that it is the successor of the corporation whose business 
and good-will it has purchased, and may sue, even though not at 
present using the name, to enjoin another corporation from using 
the same.” Metropolitan Tel., ete., Co. v. Metropolitan Tel., etc., 
Co., 156 App. Div. 577, 141 N. Y. S. 598 [3 T.-M. Rep. 135]; 
Slater v. Slater, 175 N. Y. 148, 67 N. E. 224, 61 L. R. A. 796, 96 
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Am. St. Rep. 605; Steinfeld v. National Shirt Waist Co., 99 App. 
Div. 286, 90 N. Y. S. 964. 

Applying the above rule of law to the present case, we observe 
that the plaintiff organized a competitive business subsequent to the 
creation of the defendant corporation and adopted a name suffi- 
ciently similar to the original name of the defendant, under which 
it (defendant) had built up its business, tending to cause confusion, 
not only on the part of old customers, but prospective ones. In 
order to obviate any loss of patronage and to let its former and 
future patrons know where its business was located, the defendant 
simply carried the listing of its original name in the telephone di- 
rectory. The defendant being a prior trader, and having estab- 
lished a business reputation and good-will under its original name 
for a number of years in this particular kind of business, and the 
plaintiff thereafter having organized a competitive business and 
adopted a similar name, the latter is not entitled either in equity or 
law to injunctive relief. 

We are of the opinion that the exception of no cause or right 
of action was properly sustained. 

For the reasons assigned, the judgment is affirmed. 

Affirmed. 


Ricuarp HELLMANN, INc. v. Oakrorp & FAHNEsTOCK 


United States Court of Customs and Patent Appeals 


(Patent Appeal No. 2805) 


January 4, 1982 


Trapve-Marks—Opposition—Goops oF SAME DEsCRIPTIVE PROPERTIES. 

Olive relish, tartar sauce, Thousand Island dressing, Russian dress- 
ing and Southern relish held to be goods of the same descriptive prop- 
erties as salad dressing, olive oil, pickles, chow-chow, olives, prepared 
mustard, sandwich filler, French dressing and Worcestershire sauce. 

TrapvE-Marks—OpposiTion—“Bivue Rippon” anv Device or SamE—Marks 
Pusuici Juris. 

Where the salient features of two trade-marks consisted of the 

words “Blue Ribbon” and the device of a ribbon but differed in cer- 
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tain other features, it was not necessary to pass upon appellee’s con- 

tention that the words “Blue Ribbon” had come to be publici juris. 

Appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. 


Thos. L. Mead, Jr., of Washington, D. C., and Edward S. 
Rogers, of Chicago, Ill., for appellant. 
W. J. Peck, of Peoria, Il., for appellees. 


Buianp, J.: This is an appeal from the decision of the Com- 
missioner of Patents, affirming the decision of the Examiner of 
Interferences in sustaining the opposition of appellee, which 
opposed the registration by appellant of its trade-mark which 
comprises the notation “Richard Hellmann’s Blue Ribbon’’ placed 
under the representation of a blue ribbon bow and used for olive 
relish, tartar sauce, Thousand Island dressing, Russian dressing, 
and Southern relish or sandwich spread, consisting of mayonnaise 
with the addition of vegetables, herbs and condiments. 

The opposition is based on the prior use of the words “Blue 
Ribbon” and a representation of a blue ribbon and a blue ribbon 
bow used upon several of the items set forth in the application. 
The proof shows that appellee has used its trade-mark on a large 
number of food products including canned fruits and vegetables, 
and a large list of food articles sold in grocery stores since as 
far back as 1891; that on several occasions it has caused its “Blue 
Ribbon” trade-mark to be registered, the last of which registra- 
tions was filed in 1913, under which it has sold such products as 
salad dressing, olive oil, pickles, chow-chow, olives, prepared 
mustard, sandwich filler, French dressing, Worcestershire sauce, 
and Thousand Island dressing. It appears from the record that 
the particular kind of salad dressing known as Thousand Island 
dressing was not sold by appellee prior to the date of adoption and 
use of the trade-mark by appellant on Thousand Island dressing. 

The substance of appellant’s contentions here is that the words 
“Blue Ribbon” and the picture of a blue ribbon are descriptive 


and incapable of an exclusive appropriation, and that unless used 


as a composite mark are common property in the trade (citing 


\ 
| 
| 
i 
| 
| 
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Pabst Brewing Co. v. Decatur Brewing Co., 284 Fed. 110 [13 
T.-M. Rep. 1] and France Milling Co. v. Washburn-Crosby Co., 
Inc., 7 F. [2d] 304 [15 T.-M. Rep. 185]); that the numerous 
registrations in the Patent Office of the words “Blue Ribbon” and 
the representation of a blue ribbon for food products show that 
such words and representations are common property; that the 
term “Blue Ribbon” is publici juris; and that under certain deci- 
sions of the courts, appellee is only entitled to the exclusive use 
of its “Blue Ribbon” trade-mark upon the exact articles upon 


which it had used such mark prior to appellant’s adoption and 


use of its marks on its goods. Appellant contends also that, upon 
this record, it is shown that appellant’s use of its “Blue Ribbon” 
mark was to indicate quality and not origin and that because of 
such fact confusion of origin was unlikely. 

The Examiner of Interferences, referring to the commonplace 
character of the “Blue Ribbon” mark said: 


While it is true, that the mark “Blue Ribbon” has long been used by 
many traders for various kinds of food products and may not, therefore, 
be recognized as possessing a large measure of inclusiveness, it cannot, 
however, be regarded as so lacking in distinctiveness as to be wholly 
incapable of indicating origin. Otherwise, registration to the applicant 
would have to be refused on that ground. 


The Commissioner of Patents, in affirming the decision of the 
Examiner of Interferences, said: 


There is some contention on behalf of the applicant that the words 
“Blue Ribbon” are descriptive of the goods and not registrable to anyone. 
It may be noted, however, that neither party is seeking registration of 
just these words but each has the pictorial representation of a blue 
ribbon and also a blue ribbon tied in a bow and there is no basis for 
holding that such a trade-mark is descriptive of the goods upon which 
it is used. While the applicant has noted the wide use of the words 
“Blue Ribbon” and the representations of such a ribbon by others prior 
to the opposer’s adoption of its mark yet the decision in American Fruit 
Growers, Inc. v. Michigan Fruit Growers, Inc., 393 O. G. 789 (17 C. C. 
P. A. [Patents] 906, 38 F. (2d) 696 [20 T.-M. Rep. 135]), is to the effect 
that the question here is solely as to confusion in trade when the marks 
are used upon the respective items or goods. It is thought since both 
parties use not only the words “Blue Ribbon” and the representations of 
such a ribbon but also a blue ribbon bow, there would be confusion if 
these marks appeared upon the goods of the respective parties in the 
same market. 
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In National Biscuit Co. v. Joseph W. Sheridan, 18 C. C. P. A. 
(Patents) 720, 724, 44 F. (2d) 987 [21 T.-M. Rep. 27], this 


court said: 

Without questioning in the least the correctness of the doctrine laid 
down in the two cases last cited (Pabst Brewing Co. v. Decatur Brewing 
Co., 284 Fed. 110, and France Milling Co. v. Washburn-Crosby Co., Inc., 
7 F. (2d) 304), when applied in cases like those before the Circuit Court 
of Appeals in the trial of the so-called Blue Ribbon and Gold Medal cases, 
we regard ourselves as confronted with an entirely different problem. 
In the equity cases cited the question of use was involved. In this court 
the right to register is the issue at bar. True enough we have said, 
in substance, that a trade-mark which cannot be defended in the common 
law is not entitled to registration, but this is not saying that all trade- 
marks which can be defended in the common law, in view of the wording 
of the statute, are entitled to registration. In Sharp & Dohme v. Parke, 
Davis & Co., 17 C. C. P. A. (Patents) 842, 37 F. (2d) 960 [20 T.-M. Rep. 
79], this court said: 


“This statute is plain and definite. If the mark which applicant seeks 
to register upon goods of the same descriptive properties is the same as 
an opposer’s registered mark, then the applicant’s mark cannot be regis- 
tered. It is unimportant what rights others may have as against the 
opposer’s mark—the applicant has no right to assert them in such proceed- 
ing. ‘The same principle would be applicable to known owned unregistered 


trade-marks.” 

Some of the goods of both parties are identical; both parties 
sell salad dressings under the “Blue Ribbon” trade-mark. Appel- 
lant may name its goods Thousand Island dressing, Russian dress- 
ing, or mayonnaise, but nevertheless they are salad dressings. 
Other goods sold by both parties differ only in the addition or 
omission of one or more of the ingredients of the mixture or com- 
pound. Where they are not identical, many, if not all of them, 
are in the same class and are goods of the same descriptive prop- 
erties. J. E. Palmer Co. v. Nashua Mfg. Co., 17 C. C. P. A. 
(Patents) 583, 34 F. (2d) 1002 [19 T.-M. Rep. 469]; California 
Packing Corp. v. Tillman and Bendell, Inc., 17 C. C. P. A. (Pat- 
ents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238]. The marks are 
so similar that if applied to identical goods or goods of the same 
descriptive properties, confusion would be likely. Under such cir- 
cumstances it was the duty of the Commissioner to refuse registra- 
tion of the appellant’s mark. 

We do not believe that the record in this case shows that the 
appellant’s use of its trade-mark is intended to or does denote 
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quality only. Appellant may use its “Blue Ribbon’ trade-mark 
on its highest grade goods, nevertheless its use by it on such goods, 
we think, is a trade-mark use and denotes origin. On account of 
the general use of the words “Blue Ribbon,” they may not denote 
origin with such certainty as would a mark like “Kodak,” but 
they certainly do denote origin to some extent. 

Since the marks of both parties do not consist of the words 
“Blue Ribbon” alone, it is not necessary for us to determine 
whether or not the term “Blue Ribbon” has become publici juris 
under the test applied by Mellish, L. J., in Ford v. Foster, L. R. 7 
Ch. App. 611-628, and in Star Brewery Company v. Val Blatz 
Brewing Company, 36 App. D. C. 534. 

The validity of the opposer’s mark or the limits with which its 
use should be confined, or the right of applicant to use its mark 
are matters with which we are unconcerned in this character of 
proceeding. See California Canneries Co. v. Lush’us Products Co., 
18 C. C. P. A. (Patents) 1480, 49 F. (2d) 1044 [20 T.-M. Rep. 
159]; Celoter Co. v. Bronston Bros. & Co., 17 C. C. P. A. (Pat- 
ents) 1490, 49 F. (2d) 1048 [21 T.-M. Rep. 370]; Skookum 
Packers Association v. Pacific Northwest Canning Co., 18 C. C. 
P. A. (Patents) 792, 45 F. (2d) 912 [21 T.-M. Rep. 50]. 
The decision of the Commissioner of Patents is affirmed. 


Wivuiams O1t-O-Matic Heatine Corp. v. Epwarp P. Buiss, Jr. 


United States Court of Customs and Patent Appeals 
(Cancellation No. 1936) 


January 4, 1932 


Trape-Marks—CaNCELLATION—Goops oF SAME DEscrIPTIVE PROPERTIES. 
An automatic device for feeding liquid fuel oil to combustion cham- 
bers of furnaces or heaters held to be of the same descriptive properties 
as an electrically operated system for use in furnaces and _ heaters, 
consisting of a motor, fuel pump, ignition device and air blower, all 
operated automatically. 
Trape-Marxks — CANCELLATION — “THERMATIC” AND “O1Lt-O-Martic” — Non- 
CONFLICTING Marks. 
A trade-mark consisting of the word “Thermatic” held not to be 
confusingly similar to the word “Oil-O-Matic,” both marks being used 
on automatic heating devices. 
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Appeal from a decision of the Commissioner of Patents, dis- 
missing an application for the cancellation of a trade-mark. 
Affirmed. For the Commissioner’s decision, see 20 T.-M. Rep. 293. 


Langdon Moore, of Bloomington, Ill., and Jas. Atkins, of Wash- 
ington, D. C., for appellant. 
E. Hume Talbert, of Washington, D. C., for appellee. 


Hartrievp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing appel- 
lant’s application for the cancellation of appellee’s registration 
No. 234,331, issued October 25, 1927, for the trade-mark ‘‘Ther- 
matic” for use on “automatically controlled coal combustion systems 
or parts therefor, including the blower-controlling mechanism.” 

It appears from the agreed statement of facts, submitted by 
the parties in lieu of testimony, that appellant is a corporation 
duly organized and existing under the laws of the State of Illinois; 
that it is the owner of the following trade-mark registrations for 
use on liquid-fuel-burning devices: No. 199,644, registered June 16, 
1925, of the trade-mark “Williams Oil-O-Matic Heating,” 
No. 222,211, registered December 28, 1926, of the trade-mark 
“Williams Oil-O-Matic Heating,’ and No. 239,830, registered 
March 13, 1928, of the trade-mark ‘“Oil-O-Matic’”’; that the trade- 
mark “QOil-O-Matic’’ was adopted by appellant’s predecessor on 
or about January 15, 1920, and, since that time, has been used 
continuously in interstate commerce as a trade-mark by appellant 
and its predecessor on liquid-fuel-burning devices; that the term 
“Oil-O-Matic’”” was made a part of appellant’s corporate name 
in November, 1924; that appellant has expended large sums of 
money in advertising its product and its trade-mark in newspapers 
and magazines throughout the United States and Canada; and 
that its product comprises an electric motor, “adapted to be con- 
nected in the commercial electric lighting circuit, for operating a 
liquid fuel pump and an air blower, the pump delivering the liquid 
fuel to the combustion chamber of the furnace or heater and the 


air blower delivering air to produce combustion of the fuel in the 





i 
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combustion chamber when the fuel is ignited by an electrically 
operated ignition device, the whole system, namely, the motor, fuel 
pump, ignition device and air blower, being controlled by a thermo- 
stat in the motor circuit which controls the operation of the pump 
and blower. The system operates automatically to produce the 
desired temperature at which the control mechanism is set by caus- 
ing the pump and blower to operate whenever the temperature 
within the building drops below the predetermined degree and to 
stop operating whenever the degree is reached.” 

It further appears from the agreed statement of facts that 
appellee adopted his trade-mark “Thermatic” for use on auto- 
matically controlled coal combustion systems or parts thereof, in- 
cluding the blower controlling mechanism, May 13, 1927, and 
has since continuously used it in interstate commerce; that ap- 
pellee’s trade-mark was registered in the United States Patent 
Office on October 27, 1927; and that the device on which appellee 
uses his trade-mark consists of a “motor-driven blower which is 
electrically driven and automatically controlled by means of a 
thermostat which blower controls the introduction of draft for 
primary combustion beneath the bed of coal in the furnace, and 
has been only used in furnaces using coal as the fuel. These devices 
do not control the feed of the coal but automatically control the 
draft for combustion.” 

It is claimed in appellant’s application for cancellation that 
appellee’s registered trade-mark is confusingly similar to appellant’s 
corporate name, and to its trade-mark “Oil-O-Matic”; that, unless 
appellee’s registration is cancelled, appellant will be hampered 
and embarrassed in the legitimate extension of its business—the 
manufacture of other mechanical combustion devices, and the use 
of its trade-mark thereon; and that appellant deemed itself injured 
by the registration to appellee of his trade-mark. 

The tribunals of the Patent Office concurred in holding that 


the involved marks were not confusingly similar, and, accordingly, 
dismissed appellant’s application for cancellation. 

It is contended by counsel for appellant that the goods of the 
parties possess the same descriptive properties; that the marks 
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are confusingly similar; and that, therefore, the decision of the 
Commissioner of Patents should be reversed. 

On the other hand, it is contended by counsel for appellee that 
the goods of the respective parties do not possess the same descrip- 
tive properties; that the involved marks are not confusingly similar ; 
and that the decision of the Commissioner should be affirmed. 

In the case of Roy Cross v. Williams Oil-O-Matic Heating Cor- 
poration, 18 C. C. P. A. (Patents) 1192, 48 F. (2d) 659 [21 T.-M. 
Rep. 246], this court, in an opinion by Garrett, J., held that a 
device for automatically feeding pulverized coal to furnaces pos- 
sessed the same descriptive properties as appellant’s automatic 
oil-heating device, and, in this connection, said: 

Both devices are for feeding fuel to furnaces—one feeds oil and the 
other coal. It is not the particular materials which they feed, however, 


that must furnish the test in this case; the issue is not whether oil and 


coal are of the same descriptive properties, but whether the devices that 
feed them into the furnaces are. 


Surely there can be no serious question about this. Obviously, they 
are of the same class and, being so, they are of the same descriptive 
properties under the doctrine of Cheek-Neal Coffee Co. v. Hal Dick Mfg. 
Co., 17 C. C. P. A. (Patents) 1103, 40 F. (2d) 106 [20 T.-M. Rep. 274], 
and numerous other cases decided by us since jurisdiction in trade-mark 
registration appeals was transferred to this court. California Canneries 
Co. v. Bear Glacé Co., 18 C. C. P. A. (Patents) 732, 44 F. (2d) 866 [21 
T.-M. Rep. 23], and cases reviewed therein. 

It is true that, in the case at bar, appellee’s device does not 
control the feed of the coal, whereas appellant’s device feeds 
liquid fuel oil to the combustion chamber of the furnace or heater. 
However, in other respects, the devices have substantially the same 
functions. We are of opinion that the decision in the case of Roy 
Cross v. Williams Oil-O-Matic Heating Corporation, supra, is ap- 
plicable to the case at bar, and that the goods of the respective 
parties possess the same descriptive properties. 


We come now to the consideration of the question of the con- 
fusing similarity of the marks. 

In the case of International Silver Co. v. The American Silver 
Co., 17 C. C. P. A. (Patents) 871, 37 F. (2d) 622 [20 T.-M. Rep. 
76], this court, in an opinion by Lenroot, J., considered the ques- 
tion of the confusing similarity of the trade-mark “A. S. Co. 1857,” 
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with the trade-mark ‘1847 Rogers Bros.,” used on identical goods, 
and, among other things, said: 


We may take judicial notice of the fact that the purchase of silverware, 
sterling or plated, involves a considerable degree of care and discrimina- 
tion upon the part of the purchaser. The goods are valuable. They are 
not a matter of every day purchase upon the part of an individual, like 
food products or other products that require frequent replacement. A 
person might purchase silverware bearing the mark “1857” alone in the 
belief that he was buying goods manufactured by the owner of the mark 
“1847 Rogers Bros.,” but we do not think this confusion is likely to occur 
with the mark “A. S. Co. 1857.” 

Were the goods upon which the marks are used of a character involving 
less discrimination and care in their purchase, we might come to a different 
conclusion. 

The language of the court in that case is particularly applicable 
to the facts in issue in the case at bar, and we may here, as thee, 
take judicial notice of the fact that the purchase of devices of 
the character of those produced by the involved parties is attended 
with care and discrimination upon the part of the purchaser. 

The suffixes of the marks, as stated by counsel for appellant, are 
identical. The prefixes, however, are quite dissimilar; so much so, 
in fact, as, in our opinion, to make the marks as a whole clearly 
and easily distinguishable, when applied to articles of the character 
of those here involved. 

Giving consideration to the character of the goods of the parties, 
the discriminating care with which they are purchased, and the dis- 
similarity of the marks, we are of opinion that the marks are not 
confusingly similar. 


The decision is affirmed. 


Vick CuHEemicaL Company v. Maurice E. Corpry 


United States Court of Customs and Patent Appeals 


(Opposition No. 10,146) 
January 4, 1932 


TrapeE-M Arks—Opposition—CompositeE Marks—Lack or Conrusinc REsEM- 
BLANCE, 

A mark consisting of a fairly accurate representation of the West- 

ern Hemisphere, surrounded by a circular line having therewithin 
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lines and indicating meridians of longitude and parallels of latitude 
and having at the top and bottom, respectively, the words “Vanishing” 
and “Vapor” and on the left the words “Just Rub It,” with a diagonal 
band extending across the entire picture with the words “Pain Soap” 
therewithin, held not to be deceptively similar to a mark consisting 
of the word “Vaporub,” and the slogan “Just Rub It.” 
Trape-Marxs—OppositioN—Decree Pro Conresso. 


Notwithstanding that appellee failed to file answer to the notice of 
opposition within the legal period, the Commissioner’s refusal to sus- 
tain a decree pro confesso was affirmed, inasmuch as the allegations in 
the said notice were insufficient to warrant same. 

Appeal from a decision of the Commissioner of Patents in a 
trade-mark opposition. Affirmed. For the Commissioner’s decision, 
see 20 T.-M. Rep. 393. 


Edward S. Rogers, Allen M. Reed, William T. Woodson, all of 
Chicago, Ill. (Browne § Phelps, of counsel), for appellant. 


Submitted on record by appellee. 


HatriE_p, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing appel- 
lant’s notice of opposition, and holding that appellee was entitled 
to the registration of its composite trade-mark, consisting of a 
fairly accurate representation of the Western Hemisphere, “sur- 
rounded,” as stated in the Commissioner’s decision, “by a circular 
line having therewithin lines indicating meridians of longitude and 
parallels of lattitude [latitude] and having at the top and bottom, 
respectively, the words ‘Vanishing’ and ‘Vapor’ and on the left- 
hand side the words ‘Just Rub It’ with a diagonal band extending 
across the entire picture with the words, ‘Pain Soap,’ therewithin.” 
On the outside of the circle appear certain jagged lines, intended, 
probably, to suggest the vaporizing qualities of appellee’s product. 
The product on which appellee uses its trade-mark is a salve having 
analgesic properties, and is used in the treatment of muscular 
aches and pains, chest colds, etc. 

In his application for registration, filed June 10, 1929, appellee 
alleged that he had used his trade-mark since September 9, 1924. 
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In its notice of opposition, appellant alleged that its trade-mark, 
“Vaporub,” for use on a salve, was duly registered in the United 
States Patent Office, April 6, 1915, and that, for many years prior 
to September 9, 1924, it and its predecessor had continuously used 
it in interstate commerce for that purpose; that the words “Just 
Rub It” had been used extensively in the advertising of its product; 
that opposer had built up and owned a large and valuable trade 
in its product; that its trade-mark was of great value and identified 
its product exclusively; that appellee’s mark “contains prominently 
the word Vapor and the words Just Rub It”; that the word “Vapor’”’ 
so nearly resembled opposer’s trade-mark “Vaporub,” and the words 
“Just Rub It” so nearly resembled opposer’s ‘well-known advertis- 
ing phrase ‘Just Rub It,’” as to be likely to cause confusion and 
mistake in the mind of the public and to deceive purchasers; that 
the goods of the respective parties possessed the same descriptive 
properties; and that, therefore, opposer believed that it would be 
damaged by the registration to appellee of his alleged trade-mark. 

No answer was filed by appellee to the notice of opposition. 

In the letter of the Examiner of Interferences, under date of 
December 18, 1929, attention was called to the fact that appellee's 
answer to the notice of opposition, due December 16, 1929, had 
not been filed; that, in accordance with the provisions of Federal 
Equity Rule 16, the facts alleged in the notice of opposition would 
be taken as confessed by appellee; and that, in accordance with 
Federal Equity Rule 17, the question of the sufficiency of the 
allegations contained in the notice of opposition to support a decree 
pro confesso would be considered not earlier than January 17, 1930. 

On December 19, 1929, counsel for appellant filed a motion 


requesting that, as no answer had been filed to the notice of opposi- 
tion, judgment be entered on the record. 

Thereafter, on January 18, 1930, the Examiner of Interferences 
rendered his decision holding that the notice of opposition was not 
sufficient to sustain a decree pro confesso, and, in this connection, 
among other things, said: 


As is well known, a decree, unlike an order pro confesso, is not entered 
as a matter of course (Thomson v. Wooster, 114 U. S. 113). More speci- 
fically it is not entered unless the allegations in the bill will support such 
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a decree (The Ohio Central Railroad Company v. Central Trust Company, 
133 U. S. 83). In the case in bar it cannot well support such a decree 
unless the mark relied upon in the notice of opposition is evidence of 
ownership by the opposer of the notations “Just Rub It” or “Vapor.” It 
seems clear to the Examiner that the right to the exclusive use of the 
notation “Vaporub” is no good and sufficient evidence of the right of the 
opposer to the exclusive use of the notation “Just Rub It” or “Vapor,” 
both of which perform a merely descriptive function (John T. Dyer Quarry 
Co. v. Schuylkill Stone Co., 185 F. R. 574). 


In his decision, affirming the decision of the Examiner of Inter- 
ferences, the Commissioner of Patents discussed the principles 
applicable to a decree pro confesso, and, among other things, said: 


It would seem obvious, from an inspection of the applicant’s mark as 
applied to its goods and an inspection of the opposer’s label which was 
filed as part of the notice of opposition, that the words “Just Rub It” 
are purely descriptive and are merely directions to the user to rub the 
salve on the affected part of the body. So far as the word “Vapor” is 
concerned, it would seem, in view of the directions on the label above 
referred to, that that is also descriptive since in such directions it is stated 
that for the relief of head colds some of the material is placed in a cup 
or bow! of hot water and the vapors inhaled. 


o 7 * * * 

In connection with the application for registration of the composite 
mark above referred to applicant has disclaimed all the wording appear- 
ing on the drawing “apart from the other features shown” thereon. 

In view of the facts above stated it is not apparent how the Examiner 
could have reached any different conclusion than that the allegations of 
the bill are not sufficient to justify entering a decree in favor of the 
opposer. 

It is contended by counsel for appellant that it was alleged 
in the notice of opposition that the goods of the parties possessed 
the same descriptive properties; that the mark of appellee was 
confusingly similar with appellant’s registered trade-mark; that, 
as no answer was filed by appellee, those facts should have been 
considered as established by the Patent Office tribunals; that the 
notice of opposition was sufficient to support a decree pro confesso; 
and that, therefore, the Commissioner erred in refusing to enter 
such a decree. 

In the case of Thomson v. Wooster, 114 U. S. 104, discussed 
by each of the tribunals below, the Supreme Court, in discussing 
the decree pro confesso, among other things, said: 


It is thus seen that by our practice, a decree pro confesso is not a 
decree as of course according to the prayer of the bill, nor merely such as 





30 TWENTY-TWO TRADE-MARK REPORTER 


the complainant chooses to take it; but that it is made (or should be made) 
by the court, according to what is proper to be decreed upon the state- 
ments of the bill, assumed to be true. . . . Our rules do not require 
the cause to be set down for hearing at a regular term, but, after the 
entry of the order to take the bill pro confesso, the eighteenth rule declares 
that thereupon the cause shall be proceeded in ex parte, and the matter 
of the bill may be decreed by the court at any time after the expiration of 
thirty days from the entry of such order, if it can be done without answer, 
and is proper to be decreed. This language shows that the matter of the 
bill ought at least to be opened and explained to the court when the decree 
is applied for, so that the court may see that the decree is a proper one. 
The binding character of the decree, as declared in Rule 19, renders it 
proper that this degree of precaution should be taken. 


In the case of Wagner v. Vitamint Co., Inc., 55 App. D. C. 131, 
2 F. (2d) 933 [15 T.-M. Rep. 39], the Court of Appeals of the 
District of Columbia held, in substance, that facts pleaded in a 
notice of opposition are deemed to be true if not denied by answer; 
that allegations in the notice of opposition that the marks were 
confusingly similar raised issues of fact, the truth of which was 
admitted by the failure of the applicant to deny them by answer; 
and that such allegations were sufficient to support a decree pro 
confesso entered by the Patent Office tribunals. 

Counsel for appellant urges that the decision in the Wagner v. 
Vitamint Co., Inc., case, supra, and the reasoning therein, supports 
the contention that the Commissioner erred in refusing to enter a 
decree pro confesso. 

It is alleged in the notice of opposition that appellee’s mark 
“contains prominently the word Vapor and the words ‘Just Rub 
It’’’; and that “The word Vapor so nearly resembles opposer’s 
trade-mark Vaporub and the words ‘Just Rub It’ so nearly resemble 
opposer’s well-known advertising phrase ‘Just Rub It’ as to be 
likely to cause confusion and mistake in the minds of the public 
and to deceive purchasers.” (Italics ours.) 

The words referred to in the notice of opposition are purely 
descriptive, as are the words “Pain Soap” and “Vanishing,” and 
appellee was required to, and did, disclaim them, apart from the 
other features shown in his composite mark. 

It will be observed, however, that there is no allegation in the 
notice of opposition that appellee’s composite mark is confusingly 
similar to appellant’s mark ‘“‘Vaporub,” and, in this respect, the 
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issues here differ from those before the Court of Appeals of the 
District of Columbia in the case of Wagner v. Vitamint Co., Inc., 
supra. 

We have repeatedly held that, in determining the question of 
confusing similarity, the marks involved should not be dissected 
but should be considered as a whole. It is true, as argued by coun- 
sel for appellant, that appellee’s composite mark contains, promi- 
nently, the words “Vapor” and “Just Rub It.” However, we are 
unable to say, considering appellee’s composite mark as a whole, 
that those words are the dominant features of the mark. On the 
contrary, we think that they are not. 

The question of the confusing similarity of the marks as a 
whole not having been raised by the notice of opposition, it is 
difficult for us to understand how it can properly be argued that 
the tribunals below erred in considering and determining that ques- 
tion. Certainly, they were not precluded from so doing by the 
allegations of fact contained in the notice of opposition. The 
material allegations of fact contained in the notice of opposition 
were taken as confessed. However, as there was no allegation 
therein that the marks were confusingly similar, the notice of 
opposition was not sufficient to justify a decree pro confesso. Thom- 
son Vv. Wooster, supra; Ohio Central Railroad Company v. Central 
Trust Company of New York, 133 U. S. 83, 90, 91. Accordingly, 
it was the duty of the tribunals below to consider that question. 
California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 
(Patents) 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 266]; Bookman 
v. The Oakland Chemical Co., 17 C. C. P. A. (Patents) 1213, 40 
F. (2d) 1006 [20 T.-M. Rep. 251]; George H. Ruth Candy Co. 
(Inc.) v. The Curtiss Candy Co., 18 C. C. P. A. (Patents) 1471, 
49 F. (2d) 1033 [21 T.-M. Rep. 319]. This they did, holding, 
and properly so we think, that, considering the involved marks as 
a whole, they were not confusingly similar. 

For the reasons stated, the decision is affirmed. 





TWENTY-TWO TRADE-MARK REPORTER 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for lead pencils, a mark consisting of a brown 
band, in view of the prior adoption and use by opposer of a 
trade-mark for the same goods, consisting of a black band. 

In his decision, after stating that the sole question of the de- 
cision was whether the two marks were so similar that their con- 
temporary use would be likely to cause confusion in the minds of 
the public, the Assistant Commissioner said: 


I am of the opinion that even if the average member of the purchasing 
public should observe the difference in the colors of the two marks, yet he 
would be unlikely to remember such difference.’ 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for soap, a mark consisting of the pictorial repre- 
sentation of an eagle with its wings spread and the Spanish words, 
“Real Azul,” in view of the prior adoption and use by opposer of a 
mark for soap consisting of the pictorial illustration of an eagle 


with its wings spread and the Spanish words, ‘“Jabon El Aguila 
Azul.” 


In his decision, after stating that the goods being the same and 
it being admitted that the opposer had used its mark prior to any 
date of use claimed by the applicant and therefore the only question 
was as to the similarity of the marks, the Assistant Commissioner 
said: 

I am of the opinion that the two marks are confusingly similar to 
each other; that the pictorial representation of an eagle, with its wings 
spread, constitutes the dominant feature of each of the marks, and that 
the Spanish words included in each of the marks, when considered in 


association with soap and with an, eagle, would be interpreted by one 


familiar with the Spanish language as definitive of the blue eagle brand 
of soap. 


With reference to applicant’s contention that the opposer did 
not originate an eagle as a trade-mark for soap but such a design 


*Eberhard Faber Pencil Company v. United States Pencil Co., Inc., 
156 M. D. 754, November 16, 1931. 
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had been employed by others long prior to opposer’s use, as evi- 
denced by certain prior registrations, he said: 

. . . It may be stated that in an opposition proceeding likelihood of 
confusion is the primary question for decision and that in such proceedings 
prior registrations are not to be considered. It is believed that the rule 
to the effect that the newcomer should select a trade-mark so far different 


from prior trade-marks appropriated to the same goods as to avoid any 
likelihood of confusion, should be applied in this case. 


Kinnan, F. A. C.: Held that applicant is not entiled to 
register, under the Act of 1905, as a trade-mark for chewing gum, 
a mark consisting of the words “Real Mint” appearing one above 
the other, the “i” in the second word having as its dot a red disc 
or spot, the words “Real Mint” being disclaimed apart from the 
mark as shown. 

The ground of the decision is that the mark is confusingly 
similar to a prior registered mark (registration No. 206,060) con- 
sisting of a red disc used as a trade-mark for chewing gum. 

In his decision, after noting applicant’s argument that the red 
disc in its mark is so small as to avoid any likelihood of confusion, 
the First Assistant Commissioner said: 

It is to be noted, however, that the words used in the applicant’s mark 
are merely descriptive of mint-flavored chewing gum and would not impress 
purchasers of the goods as more than a descriptive label of the goods. 
The only feature that would, it is thought, appeal to customers would 
be the red disk or dot. This would be considered fanciful and would 


be remembered by a purchaser if subsequently he desired to again obtain 
the same brand of chewing gum. 


* - * 
It is true the red disk shown in the applicant’s mark is, possibly, quite 
small as compared with the red disk used by the registrant, but in the 


specimens filed in the application the disk is quite noticeable and distinc- 
tive.* 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the words “American Beauty” and 
the pictorial representation of a rose, as a trade-mark for bread, 
in view of a prior registration, No. 92,447, of what is substantially 
the same mark, as a trade-mark for biscuits. 


* John T. Stanley Co., Inc. v. Golden Eagle Soap Co., 156 M. D. 759, 
November 20, 1931. 
*Ex parte The Curtiss Candy Co., 156 M. D. 764, November 24, 1931. 
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It appeared that the applicant’s predecessor in business had 
registered the words “American Beauty” as a trade-mark for flour 
prior to any of the registrations referred to by the Examiner and 
that subsequently these words or these words in association with 
the picture of a rose, had been registered for a number of other 
food products including biscuits. 

In his decision the First Assistant Commissioner, with reference 
to those prior registrations other than the registration for biscuits, 
said: 


If these prior registrations should not in view of the holding in Cheek- 
Neal Coffee Co. (Maxwell House Products Co., Inc., substituted) v. Hal 
Dick Manufacturing Company, 395 O. G. 10, 40 F. (2d) 106, 17 C. C. P. A. 
(Patents) 1103, and similar decisions interpreting the trade-mark statutes 
have been issued, the applicant here should not suffer because of such 
improper procedure. In any event, since the applicant is the owner of a 
registration issued prior to the date of application of any of these other 
registrations, the extension of the use of its mark to include bread does 
not add to any confusion that may exist by reason of the use of the 
applicant’s first registered mark on wheat flour. In view of all the cir- 
cumstances, it is believed these prior registrations, save that for use on 
biscuits, should not be held to bar the applicant from registration. 


With respect to the biscuit registration, he said: 


The applicant had, clearly enough, the right to expand its business to 
include bread. (Citing decisions.) The registration, however, to the 
National Biscuit Company is a bar to the granting of registration to the 
applicant. (Citing decisions.) 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for electrical refrigerators, the notation 


“Polar-Aire,’ in view of the prior adoption, use and registration 
by the Frigidaire Corporation of the term “Frigidaire” as a trade- 
mark for refrigerators. 


In his decision, after stating that the testimony showed prior 
adoption by the opposer, use for many years, expenditure of a large 
amount of money in advertising and a large sale and that under 
these circumstances, any doubt should be resolved against the new- 
comer, the First Assistant Commissioner said: 


Both marks end with the syllable “aire” and both when viewed as a 
whole convey substantially the same meaning. As applied to refrigerators, 
the applicant’s mark means substantially the same as the opposer’s mark. 


*Ex parte The Standard Tilton Milling Co., 156 M. D. 766, November 
27, 1931. 
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While there has been some indication that portions of each mark are 
suggestive, yet it is believed the question here raised is whether the regis- 
tration of the applicant’s mark would damage the opposer by reason of 
probable confusion in trade. If this question is answered in the affirmative, 
the applicant must be denied registration. It is believed the question is 
properly thus answered.° 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as trade-marks for coal, marks 
described respectively as consisting of “a green bar or strip extend- 
ing across one face of a lump of coal,” the representation of the 
lump of coal being disclaimed, and “a plurality of green specks of 
irregular size on the surface of the lumps,” in view of the proven 
prior use by opposer of the use of a mark consisting of “occasional 
green blotches appearing throughout the coal in the bulk or mass, 
contrasting with the natural color of the coal.” 

In his decision, with reference to the evidence, the First Assist- 
ant Commissioner said: 


After a review of this evidence, however, it must be deemed to justify 
the holding that the mark was adopted and used at least prior by some 
months to any date to which the Blackboard Company is entitled. 


With reference to the argument that the mark of the Green 


River Fuel Company, Incorporated, does not constitute a trade- 


mark since in effect it consists solely of color, he said: 

. . On the other hand, it is equally well settled that color embodied 
in some design, star, symbol, ete., may constitute a registrable mark. 
It is considered that in view of the nature of the goods here involved and 
the natural difficulties in marking such goods, the green blotches appearing 
throughout the coal in bulk or mass should be regarded as constituting 
a mark not consisting of color alone but of a more or less definite design. 


With reference to the argument that the marks which the Green 


River Fuel Company, Incorporated, seeks to register are not in 


accordance with the mark as to which actual use was presented, he 
said: 


The holding of the Examiner of Interferences upon this point is 
thought to be proper. The alleged discrepancies are regarded as immaterial 
and as largely due to the difficulty of illustrating and describing a mark 
of this character applied to a product having such a variety of shapes and 
contours. 


* Frigidaire Corporation v. M. J. Plonsker & Co., 156 M. D. 765, Novem- 
ber 27, 1931. 
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With respect to the argument that the “green bar or strip” 
mark of the Blackwood Company is not confusingly similar to that 
of the Green River Company and that such a holding is incon- 
sistent with the ruling in a certain decision where an applicant 
was not refused registration of a mark for coal consisting of red 
specks of irregular size on the surface of lumps although it had 
previously registered a red bar or stripe, he said: 


Where the registrant and applicant are the same the objection to a 
second registration of a somewhat similar mark does not apply as it 
would if rival parties were involved. It is believed to be quite probable 
that confusion would result if the appellant’s green bar or stripe mark 
appeared upon coal in the same market with the coal of the Green River 
Company marked with the green blotches. Viewed from a slight distance 
the general speckled appearance of the coal would be in both instances 
quite similar and one product would be likely to be confused, as to its 
origin, with the other.* 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for many kinds 
of parts and devices used in radio systems and for “electrical sys- 
tems for receiving and or distributing electrical waves,’ a mark 
consisting of the words ‘“‘Centralized Radio.” 


The ground of the decision is that this term is merely descrip- 
tive of the goods. 


In his decision, after noting the argument that the notation is 
not merely descriptive but on the contrary merely suggestive, the 
First Assistant Commissioner said: 


It is common practice to utilize the broadcasting apparatus located at 
a single central or centralized station to supply the matter broadcasted 
for distribution to a very large number of radio receiving stations and it 
is likewise common practice to employ a central or centralized radio 
receiving station from which the received matter may be sent to a group 
of substations. 

* ~ = 

The notation is deemed about as descriptive as terms could well be 
made and it is doubted if any of the interested public would, unless 
instructed in the matter, obtain any other impression or view.’ 


"Green River Fuel Co., Inc. v. Blackwood Coal & Coke Co., 156 M. D. 
767, November 27, 1931. 

‘Ex parte Radio Corporation of America, 156 M. D. 763, November 24, 
1931. 
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On What Goods 


Moore, A. C.: Held that the Kansas City Southern Railway 
Company, of Kansas City, Mo., was not entitled to register a trade- 
mark for time tables. 

The ground of the refusal is that the time tables are merely 
incidental to the service of the company and not goods in commerce. 

In his decision the Assistant Commissioner said: 


The decision of the Examiner is believed to be supported by the weight 
of the authorities, and should be affirmed. (Citing decisions.) 
* * it 


The applicant’s time table is in no sense a “vendible commodity” or 
a “marketable product.” * 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for lead pencils a mark described as consisting of ‘‘a 
device having a bevelled end and adapted to be applied to lead 
pencils.” 

In his decision, after stating that a mark which consists of an 
essential part of an article of trade is not registrable under the Act 
of 1905 and quoting from certain court decisions, the Assistant 
Commissioner said: 

In the instant case, however, the mark does not consist of an essential 
part or characteristic of the article to which it is applied. It consists 
of a device bevelled at one end and adapted to be applied to a lead pencil. 
It does not affect the lead pencil either as to function or extent of use; 


and so far as appears of record, the sole function of the mark is to 
identify the pencil as to its origin or ownership.’ 


Prints 


Kinnan, F. A. C.: Held that applicant is entitled to register 
a print for ice and vending machines for vending ice, which print 
comprises an elliptical background having the word “Ice” in large 


letters with a scroll thereacross upon which appear the letters 
“Serv-.” 


* Ex parte The Kansas City Southern Railway Company, 156 M. D. 752, 
November 17, 1931. 

* Ex parte Koh-I-Noor Bleistift Fabrik L. & C. Hardtmuth, 156 M. D. 
757, November 17, 1931. 
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The ground of his decision is that a fair reading of the print 
would be “Serv-Ice” and therefore the label is sufficiently descrip- 
tive of the machines referred to.'° 


* Ex parte Central Ice & Cold Storage Company, 156 M. D. 759, Novem- 
ber 18, 1931. 
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Tue Lawrence-WituiaMs Co. v. Societe ENFrants GoMBAULT 
ET CIE 


United States Circuit Court of Appeals, Sixth Circuit 
November 11, 1931 


In equity. On application for rehearing. Original opinion 
amended and rehearing denied. For opinion of the court, see 
21 T.-M. Rep. 608. 


Hervey, Barber & McKee (Lanier McKee, of counsel), of New 
York City, and Garfield, MacGregor §& Baldwin (Arthur D. 
Baldwin, and Jas. R. Garfield, of counsel), all of Cleveland, 
Ohio, for plaintiff. 

Stearns, Chamberlin § Royon and Robb & Robb, all of Cleve- 
land, Ohio, for defendant. 


Upon considering the application for rehearing, it is ordered that 
the opinion be amended as follows: 

(1) By inserting on page 5 [21 T.-M. Rep. 613], as foot- 
note 3, referring to the second paragraph of Reporter page 614 
this: “It is insisted that due regard for Sazlehner v. Eisner, 179 
U. S. 19, 40 (and see same case, 88 Fed. 61; 127 Fed. 1023; 
138 Fed. 22), dictates the other result. It is true that the Apol- 
linaris Co. had an exclusive United States distribution contract, 
which expired in 1896, and that the final decree for profits awarded 
to the underlying foreign owner of trade-mark and dress covered 
a period before 1896 as well as after; but the point that plaintiff 
could not have defendant’s distribution profits because they belonged 
to the Apollinaris Co. is not mentioned in any one of the numerous 
opinions. The Apollinaris contract and conduct do not fully ap- 
pear. In a degree, the claimed holding ‘lurks’ in the case; but 
in so far as it may thus lurk, it is one of those sub silentio holdings 
which are not considered binding in other case..” 

(2) By inserting after the first paragraph on page 6 [21 T.-M. 
Rep. 615] this: “‘A further reliance for recovery of profits is 
based on Section 99, Title 15, U. S. C. A., which declares the 
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right of the registered trade-mark owner to recover damages and 
profits. We do not regard this as going further than did the 
main decree in this case. It does not declare what profits, nor 
contemplate entire profits when the trade-mark owner has parted 
with his equitable title.” 

(3) By substituting for the word “this” in line 2 from the bottom 
of Reporter page 616 the words “the whole.” 

The application to rehear is denied. 


PuivaDeLpuia Dairy Propucts, Inc. v. QuAKER City Ice CrEAm 
CoMPANY 


Supreme Court of Pennsylvania 


January 5, 1932 


Unrar CompetTiT1ion—SELLING Goops To DEALERS Havine Exctiusive AGREE- 
MENT WITH PLAINTIFF. 

There is no law which prevents the manufacturer of a product from 
selling such product to a dealer with whom another manufacturer has 
an exclusive contract, known to the first manufacturer, to supply the 
dealer with a similar product. The decree enjoining defendant from 
selling its ice cream through persons having exclusive agreements with 
the plaintiff to sell the latter’s ice cream was, therefore, reversed. 

Unrarr Competition—Form or DeEcrEE—SELLING Goops To DEALERS IN 
Puiarntirr’s CompeTinc Propuct, To se So_p at a Lower Price. 

A decree of the lower court enjoining defendant from selling its 
ice cream to dealers who also sold plaintiff’s ice cream but at a lower 
price than plaintiff's product, held to be in error and was, accordingly, 
reversed. 

Unrair ComMPETITION—SUBSTITUTION—RESPONSIBILITY FOR Passine OFF. 

Defendant who sold its ice cream to dealers cannot, in the absence 
of proof of conspiracy, be held responsible for the fact that said 
dealers passed it off on their customers as plaintiff’s product. 

Unram Competrrion—Use or Stmitar ContTarners—INJUNCTION. 

Where defendant put out its ice cream in cabinets and containers 
similar in appearance to those used by plaintiff in marketing a similar 
product, held that defendant was properly enjoined from such use. 


In equity. Action to restrain unfair competition. Appeal from 
the Court of Common Pleas, County of Philadelphia, in favor of 
plaintiff. Modified. 
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Opinion of the Court 


Maxey, J.: The plaintiff charged the defendant with unfair 
competition. Both are engaged in the manufacture and sale of 
ice cream. The unfairness as revealed by the evidence consisted of: 
First, the sale of ice cream by the defendant to dealers when 
these dealers were under contractual obligations to buy ice cream 
only from the plaintiff ; second, the use by the defendant of cabinet- 
containers for the storage of ice cream in stores when these 
cabinets belonged to the plaintiff and bore plaintiff's name; third, 
the use by defendant of plaintiff's cans, bearing plaintiff's name, 
for the containing and delivering to dealers of defendant’s ice 
cream; fourth, the sale to dealers of defendant’s inferior ice cream 
at a cut price in stores where plaintiff's superior ice cream was 
and had long been sold at a higher price and in which stores plain- 
tiff’s advertising matter was and long had been prominently dis- 
played at plaintiff’s expense. Plaintiff averred irreparable damage 
in that the public was deceived into believing the defendant’s ice 
cream was plaintiff's, thereby damaging the reputation of plaintiff's 
products and causing plaintiff loss of patronage, and in that the 
use by defendant of plaintiff's can and cabinets was an invasion 
of plaintiff's property rights. 

The court below enjoined the defendant in substance as follows: 
First, from using any illegal means or unfair methods in selling its 
ice cream to persons having agreements with the plaintiff to sell 
the latter’s ice cream exclusively and from causing such persons 
to violate their exclusive sales agreements with the plaintiff. by 
selling its product to plaintiff's dealers at a lower price than the 
dealer paid plaintiff for its ice cream and under such conditions 
and circumstances as will afford opportunity to plaintiff's dealers 
to substitute defendant’s product for that of the plaintiff and 
for selling it as such to the public; second, from using any illegal 


means or unfair methods in selling its ice cream to any persons 
engaged in selling plaintiff's ice cream, as by defendant selling 
its product to plaintiff's dealers at a lower price than the dealers 
pay plaintiff for its product; third, from making use, directly or 





42 TWENTY-TWO TRADE-MARK REPORTER 


indirectly, of plaintiff’s ice cream cabinets, its cans or any other 
equipment furnished by the plaintiff to its dealers; fourth, defend- 
ant was ordered to pay the costs of this proceeding. 

The first and second paragraphs of the injunctive decree cannot 
be sustained. They are too indefinite in character. To enjoin 
persons from using “illegal means or unfair methods’ without 
specifying what these means and methods are is as meaningless 
as it would be to pass a law making it a crime to do “wrongful 
acts” without specifying what they were. So far as these injunc- 
tions attempt to restrain the defendant from selling ice cream to 
persons having agreements with the plaintiff, at a lower price than 
the dealer paid plaintiff for its product, they must also fall. 

There is no law which prevents the manufacturer of a product 
from selling that product to a dealer with whom another manufac- 
turer has an exclusive contract, known to the first manufacturer, to 
supply the dealer with a similar product. Any proposal of such a 
law would call for instant rejection as imposing an unwise and im- 
practicable restriction of freedom of trade and competition. The 
ownership of property ordinarily carries with it the right of sale and 
a court of equity will not restrain such sale except under circum- 
stances not present here even though some other person’s interests 
might be prejudiced by that sale as, for example, the loss of cus- 
tomers who may be bound to that other person by contract. In the 
case of Citizens’ Light, Heat and Power Co. v. Montgomery Light 
§ Water Power Co., 171 Fed. 553, at 560, Judge Jones, of the 
Northern and Middle District of Alabama, aptly said: 


At common law a trader, or person in other callings, in order to get 
another man’s customers, could use any means not involving violation of 
the criminal laws, or amounting to “fraud,” “duress,” or “intimidation,” 
as the law understands and applies those terms to transactions between 
man and man, or to his becoming a wrongful party to a breach of another 
man’s contract. The trader may boast untruthfully of the merits of his 
wares, so long as it does not take the form of false statements, amount- 
ing to slander or willful misrepresentation of the quality of a rival prod- 
uct, or a libel upon the character, business standing, and credit of his 
rival, or an effort to induce the public to believe that the product he sells 
is that manufactured and sold by the rival. He may send out circulars, 
or give information verbally, to customers of other men, knowing they 
are bound by a contract for a definite term, although acting upon the 
expectation and with the purpose of getting the trade of such persons 
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for himself. He may use any mode of persuasion with such a customer, 
keeping within the limitations stated, which appeals to his self-interest, 
reason, or even his prejudices. He may descant upon the extent of his 
rival’s facilities compared with his own, his rival’s means, his insolvency, 
if it be a fact, and the benefits which will result to the customer in the 
future from coming to the solicitor rather than remaining where he is. 
He may lawfully, at least so far as his rival is concerned, cut prices to 
any extent, to secure his trade. So long as what he does is done to benefit 
his own trade, and, in taking over the customers of another, he keeps 
within the limitations heretofore defined, he is safe from legal restraint 
at the instance of a competitor in following “the law of competition,” 
which takes little note of the ordinary rules of good neighborhood or 
abstract morality. The person whose customers are thus taken from 
him cannot complain, for no right of action lies in his favor against him 
who solicited his customer, since the solicitor exercised a legal right in 
a legal way, and the exercise of a legal right in a legal way, for a lawful 
purpose, will not give a cause of action. 

It may be argued that the defendant falls within the above 
exceptions in that it made an effort to induce the public to believe 
that the product it sells was the product manufactured and sold 
by the plaintiff. The answer to that is if there was any such effort 
to deceive the public, the dealers to whom the defendant sold its 
product and not defendant itself were legally responsible for it. 
These dealers permitted their customers to come into their places of 
business where plaintiff's ice cream was and had long been sold and 
extensively advertised, and served to these customers defendant’s 
ice cream, well knowing that they were imposing a fraud upon 
them. But these dealers are not defendants here and the defend- 
ant is not legally responsible for their acts. The defendant can 
no more be restrained from selling its ice cream to these dealers 
because they palmed it off on their customers as plaintiff's product 
than could a manufacturer of oleomargarine be restrained from 
selling his product to a retail vendor of butter who was in the 
habit of palming off oleomargarine as butter. The sale of a law- 
ful product to another cannot be enjoined because that other may 
make an improper or fraudulent use of it. If there was proof 
showing a conspiracy between the defendant and the dealers to 
perpetrate a fraud upon the public to the prejudice of both the 
public and the plaintiff, we would have a different situation, but 


here proof of such a conspiracy is not complete. The seventh 
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finding of fact of the Chancellor is wholly unsupported by evi- 
dence. It reads as follows: 


Defendant, through its servants, agents or employees, has for a number 
of years solicited and induced plaintiff’s dealers to sell ice cream manu- 
factured by the defendant as the ice cream of the plaintiff. 

There being no evidence to support that finding, the decree so 
far as it is braced upon it must fall. 

Nor can the injunction be upheld so far as it restrains defendant 
from selling its product to plaintiff's dealers “under such condi- 
tions and circumstances which will afford the opportunity to plain- 
tiff’s dealers to substitute the defendant’s product for that of 
the plaintiff and for selling it as such to the public.” This simply 
means that defendant cannot sell its ice cream in places where 
plaintiff's ice cream is extensively advertised and defendant’s is 
not. Such a rule, if universally applied, would lead to business 
chaos. For example, no manufacturer of lowly and obscure chew- 
ing gum could sell his product to stores where a chewing gum 
of national reputation was sold. Nor could a producer of little 
known coal sell his product to dealers who handled widely known 
coal. No oil company could sell its gasoline to gas stations where 
extensively advertised gasoline was sold. 

It is true that the law will not permit any man to label his 
product as the product of another. For example, no man would 
be permitted to brand his oranges with the name of a brand which 
another orange grower had used and in which he had acquired 
a property right. The difficulty in the case of ice cream is that 
the ice cream itself cannot be branded or labeled, though the pack- 
ages which contain it can be. If plaintiff’s ice cream could be 
and had been labeled and defendant had labeled its ice cream 
with the name of plaintiff's product, its act in so doing would 
be enjoinable. But here the plaintiff is asking the court to deny 
the defendant the right to sell its product to dealers who sell 
plaintiff's product. This the court below did and to this extent 
the decree must be set aside. 

It is obvious, of course, that customers were deceived by the 
sale of defendant’s product in places of business where plaintiff's 
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superior product had long been sold, had acquired a reputation 
of excellence and had been and was being extensively advertised 
while defendant’s product was not advertised in those places at 
all. But if there is remedy for this it is not that of an injunction 
against the company which manufactures and sells the inferior 
competitive product. Such an injunction loses its legal sanction 
when it attempts this drastic restraint upon a competitor’s right 
of sale. 

The lack of business ethics displayed by defendant in seeking 
out as the place of sale of its inferior product the stores where the 
plaintiff's superior product is advertised and sold and where the 
defendant carefully refrains from advertising its own product, 
invites and receives the condemnation of all who love fair play 
and scorn chicane and deceit. But, unfortunately, there is much 
that is unethical that is not enjoinable. Though there has been 
some progress in business ethics since Lord Chief Justice Coleridge 
wrote the words about to be quoted, in Mongul Steamship Co. v. 
McGregor, 21 Queen’s Bench Division, Law Reports 553, a half 
century ago, it is well to keep in mind in cases of this kind what 
the Lord Chief Justice of England said in that case, as follows: 

It must be remembered that all trade is, and must be, in a sense, 
selfish; trade, not being infinite, nay, the trade of a particular place 
or district being possibly very limited, what one man gains another loses. 
In the hand-to-hand war of commerce, as in the conflicts of public life, 
whether at the bar, in Parliament, in medicine, in engineering (I give 
examples only), men fight on without much thought of others, except a 
desire to excel or defeat them. Very lofty minds like Sir Philip Sidney, 
with his cup of water, will not stoop to take an advantage if they think 
another wants it more. Our age, in spite of high authority to the con- 
trary, is not without its Sir Philip Sidneys; but these are counsels of 
perfection which it would be silly indeed to make the measure of the rough 
business of the world as pursued by ordinary men of business. 

Courts cannot correct all unfair practices brought to their 
attention any more than legislators can by legislation adjust all 
social maladjustments. Justice Holmes has well said that “For 
most of the things that can properly be called evils the main remedy 
is for people to become civilized.” Holmes, ‘““Law and the Court,” 
1913. 
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Until people become more civilized and ethical in their dealings, 
we will, when finding no legal curb for particularly offensive forms 
of selfishness in business dealings—such as is presented here— 
have to content ourselves with the well-supported thought that in 
the long run such selfishness has within it the seeds of its own 
undoing and that enduring success in the business world as else- 
where is built on correct moral principles. 

That part of the decree enjoining defendant from using plain- 
tiff’s ice cream cabinets, its cans or any other equipment furnished 
by plaintiff to its dealers is sustained. 

In Elliot Co. v. Skillkrafters, Inc., 271 Pa. 185 [11 T.-M. 
Rep. 351], this court held that 


the good-will of a manufacturer is not to be destroyed through needless 
simulation by others, if the exercise of a reasonable precaution to protect 
it will impose no substantial restriction on the right of another to make 
and sell. 


Placing the ice cream in plaintiff's cans and containers is both a 
trespass on plaintiff's property and a needless and lawless simula- 
tion of plaintiff's product. It was properly enjoined. 


Unfair competition ordinarily consists in the simulation by one person, 
for the purpose of deceiving the public, of the name, symbols, or devices 
employed by a business rival, or the substitution of the goods or wares 
of one person for those of another, thus falsely inducing the purchase 
of his wares and thereby obtaining for himself the benefits properly belong- 
ing to his competitor. The rule is generally recognized that no one shall 
by imitation or unfair device induce the public to believe that the goods 
he offers for sale are the goods of another, and thereby appropriate to 
himself the value of the reputation which the other has acquired for his 
own product or merchandise. Thus the cases are in accord in holding 
that it constitutes unfair competition to use a rival’s bottle, tank, or 
package for the sale of a competing product, where the purpose and 
effect of such use are to enable the producer or retailer to pass off the 
user’s product as the product of the manufacturer originally using the 
tank, bottle, or container. 26 Ruling Case Law, section 53, page 875. 


The use by the defendant of plaintiff's cans, containers or other 
equipment comes within that class of unfair competitive acts which 
courts of equity will vigorously enjoin. 

The decree of the court below is reversed as to paragraphs 


one and two; it is affirmed as to paragraphs three and four. Appel- 
lant must pay the costs. 
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Mera Crart Co. v. Granp Rapips MetTatcrart CoRPORATION 
(239 N. W. 363) 


Supreme Court of Michigan 
December 8, 1931 


Trape-Marks—“Metat Crarr’—Descriptive TERM. 
The words “Metal Craft” used as a trade-mark for various metal 


articles, including automobile parts, washers, mouldings and brackets, 
held to be descriptive. 


Unram Competition—“Metar Crarr Company”—“Granp Rapips MetTAt- 
CRAFT CorPoRATION, —NON-CONFLICTING NAMES. 

The corporate name, “Grand Rapids Metalcraft Corporation,” held 
not to be confusingly similar to “Metal Craft Company,” said names 
being used respectively by manufacturing concerns located, the plaintiff 
at Detroit, Mich., and the defendant at Grand Rapids, Mich., partic- 
ularly as the products of the parties were purchased by a rather 
restricted class of manufacturers and no confusion or deception had 
resulted from the concurrent use of the two names. 

In equity. Action for alleged unfair competition. Appeal from 


a decision dismissing the complaint. Affirmed. 


Arthur W. Dickey, of Detroit, Mich., for appellant. 

Bulkley, Ledyard, Dickinson & Wright (Harold R. Smith and 
John G. Garlinghouse, on the brief), all of Detroit, Mich., 
for appellee. 


Nort, J.: Two questions are presented for review: (1) Has 
defendant assumed a corporate name which is so similar to plain- 
tiff’s corporate name as to result in confusion or deception in viola- 
tion of the Michigan statute (Comp. Laws 1929, § 9955)? and 
(2) Has defendant been guilty of unfair competition with plaintiff 
resulting from the use of the word “metalcraft” in its corporate 
name? Plaintiff's bill of complaint was dismissed after full hear- 
ing in the circuit court, and it appeals. 

The parties are Michigan corporations, and their respective 
corporate names appear in the title hereto. Plaintiff was incorpo- 
rated under its present name in 1923. Defendant was also incor- 
porated in 1923, but under the corporate name of Doerr Manu- 
facturing Company. In November, 1925, defendant changed its 
name to Grand Rapids Metalcraft Corporation. Plaintiff’s office 





48 TWENTY-TWO TRADE-MARK REPORTER 


and place of business are at Detroit, Mich. Defendant’s main 
office is located in Grand Rapids, Mich., but it maintains a sales 
office in the General Motors Building in Detroit. In 1929 plaintiff 
employed approximately 14 people, and its sales amounted to 
$84,000. The defendant in its business employed substantially 
160 people, and had an annual business approximating $1,000,000. 
None of the various articles manufactured by plaintiff are dupli- 
cated by those made and sold by defendant. But each manufac- 
tures and sells sundry metal articles which are largely used by 
the manufacturers of automobile bodies, although plaintiff's prod- 
ucts are also used in the manufacture of aeroplanes and refrigera- 
tors. Plaintiff makes washers, garnish mouldings, brackets, and 
small stampings. Defendant makes and markets various metal 
articles used in equipping automobile bodies such as vanity cases, 
ash receivers, auto clocks, instrument boards, etc. Neither to any 
extent places upon its manufactured products the word or words 
“metal craft,” and neither has pirated upon the other’s trade or 
substituted its articles for those of the other. The trade of these 
parties is not with the general public but largely with the rather 
restricted class of manufacturers above noted. 

From the foregoing facts it is noticeable that, unlike numerous 
cases cited in appellant’s brief, the corporate name of neither of 
these parties was assumed after it had become a thoroughly estab- 
lished and valuable asset of the other user by reason of connection 
and identification with its business. Neither is the expression “metal 
craft” or the word “metalcraft’” a coined expression or a coined 
word which originated with either of these parties. Instead, the 
expression is one of common meaning and descriptive in character. 
The statute provides: 


No corporation shall assume any name already in use by any other 
existing corporation of this state, or corporation lawfully carrying on 
business in this state, or so nearly similar thereto as to lead to confusion 
or deception. . . . Comp. Laws 1929, § 9955. 


Whether defendant’s use of this corporate name has resulted 
in confusion or deception in the lines of trade in which these 
parties are engaged was a question of fact. Aside from complain- 
ing of erroneous calls on the telephone, plaintiff offered in evidence 
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seven or eight exhibits indicating miscarriage of mail matters. An 
employee testified that plaintiff received at least two letters a week, 
and had received several packages intended for defendant. How- 
ever, it seems the mistake was obvious, and the employee returned 
these letters and parcels to the postman without opening them. 
Of these the circuit judge said: 

Examination of these exhibits discloses that they were delivered to 
plaintiff through the mistake on the part of either the sender or the 
postman. . . . It is difficult to perceive how any person exercising even 
slight care, who was desirous of telephoning plaintiff, Metal Craft Company, 
would look in the telephone directory for the name of defendant, Grand 
Rapids Metalcraft Corporation. Nor does it seem reasonable that mail 
addressed to the Grand Rapids Metalcraft Corporation would be delivered 
to plaintiff, the Metal Craft Company. These mistakes can be accounted 


for only “by carelessness and lack of ordinary care and not to similarity of 


names.” Detroit Savings Bank v. Highland Park State Bank of Detroit, 
201 Mich. 601, 167 N. W. 895. 


The slight confusion indicated by the foregoing record is not 
at all persuasive that defendant’s corporate name is so nearly 
similar to plaintiff’s as to lead to confusion or deception within 
the prohibition of the statute. We are fully in accord with the 
quoted finding of the trial judge, and are of the opinion that the 
record does not disclose confusion or deception resulting from 
the similarity of these two corporate names of such a character as 
to justify granting equitable relief. 

The remaining question is whether plaintiff is entitled to relief 
on the ground of unfair competition arising from the use of the 
word “metalcraft” in defendant’s corporate name. From the facts 
disclosed by this record as above noted, there is in reality no com- 
petition either fair or unfair between these parties. Neither of 
them is making or vending an article duplicated by the other. 
Neither can or does substitute any one of its articles for a similar 
article of the other. 

Each case of unfair competition is determined upon its own facts, and 
relief is based upon principles of common business integrity. 

Essential point of unfair competition is actual competition, shown 


from specific instances or as a natural tendency of defendant’s act. (Syl- 
labi) Good Housekeeping Shop v. Smitter, 254 Mich. 592, 236 N. W. 872. 
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The trial judge was right in his conclusion that plaintiff is 
not entitled to the relief sought, and the decree entered is affirmed, 
with costs to appellee. 

Burzet, C. J., and Wiest, Crark, McDonatp, Porter, 
Suarpe, and Feap, JJ., concur. 


A. LescHen & Sons Rope Company v. THE AMERICAN STEEL AND 
Wire Co. or NEw JERSEY 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2788 
January 25, 1932 


‘Trape-Marxks—Opposition—CoLor—REGISTRABILITY. 

The weight of authority is to the effect that a mark is not registrable 
if color alone is its distinguishing characteristic. 

Trape-Marks—SILver Strand AND Rep Strranp oN Rope—CONFLICTING 
Marks. 

A mark described as consisting of a “red or other distinctively 
colored streak applied to or woven in a wire rope, but capable of being 
varied at will so long as it is distinctive from the color embodied 
therein,” held to be confusingly similar to a mark consisting of a silver 
strand for the same goods, the marks being applied to the goods in 
the same manner. 

Trape-Marxs—Res ApJvupIcata. 

A decision between the parties rendered by the Court of the District 
of Columbia in a similar case, but where the colors of the marks in 
question were different, held not to be res adjudicata, 


Appeal from a decision of the Commissioner of Patents reversing 
the Examiner of Interferences sustaining a trade-mark opposition. 
Reversed. For the Commissioner’s decision, see 20 T.-M. Rep. 400. 


H. G. Cook and Melville Church, both of Washington, D. C., 
for appellant. 

D. Anthony Usina (Usina & Rauber, of counsel), of New York 
City, for appellee. 


Buanp, J.: This is an appeal from the decision of the Com- 
missioner of Patents of the United States Patent Office in a trade- 
mark opposition proceeding in which the Commissioner reversed 
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the decision of the Examiner of Interferences and held that he 
erred in sustaining the opposition and in adjudging that the ap- 
plicant was not entitled to register. 

The applicant’s mark is for use on wire rope and consists of 
a silver strand which is incorporated in the rope during its manu- 
facture, and applicant alleges use of the same since March 14, 1922. 
In its application it states that ““No claim is made herein to the 
registration of the representation of the wire rope.” 

Upon this record there is some little confusion as to what kind 
of mark opposer relies upon. In its “Grounds of Opposition” 
it seems to rely upon a mark consisting of “a helical band of dis- 
tinctive color applied thereto, such mark being usually applied 
by painting one of the strands of said rope.” It does not definitely 
set up its registered trade-mark which is described in one of the 
decisions, hereinafter referred to, in the following language: 


Trade-mark consisting of a red or other distinctively colored streak 
applied to or woven in a wire rope. The color of the streak may be 
varied at will, so long as it is distinctive from the color and body of the 
rope. The essential feature of the trade-mark is the streak of distinctive 
color produced in or applied to a wire rope. This mark is usually applied 
by painting one strand of the wire rope a distinctive color, usually red. 

The third ground of appellant’s opposition is to the effect that 
by reason of its marking its wire rope as aforesaid, its product 
has become widely known as “Colored Strand” Wire Rope, and 
it is presumed that the appellant implied that its mark had acquired 
a secondary meaning. It is unnecessary for us to consider this 
phase of the case since the record is barren of any evidence tend- 
ing to establish such fact, and the allegation was denied in the 
answer to the opposition. 

In its answer, appellee makes the following statement: 


Applicant denies that opposer is the owner of a trade-mark as described 
in paragraph 2 of its notice of opposition broadly as a helical band of 
distinctive color, but admits that opposer has applied to its wire rope 


continuously for many years a mark distinguished by painting red one 
of the strands of said rope. 


In the agreed statement of facts it is said: 


It is agreed . . . . that the said A. Leschen & Sons Rope Company 
has marked wire ropes or cables of its manufacture with a helical stripe 
of uniform width and distinctive color produced by painting one of the 
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strands of the rope red and has done this continuously for a peried long 
antedating the use by said The American Steel and Wire Company of 
New Jersey of the mark claimed in its present application for registration ; 
and has used this mark as its trade-mark. 

The Commissioner of Patents treated the opposer’s mark as 
one which “consists of the use of a red strand in a rope of like 
construction” to that of appellee. The Examiner of Interferences 
evidently did the same, inasmuch as he remarks: 

The goods of the parties are the same, namely, wire rope, and the 
difference in the marks used by the parties is merely one of color. 

The Examiner of Interferences said that the same question had 
been considered in A. Leschen & Sons Rope Company v. Broderick 
§ Bascom Rope Company, 36 App. D. C. 451 [1 T.-M. Rep. 37], 
and A. Leschen & Sons Rope Company v. American Steel & Wire 
Co. of New Jersey, 36 App. D. C. 456 [1 T.-M. Rep. 42], and 
concluded that these cases decided the issue and that he was bound 
thereby, and sustained the opposition. 

The Commissioner of Patents regarded the cases of A. Leschen 
§ Sons Rope Company v. Broderick § Bascom Rope Company, 201 
U. S. 166, Samson Cordage Works v. Puritan Cordage Mills, 211 


Fed. 603 [2 T.-M. Rep. 412], and 4. Leschen & Sons Rope Com- 
pany v. Fuller, et al., 218 Fed. 786 [5 T.-M. Rep. 87], as con- 
trolling, and said: 


Now, if the opposer’s mark, by being limited to a red stripe or strand, 
permits the use by others of wire ropes with strands of other colors, then 
it would seem to follow that the applicant has the right to use its silver 
strand as a trade-mark, notwithstanding the opposer’s red strand trade- 
mark; and, if the applicant possesses the right to use its silver strand, no 
good reason is apparent why said mark should not be registered. 


In addition to the above quoted statement by the Commissioner, 
his decision contains the following: 


If it were assumed, however, that a yellow strand so nearly resembles 
a red strand, when they are used to identify wire cables as to their origin 
or ownership, as to be likely to cause confusion or mistake in the mind 
of the public, still it is believed that such resemblance does not exist as 
between the applicant’s silver strand and the opposer’s red strand. 


We do not agree with the correctness of the statement “if the 
applicant possessed the right to use its silver strand, no good reason 
is apparent why said mark should not be registered,’ nor can we 
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concur in the finding that there is such a difference between a 
yellow strand and a silver strand as to justify the conclusion 
reached by the Commissioner. 


In A. Leschen §& Sons Rope Co. v. Broderick § Bascom Rope 
Co., supra, the court had before it the sole question as to whether 
or not appellant’s registered mark, which, in that instance, con- 
sisted of any “distinctively colored streak applied to or woven in 
a wire rope” was a valid mark. It held that appellant’s registered 
trade-mark covered all colors and was too broad to be valid and 
intimated that it might have been held valid if the trade-mark had 
been limited to painting one strand red, and said: 


It is true that the drawing annexed to the registration, a copy of which 
is here given, as well as the exhibits furnished, shows one of the strands 
colored red; and if the trade-mark were restricted to a strand thus 
colored, perhaps it might be sustained; but the description of a colored 
streak, which would be answered by a streak of any color painted spirally 
with the strand, longitudinally across the strands, or by a circular streak 
around the rope, was held by both courts, and we think properly, too 
indefinite to be the subject of a valid trade-mark. Certainly a trade-mark 
could not be claimed of a rope, the entire surface of which was colored; 
and if color be made the essential feature, it should be so defined, or 
connected with some symbol] or design, that other manufacturers may 
know what they may safely do. Upon the plaintiff's theory, a wire rope 
containing a streak of any description or of any color would be an infringe- 
ment, and a manufacturer honestly desiring to distinguish his wire rope 
from that of the plaintiff's by difference in color might, by adopting a 
white streak running along the length of the rope across the strands, find 
himself an infringer, when his real object may have been to obtain a 
mark which would distinguish his manufacture from that of the plain- 
tiffs. Even if it were conceded that a person might claim a wire rope 
colored red or white, or any other color, it would clearly be too broad 
to embrace all colors. So, although it might be possible to claim the 
imprint of a colored figure on a wire rope, the figures should be so 
described that other manufacturers would know how to avoid it. If the 
trade-mark be a colored streak, it should be, at least, described and a 
statement of the mode in which the same is applied and affixed to the rope; 
and a trade-mark which may be infringed by a streak of any color, how- 
ever applied, is manifestly too broad. [Italics quoted.] 


It will be noticed that a red strand trade-mark was not before 
the Supreme Court and necessarily its conclusions on that subject, 
intimating that a certain, definite, colored strand might be the 
subject matter of a valid trade-mark, and that any other color 
which distinguished the goods of another might be the basis of a 
valid trade-mark, is not regarded as binding or controlling of our 
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action in this case. It was not regarded as controlling, in an 
almost identical case between the same parties at bar, by the Court 
of Appeals of the District of Columbia, our predecessor in our 
present patent and trade-mark jurisdiction, in A. Leschen § Sons 
Rope Company v. American Steel §& Wire Co. of New Jersey, 
supra, and also in A. Leschen & Sons Rope Company v. Broderick 
§ Bascom Rope Co., supra. 

In A. Leschen & Sons Rope Company v. Broderick §& Bascom 
Rope Co., supra, the Court of Appeals had before it the red strand 
trade-mark of appellant and the yellow strand trade-mark of the 
Broderick & Bascom Rope Company. It held, in an opinion by 
Mr. Justice Robb, that the Supreme Court’s decision holding 
invalid a registered trade-mark “does not deprive such owners 
of any property right which they may have acquired by the actual 
use of a good trade-mark” [italics ours], and said: 


The opinion of the Supreme Court went no further than to deprive the 
present application of the presumption of ownership which a good registra- 
tion would have afforded it. 


Further along in the opinion we find the following clear and force- 
ful language: 


We come now to the consideration of the question whether the two 
marks here involved are sufficiently alike as “to be likely to cause con- 
fusion or mistake in the mind of the public, or to deceive purchasers.” 
33 Stat. at L. 724, chap. 592, U. S. Comp. Stat. Supp. 1909, p. 1275. The 
only difference in the marks is that of color. They are both used upon 
wire rope, and are both applied in substantially the same manner. It is 
admitted that appellant has used its mark for more than twenty years, 
and if this were a case of unfair competition there would be little doubt 
as to appellant’s right to relief, for while color, generally speaking, is 
not a proper subject of a trade-mark, a rival dealer may not appropriate 
another’s mark by merely changing its color. It is manifest that if appellee 
is entitled to use precisely the same mark as that used by appellant, but 
colored yellow instead of red, every color of the rainbow may be appro- 
priated by other wire rope manufacturers, and may be similarily applied. 
Such a result, in our opinion, would lead to no end of confusion, the 
value of appellant’s mark would be destroyed, and the purchasing public 
would be liable to imposition. The Patent Office has held that there is 
no conflict between the two marks, and the appellee insists that the evi- 
dence fails to show such a conflict; but both marks are before us, and, 
in the language of the Circuit Court of Appeals for the Eighth Circuit, 
“the evidence of the eyes is more persuasive and satisfactory than any 
other.” Layton Pure Food Co. v. Church & D. Co., 104 C. C. A. 464, 182 
Fed. 24. 
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On the same date the Court of Appeals of the District of 
Columbia handed down the Broderick case, supra, it decided 
A. Leschen § Sons Rope Co. v. American Steel § Wire Co. of New 
Jersey, supra, the parties to which latter suit are the same as in 
the case at bar. In this case the Leschen mark was the same 
red strand mark as in the case at bar. The American Steel & 
Wire Company sought to register a trade-mark which consisted 
of a strand of rope colored blue. The Commissioner of Patents 
had awarded registration to the appellee, and, following its deci- 
sion in the Broderick case, supra, the Court of Appeals reversed 
the decision of the Commissioner. 

It is contended here by appellant that the decision of the Court 
of Appeals of the District of Columbia (“this court being the legal 
successor of such court”) in the case of A. Leschen §& Sons Rope 
Co. v. American Steel & Wire Co. is res adjudicata of the issues 
before us. The parties are the same, but the trade-marks are dif- 
ferent, and we would not be justified in applying the doctrine of 
res adjudicata, but we do feel that the reasoning and conclusions 
in the two decisions of the District of Columbia Court of Appeals 
are sound and in entire harmony with the decisions of this court 
in other cases, and should be followed in the decision of this case. 

We have said that in determining the right of an applicant 
to register a trade-mark it is not necessary for us to pass on the 
validity of the opposer’s mark (California Canneries Co. v. Lush’us 
Products Co., 18 C. C. P. A. [ Patents] 1480, 1483, 49 F. [2d] 
1044 [21 T.-M. Rep. 520]), and that under the same circumstances 
the validity of the registration of the opposer's mark was not 
before us. Revere Sugar Refinery v. Joseph C. Salvato, 18 C. C. 
P. A. (Patents) 1121, 1123, 48 F. (2d) 400 [21 T.-M. Rep. 192]; 
Lufkin Rule Co. v. Master Rule Mfg. Co., 17 C. C. P. A. (Pat- 
ents) 1227, 1230, 40 F. (2d) 991 [20 T.-M. Rep. 330]. In a 
number of cases we have held in substance that in urging the 
registrability of an applicant’s mark, it was not helpful to point 
out that others had used the same mark as that of opposer as a 
trade-mark. Sharp & Dohme v. Parke, Davis § Co., 17 C. C. P. A. 
(Patents) 842, 37 F. (2d) 960 [20 T.-M. Rep. 79]; American 
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Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., 17 C. C. 
P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 135]; Na- 
tional Biscuit Co. v. Sheridan, 18 C. C. P. A. (Patents) 720, 44 F. 
(2d) 987 [21 T.-M. Rep. 27]; California Packing Corp. v. Till- 
man & Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 1057, 40 F. 
(2d) 108 [20 T.-M. Rep. 238]. 

As we view it, in the light of the foregoing authorities, it is 
not necessary in deciding the issue at bar to pass upon the validity 
or the registrability of appellant’s mark or the rights of others to 
use the same or similar marks, and we confine ourselves to the sole 
question of the applicant’s right to register. 

The right to oppose the registration of a trade-mark is by 

statute given to 
any person who believes he would be damaged by the registration of a 
mark. 
We have been required, on at least one occasion, to decide who 
may oppose the registration of a mark, and held in Bookman v. 
Oakland Chemical Co., 17 C. C. P. A. (Patents) 1213, 40 F. (2d), 
1006 [20 T.-M. Rep. 261], that the 


right to oppose the registration of a trade-mark is not limited to those 
who possess exclusive ownership of a similar mark. . . 

The right to use a trade-mark does not necessarily carry with 
it the right to register the same. In National Biscuit Co. v. Sheri- 
dan, supra, this court said: 


True enough, we have said, in substance, that a trade-mark which 
cannot be defended in the common law is not entitled to registration, but 
this is not saying that all trade-marks which can be defended in the 
common law, in view of the wording of the statute, are entitled to 
registration. 

Because of the acts of the parties, one might acquire the right 
to use a mark and could not be prevented from using it even 
though confusion in the trade resulted from such use. The second 
proviso of section 5 of the Trade-Mark Act of February 20, 1905, 
as amended, was designed to prevent confusion and not to promote 
or add to it. In re S. C. Herbst Importing Co., 30 App. D. C. 
297, 298; Goodrich Co. v. Hockmeyer, 17 C. C. P. A. (Patents) 
1068, 40 F. (2d) 99 [20 T.-M. Rep. 205]; Celoter Co. v. Bronston 
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Bros. §& Co., 18 C. C. P. A. (Patents) 1490, 49 F. (2d) 1048 
[21 T.-M. Rep. 370]. 

Since Congress has been given no power to legislate on the 
substantive law of trade-marks (American Steel Foundries v. Rob- 
ertson, 269 U. S. 372 [16 T.-M. Rep. 51]), it would seem to follow 
that it did not have the right to enact legislation which, in every 
instance, would prevent confusion in the trade in the use of trade- 
marks. But, it cannot be doubted that it had the constitutional 
right to provide a federally controlled place of registration and 
to deny registration therein, where confusion would likely result 
to the trade from the trade-mark use of such registered marks. 
National Biscuit Co. v. Sheridan, supra; see also California Pack- 
ing Corp. v. Tillman and Bendel, supra; California Canneries Co. 
v. Lush’us Products Co., supra; and Sun-Maid Raisin Growers of 
Calif. v. American Grocer Co., 17 C. C. P. A. (Patents 1034, 40 
F, (2d) 116 [20 T.-M. Rep. 300}. 

The Commissioner concluded that a silver strand trade-mark 
would distinguish the goods of one from the goods of another using 
a red strand trade-mark where the only difference in the marks 
was color, and that the first part of section 5 of the trade-mark 
act, supra, providing that “no mark by which the goods of the 
owner of the mark may be distinguished from other goods of the 
same class shall be refused registration [etc.],” required a regis- 
tration under such circumstances. The quoted provision from 
the first part of section 5 must be read in connection with the 
second proviso. I. E. Palmer Co. v. Nashua Mfg. Co., 17 C. C. 
P. A. (Patents) 383, 34 F. (2d) 1002 [19 T.-M. Rep. 469]; 
California Packing Corp. v. Tillman & Bendel, Inc., supra; Good- 
rich Co. v. Hockmeyer, supra; Sun-Maid Raisin Growers of Cali- 
fornia v. American Grocer Co., supra. By construing the two 
provisions together, registration is required only when the mark 
sought to be registered so distinguishes the goods of the owner 
from the goods of the other that confusion is unlikely. 

We do not think there is much less likelihood of confusion 
between a silver strand and a red strand than was held to exist 
between a red strand and a blue or yellow strand. Since color 
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alone in the mark is the only distinguishing feature, we think that 
the probability of confusion is great. 

The weight of authority is to the effect that a mark is not regis- 
trable if color alone is its distinguishing characteristic. In re 
General Petroleum Corp. of California, 18 C. C. P. A. (Patents) 
1444, 49 F. (2d) 966 [21 T.-M. Rep. 331], and authorities cited; 
In re Sun Oil Co., 18 C. C. P. A. (Patents 1421, 49 F. (2d) 965; 
In re Walker-Gordon Laboratory Co., 19 C. C. P. A. (Patents) 

, — F. (2d) —, (Patent Appeal No. 2813, decided Decem- 
ber 7, 1931). It seems clear that before one trade-mark can be 
registered over the opposition of the owner of another for use 
on goods of the same descriptive properties, the applicant’s mark 
must show dissimilarity other than color. 

It may be pointed out that the trade-marks of both appellant 
and appellee are not such as are only distinguishable by color, that 
is to say, that the color is arranged in a particular way. As far 
as the question of confusion is concerned, this fact is immaterial, 
since both parties seek to apply their color in the same manner, 
and both marks present the same appearance except as to color. 

The decision of the Commissioner of Patents is reversed. 


GranaMm, P. J., and Lenroot, J., specially concurring: We 
concur in the conclusion that the applicant is not entitled to regis- 
tration of its mark which it describes as “a silver strand which 
is incorporated in the rope during the laying-in operation.” We 
do so, however, upon different grounds than those stated in the 
opinion of the majority. As we understand the majority opinion, 
it proceeds upon the theory that confusion would result with 
opposer's mark if registration were allowed. In our opinion the 
decision should rest upon the ground that the applicant’s mark 
is not registrable, per se. 

There has been much litigation concerning the mark of the 
opposer here, which is described in the agreed statement of facts 
herein to be 


a helical stripe of uniform width and distinctive color produced by painting 
one of the strands of the rope red. 
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These cases are referred to in the majority opinion. Leschen & 
Sons v. Broderick, 201 U. S. 166; Leschen §& Sons v. Broderick, 
36 App. D. C. 451 [1 T.-M. Rep. 37]; Leschen & Sons v. Fuller, 
218 Fed. 786 [5 T.-M. Rep. 87]. 

In none of these cases was the validity of the alleged trade- 
mark of the opposer upheld. In the case first above cited, the 
Supreme Court was passing upon the registered mark of Leschen 
& Sons. This mark was described as a 


streak of distinctive color produced in or applied to a wire rope. This 


mark is usually applied by painting one strand of the wire rope a distinc- 
tive color, usually red. 


The court held the mark invalid, saying in part: 


Whether mere color can constitute a valid trade-mark may admit of 
doubt. Doubtless it may, if it be impressed in a particular design, as a 
circle, square, triangle, a cross, or a star. But the authorities do not go 
farther than this. 

7” * * 

It is unnecessary to express an opinion whether, if the trade-mark 
had been restricted to a strand of rope distinctively colored, it would have 
been valid. . 


In the case secondly above cited, the Court of Appeals of the 
District of Columbia stated, in addition to what is quoted in the 
majority opinion herein: 


We have assumed, for the purposes of this opinion, that the Patent 
Office was right in holding that a mark consisting of a stripe, of uniform 
width, spirally disposed around the surface of wire rope, may constitute 
a valid trade-mark. We have not deemed it necessary to consider the 
question, since neither party is in a position to raise it here. 


In the case last above cited, the Circuit Court of Appeals of 
the Eighth Circuit, in refusing to enjoin the use of a yellow strand 
rope by one of opposer’s competitors, said, in part: 


er . A colored strand, not restricted to any color, is not a valid 
trade-mark. A. Leschen & Sons Rope Co. v. Broderick § Bascom Rope Co., 
134 Fed. 571, 573, 67 C. C. A. 418, 420; Samson Cordage Works v. Puritan 
Cordage Mills, 211 Fed. 603, 604, 607, 128 C. C. A. 203. If it was the latter, 
and if that is a valid trade-mark, it is so because, and only because, it is 
limited to a red stripe or strand, and that limitation permits the use by 
others of wire ropes with strands of other colors, and the defendants 
do not infringe that trade-mark because they use a yellow strand. 


Comparing the language just quoted with the reasoning of the 
majority opinion, conflict is observed. If the language of the 
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Supreme Court and of the Circuit Court of the Eighth Circuit 
above quoted are to be construed as any intimation that the Leschen 
red strand mark is a valid trade-mark, it must be so because the 
Leschen mark is restricted to one color, namely, red. Hence, 
logically, that being true, the applicant here might legally claim 
the right to use a silver strand, because no rights of the opposer 
would be violated thereby. 

But we believe that both reason and the weight of legal authority 
justify the view that neither a silver strand nor a red strand in 
a wire rope, by itself, constitutes a valid trade-mark. Such a 
mark consists of coloring a certain part of a manufactured article 
in a certain way, and nothing more. It would certainly not be 
held to be a valid trade-mark to color the entire rope in a certain 
way. As was said by the Supreme Court in Leschen Rope Co. v. 
Broderick, supra: 


Certainly a trade-mark could not be claimed of a rope, the entire 
surface of which is colored. 


It is well settled that a valid trade-mark cannot be acquired 
in the use of a color not connected with some symbol or design. 


Scriven Co. v. Morris, 154 Fed. 914; Newcomer v. Scriven, 168 
Fed. 621; In re Waterman, 34 App. D. C. 185; Taylor v. Bostick, 
299 Fed. 232; In re American C. L. Co., 28 App. D. C. 446. 

What is the distinctive design which the registrant here claims? 
It says that it colors one strand of its rope silver. What sorts 
of ropes it manufactures, or how the strands are arranged, is not 
clearly defined. Whether its ropes consist of two, three, or ten 
strands is not stated. If the occasional view of a colored strand 
is to be the mark, such view may vary as the ropes vary in manu- 
facture. Such a coloring of a rope strand does not, to our minds, 
indicate a design, but is rather a fortuitous matter, depending 
upon circumstances. It would be equally appealing to the reason 
if the manufacturer of tables would paint the tops of his tables 
red and the legs blue, and claims this for his trade-mark, irrespec- 
tive of the kind of table manufactured. The same simile might 
be carried into every avenue of trade and commerce. Assume that 
a maker of automobiles paints the bodies of his cars yellow and 
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the wheels black. This may constitute a design, for which he might 
possibly have a design patent, but may he register the same as a 
trade-mark composed of said color design alone? 

If he may, then it is because his color mark may be said to be 
associated with some distinctive symbol or design, for such is the 
law as laid down by the authorities. Then, if he is entitled to 
register such trade-mark under the laws of the United States, no 
one else may be permitted to use his trade-mark, by simply chang- 
ing the colors, as, for instance, painting the bodies black and the 
wheels yellow. The majority opinion holds, and it is well-settled 
law, that one may not appropriate the trade-mark of another, by 
simply changing the colors in which it is displayed. In this con- 
nection, reference is had to the authorities cited, in connection with 
other suggestions made herein. 

This being true, to grant registration to such a color combina- 
tion in such a case is to grant to the applicant a practical monopoly 
on all color combinations. Either such a registration must be 
restricted to the particular colors described in the application, or, 
in legal effect, it is as broad as the solar spectrum itself. Certainly, 
the latter was never intended by the law. 

The more reasonable view of the matter, we think, is that one 
may not register a trade-mark which consists only of coloring one 
part of his article of manufacture in a certain way, unaccompanied 
by any other design or symbol. If the part of his manufactured 
article is of a particular form, so that it may be distinctive when 
colored, the design patent laws give ample protection for the shape 
and design of said parts. This, in itself, however, should give 
him no right to register the said combination of form and color as 
a trade-mark for his goods. 

We believe the weight of better authority inclines to the view 
that such distinctive coloring of a part of a device, as a strand of 
a rope, does not constitute a valid, registrable trade-mark. 

In re Waterman, 34 App. D. C. 185, dealt with a mark proposed 
to be registered, which consisted in coloring the feed bar of a foun- 
tain pen red, and the portion of the fountain pen reservoir or 
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handle adjacent thereto, black. In its application the applicant 
said, 

The trade-mark is applied to the goods during the manufacture by color- 
ing the feed bar red. 

The Court of Appeals, citing the decision of the Supreme Court 
in Leschen & Sons v. Broderick, supra, refused to permit the regis- 
tration, stating, 


It is well settled that a trade-mark cannot be acquired in the use of color 
not connected with some symbol or design. 


In In re American Circular Loom Co., 28 App. D. C. 446, a 
trade-mark was sought to be used on insulating tubes or coverings 


for electric wires which consisted in flakes of mica impressed on 
the external surface of the same. The Court of Appeals denied 
the registration, stating that this was nothing more than an 
ingenious attempt to obtain a trade-mark of which color, uncon- 
nected with some symbol or design, was the essential feature. 

In Sawyer v. Horn, 1 Fed. 24, a party was claiming as a trade- 
mark in part, a package consisting of a cylinder with a metal per- 
forated top, sealed with red sealing wax. Such claim was held to 
be without legal right. 

In Scriven Co. v. Morris, supra, it was sought to sustain a trade- 
mark which consisted of a piece of buff-colored insertion used in 
drawers, which themselves were made of white jean. The court 
held that no valid trade-mark could be acquired therein, because 
it was the use of a color not connected with some symbol or design. 
This case was approved in Newcomer v. Scriven, supra. 

In Davis v. Davis, 27 Fed. 490, an arrangement of soap in a 
box by which a certain pattern of colors was presented to the eye 
was held not to be such a trade-mark as could be legally registered. 

In Dodge Mfg. Co. v. Sewall, et al., 142 Fed. 288, a manufac- 
turer of rope secured a registration as a trade-mark of a colored 
thread twisted into the rope. The court held that if this manu- 
facturer had any trade-mark at all, it must be confined to a blue 
thread, which was the only one it had ever used, but added that 
no trade-mark could be held to be valid which did not involve a 
figure or design. 
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Diamond Match Co. v. Saginaw Match Co., 148 Fed. 727, 
involved an alleged trade-mark which consisted of coloring the 
head of a match red, with a blue tip thereon. The court held 
that such a mark did not constitute a valid trade-mark, stating, 
among other things, 


Sometimes a color, taken in connection with other characteristics, may 
serve to distinguish one’s goods, and thus be protected by the courts 
(Fairbank Co. v. Bell Mfg. Co., 77 Fed. 869, 23 C. C. A. 554; Ohio Baking 
Co. v. National Biscuit Co., 127 Fed. 116, 62 C. C. A. 116); but, as a rule, 
a color cannot be monopolized to distinguish a product (Fleischmann v. 
Starkey, [C. C.] 25 Fed. 127; Mumm v. Kirk, [C. C.] 40 Fed. 589). 

In Parker Pen Co. v. Finstone, 7 F. (2d) 753 [15 T.-M. Rep. 
524], a registered trade-mark was involved which consisted of 
the drawing of a fountain pen with a red body portion and two 
black end portions, no claim being made for the representation of 
the fountain pen apart from the color. It was said that the trade- 
mark was applied by producing the same directly upon the pen 
body. The owner of this mark sought to enjoin the use by others 
of a similar mark, likewise used on fountain pens, with some slight 
differences. The court held that the use of red and black in the 


manufacture of fountain pens was not such a matter as could be 
the subject of monopoly, and held that the registered trade-mark 
was invalid. 


In Sampson Cordage Works v. Puritan Cordage Mills, 211 Fed. 
603 [2 T.-M. Rep. 412], a manufacturer of sash cord, by braiding 
into his cord a colored strand, gave to the finished cord the appear- 
ance of having a series of spots arranged spirally about the circum- 
ference of the same. This had been registered as a trade-mark. 
The court said: 


. How, apart from its color, can the exposed, though broken, 
surface of a braided strand be said to be a distinctive design, when the 
product of all manufacturers normally presents precisely the same feature 
and the same design; for (to apply the expressions of Mr. Justice Lurton 
in Newcomer § Lewis v. Scriven Co., which we have quoted above) the 
color thus is not impressed upon an “arbitrary design,” nor is it employed 
in association with “characteristics which serve to distinguish the article 
as made and sold by”complainant. In the absence of controlling authority 
to the contrary, we are constrained to agree with the views expressed by 
the Circuit Court of Appeals of the Eighth Circuit. This, we think, results 
in a denial of the validity of complainant’s trade-mark. . . . Com- 
plainant’s alleged mark, if infringed by that of defendant, occupies the 
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field as against all colored marks effected by the use not only of one 
braided strand, but even of two in a twelve-strand cord, and whether so 
arranged as that the segments appear upon the surface two together or 
twice as close to each other. We think this result would give complainant 
an unwarranted monopoly, and that the District Court rightly dismissed 
the bill in the trade-mark case. 


We had a somewhat similar matter before us in Lufkin Rule 
Co. v. Master Rule Mfg. Co., 17 C. C. P. A. (Patents 1227, 40 F. 
(2d) 991 [20 T.-M. Rep. 330]. In that case it was sought to 
register as a trade-mark the words “Blue End,” together with 
coloring blue the ends of rules which were manufactured by the 
applicant. The case was a close one and went off, not so much 
upon the question of color, as upon the fact that the words, “Blue 
End” were used as a part of the combination trade-mark. We did, 
however, in that case, state that if the matter depended upon the 
coloring alone of the ends of the rules, it did not constitute a valid 
trade-mark, because, by permitting the registration of such a mark, 
the applicant would secure a monopoly on all colors for ends of 
rules. That case went as far as we would be willing, in our present 
views of the matter, to go, in permitting registration of such marks. 

In conclusion, we are of opinion the applicant is not entitled to 
registration of its mark. We do not believe it is such a mark as is 
entitled to registration under the Trade-Mark Act of February, 
1905, as amended, and registration should be denied upon that 
ground. 


THe AMERICAN Propucts Company v. F. A. Leonarp 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2804 


December 7, 1931 


Trapve-Marks—Opposition—“ZENO” ano “ZANOL”—CONFLICTING Marks. 
The word “Zeno” held to be confusively similar to the term “Zanol” 
both words being used as trade-marks upon chemical, medicinal and 
pharmaceutical goods. 
Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 20 T.-M. Rep. 222. 
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Walter F. Murray and Frank L. Zugelter, both of Cincinnati, 
Ohio, for appellant. 

Frederick S. Stitt (Watson E. Coleman, of counsel), both of 
Washington, D. C., for appellee. 


GrauaM, P, J.: The appellee filed his application in the United 
States Patent Office for registration of his trade-mark “‘Zeno,” used 
in connection with the sale of a dentifrice, on July 19, 1928. Ap- 
pellant opposed this registration, alleging probable confusion in 
trade with its registered trade-mark “Zanol,” used on a line of 
chemical, medical, and pharmaceutical supplies, including denti- 
frices, long prior to any use of its mark by appellee. The opposi- 
tion was dismissed by both tribunals in the Patent Office, and 
registration was awarded to the applicant. The appellant opposer 
has appealed. 

No question is raised here that the goods are not of the same 
descriptive properties. This, therefore, will be taken as conceded. 
Nor is there any contention made here that the trade-mark ‘“‘Zona,” 
previously registered to a third person, affects the issue in any way. 
The sole and only question, therefore, is: Are the marks con- 
fusingly similar? 

We are unable to escape the conviction that they are. The 
words may be pronounced in almost the same way. If the “e” in 
“Zeno” is given the sound of “e” as in “prey,” and the “a” in 
“Zanol” is given the sound as in “brake,” but little difference will 
be ordinarily distinguished. As was well said by the witness, 


Clarence M. Mills: “There is no such thing as a correct pronun- 
ciation for a trade-mark. It is pronounced in different ways by 
different people.” 


The ordinary purchaser might well be confused as to the origin 
of the goods by such a similarity of sound and appearance. This 
confusion would not be obviated by the fact that one of these parties 
usually prints its trade-mark with a paraph extending underneath 
and the other does not. If such confusion is likely to exist, the 
opposition should be sustained and the registration denied. 
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The following cases indicate the views of this court in similar 
cases: Rotex Surgical App. Co. v. Kotex Co., 18 C. C. P. A. 
(Patents) 746, 44 F. (2d) 879 [21 T.-M. Rep. 21]; Cluett, Pea- 
body & Co. v. Wright, 18 C. C. P. A. (Patents) 937, 46 F. (2d) 
711 [21 T.-M. Rep. 130]; U. S. Gypsum Co. v. Plastoid Prod., 
18 C. C. P. A. (Patents) 954, 46 F. (2d) 580; Celanese Corp. 
of America v. Vanity Fair, etc., 18 C. C. P. A. (Patents) 958, 
47 F. (2d) 373 [21 T.-M. Rep. 151]; Celoter Co. v. Millington, 
18 C. C. P. A. (Patents) 1484, 49 F. (2d) 1053 [21 T.-M. Rep. 
402]. 

The decision of the Commissioner of Patents is reversed and 


an order will be entered sustaining the opposition and denying 
registration. 


In THE MATTER OF THE APPLICATION OF WALKER-GORDON 
LaBoratory CoMPANY 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2813 


December 7, 1931 


Trapve-Marks—REGISsSTRABILITY—FUNCTIONAL Part or Goons. 
A trade-mark consisting of a form of bottled cap for use upon 
bottled milk whereon were imprinted certain descriptive words, held 


to be unregistrable, inasmuch as the mark was merely a functional 
part of the goods. 


Trape-Marks—REGISTRABILITY—COLOR. 
Mere color, independent of some design or symbol, is not registrable 
as a trade-mark. Therefore, a mark for bottled milk consisting of a 
bottle cap of a silvery color held unregistrable. 


Appeal from a decision of the Commissioner of Patents refus- 
ing registration of a trade-mark. Affirmed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 91. 


E. Clarkson Seward and W. Saxton Seward for appellant. 


T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 
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Garrett, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming the decision of the Examiner of 
Trade-Marks, refusing registration as a trade-mark of “‘a substan- 
tially silver colored cap for milk bottles.” 

It appears that what appellant seeks to register is the physical 
article, that is, the cap itself, and the merchandise to which it is 
applied is the milk. 

The drawing shows a form of bottle cap having imprinted 
on the top thereof the words “Walker Gordon” arranged in semi- 
circular formation about the edge of the cap and “Certified Milk” 
in the center, the word “Milk’’ being underneath the word “Cer- 
tified.” 

The Commissioner's decision states: 

The samples indicate that the milk bottle cap is of tinfoil or of a 
similar metal, the natural color of which is silverlike. 

It is stated in the brief of appellant that the company has 
been using the cap for a period of about thirty-seven years. 

As we interpret the Commissioner’s decision, registration was 
refused upon the ground that the proposed mark being the physical 
article, it is a functional part of the bottled milk, having a mechani- 
cal utility, and is not, therefore, per se, registrable, and that, since 
the particular words imprinted upon it are not registrable for 
obvious reasons (being in fact disclaimed), the issue finally turns 
upon the matter of color, and mere color, independent of some 
design or symbol, is likewise not registrable. 

We think the decision sound. 

To grant registration of a mere functional element, or physical 
article, standing alone, as a trade-mark would be almost equivalent, 
in its effect, to the grant of a perpetual patent, if such registra- 
tion and trade-mark use could be sustained in the courts. It is 
not conceivable that Congress ever intended that such a result 
should be accomplished through the trade-mark registration statute. 
E. Regensburg v. Juan F. Portuondo, 142 Fed. 160; In re Oneida 
Community, 41 App. D. C. 260 [4 T.-M. Rep. 72]; Sawyer v. 
Horn, 1 Fed. 24; Goodyear Tire Co. v. Robertson, 25 F. (2d) 883 
[18 T.-M. Rep. 270]. 
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For authorities upon the non-registrability as a trade-mark of 
color standing alone, reference is made to Diamond Match Co. v. 
Saginaw Match Co., 142 Fed. 727; Newcomer §& Lewis v. Scriven 
Co., 168 Fed. 621; Taylor v. Bostick, 299 Fed. 232; A. Leschen & 
Sons Rope Co. v. Broderick & Bascom Rope Co., 201 U. S. 166. 
The cases of In re Sun Oil Co., 18 C. C. P. A. (Patents) 1421, 
49 F. (2d) 965 [21 T.-M. Rep. 328], and In re General Petroleum 
Corporation of California, 18 C. C. P. A. (Patents) 1444, 4 F. (2d) 
966 [21 T.-M. Rep. 331], also contain reasoning which bears some 
relation to the issue. 

The decision of the Commissioner of Patents is affirmed. 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 

Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for toilet preparations, a mark consist- 
ing of the words “Madame Queen,’ in view of the prior use of 
opposer of the term “Queen,” sometimes associated with the picture 
of a woman and sometimes not, as a trade-mark for the same goods. 

In his decision, after referring to applicant’s argument that 
the inclusion in its mark of the word “Madame” makes confusion 
unlikely and that the word “Queen” has been used and registered 
by other parties for various goods and, therefore, the public has 
been taught to distinguish between marks including the word 
“Queen,” the First Assistant Commissioner said: 


The decisions of the Court of Customs and Patent Appeals in the 
cases of (citing decisions) are deemed conclusive that the registrations 
of third parties, relied upon by the applicant, cannot avail it here. 


With further reference to the likelihood of confusion of the 
marks he said 


The opposer’s mark constitutes the single word “Queen” which the 
applicant has adopted in its entirety and merely added to it the word 
“Madame.” It is believed to be almost inevitable there would be con- 
fusion of goods and of origin under the conditions here presented. The 
applicant is the newcomer and doubts should be resolved against it.’ 


*Newbro Manufacturing Company v. Monticello Drug Company, 156 
M. D. 776, December 3, 1931. 
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Kinnan, F. A. C.: Held that registrant was not entitled to 
register, under the Act of 1905, as a trade-mark for gasoline, a 
mark consisting of a somewhat fanciful design, which is stated in 
one of the papers presented in the application for registration to 
be “‘the fanciful design known as the Thunder Bird” and that the 
registration which it obtained should be cancelled. 

The ground of the decision is that the mark is confusingly 
similar to a mark previously used and registered by the Independent 
Oil Men of America, of Chicago, Ill., as a trade-mark for the same 
goods, said mark consisting of what would appear to be a somewhat 
modernistic representation of an eagle with outstretched wings of 
red color upon a black triangular background. 

In his decision, after referring to the contentions of the respec- 
tive parties as to similarity or non-similarity of the two marks, the 
First Assistant Commissioner said: 


The design of the respondent’s mark is decidedly modernistic, being 
made up of straight lines and angles; but it does resemble, particularly in 
that portion above the horizontal part, the head of an eagle or similar 
bird having the characteristic bill or beak. To one familiar with the known 
design of the Thunder Bird referred to in the application of the respond- 
ent the latter’s mark would indicate to some extent a large bird with out- 
spread wings. The design of the bird of the petitioner’s mark, while 
less modernistic, is likewise somewhat fanciful and made up of straight 
lines and angles. When it is considered that gasoline is purchased by 
all classes of consumers, those educated and those who are not, is pur- 
chased in small quantities with but little thought or consideration it seems 
at least probable there would be some confusion resulting from the 
similarity of the representation of these large birds with outspread wings 
produced by the modernistic straightline and angle method. 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for soft drinks, the notation ‘“Vera-Coca,”’ 
in view of the prior use and registration by opposer of the notation 
“Coca-Cola” as a trade-mark for non-alcoholic beverages and for 
making the same. 

The ground of the decision is that the marks are so similar that 
their contemporaneous use upon goods of the same descriptive 
properties is likely to cause confusion in the mind of the public. 

In his decision the First Assistant Commissioner said: 


* Independent Oil Men of America v. United States Refining Company, 
156 M. D. 749, December 11, 1931. 
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Both marks include the word “Coca”; the applicant places the nota- 
tion “Vera” before the word and the opposer places the word “Cola” 
after the common word, and both parties separate their words by a hyphen. 
It is at least reasonable to suppose that customers in ordering goods 
of this kind might abbreviate the entire name or notation and if this were 
done the goods of the opposer and those of the applicant might well be 
called for by the word “Coca.” At any rate the goods are of the charac- 
ter to be ordered carelessly without much thought or consideration and 
it is deemed at least probable there would be some confusion of goods as 
well as of origin. Those familiar with the opposer’s trade-mark and goods 
might be led to think, even if the difference in the trade-marks were noted, 
that the applicant’s goods had their origin with the opposer; and that the 
latter was putting out a new kind of beverage.® 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for lubricating oil, the mark consisting of the 
pictorial representation of a hat, a portion of which is colored red, 
with the words “Red Hat’ therebelow and the word “Approved’”’ 
thereabove, in view of the prior adoption and use by the opposer 
as a trade-mark for gasoline, of a mark consisting of the pictorial 
representation of a red crown surrounded by two circles within 
which are the words “Red Crown’ and “Gasoline.” 

In his decision after noting that the opposer sometimes used 
the representation of the crown alone, sometimes the words “Red 
Crown” alone, but usually both together, and noting the argu- 
ment based upon the prior holding of the Court of Appeals in a 
proceeding between the same parties (58 Appeals D. C. 372, 380 
O. G. 752 [19 T.-M. Rep. 161]) in which it was held that a 
mark consisting of the pictorial representation of a red hat sur- 
rounded by two concentric circles between which were the words 


“Red Hat” and “Gasoline” is confusingly similar to opposer’s “Red 
Crown” mark, and noting further the argument that the question 
was not res adjudicata because the marks are not identical, the 
First Assistant Commissioner said: 


Aside, however, from and after eliminating these features actually used 
with the composite mark here sought to be registered it is believed the 
latter mark when used as shown in the drawing approaches to nearly the 
opposer’s mark. Whether or not the previous decision of the Court of 
Appeals renders the instant matter res adjudicata that decision is very 
persuasive that registration should be here denied. A red hat and a red 


>The Coca-Cola Co. v. Geo. W. Steinreich, 156 M. D. 781, December 11, 
1931. 
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crown are in a sense head coverings. Customers would be likely to confuse 
the two kinds of coverings especially since royalty and the wearing of 
crowns form no part of the government of this country and persons here 
are less familiar with royal headdress of such type. 


With reference to the goods he said: 


The goods are not identical in character, the applicant using its mark 
on motor lubricating oil and the opposer using its mark upon gasoline, but 
these are both petroleum products generally used together upon auto- 
mobiles; and it is deemed they belong to the same class within the meaning 
of the trade-mark statute.‘ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter a trade-mark for gasoline and motor lubricating oil consisting 
of the pictorial representation of a hat, a portion of which is lined 
to indicate red, in view of the prior adoption and use by opposer 
of a trade-mark consisting of the representation of a red crown 
surrounded by two concentric circles in which are the words “Red 
Crown” and “Gasoline.” 

The mark of the opposer under consideration is the same as 
that in proceeding No. 9961 (above) and the same argument was 
made on the question of res adjudicata. 

In the present decision, the First Assistant Commissioner said: 


Aside, however, from these features actually used with the pictorial 
representation of a hat but absent from the mark as here sought to be 
registered, it is believed this representation of the red hat alone approaches 
too nearly the opposer’s mark. The picture of the red hat is practically 
the equivalent of the words “Red Hat.” Customers would be quite as 
likely to call for “Red Hat” gasoline in the one instance as in the other. 
Both marks, the hat and the crown, are head coverings in a sense and 
both are used upon identically the same class of goods. It is held that 
confusion is probable and that the applicant should not be granted regis- 
tration.° 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for gasoline and motor lubricating oil, a mark 
consisting of the words “Red Hat.” 

In his decision, after noting that the specimens filed show use 
of the mark only in connection with the picture of a hat which 


‘Standard Oil Company (of Indiana) v. Independent Oil Men of 
America, 156 M. D. 786, December 12, 1931. 

* Standard Oil Company (of Indiana) v. Independent Oil Men of 
America, 156 M. D. 789, December 12, 1931. 
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is colored red and placed within a relatively wide black circle also 


containing the words “Red Hat,” and referring to opposer’s mark 


which is the same as that involved in proceedings No. 9961 and 
No. 9962 (above) and noting applicant’s argument that the differ- 
ence between the mark now sought to be registered and that 
involved in the prior decision of the Court of Appeals is such that 
the question is not res adjudicata, the First Assistant Commissioner 
said: 


Aside, however, from and after eliminating these features actually 
used with the words “Red Hat” here sought to be registered it is believed 
these words when used alone approach too nearly the opposer’s mark. 
Whether or not the previous decision of the Court of Appeals renders the 
instant matter res adjudicata that decision is very persuasive that regis- 
tration should be here denied. A red hat and a red crown are in a sense 
head coverings. Customers would be likely to confuse the two kinds of 
coverings especially since royalty and the wearing of crowns form no part 
of the government of this country and persons here are less familiar with 
royal headdress of such type.* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for a large number of chemicals, medicinal, 
and pharmaceutical preparations, the notation “Tru-Test,” in view 
of the prior adoption and use by opposer upon goods of the same 
descriptive properties of the term “Puretest.” 

After stating that the only question to be determined was the 
similarity of the marks and noting applicant’s argument as to the 
dress of the goods and that many other registrations have been 
granted which are more nearly like that of opposer than like that 
of the applicant, the First Assistant Commissioner said: 


The Court of Customs and Patent Appeals in the cases of National 
Biscuit Company v. Sheridan, 402 O. G. 4, 18 C. C. P. A. (Patents) 720 
[21 T.-M. Rep. 27], and Weyenberg Shoe Manufacturing Company v. Hood 
Rubber Co., 412 O. G. 834, 18 C. C. P. A. (Patents) 1449 [21 T.-M. Rep. 
323], has held that the registrations granted other parties cannot be deemed 
an aid to one seeking registration. 

The marks are quite similar in appearance and significance when 
viewed as a whole. Being used as they are in many cases upon goods sold 
for small sums and purchased by persons of all classes it is considered 
that confusion would be probable if both marks appeared in the same 


*Standard Oil Company (of Indiana) v. Independent Oil Men of 
America, 156 M. D. 784, December 12, 1931. 
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market, as they well may at any time in the future, upon articles belonging 
to identically the same class.’ 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for rice, the notation “River Maid,” in view of the 
prior use by opposer of a trade-mark for rice which includes the 
notation “River Brand.” 


The ground of the decision is that the marks of the two parties 
are confusingly similar. 

In his decision the Assistant Commissioner noted the argument 
that neither the word “River” nor “River Brand” can be a trade- 
mark since they are descriptive of the goods, that the opposer 
could not raise any question of confusion because it had disclaimed 
the right to use the words “River Brand” except in association 
with the picture, and that opposer had been guilty of misbranding 
in that it had placed its mark on rice not grown along the Missis- 
sippi River, and said, with reference to the charge of misbranding: 


While I am of the opinion that the trade-mark of the opposer is sus- 
ceptible of being interpreted to mean that the rice sold was grown along 
the Mississippi River, yet I am unwilling to believe that it was selected 
with any deceptive or fraudulent intention. 


With reference to the similarity of the marks, he said: 


I am of the opinion that the words “River Brand” constitute the 
dominant feature of the opposer’s mark and that the words “River Maid” 
bear such close resemblance thereto as would be likely to confuse or deceive 
the public. 

The rights of the public may not be disregarded in this proceeding. 
To dismiss the opposition and register the applicant’s mark as contended 
by the applicant, would be to register a mark which is confusingly similar 
to a prior mark of another party for the same merchandise. Whatever 
decision this Office may make will not prevent the opposer from con- 
tinuing the use of its mark on rice, as it has been doing for a great 
number of years; and this Office is not justified in registering a confus- 
ingly similar mark of a newcomer for rice, thereby encouraging a condition 
which tends to cause confusion in the mind of the public or to deceive 


purchasers as to the origin or ownership of the packaged rice sold under 
these trade-marks.* 


7 United Drug Company v. Sears, Roebuck and Co., 156 M. D. 792, 
December 14, 1931. 

* Southern Rice Sales Co. v. Louisiana State Rice Milling Co., Inc., 156 
M. D. 797, December 16, 1931. 
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Kinnan, F. A. C.: Held that applicant is entitled to register 
“Polo,” accompanied by a pictorial representation of a portion of 
a cake of soap floating in the water, as a trade-mark for toilet 
and bath soap, notwithstanding the use by opposer of the term 
“Poro” upon various cosmetics and upon toilet, bath and shampoo 
soap. 

The ground of the decision is that, while Mrs. Malone used 
her mark upon bath soap before The Procter & Gamble Company 
had used its mark upon that kind of soap, the latter had used the 
mark upon laundry soap for many years prior to any use by 
Mrs. Malone; that laundry soap and bath soap are goods of the 
same descriptive properties; and that no abandonment of its mark 
by The Procter & Gamble Company had been shown. 

After stating the facts as above set out, the First Assistant Com- 
missioner said: 

The opposer has contended that no confusion arose between the use of 
her mark upon her goods and the use by the applicant of its mark upon 
laundry soap but that the confusion claimed to be probable by the opposer 
arises from the adoption by the applicant of its mark upon the toilet and 
bath soap. While it may be that no confusion has actually resulted it is 
possible this is due to the different ways in which each party markets 
its goods under its trade-mark. In any event the marks and the goods 


are substantially the same and confusion would be very likely if the goods 


of both parties appear in the same market under their respective trade- 
marks. 


With reference to the questions of abandonment and estoppel, 
after stating that abandonment was argued because of the discon- 
tinuance of the use of the mark for about a year and estoppel 
because Procter & Gamble had made soap for Mrs. Malone, the 
First Assistant Commissioner said: 


The decision in the case of Beech Nut Packing Company v. Lorrillard, 
360 O. G. 747, 273 U. S. 629 [17 T.-M. Rep. 159], is fairly conclusive that 
the applicant cannot be charged with abandonment of its mark. As to the 
matter of estoppel urged by opposer it is not seen how the applicant com- 
pany by manufacturing goods for the opposer under the latter’s trade-mark 
is estopped to register its own mark upon toilet and bath soap when it 
had already used that mark upon substantially the same kind of goods 
for so many years prior to the entrance of the opposer into the field.’ 


* Annie M. Malone v. The Procter & Gamble Co., 156 M. D. 806, Decem- 
ber 19, 1931. 
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Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for mattresses, the term “Healthyrest,” in view 


of the prior adoption and use by opposer of the term “Beautyrest”’ 
as a trade-mark for the same goods. 


The ground of the decision is that in a proceeding of this sort 
the question of the descriptiveness of the term rest cannot be 
considered, and that when the marks are considered as a whole they 
are deemed to be confusingly similar. 


In his decision, after stating applicant’s argument as to the 


term “rest” being publici juris, the First Assistant Commissioner 
said: 


In support of this contention the applicant refers to a large number 
of registrations to other parties of marks including the word “rest.” The 
Court of Customs and Patent Appeals, however, in the cases of National 
Biscuit Co. v. Sheridan, 402 O. G. 4, 44 F. (2d) 987, 18 C. C. P. A. (Pat- 
ents) 720 [21 T.-M. Rep. 27], and Weyenberg Shoe Manufacturing Co. v. 
Hood Rubber Co., 412 O. G. 834, 49 F. (2d) 1046, 18 C. C. P. A. (Patents) 
1449 [21 T.-M. Rep. 323], has indicated that registrations of other parties 
are not to be considered in proceedings of the instant character. 


With respect to the similarity of the two marks, he said: 


The trade-marks here claimed to be in conflict must be considered in 
their entirety. When this is done it is believed the holdings of the Court 
of Customs and Patent Appeals in the case of The Celotex Co. v. Bronston 
Bros. & Co., 413 O. G. 280, 49 F. (2d) 1048, 18 C. C. P. A. (Patents) 
1490 [21 T.-M. Rep. 370], and in the cases cited therein are persuasive 


that confusion is probable and the opposition should, therefore, be sus- 
tained.” 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for massage cream, a mark consisting of the 
notation “Nancy Lee’’ written in script, with the words ‘“‘Miracle 
Cream” therebelow, in view of the prior registration of a mark 
consisting of the notation “De Miracle” (Registration No. 67,906) 


and the use by opposer of the term “Miracle” upon goods of the 
same general class. 


In his decision, after referring to applicant’s argument, based 
upon the record of opposer's registration over the registration 
above referred to, and stating that it was not necessary to consider 


** Simmons Company v. The Sealy Corporation, 156 M. D. 808, Decem- 
ber 22, 1931. 
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whether the opposer in view of that proceeding is estopped from 
contending that there would be confusion from the use of applicant’s 
mark, since registration to the latter is barred by the ““De Miracle” 
registration, the First Assistant Commissioner said: 


While the applicant has contended that his goods are in the nature of 
a therapeutic remedy and this distinguishes such goods from those of the 
opposer yet in view of the holdings of the Court of Customs and Patent 
Appeals and the decisions relied upon by the Examiner of Interferences 
it must be held the goods belong to the same general class. The De Miracle 
trade-mark is used upon goods even more nearly identical with those 
upon which the applicant uses the mark. Plainly this Office should not 
add to the confusion by registering the applicant’s mark. In reaching this 
conclusion the fact has not been overlooked that the word “Miracle” is 
only a portion of the applicant’s mark while it constitutes substantially 
the entire mark of the opposer and of the De Miracle Chemical Company.” 


Descriptive Terms 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for cotton, silk, and woolen 
piece goods, a mark consisting of the notation “Red & White,” 
since that notation is either descriptive or misdescriptive of the 
goods. 

In his decision, after noting that applicant had filed a dis- 
claimer stating that no claim was made to the colors red and 
white when used on labels or woven in the goods, the Assistant 
Commissioner said: 

The words red and white and the colors red and white create in the 
mind the same impression; and it is believed that when these words are 
associated with the goods they would suggest that the goods have the 
colors red and white. As indicated by the Examiner, color, unassociated 
with a design, is not registrable. The position taken by the Examiner 


in this respect is fully supported by the decisions noted in his statement on 
appeal.” 


Kinnan, F. A. C.: Held that the Chicago Pneumatic Tool 
Company was not entitled to register the mark consisting of the 
word “Hicycle,” the line of the letter “i” being carried downward 
by a curve to meet the lower end of the letter “y” and the upper 


% Lentheric, Incorporated v. Victor M. Titus, 156 M. D. 810, December 
23, 1931. 
* Ex parte S. M. Flickinger Co., Inc., 156 M. D. 792, December 14, 1931. 
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right-hand arm of the latter being continued upward into a curve 
to meet the letter “1,” and that the registrations which it had 
obtained should be cancelled. 

The goods specified in the two applications were electrical 
apparatus and machines, particularly portable electric tools for 
boring, drilling, etc., and portable screw drivers, nut runners, stud 
setters, etc., respectively. 

In his decision in Cancellation Proceeding No. 2130, the First 
Assistant Commissioner, after noting that the petition is based 
upon the ground that the mark is descriptive, that in a prior pro- 
ceeding involving the same parties the Court of Customs and Patent 
Appeals held the word “Hicycle” descriptive and that the regis- 
tration should be cancelled (397 O. G. 6, 39 F. [2d] 694, 17 C. C. 
P. A. [ Patents] 962 [20 T.-M. Rep. 293]), and noting the argu- 
ment of the registrant based upon the manner in which the letters 
are connected and stating that it was admitted that the statute 
does not provide for the registration of the descriptive word because 
“written, printed, impressed, or woven in some particular or dis- 
tinctive manner,” and noting registrant’s argument that the above 
quoted expression should in effect be read into the statute by 
reason of the words, “merely descriptive” therein, said: 


It is believed the average member of the public familiar with goods of 
this kind would interpret the mark to mean substantially the same as the 
mark the registration of which was cancelled by the decision of the Court 
of Customs and Patent Appeals. The connecting together of the three 
letters in the manner shown in the registration would still leave the mark 
predominatingly descriptive and as meaning to those interested in this 
character of goods substantially the same as the notation “Hicycle.” 


- 7 * 


The trade-mark becomes a name by which someone familiar with the 
goods designates the latter. It seems probable customers would call the 
goods of both parties by the descriptive term “high cycle.” In oral com- 
munications, therefore, confusion would then be inevitable, and since the 
petitioner has a right to use descriptive terms it would seem he would 
suffer damage by the respondent’s registration.” 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for rice, a mark consisting of the notation “River 


*The Black & Decker Mfg. Co. v. Chicago Pneumatic Tool Co., 156 
M. D. 800, December 16, 1931. 
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Brand” and the pictorial representation of a river scene including 
a steamboat, the type commonly used on the Mississippi River. 

The ground of the decision is that rice grown in plantations 
along the Mississippi River is known generally in the trade as 
“river rice” and that the mark is, therefore, descriptive. 

In his decision, after referring to the arguments as to rice 
raised in the regions of the Mississippi River possessing properties 
and qualities not possessed by rice raised elsewhere and the term 
“river rice,’ or terms of like signification being recognized as 
properly designating rice raised in those localities, the Assistant 
Commissioner said: 


In view of these facts, which are fully established by the record, I am 
of the opinion that the notation “River Brand” is descriptive of the 
character or quality of rice raised in the region of the Mississippi River 
and does not, therefore, constitute a technical trade-mark. Certainly 
everyone who raises rice in this region and every owner of such rice has 
the right to associate therewith the words “River Brand,” and no one 
should be given the exclusive right to the use of said words in this 
connection. 


With reference to the pictorial portion of the mark, he said: 


As to the river scene which constitutes a feature of the applicant’s 
mark, it may be stated that said scene and the word river convey to the 
mind the same thought, and it must be held that each when included in 
the applicant’s trade-mark for rice is descriptive of rice raised in the 
vicinity of the Mississippi River. It is also held that the notation “River 
Brand” is the dominant feature of the applicant’s mark.” 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for dental, medical, 
and surgical appliances, a mark consisting of the notation “Tru- 
plastic” appearing upon a contrasting background surrounded by 
an ornamental border, unless a disclaimer of the notation apart 
from the other features of the mark is filed. 

In his decision the First Assistant Commissioner stated that 
the mark is used upon hydrous-cement used in making dental im- 
pressions and that such powder becomes temporarily plastic when 
water is added to it and remains plastic for a period during which 
suitable impressions can be made, and it is evident that the applicant 


* Louisiana State Rice Milling Company, Inc. v. Southern Rice Sales 
Company, Inc., 156 M. D. 799, December 16, 1931. 
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is unwilling to make the disclaimer because he desires to prevent 
other people from using the words or the notation and it, therefore, 
becomes necessary to determine whether applicant is entitled to 


exclusive use of the notation alone. 

“Tru” is an obvious phonetic spelling of the word true so that in effect 
the notation becomes the same as true plastic. That these words are 
merely descriptive of a hydrous-cement used in making dental impressions 
seems plain enough, and it would appear obvious no one could obtain any 
exclusive right to the use of these words so as to prevent others from 
describing their dental cement as a true plastic. The notation is considered 
merely, only, descriptive of characteristics of the goods.” 


Geographical Term 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the word “Dunderry” as a trade-mark for 
textile fabrics. 

The ground of the decision is that the mark is merely geo- 
graphical and has no other meaning. 

In his decision, after stating that the statute forbids the regis- 
tration of a merely geographical term and that “Dunderry” has no 
other meaning, the Assistant Commissioner said: 


Furthermore, it is well known that many textile fabrics, and particularly 
fine linens, are manufactured in Ireland. It is believed, therefore, that 
the average member of the public upon seeing the word “Dunderry” 
associated with textile fabrics would be of the opinion that said fabrics 
were manufactured in Dunderry, Ireland. Certainly a manufacturer of 
fabrics in this town should not be prevented from associating the name of 
the town with his goods.”* 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for a bleach and water softener, a mark con- 
sisting of the word “Purex’’ appearing upon a background of 
octagonal form and contrasting color, with the words “is different”’ 
appearing below the notation, the latter words being disclaimed, 
in view of the prior adoption and use by opposer of the terms 
“Puretest,” “Rexall,” and “Rex.” 


%* Ex parte Peter A. Kanouse, 156 M. D. 804, December 17, 1931. 
** Ex parte Rockford Mitten & Hosiery Company, 156 M. D. 780, Decem- 
ber 9, 1931. 
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With reference to the goods of the parties the First Assistant 
Commissioner, after stating that the opposer had given an extended 
list of the goods upon which its marks were used and that it 
appeared that the term “Puretest’” had been used on ammonia, 
oxalic acid, borax and sodium bicarbonate, said: 


While the opposer has submitted certain publications not presented 
below to show that these substances are used for the same purposes of 
bleaching and cleaning yet without considering them it may be said to 
be a matter of common knowledge that ammonia, oxalic acid, borax, and 
bicarbonate of soda are quite generally used for these purposes. Under 
the rulings in the cases of (citing decisions of the Court of Customs and 
Patent Appeals) it must be deemed the goods of the parties possess the 
same descriptive properties or belong to the same class. 


With reference to the similarity of the marks, he said: 


One of the opposer’s marks contains the word “Pure” in connection 
with the suffix “Test” ai'd another of the opposer’s marks includes the nota- 
tion “Rex.” The applicant has combined parts of both of these marks 
in its notation. Although it is submitted that the applicant does not sell 
its goods in chain drug stores yet the wide variety of goods sold in such 
stores would indicates to purchasers that goods of the kind dealt in by 
the applicant would be found in such drug stores. Clearly enough such 
goods as cleaners and water softeners are to be found in drug stores of 
the modern type. It is deemed at least probable that one familiar with the 
Rexall Drug Stores and the goods found therein under the trade-marks 
“Rex,” “Rexall,” and “Puretest” would, upon seeing the applicant’s goods 
under its mark, be led to think all these goods had the same origin.” 


Name of Opposer 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for work shirts, the notation “Amos ’n’ Andy.” 

The ground of the decision is that this mark is substantially the 
name of the firm “Amos and Andy.” 

In his decision, after referring to a stipulation as to the facts 
with reference to the use by Charles J. Correll and Freeman F. 
Gosden of the name “Amos and Andy” as a firm name and with 
reference to applicant’s contention that his name is not identical 
with that of the firm, the First Assistant Commissioner said: 


The applicant has contended that his notation is not identical with the 
name of the firm, but it is thought there is no merit in this point. Even 
in some of the exhibits submitted in connection with the stipulation, see 


* United Drug Co. v. Purex Corporation, Ltd., 156 M. D. 794, Decem- 
ber 14, 1931. 
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exhibits Nos. 7, 15, 22, 25, and 26, the opposer firm name appears sub- 
stantially the same as the notation the applicant seeks to register. The 
interested public would as fully recognize the applicant’s notation as 
referring to the opposer firm as if the applicant used the exact firm name. 

With reference to the argument that the opposer is not in trade 
and, therefore, does not sell goods and consequently cannot be 
damaged by the registration, the First Assistant Commissioner, 
after referring to, and quoting from the decision of the Court of 
Appeals of the District of Columbia in The Asbestone Company v. 
The Philip Carey Manufacturing Company, 200 O. G. 857, 41 App. 
D. C. 507 [4 T.-M. Rep. 161], said: 


This matter was finally settled in the American Steel Foundries v. 
Robertson, Commissioner of Patents, and Simplex Electric Heating case, 
342 O. G. 711, 269 U. S. 372 [13 T.-M. Rep. 289], wherein the Court stated: 


“Where the appropriation of the corporate name is complete, the rule 
of the statute, by its own terms, is absolute and the proposed mark must 
be denied registration without more.” 


This decision was construing the particular section of the Trade-Mark 
Act here involved as it applies to corporations but the same clause of the 
statute includes a firm and what the court held in this case applies equally 
to the name of a firm.” 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1920, the notation “Indelible” as a trade-mark 
for certain specified knitted or woven textile fabrics. 

The ground of the decision is that the mark does not indicate 
ownership or origin. 

In his decision, after stating that the applicant is a company 
engaged in dyeing, and labels which are used upon the goods con- 
tain the words “Gregg Indelible Finish,’ the First Assistant Com- 
missioner said: 

As thus used the word “Indelible” would, it is believed, convey no 
information to purchasers other than that the finish is very permanent and 
durable. Since a trade-mark to be registrable under the law must indicate 


ownership or origin it would seem the applicant’s notation falls short of 
such a function and in consequence is not a trade-mark.” 


** Amos and Andy v. David Feldman, 156 M. D. 777, December 3, 1931. 
* Ex parte Gregg Dyeing Company, 156 M. D. 796, December 16, 1931. 
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Non-descriptive Mark 


Kinnan, F. A. C.: Held that the Overhead Door Corporation 
was entitled to register, under the Act of 1905, the notation “Over 
Head Door,” the word “Door” being disclaimed, as a trade-mark 
for garage doors, and that Barber-Colman Co. had shown no suf- 
ficient ground for the cancellation of that registration. 

The ground of the decision is the registrant was the first to 
use the name, that it is not merely descriptive and had not been 
commonly applied to doors of the general type sold by both parties 
prior to the registrant’s application for registration. 

In his decision the First Assistant Commissioner said: 


The notation “Overhead” indicates location in the first instance rather 
than construction or a characteristic of the door. As set forth in the 
respondent’s brief, doors are frequently referred to by names front, back, 
side, trap, etc., which names indicate position or location. It is likewise 
common to use the word door to indicate the opening as well as its closure 
and, indeed, to indicate an opening for ingress and egress which has no 
closure. The operations of doors are frequently described by the terms 
sliding, folding, hinged, etc. . . . It is conceivable that to one having 
no knowledge of the particular kind of door to which the respondent 
applies the word “Overhead,” he would, upon hearing the term, think 
that the door was located in the ceiling; that it was possibly a trapdoor. 
While the respondent’s mark is highly suggestive, truly enough, yet it is 
deemed not to be merely, only, descriptive. The respondent has built up a 
large business under its trade-mark and has evidently spent considerable 
sums in advertising and obtaining a good-will as an asset of its business.” 


** Barber-Colman Co. v. Overhead Door Corporation, 156 M. D. 814, 
December 29, 1931. 
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Duro Company v. Duro Company 


Duro Company, now Dorerine Spark Piue Company v. Duro 
CoMPANY 


United States Circuit Court of Appeals, Third Circuit 
February 4, 1982 


TrapE-Marks—I NFRINGEMENT—SUITS—ACCOUNTING. 

In accounting of profits in a case of trade-mark infringement, where 
defendant put out several non-infringing goods, besides its infringing 
product, held that the rule announced in Hitchcock v. Tremaine, 90 U. S. 
518, should be applied. 


Trave-M ark—INFRINGEMENT—SUITS—ACCOUNTING OF ProFits. 

Under Section 19 of the Trade-Mark Act of 1905 the plaintiff, in an 
action for accounting, is required to prove defendant’s sales only, while 
defendant must prove all elements of cost which are claimed. 

In equity. Appeal from the United States District Court for 
the District of New Jersey, in a trade-mark infringement case. 
From the court’s decree, both parties appeal. Reversed. For deci- 
sion below, see 17 T.-M. Rep. 470. 


Toulmin & Toulmin, of Dayton, Ohio, for complainant-appellant. 
Minton & Rogers, of Trenton, N. J., and Everett §& Rook, of 
Newark, N. J., for respondent-appellee. 


Before Burrineton and THompson, Circuit Judges, and THom- 
son, District Judge. 


Tuomson, D. J.: The Duro Company, complainant, is a cor- 
poration of the State of Ohio, and the Duro Company, now Doering 
Spark Plug Company, is a corporation of the State of New Jersey. 

This appeal arises from an accounting in a trade-mark case. 
The accounting was ordered by a decree which was entered pur- 
suant to the opinion and mandate of this Court at 27 Fed. (2d) 339. 
The decree was entered July 24, 1928, where in it was adjudged 
that the word “Duro” applied to mechanical and electrical ap- 
paratus of the plaintiff is a valid trade-mark, and has been, and 
is now the sole and exclusive property of the plaintiff herein. It 
was further decreed, that the defendant has infringed the said 
trade-mark “Duro,” and has violated plaintiff's rights by selling 
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spark plugs under the trade-mark “Duro” in cartons and packages 
bearing that name. The defendant, its successors and assigns, 
were perpetually enjoined from using the word “Duro” on the 
products which it manufactures and sells, and particularly upon 
electrical equipment, such as spark plugs or any similar article. 

The matter was referred to Alexander T. Schwenck, Esq., as 
master, to take the usual accounting and report to the Court the 
defendant’s profits, by reason of the infringement or damages 
caused by its wrongful acts. It was further adjudged that plain- 
tiff recover from the defendant, its taxable costs herein. The 
accounting period extended from June 26, 1926, and ended July 28, 
1928. The special Master filed a final report in the District 
Court on March 7, 1930. He reported that defendant had realized 
a profit of $3,299.34 during the accounting period; and upon 
the insistence of plaintiff's counsel that plaintiff was also entitled 
to an award of damages, the Master recommended an award of 
damages, based on a royalty of defendant’s net sales, amounting 
to $4,827.23, such royalty to cover both damages and profits. 

Both parties filed exceptions to the Master’s report, to which, 
after argument, the District Judge requested the Master to file 
a supplemental report. On April 14, 1931, a final decree was 
entered in the District Court, overruling all of plaintiff's excep- 
tions, allowing two, and denying the remainder of defendant’s 
exceptions. The decree awarded no profits and no damages to 
the plaintiff, and ordered that each party pay its own costs. Plain- 
tiff filed its appeal on July 3, 1931, and on July 13, 1931, defend- 
ant filed its appeal. The two appeals have been consolidated and 
one record has been printed for both appeals, pursuant to the 
order of this Court. 

It appears that the plaintiff, Duro Company, of Ohio, used 
its mark on internal combustion engines, and defendant, The Duro 
Company, of New Jersey, used the mark on spark plugs. The 
accounting is somewhat more complicated, from the fact that the 
defendant was engaged in the manufacture of three kinds of prod- 
ucts: Spark plugs, cylinder rings and an automatic linker, a 
sausage machine for Automatic Linker, Inc. The first of these, 
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the spark plugs, was an infringing product, while the other two 
were not. In the accounting, therefore, it became necessary to 
segregate the sales receipts and expenses for the spark plug busi- 
ness from the piston ring and automatic linker business. The 
accounting here is rendered more difficult, because of the fact 
that the Judge in the Court below filed no opinion, and we are 
thus deprived of the benefit of his discussion of the evidence and 
the conclusions which he reached on the various matters involved. 
We are aided, however, by the light which is thrown by the acts 
of Congress. The Trade-Mark Statute, Section 19 of the Act of 
1905, provides: 

That upon a decree being rendered for wrongful use of a trade-mark, 
the complainant shall be entitled to recover, in addition to the profits to 
be accounted for by the defendant, the damages the complainant has 
sustained thereby, and the Court shall assess the same or cause the same 
to be assessed under its direction. The Court shall have the same power 
to increase such damages, in its discretion, as is given by Section 96 of 
this chapter for increasing damages found by verdict in actions of law; 


and in assessing profits, the plaintiff shall be required to prove defendant’s 
sales only; defendant must prove all elements of cost which are claimed. 


Under the Act of Congress, therefore, it is clear that in assess- 
ing profits, the plaintiff is only required to prove defendant’s sales; 
defendant must prove all elements of cost which are claimed. 

How, then, does the record stand on the question of the sales 
shown and the expenses which are claimed by defendant, against 
the amount of such sales? The treasurer, Robert M. Perkins, 
called as a witness by the defendant, shows a loss from the spark 
plug business, during the accounting period, of $22,320.72. De- 
fendant also called an accountant, James J. Hastings, who made a 
report showing a loss by defendant on the spark plug business of 
$20,950.00. On the other hand, Roy F. Miller, called by the plain- 
tiff, testified that if certain changes in the accounts were made, 
the business would show a profit of $7,300.00. By rejecting cer- 
tain of the items of expense claimed in the accounts by defendant, 
the Master found that defendant had realized a profit from the 
spark plug business of $3,299.34. Or in lieu thereof, damages 
on an arbitrary royalty of 3 percent, amounting to $4,827.23. The 
learned Judge, on the other hand, by allowing certain items of 
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expense, which the Master had rejected, concluded and decreed 
accordingly, that plaintiff was entitled to no profits and to no 
damages. 

As there appears to be no question that the amount of the 
sales was $160,907.73, it is entirely evident from these conflicting 
results, that the elements of disagreement are to be found in the 
costs or items of expense allowed to the defendant. 

It can be fairly said that large items of attempted charges 
against profits and large items of alleged depreciation should be 
itemized and should not be accepted, if generalized. To illustrate: 
The item of expense entitled “office material,” amounting to 
$4,771.65, claimed by defendant which the Master refused to 
allow because it included the salary of the defendant’s treasurer, 
the Court allowed. 

Mr. Hastings attempted to establish items of depreciation on 

display stands, viz., $3,389.89, $3,496.65 and $1,984.00, being for 
the years 1926, 1927 and 1928, respectively, aggregating $8,860.54, 
or 88 percent of the cost of the stands during the accounting period. 
These items were disallowed by the Master, because they should 
have been capitalized and depreciated over a period of years. 
The Master later allowed these items “in the absence of any other 
evidence as to how long the display stands would last.” 
* defendant claimed the 
aggregate amount of $4,560.42. The Master held that this was 
too indefinite and not satisfactorily proven. In this item, the 
general expense for 1926 is given as $1,496.10, one-half of which 
was charged to plugs, and one-half to rings, which was purely 
an arbitrary pro-ration. 


Under the item, “general expense,’ 


The Master allowed the item for experimenting on plugs, 
which was apparently not allowable under Coffield v. Wayne, 255 
Fed. 558. The defendant claimed as a credit “bad debts,” amount- 
ing to $2,755.55, charging the whole of this item against spark 
plugs, although the company did a net business in rings of 
$12,906.35 during the accounting period. Nor did they apply 
any bad debts against linkers, although in 1927 and 1928 their 
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net sales of linkers amounted to $68,399.15. This item the Master 
properly disallowed. 

Defendant claimed an item of $1,710.63, which is designated 
as “Robison Theft.” This was an attempt to charge against spark 
plug profits, a sum of money stolen by an employee, certainly an 
extreme case in claiming costs and expenses. In like manner, a 
charge was made of $2,429.35, being the cost of defending this 
suit which was, of course, disallowed. 

On the other hand, the plaintiff seriously complains of items 
of cost which it asserts were erroneously allowed by the Master. 
For instance, he allowed $3,580.00 under the item, ‘“Manu- 
facturing super labor;’ $879.72 under the item “Tool-room 
expense”; $41,846.50 under the item ‘Selling expense”; $1,705.86 
under the item “Rent”; $493.13 under the item ‘Automobile 
expense”; $710.87 under the item “General factory expense’ ; 
$6,448.29 under the item “Advertising.” In a general way, these 
various items were objected to by the plaintiff, because defendant 
kept no record of the amounts directly chargeable to the infringing 
business, and because it was commingled with the expense of the 


non-infringing business, their determination depending not upon 
definite proof, but largely on estimates, the correctness of which 
are purely conjectural. 


Not only did defendant’s experts fail to agree in their account- 
ing, but Hastings took the liberty of condemning Perkins’ method. 
He said his method “is unheard of in accounting, and most unusual 
from an accountant’s standpoint.” (Record, page 59.) 

The Master finds that: 


After the suit was started, it was Mr. Robert M. Perkins (perhaps 
with the advice of Mr. M. G. Perkins) who decided to continue the use 
of the trade-mark “Duro,” and to take the chances on the outcome of 
the suit. He had full knowledge that the plaintiff objected to that use. 
His action was intentional. He was responsible for the infringement of 
the plaintiff's trade-mark by the defendant company. While it does not 
appear that he acted in bad faith, his use of the plaintiff’s trade-mark 
was found by this Court to be wrongful. In my opinion, therefore, the 
defendant should not be permitted to deduct his salary as part of its 
costs. To permit the defendant to deduct his salary as part of its costs, 
would be to require the plaintiff to pay him a salary for doing intentional 
wrongful acts in violation of the plaintiff's rights. 
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In view of the provisions of the Act of Congress, which pro- 
vides that in assessing profits, the plaintiff shall be required to 
prove defendant’s sales only, and that defendant must prove all 
elements of cost which are claimed; the failure of the defendant 
to make the requisite proof with any approximate accuracy, sub- 
stituting therefore, very general and uncertain estimates in place 
of proof; the fact that the difficulty of accounting is due solely 
to the defendant’s action in commingling the expense of the infring- 
ing business with the expenses of its non-infringing business, makes 
it necessary and proper to apply the rule of accounting laid down 
by Judge Taft in the case of National Folding Box and Paper 
Company v. Dayton Paper Novelty Company, 95 Fed. 991; and 
also, the rule as laid down by Judge Woodruff in Hitchcock v. 
Tremaine, 12 Fed. Cases, p. 244-5, which was affirmed by the 
Supreme Court in 90 U. S. 518. 

A very careful examination of those cases is necessary in order 
to ascertain the proper rule which was intended to be applied to 
those particular cases. 

In the Folding Box and Paper Company, the infringing goods 
constituted only a part of the business. In that case, Judge Taft 
undertook to ascertain the gross sales, and from these he deducted: 
First, cost of material; second, factory cost, labor, etc.; third, the 
percentage of the general expenses of the defendant’s business 
properly attributable to the manufacture and sale of the boxes. 
Here, we must distinguish between general expenses, being those 
incurred for all goods alike, such as rent, clerk hire, and particular 
expenses, being those caused by certain particular goods, and not 
by reason of selling all the goods, such as cartage on certain instru- 
ments, etc., commission of particular sales, etc. When the aggregate 
sales of the infringing business are ascertained, the percentage 
of the general expenses properly attributable to the infringing 
business must be determined. This is determined by the ratio 
or percentage between the aggregate sales of the entire business 


and the aggregate sales of the infringing business. Having deter- 


mined this ratio, or the percentage of the infringing sales to all 
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sales, he took the percentage of the expenses of the entire business 
and thus got the expenses to the infringing business. 

The same method of computation was applied by Judge Wood- 
ruff in Hitchcock v. Tremaine. There, there was an infringing 
device which was an attachment to an organ, and the conclusion to 
be reached was the profits derived by the defendant from dealing 
in such attachment, it appearing that defendant also dealt in musi- 
cal instruments not having such attachment. The Court said: 


The conduct of their business necessarily involves certain general 
expenses, which are as truly expenses of dealing in one class of goods 
as of dealing in another class. Such expenses as general clerk hire, rent, 
etc., concern the entire business and, in any estimate of gains and profits 
are properly apportionable to the several kinds of business done or kinds 
of goods sold when the profits of either are to be separately stated. 


The Judge further stated: 


The gross proceeds of sales of each kind being ascertained, and a deduc- 
tion from each being made, of such special or peculiar expenses as, in a 
pro forma account would be chargeable to each, there would remain for 
allotment to each account, its proportionate share of the general expenses 
incurred for the benefit of all, that is, for the maintenance and conduct 
of the business; and this distribution should be in the proportion of the 
several amounts of sales of each. 


In another part of the opinion Judge Woodruff said, referring 
to the Master’s report: 


He should have permitted the defendants to prove the general expenses 
of their business, incurred alike to effect the sales of all goods—that is, 
not specially incurred in reference to any particular class or kind; and 
these should have been apportioned according to the amount of gross sales, 
charging the sales of attachments with its relative share. 


This general method of distribution met with the approval of 
the Supreme Court in 90 U. S. 518. 


Total sales of all products (Perkins’ Rec. 233).................8 241,772.75 
Spark Plug Sales (Perkins’ Rec. 233) 160,907.73 
Ratio of plug sales to sales of all products 66.55% 


Tora Cost or Opreratine from June 26, 1926, to July 28, 1928 
(Perkins’ Rec. 233), claimed by defendant appellee $287,356.61 


From THis Amount or Operatinc Cost SHouLp BE Depucrep 
the several items of cost of operation in the above period, 
which were disallowed by the Master, these disallowed items 
being as follows: Office material, General expense, Manufac- 
ture labor (Wilkening), Cust. Disct., Defective plugs, Jr., 
Defective plugs, Sr., Interest and discount, Valve radio 
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experimental, Bills receivable, Bad debts, Robison Theft, 
Defective rings, Office material expense, General expense, 
Interest and discount, Linker machine expense, Bad debt, 
Patents, Office material and expense, General expense, 
Trade-mark and Linker expense, aggregate amount of 
SURERE PCIE RI sno wis Shaecia ne awe ab sno Reis Wsleinns we ediecs s 79,168.20 





Torat Cost or OPERATING AFTER Depuctinc DisaLLowep ITEMs. .$208,188.41 























Applying to the allowable cost of operating, $208,188.41, the per- 
centage representing the ratio of plug sales to total of all 
sales, 66.55%, we arrive at the figure of $138,549.38, being 
the amount of operating cost applicable to plugs. 


Tue Tora Sates or Ptucs AMOUNTED To............$160,907.73 
Tue Cost or OPperATING Business APPLICABLE TO 
Wess va oO ORS Cee aNeS ule SR Oa a ee erie ces 138,549.38 


ge! i a nnn: uO. 





Under this method of computation, the amount of the decree 
to which the plaintiff is entitled is $22,358.35, to which should 
be added interest from the date when notice of infringement was 
given to the defendant which date can be ascertained from counsel 
before the mandate goes down. This allowance of interest is 
justified by the decision of Judge Taft in the case of National 
Folding Box and Paper Company, supra, wherein he said: 

Interest will be allowed on the amount found due from January 1, 
1893. The defendant had full notice of complainant’s rights and chose 
deliberately to run the chances of the validity of the patent. I see 


no reason, therefore, for not including this usual element of damages 
in the recovery. 





The decree of the District Court is reversed, and the record 
will be remanded with directions to enter decree in favor of the 
ai Duro Company, a corporation of Ohio, plaintiff appellant against 
i the Duro Company, a corporation of the State of New Jersey, in 
the sum of $22,358.35, together with interest as above, together with 
costs of suit in this Court and the Court below. 


DRYICE CORP. OF AM. V. LA. DRYICE CORP. 


Dryice CorPorRaTION OF AMERICA, ET AL. v. LOUISIANA 
Dryice CorPOoRATION, ET AL. 


Dryice CorPoraTION oF AMERICA, ET AL. v. JosePH S, BELT, 
Individually, and Trading as J. S. Bett Hevium 
INTERESTS, ET AL. 


Josepu S. Beit anp A. J. Kewtiy v. Dryice CorporaTIon oF 
AMERICA, ET AL. 


United States Circuit Court of Appeals, Fifth Circuit 
January 8, 1932 


TrapeE-Marks—INFRINGEMENT—"“Dry-Ice” For Sori Carson Droxipe— 
Descriptive TERM. 

The word “Dry-Ice,” as a trade-mark on solid carbon dioxide used 
for refrigerating purposes, held descriptive, inasmuch as the goods 
resemble ice and have similar properties. Plaintiffs, therefore, had no 
right to prevent defendants from using said term in corporate name, 
or in designating thereby solid carbon dioxide produced by them, pro- 
vided such use did not falsely represent the origin of the product. 

Unrarr Competition—Use or Descriptive TERM. 

In a suit brought to enjoin defendants from the use of the term 
“Dry-Ice” in defendants’ corporate name and on the solid carbon 
dioxide put out by them, where it appeared that the said term was 
commonly used to describe all solid carbon dioxide, and that produced 
by plaintiffs was always so marked as to be plainly distinguished from 
defendants’, held there was no unfair competition. 


In equity. Action to restrain alleged unfair competition. From 
decree of lower court, enjoining defendants from using the term 
“Dry-Ice” and holding the same invalid, both parties appeal. 
Reversed in part. For opinion below, see 20 T.-M. Rep. 585. 


Harry Shapiro, of Philadelphia, Pa., for appellant. 
George C. Klauder, of Philadelphia, Pa., for appellee. 


Before Sistey, Hutcneson and Wa ker, Circuit Judges. 


Wavker, C. J.: Two suits were brought by DryIce Corpo- 
ration of America and its assignee and licensee, DryIce Equip- 
ment Corporation (herein referred to as plaintiffs), one, begun in 
January, 1930, in the Federal Court for the Western District of 
Louisiana against Louisiana Dry Ice Corporation and several 
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individuals, and the other, begun in June, 1930, in the Federal 
Court for the Northern District of Texas against several individ- 
uals. The first mentioned suit was brought to enjoin the use of 
the term or words “DrylIce” in the corporate title of the Louisiana 
Dryice Corporation, or in advertising or other printed matter 
in connection with the sale of that corporation’s stock or of solid 
carbon dioxide not produced by DryIce Corporation of America 
or its licensee. The other suit was brought to enjoin the use by 
defendants therein of the term or words “Dry-Ice’” in the corpo- 
rate title of any corporation controlled by them, or in any adver- 
tising or other printed matter in connection with the sale of the 
stock of any such corporation or of solid carbon dioxide manu- 
factured or to be manufactured by the defendants therein or by 
a corporation controlled or licensed by them. The bill in each of 
the cases asserted claims based on three alleged United States 
Trade-Marks issued to DryIce Corporation of America, one, 
No. 200,934, registered July 14, 1925, for the term or words “Dry- 
Ice” for carbon dioxide in solidified form, mixtures or compounds; 
one, No. 215,799, registered July 27, 1926, for the same term or 


words for refrigerators, and one, No. 230,202, registered July 19, 


1927, for the same term or words for empty containers adapted 
for storage transportation or use of carbon dioxide in solidified 
forms, mixtures or compounds. Each of the courts ruled that the 
term or words “Dry-Ice’’ did not constitute a valid trade-mark 
for solid carbon dioxide. The decree in each of the cases adjudged 
that the use by the defendants therein of the collocation of words 
“Dry-Ice” in the corporate title of a defendant corporation or 
in the title of a corporation licensed by defendants, and in the 
name and designation of the solid carbon dioxide to be produced 
by defendants or their licensees, and in the advertisements of 
defendants and of their business, tends to and is calculated to con- 
fuse and deceive the public and has confused and deceived the 
public into believing that the defendants or their licensees are 
connected or affiliated with the DryIce Corporation of America 
or the DryIce Equipment Corporation and are authorized by them 
to operate under the license of the last named corporations, and 
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that the solid carbon dioxide manufactured or to be manufactured 
and sold or to be offered for sale by the defendants, or their 
licensees, is the solid carbon dioxide manufactured and sold by 
the DryIce Corporation of America, or the DryIce Equipment 
Corporation, or their licensees, and constitutes a wrongful appro- 
priation by the defendants of the good-will and trade-name prop- 
erty rights of the plaintiffs, and is unfair trading. By each of 
the decrees the defendants in the suits were enjoined from using 
in the corporate name or title of a defendant, or a licensee of a 
defendant, the collocation of words ““Dry-Ice” unless accompanied 
by the distinguishing statement: “That this is not the original 
and pioneer DryIce Corporation of America, or its successor or 
licensee”; and from using or employing in advertising or published 
matter relating to the business of the defendants or the products 
dealt in by them, or any of them, in any manner to identify the 
solid carbon dioxide manufactured or offered for sale by the de- 
fendants, except the products of the plaintiffs, the collocation of 
words, “Dry-Ice,” unless accompanied without anything inter- 
vening, by the distinguishing statement: “But this is not the 
original nor genuine “Dry-Ice,’ which is the solid carbon dioxide 
manufactured for many years by the pioneer DryIce Corporation 
of America, or its successors or licensees.’ The decree in the 
Texas case adjudged that the above mentioned trade-marks, No. 
215,799 and No. 230,202, are in all respects valid and existing 
trade-marks duly registered in the United States Patent Office as 
such, and enjoined the infringement of those trade-marks by the 
defendants. 

When, in 1924, the Prest-Air Corporation, the predecessor of 
DryIce Corporation of America, began the manufacture and sale 
of solid carbon dioxide, it was not in commercial use as a refriger- 
ant. Solid carbon dioxide has a temperature of about 110 degrees 
below zero. When it “melts” it passes directly into a dry, gaseous 
state. These properties make solid carbon dioxide an excellent 
dry refrigerant for foodstuff, particularly for the shipment of 
ice cream. That article and its properties have long been known 
to the public. Carbide Corp. v. Am. Patents Corp., 283 U. S. 27. 
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In December, 1924, the Prest-Air Corporation adopted and com- 
menced the use of the collocation of words or term “Dry-Ice” for 
its trade-mark, and soon thereafter caused its corporate title to 


be changed to DryIce Corporation of America. By advertising 


matter widely distributed throughout the country, DryIce Cor- 
poration of America made known to those engaged in business 
in which solid carbon dioxide may be used as a refrigerant its 
use of the term “Dry-Ice” in its corporate name and to designate 
the solid carbon dioxide produced and marketed by it. Its business 
in selling the product and equipment manufactured by it rapidly 
increased, the quantities of solid carbon dioxide sold by it increas- 
ing from 295,801 pounds in 1925 to 27,376,006 in 1929. It pro- 
vided and attached to the product and equipment sold by itself and 
its licensees distinguishing labels embracing the term “DrylIce.” 
In October, 1929, the Louisiana Dry Ice Corporation was organ- 
ized, one of its stated objects and purposes being the following: 


Produce solid carbon dioxide (otherwise known as “Quix-Kold”) for 
the isolation of inert gases, done and obtained from the consumption and 
use of natural gas, by methods and process commonly known and desig- 
nated as Belt Process, as a licensee of J. S. Belt Helium Interests, and 
to produce carbon dioxide gas for such purposes, with the ultimate results 
of producing what is sometimes familiarly and more recently known as 
“Dry Ice,” same being known and to be known to the public as “Quix- 
Kold.” 


After that corporation had applied to the Securities Commis- 
sion of Louisiana for authority to sell its stock and securities to 
the public, the above-mentioned suit in the Western District of 
Louisiana was brought. In the above-mentioned suit in the Dis- 
trict Court for the Northern District of Texas admissions to the 
following effect were made: 


That named individual defendants in that suit were each and severally 
aware of the claims of the plaintiff therein to the right to the exclusive 
use of the term “Dry-Ice” as plaintiff's trade-name and trade-mark two 
years prior to the institution of that suit, and then knew and now know 
that plaintiffs therein claim the right to the exclusive use of the term 
“Dry-Ice” as their trade-mark and trade-name, and that said term was 
duly registered by said plaintiffs in the United States Patent Office and 
in several states of the United States, including Texas, Louisiana and 
Colorado; that said individual defendants, since May, 1929, have used 
the term “Dry-Ice” indiscriminately in various states of the Union, in 
intrastate and interstate commerce, in reference to the solid carbon 
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dioxide, in various publications made by them, and in the corporate titles 
of corporations organized, or caused to be organized, by them, including 
Louisiana Dry Ice Corporation, and the Colorado Dry Ice Corporation, 
and had used the term “Dry-Ice”’ as the name of the solid carbon dioxide 
produced or to be produced by defendants in that suit and in the market- 
ing of the same in the States of Texas, Louisiana and Colorado and 
elsewhere, and that the defendants in that suit, unless restrained by 
decree of the court, will continue to use the term “Dry-Ice” indiscriminately 
in referring to solid carbon dioxide produced by the defendants therein 
in the advertisement of their product and as the name of their product 
in marketing and distributing the same, both in interstate and intrastate 
commerce, and that such action of named individual defendants therein 
has been taken and done without and against the consent or permission 
of the plaintiffs in that suit. 

The plaintiffs appealed from the decrees in both of the cases, 
and complain of the decrees in so far as they disallowed claims 
made by them. Defendants in each of the cases sued out a cross- 
appeal, and complain of the decrees in so far as they awarded relief 
to the plaintiffs. 

Under the Trade-Mark Registration Act (15 U. S. C. A. § 85) 
registration is not permitted of a mark which consists “merely in 
words or devices which are descriptive of the goods with which 
they are used, or of the character or quality of such goods.” This 
provision forbids the use of a word or term as a trade-mark which, 
though it does not accurately describe the article referred to by it, 
is descriptive of characteristics or qualities of that article. Under 
the quoted provision a word or collocation of words is not sub- 
ject to registration as a trade-mark if it is descriptive of a quality 
or characteristic of the article with which it is used, though part 
of it is the name of something else which merely is like or resembles 
that article, the two things not being identical; as the word “Rub- 
beroid,” used as the name of a product which contains no rubber 
but has qualities possessed by rubber. Standard Paint Co. v. 
Trinidad Asph. Co., 220 U. S. 446 [1 T.-M. Rep. 10]. The term 
“DrylIce’”—being a combination of the descriptive adjective “dry” 
and the noun “ice,” water in its solid or frozen state—when used 
with solid carbon dioxide, is descriptive in that that article in 
appearance somewhat resembles ice as does snow when compressed 
into a solid mass and frozen, and possesses qualities or charac- 


teristics of ice in having a temperature much below zero and in 
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being serviceable as a refrigerant, but has a characteristic dis- 
tinguishing it from ice in that by heat it is dissolved into dry gas 
instead of into water. That word or term, being descriptive of 
characteristics or qualities of the article with reference to which 
it was used, was not subject to be registered as a trade-mark for 
that article. Standard Paint Co. v. Trinidad Asph. Co., supra; 
Warner & Co. v. Lilly § Co., 265 U. S. 526 [14 T.-M. Rep. 247]; 
Ungles-Hogette Mfg. Co. v. Farmers’ Hog & Cattle Powder Co., 
232 Fed. 116 [6 T.-M. Rep. 300]. We conclude that the trial 
courts did not err in their rulings to this effect. 

The term “Dry-Ice,” being descriptive of qualities or charac- 
teristics of solid carbon dioxide, the product with reference to 
which it was used, the plaintiffs had no right to prevent the defend- 
ants or any of them from using that term in corporate names or 
in designating solid carbon dioxide produced or to be produced 
and marketed by them, if the latters’ so doing was unaccompanied 
by any wrongful conduct having the effect of falsely representing 
the origin or source of their product or attempting to palm it off 
on the purchasing public as the product of the plaintiffs. Canal 
Company v. Clark, 13 Wal. 311, 327; Warner & Co. v. Lilly & Co., 
supra. 


It is only when the adoption or imitation of what is claimed to be a 
trade-mark amounts to a false representation, express or implied, designed 
or incidental, that there is any title to relief against it. True it may be 
that the use by a second producer, in describing truthfully his product, of 
a name or a combination of words already in use by another, may have 
the effect of causing the public to mistake as to the origin or ownership 
of the product, but if it is just as true in its application to his goods as 
it is to those of another who first applied it, and who, therefore, claims 
an exclusive right to use it, there is no legal or moral wrong done. Pur- 
chasers may be mistaken, but they are not deceived by false representations, 
and equity will not enjoin against telling the truth. Canal Company v. 
Clark, supra. 


Defendants did not become chargeable with fraud or misrepre- 
sentation by merely using the term ““Dry-Ice” in corporate names or 
in referring to solid carbon dioxide they were planning to produce, 
though at that time that term had acquired what is called a sec- 
ondary meaning by reason of it becoming associated in the minds 
of members of the public with the product of a particular manu- 
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facturer. Where no exclusive right to the use of a word or term 
exists, a charge of fraud or misrepresentation—unfair competition 
—in the use of it by another cannot be sustained unless it is 
supported by proof. Elgin Watch Co. v. Illinois Watch Co., 179 
U. S. 665, 674; Barton v. Rex Oil Co., 2 Fed. (2) 402 [14 T.-M. 
Rep. 455]. When the two suits were brought, none of the defend- 
ants therein was or had been engaged in the production or sale 
of solid carbon dioxide, but they were preparing to engage in that 
business, had used the term “Dry-Ice” in corporate names adopted 
by them or at their instance, and had manifested a purpose to use 
that term in referring to the solid carbon dioxide to be produced 
and marketed by them or their licensees. There was no evidence 
tending to prove that the defendants or any of them contemplated 
or had threatened to do anything amounting to unfair competition, 
or to wrongfully or fraudulently misleading or deceiving anyone 
as to the source or origin of their product. Nothing in the evi- 
dence indicated that they intended to use in connection with the 
solid carbon dioxide to be produced by them or their licensees any 
mark or label having any resemblance to a mark or label used 
on a product of the plaintiffs. The evidence failed to show that 
the defendants or any of them had done or intended to do any 
wrongful act with the intention of bringing about or facilitating 
the substitution of their product with purchasers who wanted a 
product of the plaintiffs and supposed that was what they were 
getting. Evidence introduced by the plaintiffs tended to prove 
that before the defendants were active in preparing to enter the 
field, the catchy descriptiveness of the term “Dry-Ice” as applied 
to solid carbon dioxide as a refrigerant had resulted in an exten- 
sive adoption of that term as the non-technical name of that article; 
testimony of customers of the plaintiffs indicating that to them 
that term meant solid carbon dioxide, whether it was or was not a 
product of the plaintiffs or their licensee. One of those witnesses 
testified that “Dry Ice” is a crack-a-jack good name for solid 
carbon dioxide, and describes that article. A witness for the plain- 
tiffs who was an official of both of them testified that solid carbon 
dioxide was often referred to as “Dry-Ice’” by uninformed persons, 
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irrespective of its origin. The evidence as to the way the plain- 
tiffs conducted the business of selling or marketing their products 
indicated a lack of probability of any purchasers or prospective 
purchasers being defrauded by being induced to buy the product 
of a defendant when the product of a plaintiff was desired. Evi- 
dence showed that products of the plaintiffs were sold in their 
own containers, marked with identifying labels. No evidence 
showed that any of the solid carbon dioxide produced by the plain- 
tiffs had ever come, or was likely to come, to the possession of a 
purchaser of it otherwise than in a container having on it plaintiffs’ 
label or identifying mark. No evidence indicated that the product 
of the plaintiffs had been or would be sold otherwise than to direct 
purchasers and in containers so marked as to indicate the source 
of the contents. It cannot reasonably be inferred that such a pur- 
chaser, intending to get plaintiffs’ product, would buy solid carbon 
dioxide from a manufacturer or dealer who claimed no connection 
with the plaintiffs, unless the product was offered in the trade 
dress customarily used by the plaintiffs for their products or 
wrongful deception in some other way was practiced. Upjohn v. 
Wm. S. Merrill Chemical Co., 269 Fed. 299 [11 T.-M. Rep. 87]. 
We conclude that the evidence failed to show that the defend- 
ants had done, or had planned, intended or threatened to do, any- 
thing amounting to unfair competition or to a wrong against the 
plaintiffs, giving rise to a cause of action in favor of the latter. 
The evidence did not show that the defendants had planned 
or threatened to sell or deal in refrigerators or empty containers, 
to use the term “Dry-Ice” with reference to those things, or to 
do anything having the effect of challenging claims of the plain- 
tiffs based on the purported registered trade-marks numbered 
215,799 and 230,202. Such being the state of the evidence, it 


furnished no basis or support for an injunction restraining the 
doing by the defendants of what, so far as appears, they never 
intended to do. 

The evidence failing to show an actual or threatened commis- 
sion by the defendants of a wrong against which the plaintiffs 
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were entitled to protection by injunction, the decrees appealed 
from were erroneous in so far as they awarded relief in favor 
of the plaintiffs. The plaintiffs take nothing on their appeals. 
On the cross-appeals of defendants those decrees are reversed. 


UnitTep States Giass Company v. Tirrany & Company 


United States Court of Customs and Patent Appeals 


Opposition Nos. 9144 and 9145 
February 8, 1982 


Trape-Marxs—Opposition—“TirFin” anno “TirFANY”—CONFLICTING MARKS. 
Two trade-marks consisting, respectively, of a gold shield with 
the letter “T” and the word “Tiffin” and of the single word “Tiffin- 
ware,” held to be confusingly similar to the word trade-marks, consist- 
ing, respectively, of the word “Tiffany,” “Tiffany & Co.” and a mono- 
gram consisting of the letters “T & Co.,” all the marks being used upon 
table glassware. 
On appeal from a decision of the Commissioner of Patents 
sustaining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 483. 


Byrnes, Stebbins, Parmelee & Blenko, all of Pittsburgh, Pa., 
for appellant. 

Rudolph L. von Bernuth and James McKinley Rose (Morrell S. 
Lockhart, of counsel), all of New York City, for appellee. 


Granam, P. J.: On December 16, 1927, the appellant filed 
an application for trade-mark registration, serial No. 259,033, 
which trade-mark comprises a gold shield bearing the large letter 
“T”’ as a monogram, and having the word “Tiffin’’ embossed across 
the shield, to be used on glass tableware. On the same day the 
appellant filed another application for trade-mark registration, 
serial No. 259,034, comprising the single word “Tiffinware,” the 
first part of the mark being printed in black block type, and the 


second part in smaller script type, to be also used upon glass 
tableware. 
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The appellee filed notices of opposition against the registration 
of these marks, and thereafter the Examiner of Interferences, the 
cases having been consolidated in the Patent Office, dismissed the 
notices of opposition and permitted registration. On appeal to 
the Commissioner of Patents this decision was reversed and regis- 
tration was denied in both cases. 

There is no proof of actual confusion in the record, and the 
decision of the matter depends upon an examination of the marks 
themselves. The opposer discloses, by the record, that it is the 
owner of three marks, namely, “Tiffany” and “Tiffany & Co.,’ 
both of which were registered in the United States Patent Office 
on August 31, 1920, and a trade-mark consisting of a monogram 
having a large letter “T,” upon the stem of which is superimposed 
the character “&’ surrounded by an “O,” which, in turn, is sur- 
rounded by a “C,” registered on November 6, 1928. All of these 
marks are shown to be used upon table glassware. The opposer 
shows by the stipulation on file that it has succeeded to a business 
which has been carried on since 1837, that it was incorporated in 
1868, and since its organization has been selling jewelry, glass- 
ware, and like goods; that the words “Tiffany & Co.” and “Tiffany” 
have been used as a trade-mark on said goods since 1853, and 
that the mark “T & Co.,” has been used as a mark since 1878, 
these various marks being affixed, in practice, to the ware being 
sold by being printed on or burned into the merchandise, or attached 
thereto by stickers, tags, or otherwise. 

It appears that the applicant, from 1914 to 1927, was in the 
habit of using stickers to designate its wares, one form of which 
consisted of a shield bearing thereon a monogram comprising the 
letters “USGCo,” and, in another form, a small oblong mark, 
with cut corners, bearing thereon the words “Tiffin Quality Hand- 
made,’ and with a dollar sign as a part of said design. 

In 1927 the appellant adopted its present marks and has since 
used them. In the Patent Office the syllable ‘ware’ in the word 
“Tiffinware” was disclaimed apart from the mark sought to be 
registered. 
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Both parties hereto manufacture high grade “quality me 
ware and have extensive sales. The lant dag One) of i 
tories in the City of Tiffin, Ohio, and con Yatdethet=this was the 
reason, originally, that the word “Tiffin” was used in connection 
with its marks. 
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There is only one question primarily involved in this matter, 
namely, that of likelihood of confusion. The methods of using 
these marks are substantially the same in practice, and it becomes 
material to inquire whether one who was about to purchase high- 
grade glassware, such as is made by these parties, would be apt 
to be confused as to origin by the use of the marks which the 
appellant seeks to register. We are of opinion the Commissioner 
arrived at the right conclusion in this respect. ‘“Tiffinware’”’ is 
much like “Tiffany”’ in sound, and in appearance, especially when 
placed on a small label as these marks are ordinarily used. 

The monogram mark which is sought to be registered has, as its 
predominant feature, a large letter “T,’ which is also the pre- 
dominant mark of the opposer in its monogram mark. These letters 
are of the same character and have the same peculiarities. The 
use of the word “Tiffin’’ with this monogram does not help the 
matter any, for it also bears a confusing similarity to “Tiffany.” 

Whatever may have been the motive of the appellant for so 
doing, in 1927 it abandoned the use of the initials “USGCo” upon 
its labels. These initials were, to a degree, identifying, and 
might well serve to make some distinction between the marks of 
the opposer and the appellant. The present marks, however, 
which are sought to be registered, are, in our judgment, apt to 
be confusing, and hence should not be registered. 

In addition, if the word “Tiffin” in the mark “Tiffinware’’ is 
intended to designate the city in which one of the factories of 
appellant is located, it is clearly geographical. If it is not, as 
appellant argues, but rather has the meaning of the name of a meal, 
such as a luncheon, then it is descriptive, for there is no real dif- 
ference in principle between saying “Tiffinware” in such a case, 
and “‘tableware”’ or “luncheonware.” As so used, the words describe 
simply a kind of goods. 
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Even if it were conceded that there is any doubt about the 
registrability of these marks, that doubt should be resolved against 
the newcomer in the field. The B. F. Goodrich Co. v. Hockmeyer, 
17 C.C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 205]. 

The decision of the Commissioner of Patents is affirmed. 


Wivuiam P. Harris, doing business as Harris Drue Co. v. 
PLoveH CHEMICAL CoMPANY 


aT 


United States Court of Customs and Patent Appeals 


oa fsa te da oe 


a 


aes eat res an &at 


Opposition No. 9091 


February 1, 1982 


‘ eas 


Trape-Marxs—Opposition—“Biack AND WHITE” and “Buiack anp Tan”— 
ConFusING SIMILARITY. 

A trade-mark consisting of the words “Black and Tan” held to be 
confusingly similar to marks consisting, respectively, of a design shown 
in black and white, and the words “Black and White,” both trade-marks 
being used upon hair dressing and similar goods. 


On appeal from the Commissioner of Patents sustaining a trade- 
mark opposition. Affirmed. For the Commissioner’s decision, see 
20 T.-M. Rep. 387. 


William G. Henderson, of Washington, D. C., for appellant. 
Ernest W. Bradford, of Washington, D. C., for appellee. 


GrauaM, P. J.: Appellant applied to the United States Pat- 
ent Office for the registration of a trade-mark used by it upon 
facial cream, hair dressing, and similar goods since on or about 
May 1, 1927. This trade-mark was composed of the words “Black 
and Tan.” 

The appellee opposed this registration, alleging probable con- 
fusion in trade. The record discloses that appellee has been manu- 
facturing and selling goods admitted to be of the same descriptive 
properties since 1917, under the trade-name of “Black and White,” 
said words being used in connection with a design, sometimes cir- 
cular, sometimes square, said circle or square being colored one- 
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half black and one-half white. Various registrations of these marks 
were shown, the first being November 13, 1917, and the last 
May 30, 1922. Among these, one, serial No. 148,723, of Novem- 
ber 22, 1921, includes only the words “Black and White.” 

Both tribunals in the Patent Office found the marks to be con- 
fusingly similar and sustained the opposition. 

We find ourselves in agreement with that conclusion. Appellee 
has spent millions in advertising its trade-mark, and has built up 
a valuable business and good-will around this trade-mark. The 
appellant has sold appellee’s goods in its store at Athens, Ga., 
for many years. The only apparent reason why it should adopt 
a mark so likely to be confused with appellee’s mark is that it 
desires to profit from the reputation of appellant’s goods. 

The only question is one of probable confusion. Similar cases 
where the opposition has been sustained by this Court are: “Cal- 
cyanide” and “Calcium Cyanide,” California Cyanide Co. v. 
American Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 F. 
(2d) 1003 [20 T.-M. Rep. 266]; “Hexol” and ‘“Hexcide,” Mac- 
Eachan v. Tar Products Co., 17 C. C. P. A. (Patents) 1264, 41 
F. (2d) 295; “Zip-On” and “Zipper,” Goodrich Co. v. Hockmeyer, 
17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 
205]; ““Mail-O-Meter” and “Seal-O-Meter,” Int. Postal Sup. Co. 
v. Pitney-Bowes, etc., 17 C. C. P. A. (Patents) 911, 38 F. (2d) 
692 [20 T.-M. Rep. 131]; “Coal-O-Matic” and “Oil-O-Matic,” 
Cross v. Williams, etc., 18 C. C. P. A. (Patents) 1192, 48 F. (2d) 
659 [21 T.-M. Rep. 246]; “Lemon Frost” and “Jack Frost,” In re 
Coca-Cola Bottling Co., 18 C. C. P. A. (Patents) 1384, 49 F. (2d) 
838 [21 T.-M. Rep. 311]; “Breast O’ Chicken” and “Chicken 
of the Sea,” Van Camp Sea Food Co. v. The Alexander B. Stewart 
Organizations, 18 C. C. P. A. (Patents) 1415, 50 F. (2d) 976 
[21 T.-M. Rep. 414]; “Lusk’s Luscious’ and “Lush’us,” Cal. Can. 
Co. v. Lush’us Prod. Co., 18 C. C. P. A. (Patents) 1480, 49 F. (2d) 
1044 [21 T.-M. Rep. 520]. 

The decision of the Commissioner of Patents is affirmed. 
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Rit Propucts Corporation v. Park & TiLForp 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2858 
February 8, 1982 


Trape-Marxks—Opposition—“TInTEx” aNnp DesigN—DescriptivE Mark. 

A mark for a color remover, consisting of the word “Tintex,” 
together with picture of a woman holding in her hands a piece of 
colored cloth, and to the right thereof the same woman holding up 
the same garment with the color removed, together with certain descrip- 
tive words, held to be descriptive and, therefore, unregistrable. 


On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 401. 


George E. Mueller, of Chicago, Ill., Calvin T. Milans and 
Joseph Milans, of Washington, D. C., (John J. McLaugh- 
lin, Edward §. Rogers, Allen M. Reed and William T. Wood- 
son, all of Chicago, IIl., of counsel), for appellant. 

Henry M. Wise, of New York City, for appellee. 


GranaM, P. J.: On April 27, 1928, the appellee, Park & Til- 
ford, filed its application in the United States Patent Office for 
registration of a trade-mark used by it in connection with the sale 
of a product for removing color from dyed materials, which product 
was sold under the trade-name of “Tintex.” The mark proposed 
to be so registered consisted of a sketch showing a woman holding 
up in her hands a piece of colored clothing, and immediately to the 
right the same woman holding up in her hands the same garment, 
with the color removed. Each figure was enclosed by a border, 
square with scalloped corners, the right square slightly overlapping 
the left. Above the first figure was the word “Before” and above 
the other the word “After.” The words “Before” and “After” 
were disclaimed by applicant, in the Patent Office, apart from 
the mark. 


The appellant, Rit Products Corporation, filed notice of opposi- 
tion, claiming to be a manufacturer of goods of the same descrip- 
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tive properties, and that it had used and was using figures of a 
similar character in advertising its product, and that it would be 
damaged by the proposed registration. 

The Examiner of Interferences dismissed the notice of opposi- 


tion, which decision, upon appeal, was affirmed by the Commis- 
sioner. 


The error principally relied upon by appellant is that the mark 
proposed to be registered is descriptive and not subject to regis- 
tration under the language of section 5 of the Trade-Mark Act 
of February 20, 1905 (33 Stat. 724), as follows: 


Provided, That no mark which consists merely . . . . in words or 
devices which are descriptive of the goods with which they are used, or of 
the character or quality of such goods, . . . . shall be registered under 
the terms of this Act. 


As early as Canal Company v. Clark, 13 Wall. 311, the Supreme 
Court discussed the general subject of trade-mark rights and indi- 
cated some, at least, of said rights which might be protected in 
equity. There it was said: 


. . The office of a trade-mark is to point out distinctively the origin, 
or ownership of the article to which it is affixed; or, in other words, to 
give notice who was the producer. This may, in many cases, be done by a 
name, a mark, or a device well known, but not previously applied to the 
same article. 


* * * a 


‘ . And there are two rules which are not to be overlooked. No 
one can claim protection for the exclusive use of a trade-mark or trade- 
name which would practically give him a monopoly in the sale of any 
goods other than those produced or made by himself. If he could, the 
public would be injured rather than protected, for competition would 
be destroyed. Nor can a generic name, or a name merely descriptive of 
an article of trade, of its qualities, ingredients, or characteristics, be 
employed as a trade-mark and the exclusive use of it be entitled to legal 
protection. . . . . He has no right to appropriate a sign or a symbol, 
which, from the nature of the fact it is used to signify, others may employ 
with equal truth, and, therefore, have an equal right to employ for the 
same purpose. 


This doctrine was reiterated in Beckwith v. Com’r, 252 U. S. 
538. 


The United States Circuit Court of Appeals of the Eighth Cir- 
cuit, in Brennan v. Emery-Bird, etc., 108 Fed. 624, gave this lucid 
interpretation of the rule: 
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. . . . It is one of the fundamental rules of the law of trade-mark 
that words, and even symbols, which are descriptive of the kind, quality, 
nature, properties, or place of manufacture of an article to which the words 
are applied cannot be appropriated as a trade-mark, as respects that 
article, because other persons who manufacture or produce the same 
article may have occasion to make use of the same words or symbols to 
describe their own products, and they are entitled to the free use of apt 
language and symbols for that purpose. No person or corporation can 
acquire, even by long-continued use, a monopoly of words or signs which 
are essentially descriptive of the article to which they are applied. If a 
manufacturer desires to obtain an exclusive right to the use of words or 
symbols to indicate the origin of his goods, and to identify them, he must 
choose words or symbols which, as respects the article to which he applies 
them, are arbitrary or fanciful in the sense that they do not describe 
its kind, quality, properties, or the place where it is manufactured. 


A very illuminating discussion of the equitable rights involved 
in such matters will be found in Liggett & Myers Tob. Co. v. Reid, 
104 Mo. 53, 15 S. W. 843. 

Less the words disclaimed, the mark here proposed to be regis- 
tered discloses to the person who observes it, the operation of remov- 
ing color from a garment. Even to the mere child, or to the per- 
son who could not read, this would be the idea conveyed. The 
mark is, therefore, descriptive “of the character or quality” of 
the color remover with which the mark is used, just as fully and 
completely as if the words had been used: “It removes the color.” 
In no respects does this mark distinguish appellee’s mark from 
other goods of the same descriptive properties, for they, also, will 
perform a like function. 

Some cases decided under the said statute of 1905 strongly 
suggest the descriptiveness of the mark in question here. 

In re Schweinfurter, etc., 38 App. D. C. 279, involved a pro- 
posed trade-mark consisting of a figure representing an annular 
ball bearing, intertwined with the letters “F & S,” which mark 
was used on ball bearings and similar goods. The Court of Appeals 
held the mark to be descriptive. 

In In re Motz Tire §& Rubber Co., 40 App. D. C. 487 [7 T.-M. 
Rep. 32], the proposed mark was a view of a clincher rim with 
a tire thereon, the word “Cushion,” and a perspective view of a 
portion of an automobile wheel with a tire thereon, passing over 
an obstruction, with an arrow indicating direction. Disclaimer 
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was filed as to the word “Cushion,” the representation of the tire, 
the arrow, the obstruction, and the ground, apart from the mark. 
The mark was held to be descriptive. 

In re Scholl Mfg. Co., 50 App. D. C. 46, 267 Fed. 348 [10 
T.-M. Rep. 379], involved the proposed registration of a mark 
for instep supports, which consisted of a representation of a human 
hand holding up a foot resting upon an arch support. Disclaimer 
was filed as to the arch support. The mark was held to be merely 
descriptive. 

While it may be said that these cases do not meet the issue 
presented, in that the marks in the various cases cited were repre- 
sentations of the goods themselves, still the statute makes no dis- 
tinction between such cases and those where the quality or charac- 
teristics of the goods are described. It would be surely going 
beyond the legislative intent, when this helpful statute was enacted, 
to so construe it that one manufacturer of a product might, by a 
registration of a mark under it, prevent all other manufacturers 
of this product from advertising and making known to the trade, 
by illustration or otherwise, the qualities, characteristics, and uses 
of their goods. 

The decision of the Commissioner of Patents is reversed and 
the opposition will be sustained. 


HatFIE.Lp, J., dissents. 


In THE MATTER OF THE APPLICATION OF THE PIERCE ARROW 
Moror Car Company 


United States Court of Customs and Patent Appeals 


Patent Appeal No. 2870 
February 8, 1982 


TrapE-MArKs—REPRESENTATION OF Goops—UNREGISTRABLE Marks. 

A mark for automobile vehicles and other parts consisting of a 
pictorial representation of the front end of an automobile enclosed 
within a hexagonal border, held to be merely descriptive of the goods 
and hence unregistrable. 
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Trape-Marks—ComposiTe Mark. 
A composite mark should be considered as a whole and not dissected. 
On appeal from a decision of the Commissioner of Patents 
refusing to register a trade-mark. Affirmed. 


Edward R. Alexander, of Cleveland, Ohio, Thomas L. Mead, 
Jr. (Browne §& Phelps, of counsel), all of Washington, D. C.., 
for appellant. 

T. A. Hostetler, of Washington, D. C., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming the action of the Examiner of Trade- 
Marks in refusing to register, as a trade-mark for automobile 
vehicles and their component parts, a pictorial representation of 
the front end of an automobile enclosed within a hexagonal border. 
A copy of the application, other than the statement required by 
the rules of the Patent Office, is not found in the record, but it 
seems to be conceded that it was filed under the provisions of 
the Trade-Mark Registration Act of February 20, 1905. 

In the record we find, in the statement of the Examiner, the 
following: 


. . . . The representation of the automobile is disclaimed apart from 
the mark shown. 
In the decision of the Commissioner we find the statement that: 


The applicant has disclaimed any exclusive use of the representation 
of the front end of the automobile vehicle apart from the mark as 
shown... . 

Appellant challenges the accuracy of these statements, and con- 
tends that the disclaimer was not of “the automobile shown,” but 
of “the front end of an automotive vehicle apart from the mark 
shown in the drawing.” 

The disclaimer is not a part of the record, except that in the 
reasons of appeal error is alleged: 

(7) In holding that applicant’s disclaimer: 


Without waiver of any of its common law rights, applicant hereby 
disclaims the exclusive use of the representation of the front end of an 
automotive vehicle apart from the mark shown in the drawing, 


is a disclaimer of the automotive vehicle shown in the drawings. 

















APPLICATION OF PIERCE ARROW MOTOR CAR CO. 109 


The disclaimer, whatever it was, should, of course, have been 
made a part of the record in order for us to consider this reason 
of appeal. However, for the purposes of this case, we may assume 
that appellant’s contention as to the wording of the disclaimer is 
correct. 

Registration of the mark was refused by the Patent Office 
tribunals upon the ground that the mark is descriptive of the 
goods to which it is applied. Accordingly, the application was 
rejected, and from such rejection this appeal is taken. 

Appellant contends: 


1. That the representation of the front end of any automobile is not 
a representation of appellant’s “own unique automobile.” 

2. That the use of the hexagonal figure enclosing the representation 
of the front end of the automobile makes the mark a composite one and, 
as such, it does not consist “merely in devices which are descriptive of the 
goods with which they are used... .” 


In its brief appellant states: 


Applicant’s motor cars are identified the world over by the peculiar 
and unique mounting of the headlights on the front fenders, with the 
shell of the lamp body flowing back and merging in the crown of the 
fender with a graceful streamline effect. This constitutes a valuable 
common law right the ownership of which the Patent Office has no authority 
to deprive applicant. For this reason applicant made disclaimer of “an 
automotive vehicle,’ and not of—the motor vehicle—as stated by the First 
Assistant Commissioner. 


Assuming that the foregoing statement as to the characteristics 
of appellant’s motor cars is correct, although there is no proof in 
the record to support it, appellant does not advise us of the nature 
of the common law right claimed by him, or how the rejection of 
his application would deprive him of his common law rights if he 
has any. 

In the case of B. F. Goodrich v. Kenilworth Mfg. Co., 17 C. C. 


P. A. (Patents) 1105, 40 F. (2d) 121 [20 T.-M. Rep. 256], we 
said: 


The duty of the Commissioner and of this court on appeals from the 
Commissioner in all cases is simply to determine whether an application 
meets the statutory requirement so as to be entitled to registration. Regis- 
tration being granted or refused leaves the parties in interest, with their 
rights and equities under the common law, legally unaffected, except as 


they may be enforced under sections 16 and 17, 15 U. S. C. A., sections 
96 and 97. 


} 
; 
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So far as the issue here is concerned, we can see no merit in 
appellant’s contention that there is any distinction between a repre- 
sentation of the automobile made by appellant and a representation 
of an automobile. In either case the representation is purely 
descriptive, and it is immaterial, so far as registration is concerned, 
that the representation shown in appellant’s mark is descriptive of 
only the automobile made by it. Standing alone, the representa- 
tion here involved is of the class which consists “‘merely in . 
devices which are descriptive of the goods with which they are 
used,” and registration thereof is barred by section 5 of said trade- 
mark act. 

With regard to appellant’s second contention, that the com- 
bination of the hexagonal figure and the pictorial representation 
makes the mark a composite one which is not “merely” descriptive, 
we are clear that it is without merit. 

In the brief of appellant it is stated that: 

Applicant has given a setting to this distinctive feature of its goods 
by adopting a hexagonal figure as a frame. This was done to create a 
pictorial field and a hexagonal frame was adopted because it tends to 
enhance the perspective of the unique front of applicant’s car. Applicant 
was fully aware that others had used a hexagon in connection with auto- 
mobiles and parts thereof. It knew that such use was so common that 
this well-known geometric figure was publici juris, the same as are squares, 
ovals, ellipses, circles, rhombs, crescents, stars, and the like. But applicant 


is not seeking to register this common geometrical figure. It is seeking 
to register a composite mark. . . . (First italics ours.) 


The foregoing is a frank statement of the purpose of the use 
of the hexagonal figure. 

That a composite mark should be considered as a whole and 
not dissected is well established. The Celoter Co. v. Millington, 
18 C. C. P. A. (Patents) 1484, 49 F. (2d) 1053 [21 T.-M. Rep. 
402]. 

In the case of In re Plymouth Motor Corporation, 18 C. C. 
P. A. (Patents) 838, 46 F. (2d) 211 [21 T.-M. Rep. 157], we had 
occasion to consider the meaning of the word “merely” as used 
in section 5 of the Trade-Mark Registration Act of February 20, 
1905, and we there cited the case of Hercules Powder Co. v. New- 
ton, 266 Fed. 169 [10 T.-M. Rep. 198], which held that “ ‘merely 
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descriptive’ means only descriptive, or nothing more than descrip- 
tive.” 

Viewing appellant’s mark as a whole, it is clearly “merely” 
descriptive. The observer of the mark would attach no importance 
to the hexagonal figure, admittedly in common use, and its only 
purpose is more clearly to call attention to the pictorial representa- 
tion of the automobile, thus emphasizing the descriptiveness of the 
mark, or, to use the language of appellant’s brief, “enhance the 
perspective of the unique front of applicant’s car.” 

We are clear that appellant’s mark is merely descriptive of the 


goods to which it is applied, and the decision of the Commissioner 
of Patents is affirmed. 


Tue Great Atvtantic & Paciric Tea Company v. WorDEN 
Grocer CoMPANY 


United States Court of Customs and Patent Appeals 
Opposition No. 9536 
February 1, 1932 


Trapve-MarKs—OpposiTion—“QuAKER Marp” ann “QuAKER”—CONFLICTING 
Marks. 


The words “Quaker Maid” used upon ketchup, chili sauce and similar 
goods, held to be confusingly similar to the word “Quaker,” used as a 
trade-mark upon goods of the same descriptive properties. 

On appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For the Commissioner's 
decision, see 20 T.-M. Rep. 479. 


Munn, Anderson, Stanley, Foster & Liddy (Sylvester J. Liddy, 
of counsel), all of New York City, for appellant. 

Edward H. Merritt (James Atkins, of counsel), both of Wash- 
ington, D. C., for appellee. 


Garrett, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming a decision of the Examiner of Trade- 
Mark Interferences, sustaining the opposition of appellee to the 
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registration by appellant, as a trade-mark, of the words “Quaker 
Maid,” shown in the drawings in association with a diamond or 
lozenge-shaped figure, which figure is separated into two sub- 
stantially triangular sections between which the words appear. 

The issue is quite a simple one and seems to require no exten- 
sive comment, in the light of numerous decisions of this Court 
rendered since jurisdiction of appeals in trade-mark registration 
matters was transferred to us from the Court of Appeals of the 
District of Columbia. 

Appellee bases its opposition to the registration by appellant 
of “Quaker Maid,” for use upon ketchup and chili sauce, upon 
the ownership by it (appellee) of the mark “Quaker” used upon 
identical goods in one instance (ketchup) and goods of the same 
descriptive properties (chili sauce) in the other, alleging that 
it (appellee) believed it would be damaged by the confusion which 
would probably result. 

There is no dispute of the fact that appellee was the prior user 
of the mark “Quaker” upon the goods referred to, but appellant 
insists that there is no evidence of actual confusion; that the word 
“Quaker” has come to have a meaning, being in such common 
use, which renders it public property, as it were, and prevents 
the acquiring of rights therein by one which will inhibit its regis- 
tration by another “solely because the latter's word may contain 
the word of the former,” and that numerous prior registrations of 
the mark “Quaker” with variations, all pleaded in the answer to 
the notice of opposition, tend to show that same has become pub- 
lic property which may not be exclusively appropriated for trade- 
mark purposes. 

Insofar as the legal effect of the registrations pleaded are con- 
cerned, many holdings of this court are adverse to appellant’s 
contention. Our recent case of Traub Mfg. Co. v. R. Harris & 
Co., 19 C. C. P. A. (Patents) , 53 F. (2d) 416 [20 T.-M. Rep. 
497], is directly in point, and in said case will be found cited 
numerous others which also relate directly to that issue. 

But one of appellant’s citations seem to require comment. It 
has here cited the case of Loughran, et al. v. Quaker City Chocolate 
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§ Confectionery Co., Inc., 286 Fed. 694 [13 T.-M. Rep. 149], 
wherein the United States Court of the Eastern District of Penn- 
sylvania in a suit at equity, brought under section 4915 R. S., 
decreed the plaintiffs therein to be entitled to register the nota- 
tion “Quaker Maid’ used in connection with the figure of a girl 
clad as “a Quaker maiden was supposed to be clothed” against 
the opposition of the defendant therein, who had the mark “ “The 
Quaker City’ with the figure of a man on a gold seal,” both marks 
applied to candy. 

It appears, from an examination of the opinion in that case, 
that defendant’s mark was registered under the ten-year provision 
of the Trade-Mark Registration Act of February 20, 1905, it 
apparently being regarded as a geographical designation. 

In the course of his opinion in that case, District Judge Dickin- 
son, discussing the nature of the word “Quaker,” among other 
things, said: 

Some words are merely the names of things. Other words, although 
used as names, imply the existence of certain qualities or characteristics 
of excellence or otherwise. The sound or sight of a word often brings 
with it by suggestion a train of ideas. One of the masters in literature 
has called such words “polarized.” The word “Quaker” is of this class. 
Members of the Society of Friends have the reputation of putting con- 
science and honesty into all that they do or make. Any food product 
which is really Quaker-made carries with it the assertion that it is whole- 
some, that its ingredients are genuine and that it has been prepared by 
the use of methods of cleanliness. When a manufacturer of candy puts 
out his product under such a name he is advertising its excellence. . . . 
To give any one a monopoly of the use of a word of this kind is to give 


him the exclusive right to so advertise his product. There is no purpose 
in the trade-mark law to confer any such right upon him. 


Appellant insists that the decision of the learned District Judge 
(whose decree subsequently was affirmed by the Circuit Court of 
Appeals of the Third Circuit [296 Fed. 822]) was a judicial con- 
struction of the “nature of the trade-mark ‘Quaker’ as applied to 
a food product,” and that, under such construction, the word may 
not be so appropriated by appellee here as to avoid appellant's 
right to register it for use as sought. 

We are unable to accept this contention. We note the Circuit 
Court of Appeals, in its opinion affirming the decree, said, in part. 
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It occurs to us that the only inference to be drawn from the decree 
of the District Court authorizing registration of the plaintiffs’ trade- 
mark is that it is not similar to the trade-marks of the opposing defendant. 
Otherwise there would be neither justification nor validity in the award 
of registration. At all events, it is our purpose by this decision on appeal 
to make it clear that the trade-marks here in opposition are not similar 
within the meaning of the statute and that, for this reason, the plaintiffs’ 
right to registration adjudged by the District Court should be sustained, 
and for the added reason that, in our opinion, the words “Quaker Maid” 
constitute a valid technical trade-mark. (Italics ours.) 

The Appellate Court had previously declared itself “not con- 
cerned” with the validity of opposer’s mark—‘‘The Quaker City.” 

It seems to us that the marks there, “The Quaker City” and 
“Quaker Maid” certainly presented no such question as to simi- 
larity as is here presented, and we are unable to agree that the 
statements of the District Judge quoted, supra, amounted to an 
adjudication which should here control. 

In the case at bar the validity of appellee’s mark “Quaker’’ is 
not brought into question, except as invalidity might be a logical 
conclusion if appellant’s argument as to the effect of the United 
States District Judge’s decision in the Loughran case, supra, were 
accepted. This, in any event, we need not further consider because 
appellant’s brief says: 

At the outset, appellant wishes to make clear that it is not attacking the 
validity of appellee’s registration. It concedes that the validity of appel- 
lee’s registration is not in issue here. . . . 

Some other questions are presented and argued, but in view of 
the opinion which we entertain as to the similarity of the marks 
we need not go further. 

Appellant has merely taken the mark of appellee consisting 
of the single word “Quaker” and added the single word “Maid” 
thereto. There is not even proposed a pictorial representation of 
a girl as was the situation in the Loughran case, supra. When 
pronounced without being seen the word might imply that the 
product was of Quaker production. It certainly cannot be said 
that this particular word “Maid” added to the notation “Quaker” 
creates a mark so dissimilar as to justify its registration over 
“Quaker” standing alone, for use upon goods of the same descrip- 
tive properties. 
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Express holdings in point will be found cited in the Traub case, 


supra. 


The decision of the Commissioner of Patents is affirmed. 


fir FasHion Park AssociaTEs, INc. v. NATHAN Lapipus 
United States Court of Customs and Patent Appeals 
Opposition No. 9748 


February 1, 1932 


Trape-Marxs — Opposition — “Styt-Lane” 
CONFLICTING Marks. 

A trade-mark consisting of the word “Styl-Lane” held not to be 

confusingly similar to the words “Fashion Park,” both used as trade- 
marks on suits, overcoats and other articles of apparel. 


AND “FasHIoN ParxK” — Non- 


On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 546. 


f. Clarence G. Campbell, of New York City, for appellant. 


H. J. Jacobi and William J. Jacobi, both of Washington, D. C.., 
for appellee. 


Garrett, J.: On October 3, 1928, Lapidus, filed an applica- 
tion in the United States Patent Office for registration as a trade- 
mark of the compound word “Styl-Lane” for men’s clothing, 

alleging use thereof on suits, overcoats, etc., “since August, 1927.” 
The drawings disclose an arrangement of the mark at the top 
| inner rim of a circle, having underneath said mark the words 
4 “Fashionable Clothes,’ beneath which are the letters N L C O, 
arranged as a monogram, all the words and the monogram being 
within the circle. There was a disclaimer as to all except the 

notation “Styl-Lane.” 

In conformity with the rules of the Patent Office, the applica- 


tion was passed to publication and published in the Official Gazette 
of April 23, 1929. 
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Appellant, Fashion Park Associates, Inc., opposed the registra- 
tion, alleging ownership and prior use of the trade-mark “Fashion 
Park” upon similar or identical goods, and pleading three regis- 
trations thereof which registrations are made parts of the record. 

The notice of opposition alleged that appellant has built up 
a large clothing business which has become well known in every 
state by the trade-mark “Fashion Park’; that “Styl-Lane” by 
reason of the meaning of the words composing it (“Styl” being an 
obvious slight misspelling of “Style’’) is so similar to “Fashion 
Park” as to create confusion; that appellee’s mark “could only 
be used for the purpose of obtaining the benefit of the name and 
reputation of opponent in the clothing trade and with the buying 
public,” and that appellant would be damaged by its registration. 

The answer of appellee insists that both “Fashion’”’ and “Styl” 
are descriptive words and publici juris; denies generally and 
specifically the allegations of the notice of opposition as to there 
being a similarity likely to create confusion to the damage of 
appellant, and denies also the allegation as to appellee’s purpose 
to profit from the name and reputation of appellant’s business. 

The Examiner of Trade-Mark Interferences dismissed the notice 
of opposition and adjudged appellee to be entitled to the regis- 
tration sought. His decision, upon appeal, was affirmed by the 
Commissioner of Patents, whereupon appeal was taken to this court. 

It may be here stated that drawings accompanying the last 
two of appellant’s registrations pleaded and in evidence (the 
first shows no drawing) disclose the mark underneath a repre- 
sentation of two mounted horsemen. 

Appellant insists, however, that by usage, as shown by the 
evidence in the instant case, and by adjudications in certain other 
cases (Rosenberg Bros. & Co. v. Kassman & Kessner, Inc., 10 F. 
[2d] 904, and Rosenberg Bros. § Co. v. Elliott, 7 F. [2d] 962 
[15 T.-M. Rep. 479]), “Fashion Park” is appellant’s mark, “with 
or without the mounted horsemen.” 

Whatever may be the effect in other proceedings of the usage 
and the adjudication referred to, we do not regard them as being of 
consequence here. 
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The issue before us is solely as to the similarity of the marks 
and we are in agreement with the holdings of the tribunals of the 
Patent Office that they do not conflict. 

This court has had occasion heretofore to determine cases 
wherein appellant’s mark of “Fashion Park” was involved. 

In Rosenberg Bros. & Co. v. Robert G. Horowitz, 17 C. C. P. A. 
(Patents) 641, 35 F. (2d) 784 [19 T.-M. Rep. 511], the issue was 
between “Fashion Park” and “Washington Park.” We there said: 

Appellant has not acquired the exclusive use of the word “park” 
in a trade- mark, and, therefore, the question is, do the words “Washington 
Park” so nearly resemble the words “Fashion Park” as to cause confusion 
or mistake in the mind of the public, or to deceive purchasers. 

We held that such resemblance was not present. 

In Rosenburg Bros. & Co. v. Wetherby-Kayser Shoe Co., 
17C. C. P. A. (Patents) 794, 37 F. (2d) 437 [20 T.-M. Rep. 51], 
“Fashion Park” and ‘Fashion Lane” were held not to conflict. 
(Italics new here.) 

It is true that in that case the “Fashion Lane” mark was used 
on men’s, women’s and children’s footwear, and we made some 
comment upon the dissimilarity, in fact, between these and clothing 
(though not holding that the respective goods were not goods of 
the same descriptive properties), and also reference was made 
to the representation of the horsemen in appellant’s mark, but the 
concluding sentence of our opinion in the case was: 


Nor is there, in our opinion, such a similarity between the words “Park” 
and “Lane” as justifies, in this case, the sustaining of this opposition. 


In Rosenberg Bros. §& Co. v. The Simon Levin §& Sons Co., 
17 C. C. P. A. (Patents) 847, 37 F. (2d) 962 [20 T.-M. Rep. 69}, 
the majority of this court held “College Park” and ‘Fashion 
Park” not to be confusingly similar when applied to goods identical 
in character. 

In Fashion Park, Inc. v. The Fair, 18 C. C. P. A. (Patents) 
1399, 49 F. (2d) 830 [21 T.-M. Rep. 305], referred to in the 
oral argument of the case at bar, we held “Fashion Park” and 


“Fashion Row’ to be confusingly similar when applied to men’s 
outer clothing. 
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But in the instant case both words of the conflicting marks 
differ in practically all respects, except that there is some simi- 
larity of meaning between “Fashion” and “Style.” In all other 
respects they differ, and each of them is a common word, open to 
any proper public use. 

The brief of appellant says: 


A painstaking search covering the Standard Unabridged Dictionary, 
the Encyclopedia Britannica and Roget’s International Thesaurus of Eng- 
lish words and phrases brings us to the conclusion that “Park” and “Lane” 
have the common synonym “place” and both are rural suggesting trees 
and hedges. 


We, therefore, have it on the leading authorities on words that “Park” 
means “place” and “Lane” means “place.” 

While undoubtedly a park is a “place” and a lane is a “‘place,” 
we cannot conceive it to be proper to take that broad meaning 
which is common to innumerable other words for the purpose of 
trade-mark comparison. 

“Park” has a number of noun meanings, such as those given in 
Funk & Wagnalls Dictionary: 


1. A tract of land, generally large and enclosed, set apart for ornament 
or recreation. 2. An open, champaign country. 3. A picturesque sparsely 
wooded valley or plateau in the Rocky Mountains. 4. [Scot.] A cultivated 
field; paddock. 5. Mil. (1) An enclosure where animals, guns, wagons, etc., 
are placed for safety. (2) A complete train of cannon, including gunners, 
equipment, ammunition, etc. 


The same volume defines “lane” as: 


A narrow way, path, or street. Syn.: See road; way. 


In common usage we do not think that the same meaning is 
ever conveyed by, or ascribed to, “Park” and “Lane.” 

We rather agree with the statement in the answer of appellee 
that “Park” and “Lane” are dissimilar “in spelling, pronunciation, 
enunciation, meaning and appearance.” We also agree with the 
tribunals of the Patent Office that they do not, in any sense proper 
here to be considered, have the same significance. 

The view of this court that one clear purpose and manifest 
intent of the Congress, expressed in the Trade-Mark Registration 
Act of February 20, 1905, was to aid in rendering trade-marks 
valuable and to protect the owners thereof in the enjoyment of their 











DECISIONS OF THE COMMISSIONER OF PATENTS 119 


value, by denying registration to such as might confuse, has been 
followed in the many decisions rendered by us since jurisdiction 
in such matters was transferred to us. Following many decisions 
of the Court of Appeals of the District of Columbia, our predeces- 
sor in this field, we have uniformly resolved doubt against a new 
comer, and the effect of some of our decisions has undoubtedly been 
to somewhat modify the practice in the Patent Office. 

If there were any real, intelligent ground for doubt in the 
instant case we should here apply the rule against appellee, but 
to our minds there is no such ground, and those charged with the 
administration of the registration act are not at liberty to lose 
sight of, or disregard, the rights of an applicant, as expressed 
in the language of section 5, which declares that, with certain 
exceptions specifically set forth: 


No mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused registra- 


es ss 

Appellee seeks to exercise a right assured him by the law, none 
of the statutory exceptions being deemed applicable here. B. F. 
Goodrich Co. v. Kenilworth Mfg. Co., 17 C. C. P. A. (Patents) 
1106, 1108, 40 F. (2d) 121 [20 T.-M. Rep. 256]. 

The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for canned herrings, a composite mark includ- 
ing the word ““Munkens” and a pictorial representation of a monk 
in the act of eating from a can, in view of the prior adoption and 
use by opposer of the words “Monk Brand,’ the word “Brand” 
being disclaimed, as a trade-mark for canned salmon. 

The ground of the decision is that the goods are of the same 
descriptive properties, the marks confusingly similar and that 
the opposer had proved prior use. 
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With reference to the argument that opposer was the owner 
of the mark relied upon and that pictures of a monk had been 
used as a trade-mark for foods prior to opposer’s use, the First 
Assistant Commissioner said that the first was immaterial since 
it was only necessary that the opposer had been using the mark 
and that the second could not, under the rulings of the Court of 
Customs and Patent Appeals, aid the applicant. 

With respect to the argument that opposer had been guilty of 
laches, he said: 


It is presumed in consequence the applicant is in fact contending that 
the opposer should have taken other steps long ago to restrain the applicant 
in the use of the latter’s mark. It is thought there is no merit in this point 
urged by the applicant which this tribunal can consider. (Citing decisions 
of the Court of Customs and Patent Oppeals.) ! 


Moore, A. C.: Held that George W. Sanborn & Son was not 
entitled to register, under the Act of 1905, as a trade-mark for 
canned salmon, a mark consisting of the words “Peter Pan,” in 
view of certain prior registrations owned by the Peter Pan Sales 
Corporation and that the registration which had been obtained 
should be cancelled. 

The ground of the decision is that the goods of the parties are 
of the same descriptive properties and the marks confusingly 
similar. 

With reference to the argument that canned pineapple and 
canned salmon are not goods of the same descriptive properties, the 
Assistant Commissioner said that that argument is “clearly not 
sustainable in view of the decisions cited by the Examiner of Inter- 
ferences and those noted by the petitioner.” 

With reference to the argument that the petitioner for can- 
cellation is not entitled to any advantage from registration 
No. 84,819, after stating that the record shows that this mark was 
duly registered and transferred to petitioner by proper assignment, 
he said: 


In the application for said registration the applicant stated, under 
oath, that said trade-mark had been continuously used in its business since 


* Alaska-Portland Packers Association v. Olaf Hartzwig Trading Com- 
pany, Inc., 156 M. D. 816, January 13, 1932. 
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November 10, 1910, which is prior to the registrant’s use of said trade- 
mark. So far as appears of record there was no incentive for making 
a false statement under oath when said application was filed. 


With respect to the legality of the trade-mark shown in regis- 
tration No. 84,819, after referring to the provisions of the statute 
as to prima facie evidence of ownership, he said: 


Said registration, therefore, must be regarded as legal and effective 
until the contrary shall have been proven. The registrant has failed to 
furnish any evidence tending to show illegality in said registration. 


With respect to the allegation that no damage had been shown, 
he said: 


. . . . It may be stated that in the petitioner’s record are found specific 
instances of confusion as to the origin or ownership of the goods sold under 
the “Peter Pan” trade-mark, which fact alone is sufficient to establish such 


damage to the petitioner as would justify its petition for the cancellation 
of said mark. 


With respect to the argument that the Examiner erred in hold- 
ing that the evidence was insufficient to establish that the Pearl 
City Fruit Company rather than Theo. H. Davies & Company, Ltd., 
the original registrant, was the owner of registration No. 84,819, 
he said: 


. . . « Reference may be made to the record, in which it appears that 
the relations between the Theo. H. Davies & Company, Ltd., and the 
Pearl City Fruit Company were so intimate and interwoven as to justify 
the holding that so far as the use of the trade-mark in question is con- 
cerned they were practically one company. Certainly there is nothing 
of record to justify the inference that the title to registration No. 84,819 
ever passed from the Theo. H. Davies & Company, Ltd., to the Pearl City 
Fruit Company; nor is there any evidence of record justifying the inference 


that the Theo. H. Davies & Company, Ltd., ever abandoned the trade-mark 
in question.” * 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for candy confections, the term ‘“Diskomint,” not- 
withstanding the prior use by opposer of the term “Pep-O-Mint” 
on similar goods. 

In his decision the Assistant Commissioner, after stating that 
there could be no exclusive right to the use of the term “Pep-O- 
Mint” as was settled in the case of L. P. Larson, Jr., Co. v. Lamont, 


* Peter Pan Sales Corp. v. George W. Sanborn & Son, 156 M. D. 827, 
January 21, 1932. 
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Corliss § Co., et al., 257 F. R. 270 [9 T.-M. Rep. 827], and that 
the ruling in that case was to the effect that “Pep-O-Mint’’ per- 
forms no function other than descriptiveness, said: 


This ruling of the court appears to be in harmony with the testimony 
of the opposer’s witnesses, in which it is stated that the words “Pep-O- 
Mint,” “Wint-O-Green,” “Violet,” etc., which are applied to the opposer’s 
packages, are indicative of the flavors of the confections within the respec- 
tive packages. 


With reference to the allegations as to the goods being annular 
in form and with reference to a design patent for a confection or 
gum having that form, he said: 


This patent was granted for a term of seven years and expired June 16, 
1921. On the expiration of this patent the annular form of the confection 
became public property and no one at this time is entitled to the exclusive 
right to a confection having such form. 


He then said: 


As the opposer’s mark “Pep-O-Mint” does not have the function of 
a trade-mark, but only of a grade mark, and as the opposer, under the 
decision of the court above referred to, is not entitled to the exclusive 
right to said word even as a grade mark, and as the form of the opposer’s 
confection is public property, it is not clear that the opposer has any 
legal standing as an opposer in the instant case. If the applicant’s mark 
is registrable over the common word peppermint it is registrable over 
“Pep-O-Mint.” The question has not been raised but what it is registrable 
over peppermint. 


And with reference to the similarity of the two marks, said: 


The word “Diskomint” is not confusingly similar to the word “Pep-O- 
Mint” either in form, sound or signification.* 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for cosmetics, the term “Kisabel’’ in view of the 
prior use by opposer of the notation “Mme. Ise’Bell’” or an equiva- 
lent name, for certain toilet preparations including rouge. 

After referring to the record as to what was established and 
stating that the goods were of the same descriptive properties, the 


Se ee ene any 
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Assistant Commissioner said: 


The Examiner of Interferences was of the opinion that there is no 
confusing similarity between the applicant’s mark “Kisabel” and the 
opposer’s trade-name “Ise’bell,” but with this opinion I am unable to 


* Life Savers, Inc. v. Oxford Confectionery Co., 156 M. D. 830, Jan- 
uary 22, 1932, 
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agree. The two words are quite similar in appearance and sound. It 
is believed that there is such a similarity between the two as would be 
likely to cause confusion in the mind of purchasers when concurrently 
associated with the same article of trade; and that the rule repeatedly 
stated by the Court of Customs and Patent Appeals to the effect that 
the newcomer should select a mark so dissimilar to prior marks or prior 
trade-names as to avoid any likelihood of confusion as to the origin or 
ownership of the goods, should be applied in this case.‘ 


Moore, A.C.: Held that applicant is not entitled to register, 
as a trade-mark for fresh fruits and vegetables, the mark consist- 
ing of the representation of a running hare on a yellow shipping 
tag, with the words “Hare Brand,” the exclusive use of the word 
“Brand” being disclaimed, in view of the prior adoption and use 
by opposer of a trade-mark for fresh citrus fruits, consisting of 
the word “Bunny” associated with the pictorial representation of 
a rabbit. 

After stating that the only grounds urged on the appeal were 
that the Examiner of Interferences erred, first, in holding the 
marks confusingly similar and, second, in not holding that the 
opposer had not come into court with clean hands and after noting 
the argument based upon the ground that in prosecuting its applica- 
tion for registration the opposer had contended that the word 
“Bunny” alone was registrable with the pictorial representation 
of a bunny, the Assistant Commissioner said: 

The present interpretation of the statute requires a greater dissimilarity 
between registrable trade-marks than was required when the opposer was 
prosecuting its application for registration No. 212,303. I cannot dis- 


cover, from the proceedings referred to by the applicant, any fraudulent 


intent on the part of the opposer such as would justify the dismissal of its 
opposition. 


With reference to the similarity of the marks, he said: 


As indicated by the Examiner of Interferences, the notations “Hare,” 
“Bunny” and “Rabbit” are commonly employed to designate both hares 
and rabbits. Obviously, there is no registrable distinction between said 


notations whether used alone or in association with pictorial representa- 
tions of the animals designated.° 


* Plough, Inc. v. The Reed Laboratories, Incorporated, 156 M. D. 829, 
January 22, 1932. 


*Grand View Heights Citrus Ass’n v. M. Egan Fruit & Vegetable Co., 
156 M. D. 832, January 22, 1932. 
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Moore, A. C.: Held that applicant is not entitled to register 
the notation “Janus” for certain named toilet articles in view of 
the prior adoption and use by opposer of the term “Lady Janis’ as 
a trade-mark for similar goods. 

After noting that the opposer was the first in the field and 
referring to section 5 of the Trade-Mark Act, the Assistant Com- 
missioner said: 


As the applicant’s trade-mark so nearly resembles the prior trade-mark 
registered by the opposer as to be likely to cause confusion or mistake 
in the mind of the public, and as the goods of the respective parties 
possess the same descriptive properties, it appears that the law is con- 
clusive against the applicant’s right to register its mark. 

With reference to applicant’s contention that the party who 
adopted the mark “Lady Janis” was Sears, Roebuck & Co., and 
the mark was never actually used by Lady Janis, Inc., after stat- 
ing that Lady Janis, Inc., is a subsidiary of Sears, Roebuck & Co., 
and the toilet articles of the corporation are sold only through 
Sears, Roebuck & Co., he said: 


It is believed, however, that Lady Janis, Inc., has a distinct legal status, 
having been formally incorporated under the laws of the State of Illinois. 
However, as the question before the Office for consideration and decision 
is as to whether the applicant is entitled to the registration of its mark, 
the attack upon the legal existence of Lady Janis, Inc., or on the validity 
of the trade-marks owned by Lady Janis, Inc., may not properly be made 
in this opposition proceeding, under the decisions cited by the Examiner 
of Interferences.® 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for motor fuel, the 
notation “Aerodiesel.” 

The ground of the decision is that the notation is merely descrip- 
tive. 

In his decision, after stating that the word “Diesel” is a common 
and well-known name of a motor or engine of a certain type and 
the prefix “aero” is added to many names of physical things to 
indicate their relation to the air, the First Assistant Commissioner 
said: 


*Lady Janis, Inc. v. The Janus Sales Corporation, 156 M. D. 834, 
January 27, 1932. 
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Adding this prefix to the word “Diesel” produces a term which would 
merely mean to those familiar with aeronautics that the Diesel engine 
is of the type to be used in some sort of aircraft, such as a dirigible or 
aeroplane. The notation then is beyond doubt merely descriptive of an 
engine for an aircraft and when used upon motor fuel would seem to 
be as clearly descriptive of the character or quality of the fuel. To the 
average purchaser of the goods the name would only mean that the fuel 
possessed the necessary qualify or character for use in an aeromotor of 
the Diesel type.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the following notation: 


GUERNSEY 
MILK 
BRANT RANCHO 
OWENSMOUTH 
CAL, 
as a trade-mark for bottled milk, buttermilk, etc. 

In his decision, after stating that the notation, which consists 
partly of descriptive words and partly of a geographical state- 
ment, is barred registration under the express terms of the statute, 
and noting applicant’s argument that the mark is registrable because 
the letterings and markings are of such a character as to stand 
out against the background of the goods and the bottle and stating 
that, therefore, applicant is seeking registration of any kind of 
marking which will stand out against the white background of the 
contents of the bottle, the First Assistant Commissioner said: 


From this it would appear the applicant could change the subject matter 
outlined in the contrasting color to any extent desired and still mark it 
registered. It is thus indicated as the applicant’s view that the subject 
matter appearing in the application could be changed to represent the 
picture of a horse, a milk wagon, a bunch of flowers, or any other marking, 
symbol, or design, and still have it included in the registration here sought. 
It is deemed clear the trade-mark statute makes no provision for registra- 
tion of anything so indefinite and indeterminate as contended for by the 


applicant. 

And then, after stating that it is a matter of common knowledge 
that signs, labels, etc., are practically always placed upon goods 
against a background of contrasting color, he said: 


The specific notation sought to be registered as a trade-mark is all that 
the applicant would be entitled to register if it were not barred by statute 


7 Ex parte The Texas Company, 156 M. D. 820, January 14, 1932. 
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because descriptive and geographical. It is, however, so barred for these 
reasons.° 


Interference—Evidence 


Kinnan, F. A. C.: Held that the testimony established that 
the Flash Chemical Company adopted and used the term “Flash” 
as a trade-mark for shoe polish and other polishing substances 
prior to the time that the John C. Stalfort & Sons adopted a mark, 
including the word “Flash” as a prominent feature, as a trade- 
mark for a preparation to be used in cleaning various articles. 


He also held that a motion to reopen the interference was properly 
denied. 


The decision is based on the ground that oral testimony nearly 
twenty-five years after the event, accompanied by one record book 
which was of a character such as to preclude it proving itself, was 
insufficient to establish the date claimed. 

The motion to reopen was denied on the ground that no sufficient 
showing had been made to justify such action.° 


* Ex parte David O. Brant, 156 M. D. 821, January 14, 1932. 
*In re Flash Chemical Company v. John C. Stalfort & Sons, 156 M. D. 
818, January 13, 1932. 
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AMERICAN TrapING Company v. H. E. Heacock Co. 


Wm. A. Rogers, Lrp., and AMERICAN TRADING CoMPANY 
v. H. E. Heacock Co. 


Nos. 506 and 507 
Supreme Court of the United States 


March 21, 1932 


Trape-Marks—Vatipity or Puuinipprne Trape-Marxk Act. 

While Congress has no power to legislate upon the substantive law 
of trade-marks, it does have complete authority to provide for such 
legislation in the government of the Philippine Islands. The Philippine 
Act of 1903, enacted by authority of Congress, therefore, held valid. 
The Federal Trade-Mark Act of 1905 cannot be regarded as intended 
to displace the Philippine statute, so far as the latter applies to local 
(Philippine) commerce. 

Trape-Marxks—“Rocers”—Ricutr or First User Unpver Puinippine Acr. 

As between the claims of the litigants to the right in the Philippine 
Islands to the name “Rogers” as a trade-mark, respondent, which had 
begun to use the word in the Islands, as far back as 1901, held to have 
identified the name “Rogers” to Philippine consumers with its product. 
Therefore, the importation and use by petitioners of similar flatware 
bearing the word “Rogers” or “Wm. A. Rogers” held infringement, 
notwithstanding that these words had been registered by petitioner 
Rogers in the United States. 


TrapE-Marks—INFRINGEMENT AND Uwnrarr CompPpetTiITiIOon—‘“‘RoGeERs” FoR 

SitverwaRE—ApreaAt—Form or Decree, 

In the case at issue, the decree of the lower court was modified by 
striking out from the injunction there granted in favor of complainant 
the words “importing and selling in the Philippine Islands” and in the 
provision for accounting by striking out the words “importation and 


sale in the Philippines” and substituting therefor “sale in local trade 
in the Philippine Islands.” 


In equity. Action to restrain trade-mark infringement and 


unfair competition. Certiorari to Supreme Court of the Philippine 
Islands (note No. 1). Judgment modified and affirmed. 


Note No. 1—The Supreme Court in substance confirmed the findings 
of the court of First Instance which stated “that the silver-plated goods 
for use in the table and for other purposes manufactured by the Inter- 
national Silver Corporation and imported into the Islands by H. E. Hea- 
cock Co. were known generally and in the Islands by their trade-mark 
‘Rogers’ and this trade-mark used in connection with said silver-plated 
goods have been known by the public as goods sold by H. E. Heacock Co.; 
that the said silver-plated goods with the trade-mark ‘Rogers’ were 
notoriously known in the Philippine Islands due to the extensive propa- 
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Harry D. Nims (James J. Kennedy, Wm. Cattron Rigby, Min- 
turn De S. Verdi and Marion L. Severn, with him in the 
brief), all of New York City, for petitioners. 

Edward S. Rogers, of Chicago, Ill. (Richard Eyre and John R. 
Bartlett with him on the brief, of New York City), for 
respondent. 


Huaues, C. J.: In No. 506, H. E. Heacock Co., a corporation 
of the Philippine Islands and a dealer in “flatware,” brought suit 
in the Court of First Instance of Manila against the American 
Trading Company, also a local corporation, to enjoin infringement 
of trade-mark and unfair competition. The trade-mark was the 
name “Rogers” which, it was alleged, had been used by plaintiff 
for upwards of 20 years on flatware, whether nickel, silver-plated 
or silver, imported by plaintiff and sold in the Islands. 


In the year 1918, this trade-mark was registered under the 
Philippine Act No. 666 of March 6, 1903, as amended, in the 
local Bureau of Commerce and Industry. The complaint charged 


that defendant, about the year 1925, began to import and sell within 
the Philippine Islands flatware of precisely the same designs as 
that imported and sold by plaintiff; with the words “Wm. A. 


ganda and advertisement made by H. E. Heacock Co. which cost from 
$40,000 to $50,000 pesos; that the silver-plated goods for use in the table 
and for other purposes imported into these Islands by H. E. Heacock Co. 
and by Wm. A. Rogers, Ltd., and the American Trading Co., have the 
word ‘Rogers’ with the addition of other words, figures or symbols 
indicating the different grades or qualities of the goods; that in the local 
market the word ‘Rogers’ is the one generally known and sought for 
by the public which desires to buy silver-plated goods for the table and 
for other purposes, disregarding and overlooking completely the other 
words, figures and symbols appearing on the goods; that some of the 
dealers in silver-plated goods imported by Wm. Rogers, Ltd., and the 
American Trading Co. only make mention and call attention to the word 
‘Rogers’ appearing thereon, and in almost all cases the public entertained 
the conviction and the belief, at least, that such silver-plated goods were 
the same as those which bore the trade-mark ‘Rogers’ sold by H. E. 
Heacock Co.; that the American Trading Co., through it and as representa- 
tive of Wm. A. Rogers, Ltd., has succeeded in making a name in the 
market for the silver-plated goods which it imports and sells in the Philip- 
pines, thanks to the word ‘Rogers’ engraved thereon, and finally, that 
H. E. Heacock Co. was informed of the importation of these silver-plated 
goods bearing the word ‘Rogers’ by the American Trading Co. about 
the end of 1927 only.” 
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Rogers’ stamped on the ware in the same position as that which 
plaintiff utilized, and that through this imitation plaintiff was being 
defrauded of its legitimate trade. 

The answer denied the allegations of unfair dealing, and 
alleged that plaintiff had no legal right to appropriate the name 
“Rogers” and that, as against defendant, the registration of that 
name was invalid. The answer further averred that the defendant 
was acting in the Philippine Islands as the local representative 
of Wm. A. Rogers, Ltd. (a Canadian corporation doing business in 
Canada and New York), which was engaged in the manufacture 
of flatware and had duly registered in the United States, and was 
using in its business several trade-marks embracing the name 
“Wm. A. Rogers” and “Rogers” in various forms. No. 507 is a 
cross suit instituted by Wm. A. Rogers, Ltd., and the American 
Trading Company against H. E. Heacock Co. 

The two suits were tried together. Judgment was rendered in 
favor of H. E. Heacock Co., ordering an accounting of profits and 
directing that Wm. A. Rogers, Ltd., and the American Trading 
Company “perpetually abstain from importing and selling in the 
Philippine Islands silver-plated wares for use in the table and for 
other purposes similar to those imported and sold by the plaintiff 
bearing the trade-mark ‘Rogers.’” The judgment was affirmed 
by the Supreme Court of the Philippine Islands, and this court 
granted a writ of certiorari. Act of February 13, 1925, c. 229, 
sec. E, 43 Stat. 936, 940. 

The facts found by the insular courts, and as set forth in the 
opinion of the Supreme Court, may be summarized as follows: 
About 70 years ago, three brothers by the name of Rogers, com- 
posing a firm in Connecticut under the name of “Rogers Bros.,” 
were the first to apply the art of electroplating to the manufacture 
of silver-plated ware in the United States. 

Their ware soon acquired a high reputation. In _ 1865, 
Wm. Rogers, one of the brothers, organized a corporation known 
as the Wm. Rogers Manufacturing Company which used on its 
silver-plated ware the trade-marks “1865 Wm, Rogers Mfg. Co.” 
and “Wm. Rogers & Son.” Two other corporations also acquired 
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from one or more of the brothers the right to the use of the name 
Rogers, and the wares of these concerns were known by the public 
as “Rogers.” 

In 1898, the International Silver Company was organized and 
became the owner of the capital stock or properties of a number 
of corporations, including the Wm. Rogers Manufacturing Com- 
pany, the Meriden Britannia Company, and Rogers & Bro. (which 
were engaged in making silver-plated ware) together with their 
good-will and trade-marks embracing the marks “1847 Rogers 
Bros.” and the “(Star) Rogers & Bro.” 

The plaintiff, H. E. Heacock Co., was established in Manila 
in 1909 as successor of the firm of Heacock & Frier, which since 
1901 had been importing into the Philippine Islands flatware 
bearing the mark “Rogers.” The Heacock Company continued 
this trade and its goods bearing that mark became widely known 
in the Islands. 

These wares were manufactured in the United States by the 
International Silver Company, and, in 1918, the Heacock Company, 
with the knowledge and consent of the International Silver Com- 
pany, registered the word “Rogers” as a trade-mark in the Philip- 
pine Bureau of Commerce and Industry. The only competitor of the 
Heacock Company in this trade is the defendant, American Trading 
Company, which began to import its wares into the Philippine 
Islands in 1925. 

These are manufactured in the United States by Wm. A. Rogers, 
Ltd., which has its trade-marks, as alleged by it, duly registered 
in the United States. They were not registered in the Philippine 
Islands until after the trial of these suits. As to the similarity 
of the wares and the effect of the use of the word “Rogers,” the 
Supreme Court found that “when Heacock Company first imported 
such wares into the Philippine Islands it was then a virgin coun- 


try, and it must be admitted that any business standing or reputa- 
tion which such wares had up to 1925 were those given to it by 
the advertising and business methods and dealings of that company. 

“The evidence is conclusive that the war for which the Ameri- 
can Trading Company has been taking and filling orders are very 
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similar in appearance, design, and material to the wares which 
have been advertised and sold in this country by Heacock Com- 
pany since 1905. It is true that a dealer in such wares could and 
would see the distinction between them, but even so, in the ordinary 
course of business, the average public to whom they are sold could 
not and would not distinguish one from the other.” And further, 
the Supreme Court said, “Stripped of all non-essentials, it must 
be conceded that in this line of wares it is the word ‘Rogers’ which 
gives the business its intrinsic value.” 

No ground appears for disturbing these findings of fact. The 
petitioners contend that, irrespective of the validity of respondent's 
local registration, the petitioner, Wm. A. Rogers, Ltd., “was entitled 
to send its goods marked with its federally registered trade-marks 
to the Islands and sell them there”; that the respondent’s registra- 
tion in the Islands was invalid upon various grounds; and that 
both that registration, and the trade-mark registered, in reality 
belong to the International Silver Company which is equitably 
estopped from claiming exclusive rights in the word “Rogers.” 

Respondent rests upon the Philippine statute and its registra- 
tion thereunder, and upon general principles of law, insisting that 
the registration by Wm. A. Rogers, Ltd., of its trade-marks in 
the United States does not constitute a defense against infringe- 
ment and unfair competition in the local trade in the Islands. 

First. While the Congress, by virtue of the commerce clause, 
has no power to legislate upon the substantive law of trade-marks 
(note No. 2), it does have complete authority so to legislate, or 
to provide for such legislation, in the government of the Philippine 
Islands (note No. 3). Under the authority validly conferred by 
the Congress (note No. 4), the Philippine Commission passed the 
Philippine Act No. 666, of 1903, which made comprehensive pro- 
vision in relation to trade-marks, trade-names and unfair competi- 

Note No. 2—Trade-Mark Cases, 100 U. S. 82; United Drug Co. v. 
Rectanus Co., 248 U. S. 90, 98 [9 T.-M. Rep. 1]; American Foundries v. 
Robertson, 269 U. S. 372, 381 [13 T.-M. Rep. 289]. 

Note No. 3—De Lima vy. Bidwell, 182 U. S. 196, 197. 

Note No. 4.—Act of March 2, 1901, c. 803; 31 Stat. 910; Dorr v. United 


States, 195 U. S. 138, 153; United States v. Heinszen § Co., 206 U. S. 370, 
385. 
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tion in the Philippine Islands. That act, with amendments, has 
been continued. 

It provides for the registration of trade-marks and their pro- 
tection. The Congress has had authority to amend or repeal this 
legislation, relating to local trade within the Islands, but it has 
not done so. The Federal Trade-Mark Act of 1905 (note No. 5) 
cannot be regarded as intended to displace the Philippine statute 
so far as the latter applied to local commerce. The Act contains no 
provision to that effect 

It was, however, manifestly intended to apply to valid trade- 
marks used in commerce between continental United States and 
the Philippine Islands. This is apparent from section 29 (note 
No. 6), which provides that the word “States,” as used in the 
Act, “embraces the District of Columbia, the Territories of the 
United States, and such other territory as shall be under the juris- 
diction and control of the United States (note No. 7). The Tariff 
Act of 1909 (note No. 8), relating to the Philippine Islands, 
provided for jurisdiction in the insular courts in matters arising 
under the Federal Trade-Mark Act of 1905. 

And the Philippine statute as to trade-marks, as amended in 
1915 (Act No. 2460) in prohibiting the importation of merchandise 
with names or marks simulating those of domestic manufacturers 
or traders registered under the local act, contained a proviso that 
“this section” (sec. 14) “shall not be construed to affect rights that 
any person may have acquired by virtue of having registered a 
trade-mark under the laws of the United States” (note No. 9). 

Accordingly, we must assume that it was the intention of the 
Congress in the Federal Trade-Mark Act of 1905 to provide, with 
respect to trade-marks used in commerce between continental 

Note No. 5—Act of February 20, 1905, c. 592, 33 Stat. 724, U. S. C., 
Tit. 15, Secs. 81 et seq. 

Note No. 6.—33 Stat. 731, U. S. C., Tit. 15, Sec. 108. 

Note No. 7—See U. S. Treasury Department, Rules and Regulations, 
1908, vol. 3, art. 325, p. 159; 27 Opinions Attys. Gen. 623, 624. 

Note No. 8.—Act of August 5, 1909, c. 8, sec. 26, 36 Stat. 1380, 177. 

Note No. 9.—See, also, Customs Administrative Order No. 194, Janu- 
ary 13, 1926: “Laws, Rules and Regulations Governing the Registration 


of Trade-Marks and Trade-Names in the Philippine Islands,” published by 
the Philippine Government in 1927. 
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United States and the Philippine Islands, a protection similar to 
that which was accorded by the Act to the use of trade-marks in 
interstate commerce. 

As to the latter, the Federal statute did not attempt to create 
exclusive substantive rights in marks, or to afford a refuge for 
piracy through registration under the Act, but to provide appro- 
priate procedure and to give the described protection and remedies 
where property rights existed. The acquisition of such property 
rights in trade-marks rested upon the laws of the several states. 
United Drug Company v. Rectanus Company, 248 U. S. 90, 98 
[9 T.-M. Rep. 1]; American Steel Foundries v. Robertson, 269 
U. S. 372, 381; United States Printing § Lithograph Company v. 
Griggs, 279 U. S. 156, 158 [19 T.-M. Rep. 187]. 

And in view of the object and terms of the statute, and of the 
assimilation in this respect of commerce with the Philippines to 
interstate commerce, the same rule of construction must be deemed 
applicable in both cases. There is no ground for the conclusion 
that the Congress, in thus according the protection of the Fed- 
eral statute to valid registered trade-marks used in commerce with 
the Philippine Islands, intended to override the Philippine statute 
with respect to the acquisition and protection of rights in marks 
and names in local trade within the Islands. 

The Philippine Trade-Mark Act in its proper application to 
local trade is undoubtedly one of the laws which was continued in 
force by the Organic Act for the Philippine Islands, enacted in 
1916 (note No. 10), which provided in section 6 “that the laws now 
in force in the Philippines shall continue in force and effect, except 
as altered, amended, or modified herein, until altered, amended, or 
repealed by the legislative authority herein provided or by Act 
of Congress of the United States.” 

The controversy with respect to the trade in the wares in ques- 
tion is narrowed by the concession of the respondent, in its argu- 
ment here, that its bill “did not pray for an injunction against 
importation, but against selling—meaning, of course, local selling 
within the Philippines.’”” Respondent states that “the infringing 


Note No. 10.—Act of August 29, 1916, c. 416, 39 Stat. 545, 547. 
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and unfair acts of petitioners all had to do with local selling after 
the imported goods had ‘mingled with and become a part of the 
general property of the Islands.’ ”’ 

Referring to the provision of the judgment enjoining peti- 
tioners from “importing and selling in the Philippine Islands,” 
respondent concedes that “if the words ‘selling in the Philippines’ 
should be construed as comprehensive enough to include selling by 
Wm. A. Rogers, Ltd., directly to a purchaser in the Philippines,” 
the judgment might be “open to criticism,’ and respondent sub- 
mits that these words mean “local sales.” 

Insisting that the judgment as thus construed “in no way inter- 
feres with the importation of goods of petitioners or the sale of 
their goods in original packages,’ respondent states that, if the 
judgment be found ambiguous in this respect, “it would be enough 
to reform it to confine its operation to ‘selling in local trade in the 
Philippine Islands.’ ” 

Second. With respect to the local trade within the Islands, 
respondent had acquired rights under the Philippine law. Respond- 
ent had long been engaged in selling its wares and had a valuable 
good-will. These wares had been known by the name of “Rogers” 
for many years. This name had identified the wares and had made 
the respondent’s trade distinctive. 

In employing this designation there had been no occasion for 
confusion. For this trade, as the insular court has said, the Islands 
were “virgin” territory. The facts, as found, thus demonstrate 
that in this long continued local trade the word “Rogers” did not 
have the significance of a family name but had acquired a sec- 
ondary meaning in particular relation to the wares in which the 
respondent dealt. (Note No. 11.) 

Note No. 11—See Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 
208 U. S. 554, 559; L. E. Waterman Co. v. Modern Pen Company, 235 
U. S. 88, 94 [5 T.-M. Rep. 1]; American Waltham Watch Co. v. United 
States Watch Co., 173 Mass. 85, 87; Westphal v. Westphal’s Corporation, 
216 App. Div. (N. Y.) 53, 243 N. Y. 639 [16 T.-M. Rep. 139]; Garrett 
v. Garrett & Co., 78 Fed. 472, 478; Henderson v. Peter Henderson & Co., 
9 Fed. (2d) 787, 789 [16 T.-M. Rep. 61]; Vick Medicine Company v. Vick 
Chemical Company, 11 Fed. (2d) 33, 35; Montgomery v. Thompson (1891), 


A. C. 217, 64 L. T. R. 748 [16 T.-M. Rep. 67]; Matter of Burford & Co., 
36 R. P. C. 139. 
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The insular Supreme Court held that in these circumstances 
the word “Rogers” was entitled to registration under the Philippine 
Trade-Mark Act No. 666. We perceive no ground on which it 
can be said that legislation permitting such a registration and 
affording the remedies for which the Act provides was not within 
the competency of the local legislative authority. Compare, with 
respect to the provision of section 5 of the Federal Trade-Mark 
Act of 1905, Thaddeus Davids Co. v. Davids, 233 U. S. 461, 468, 
470 [4 T.-M. Rep. 175]; G. §& C. Merriam Co. v. Syndicate Pub- 
lishing Co., 237 U. S. 618, 622 [5 T.-M. Rep. 261]. 

The fact that the goods thus designated were imported goods 
does not affect the question of the respondent’s right to protection 
in the local trade it had built up. The fundamental purpose of 
the Philippine legislation was to protect the continued enjoyment 
of reputation acquired in such trade and the good-will flowing from 
it. See Hanover Milling Co. v. Metcalf, 240 U. S. 403, 412, 413 
[6 T.-M. Rep. 149]. In this aspect it is unnecessary to consider 
the respective rights of the International Silver Company and 
Wm. A. Rogers, Ltd., in relation to the use of their marks in the 
States of the Union. These rights have been the subject of numer- 
ous judicial decisions. (Note No. 12.) 

It is sufficient to say that when petitioners entered the trade 
within the Philippine Islands in 1925, they found a field already 
occupied and were bound to respect the rights there established. 
Nor do we find any ground for holding that the respondent is 
estopped from seeking relief by reason of its relation to the Inter- 

Note No. 12.—William Rogers Manuf’g Co. v. Rogers & Spurr Manuf’g 
Co., 11 Fed. 495; William Rogers Manuf’g Co. v. R. W. Rogers Co., 66 
Fed. 56; R. W. Rogers Co. v. Wm. Rogers Manuf’g Co., 70 Fed. 1017; 
Rogers v. Wm. Rogers Manuf’g Co., 70 Fed. 1019; Wm. Rogers Mfg. Co. 
v. Rogers, 84 Fed. 639; Wm. Rogers Mfg. Co. v. Rogers, 95 Fed. 1007; 
International Silver Co. v. Simeon L. & George H. Rogers Co., 110 Fed. 
955; Wm. A. Rogers, Limited v. International Silver Company, 30 App. 
D. C. 97; Wm. A. Rogers, Limited v. International Silver Company, (1), 
34 App. D. C. 410; William A. Rogers, Limited v. International Silver 
Company, (2), 34 App. D. C. 413; Wm. A. Rogers, Limited v. Interna- 
tional Silver Company, (3), 34 App. D. C. 484; Wm. A. Rogers, Limited 
v. Rogers Silverware Redemption Bureau, Inc., 247 Fed. 178; William 


Rogers Manufacturing Company v. Rogers Manufacturing Company, 16 
Phila. Reports 178. 
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national Silver Company. Respondent manifestly had acquired 
an interest in the local trade which was entitled to protection, and 
it has sought and obtained that protection in accordance with the 
law governing that trade. 

As the questions are those of the interpretation of the local law, 


and its application to particular facts, this court, while free to 
exercise its independent judgment, is not disposed except for cogent 
reasons to overrule the decision of the insular court. Alzua v. John- 
son, 231 U. S. 106, 110; Gauzon v. Compania General, 245 U. S. 
86, 89; Ibanez v. Honk Kong Banking Corporation, 246 U. S. 627, 
629; Philippine Sugar Company v. Government of the Philippine 
Islands, 247 U. S. 385, 390; Yu Cong Eng v. Trinidad, 271 U. S. 
500, 423. We find no such reasons here. 

The judgment is modified, in the provision for injunction, by 
striking out the words “importing and selling in the Philippine 


” 


Islands,” and, in the provision for accounting, by striking out the 
words “importation and sale in the Philippines” and substituting 
therefor the words “sale in local trade in the Philippine Islands” ; 
and, in the provision for accounting, by striking out the words 
“importation and sale in the Philippines” and substituting therefor 
the words “sale in local trade in the Philippine Islands”; and, as 
thus modified, the judgment is affirmed. 


It is so ordered. 


De Nosixi1 Cigar Company v. F. G. Nosire Cigar Company 
United States Circuit Court of Appeals, First Circuit 
February 25, 1932 


Trape-Marxks—Unram Competirion—“Nositr”’ on Tosacco Propucrs— 
Wroncrut Usr or SuRNAME. 

Plaintiff, a manufacturer of cigars and other tobacco products, put 
out since the year 1906 under a band and label bearing the words 
“De Nobili” cigars, held to be entitled to restrain defendant, F. G. 
Nobile Cigar Company, incorporated in 1928, from putting out cigars 
and tobacco products under the name “Nobile” or any similar name, 
particularly as it was shown that the name “F. G. Nobile Cigar Com- 
pany” was adopted for the purpose of deceiving the public and to 
compete unfairly with plaintiff. 





s..- 
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Unram Competrrion—Wroncrut Use or Corporate Name—Form oF 
INJUNCTION. 


In an act brought to enjoin the use of the word “Nobile” on cigars 
and tobacco products, held that the lower court erred in permitting 
defendant to use its own name in marketing its products, provided all 
advertising labels and containers bear the defendant’s full name and 
address, and that such injunction should extend to prevent the use by 
defendant of its corporate name or any part of it in its business. 

In equity. Action to restrain unfair competition. From a decree 
of the United States District Court, District of Rhode Island, 


plaintiff appeals. Modified and remanded. 


Horatio E. Bellows, of Providence, R. I., and Maurice J. 
Moore, of New York City, for appellant. 
Pettine, Godfrey § Cambio, of Providence, R. I., for appellee. 


Before Bincuam, Witson and Morais, JJ. 


Morris, J.: This is an appeal from a final decree of the Dis- 
trict Court for the District of Rhode Island, entered May 15, 
1931, enjoining the defendant, the F. G. Nobile Cigar Company, 
from using labels and bands in simulation of labels and bands used 
by the plaintiff upon its cigars. 

The action was brought to restrain the appellee from selling 
cigars having affixed or attached thereto the word “Nobile” or any 
imitation or simulation of the word “Nobili” or “De Nobili” and 
from using any name, packages, labels, bands, marks or devices 
likely to lead customers or consumers to mistake defendant’s cigars 
for those of the appellant. In the district court the defendant 
was enjoined from using certain styles of labels and bands found 
to be unfair to the appellant. 

The plaintiff seeks to extend the scope of the decree of the 
trial court so as to restrain the defendant from using the name 
“F. G. Nobile Cigar Co.’ and “F. G. Nobile’ in connection with 
cigars made by the defendant company, claiming that the name 
“Nobili” is exclusively applicable to cigars made by the plaintiff. 

The De Nobili Cigar Company is a corporation organized in 
1912 and existing under the laws of the State of New York. It is 
a manufacturer of cigars known to the trade as Nobili cigars and 
it and its predecessor in title, Prospero De Nobili & Co., have 
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been engaged in such business since 1906. Its sales have been 
over one hundred million cigars per year for the last five years 
and more than half of them bore on the band and label the words 
“De Nobili Cigars.” The plaintiff also manufactures other tobacco 
products which bear the name “De Nobili.” 

In 1928, it spent $44,000; in 1929, $30,000, and in 1930, 
$25,000 in advertising. All of its advertising featured the name 
“De Nobili.” Since 1921 its cigars have been sold in Providence, 
R. I., at the rate of about three hundred thousand per month. 
They are known to the consumer and asked for at the retail stores 
as “‘Nobili’” and other modified forms of the name. 

The defendant is a corporation organized under the laws of 
the State of Rhode Island, October 4, 1928, by Francesco G. 
Nobile, and three associates under the name of “F. G. Nobile 
Cigar Company.” The certificate filed by the corporation in the 
office of the Secretary of State, January 17, 1929, pursuant to the 
general corporation laws of Rhode Island, is as follows: 

I. The total amount of stock to be issued is 190 shares of the par value 
of $50 each, amounting to $9,500. 

II. The amount of such stock to be issued, respectively: 

(a) For cash (if any) is five shares of common stock, at the following 
specified price per share, viz.: $50 amounting to $250. 

(b) For services (if any) is 105 shares of common stock, said services 
being of the following nature and character, viz.: 20 shares to Francesco 
G. Nobile for use of individual name for corporate name and for assist- 
ing in promoting the welfare of the corporation; 40 shares to Biagio 
Melaragno; 40 shares to Felice Melaragno and five shares to Amico 


Bifulci, for their respective services rendered in the formation and promo- 
tion of this corporation. 

(d) For personal property (if any) is 80 shares of common stock, said 
personal property being of the following description, viz.: 40 shares to 
Felice Melaragno and 40 shares to Biagio Melaragno for stock of tobacco, 
approximately 2,000 pounds, stock of cigars, approximately 150,000 cigars, 
stock of paper, boxes, machinery, etc., in premises, No. 287 Pocasset 
Avenue, Providence, R. I., together with the good-will of the business. 


Paragraph 28 of the plaintiff's bill of complaint alleges that 
the defendant was incorporated using the name of “F. G. Nobile” 
as part of the corporate title solely to make use of the same in 
competition with the complainant; that Francesco G. Nobile at 
the time of such incorporation had no established reputation as a 
cigar manufacturer and was given a few shares of stock in the 
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defendant corporation for the use of his name for the corporate 
name of the defendant and that he exercises no control over the 
defendant corporation. 

The defendant, in its answer to paragraph 28, denies the allega- 
tions therein and says that the said Francesco G. Nobile is a person 
in, being and a resident of the State of Rhode Island; that he with 
other persons were granted a charter under the name of F. G. 
Nobile Cigar Company; that he always has been the owner of 
twenty shares of the capital stock of the corporation of the par 
value of $50 each and that he has always been the president of 
the corporation since its organization and that in addition thereto 
he is a director and as such exercises control over its management. 

Upon the trial of the cause in the district court the defendants 
introduced no evidence. It rested its case at the close of the 
plaintiff’s evidence. 

The court found that the plaintiff, through usage and exclusive 
advertising, had established a good-will in, and right to, the trade- 
name “De Nobili Cigars” and “De Nobili” as associated with 
tobacco products. It was also found that the name “Nobile” and 
“F. G. Nobile,” if associated with labels, packages or other wrap- 
pers similar to those heretofore used by the plaintiff in connection 
with tobacco products, are likely to deceive the public and unfairly 
appropriate the good-will belonging to the plaintiff. The court 
also found that there was no evidence to justify a finding that 
there was either fraud or bad faith in connection with the choice 
of the name “F. G. Nobile Cigar Company” at the time of its 
incorporation, and that the defendant is entitled to use that name 
in making sales of its product both in connection with its advertis- 
ing and upon the labels or other wrappers or containers of mer- 
chandise to be sold, provided that such wrappers and containers 
are in design and color readily distinguishable from those in regular 
use by the plaintiff prior to the date of the commencement of this 
suit, and provided further that all such advertising, labels and 
containers bearing the name “F. G. Nobile Cigar Co.” shall also 
carry in clear type the words “of Providence, R. I.,” or such other 
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clearly discernible designation affirmatively to negative any asso- 
ciation with the “De Nobili Cigar Co. of New York.” 

Following these findings of fact the defendant was enjoined 
to the extent indicated above, and it is from this ruling that the 
complainant appealed. 

The appellant contends that the decree is erroneous, because 
it does not enjoin the appellee from using the name “F. G. Nobile 
Cigar Co.” or “F. G. Nobile” even though accompanied with other 
features stated in the decree and because of the approval by the 
court of certain labels which to some extent at least both in form 
and color similate labels used by the appellant. The contention is 
set forth in complainant’s assignment of errors, four in number, 
as follows: The trial court erred (1) in finding that the defendant 
is entitled to use the name “F. G. Nobile Cigar Co.” and “F. G. 
Nobile” in making sales of its product and in connection with its 
advertising and upon its labels, wrappers and containers; (2) in 
ordering, adjudging and decreeing that the use by the defendant 
of certain designated labels are not to be deemed a violation of 
the decree; (3) in finding that there was no evidence of fraud or 
bad faith in connection with the choice of the name “F. G. Nobile 
Cigar Co.,” at the time of its incorporation; (4) in not enjoining 
the defendant from using the name “F. G. Nobile Cigar Co.” and 
“F. G. Nobile” in connection with its advertising and upon the 
labels, wrappers and containers even though the same were in 
design and color readily distinguishable from those regularly used 
by the plaintiff and although such advertising and labels carried 
in clear type “Providence, R. I.,” or such other clearly discernible 
designation affirmatively to negative any association with De Nobili 
Cigar Company of New York. 

The main points in issue in this court are (1) whether the 
defendant should be enjoined from using the name “F. G. Nobile 
Cigar Co.” and “F. G. Nobile” in connection with its advertising 
and sale of cigars; and (2) whether there is sufficient dissimilarity 
between the labels, wrappers and bands prescribed for its use 
by the trial court sufficiently to distinguish plaintiff’s from defend- 
ant’s cigars and protect the public. 
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As already stated, since +1906 the appellant and its predecessor 
in title have manufactured cigars which have been known by the 
name of “De Nobili Cigars” or “De Nobili,’ and by keeping this 
name conspicuously and persistently before the public, by labels 
on its boxes, signs and placards and other forms of advertising, 
it has acquired a very large patronage for these cigars, so that 
the trade-name “De Nobili Cigars’ has become a valuable asset. 
The evidence makes it clear that the definite thing which stands 
for the cigars made and sold by the appellant is the trade-name 
“De Nobili” and signifies the cigars made only by the De Nobili 
Cigar Company. Thus the origin of the article is indicated by the 
word which on the evidence is used in asking for and selling the 
article. When this is the case, the appearance of the package 
becomes of minor importance, for many people must call for the 
goods who have never seen the package, or have forgotten its 
appearance, or are careless or indifferent of all save that they wish 
that particular cigar known as “De Nobili.” The appellant has 
appropriated the word “De Nobili” to indicate cigars made by it 
and has used it until it has come to have a secondary signification 
which we think is entitled to protection. 

The general principles controlling cases of this character are 
well settled. The difficulty is to apply them to the particular facts 
of the case. If the defendant corporation did not bear the family 
name of “Nobile” there would be no doubt but that its use of 
the word “Nobile” in connection with a cigar made and sold by 
it would be prohibited upon the ground that the use of so arbitrary 
and meaningless a word applied to a cigar would be only with the 
dishonest intent to appropriate to itself some of the benefits result- 
ing from the demand for the De Nobili cigars made and sold by 
the complainant 

On the facts in this case it is plain that when the defendant 
went into the cigar business its purpose was to use its adopted name 
to sell its products as and for the cigars made by the appellant. 

The corporation was organized in 1928. Twenty shares of stock 
were issued to Francesco G. Nobile for use of individual name for 
corporate name and for assisting in promoting the welfare of the 
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corporation. One hundred and seventy shares were issued to 
his associates. Felice and Biagio Melaragno were cigar manufac- 
turers. Nobile was not. It is apparent that Nobile was taken 
into the corporation to furnish a plausible excuse for using the 
name ‘“‘Nobile’’ in connection with its manufacture of cigars. This 
becomes more apparent when we consider that the defendant 
adopted the style, colors, labels and bands in use by the complain- 
ant. It put up and sold cigars with a ring or band affixed, con- 
sisting of a narrow strip of paper having narrow stripes of green, 
white and red, bearing on the white stripes the words “F. G. 
Nobile Cigar’ in red type of the same shade as the letters on 
appellant’s band and bearing on the red stripe three star-like 
devices in white, so that it is practically an exact copy of the bands 
used by the complainant. It covered its boxes with a label prac- 
tically the same shade of white, green and red, having on the end 
panel a diagonal band with three stripes in green, white and red 
with a circle in the center, and on the white stripes are the words 
“Sigari F. G. Nobile” in large block black type, practically the 
same as the black block type appearing on appellant’s label. When 
these boxes are exhibited facing the purchaser the words con- 
spicuously showing are “Sigari F. G. Nobile.” 

The labels and bands emphasize a dishonest purpose by describ- 
ing its product as that of “Sigari F. G. Nobile” and signing its 
advertising matter “F. G. Nobile Cigar Company.” 

When defendant was enjoined from using these very significant 
and indisputable indicia of a design to palm off its goods for those 
of its competitor, it did not change the color of its labels but con- 
tinued to use precisely the same shade of green, white and red as 
that of the complainant’s labels; but instead of the diagonal band 
of three stripes bearing the name “Sigari F. G. Nobile” in large 
black type it put the name “F. G. Nobile Cigar Co.” in the same 
conspicuous type on a white background in the same location on 
the label and added “Providence, R. I.” What it still does is to 
display the name “Nobile” very prominently, so it appears to the 
view of the consumer when the closed boxes are on the shelves in 
the retail stores. 
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If the name were any other than “Nobile” it would have done, 
in connection with some changes in color of labels, all that could 
be required effectually to distinguish defendant’s goods from those 
of the complainant; but “Nobili” is the word which sells the com- 
plainant’s goods and the word “Nobile” is conspicuously displayed 
on the defendant’s label in direct association with the words 
“Sigari’” and “Cigar Company.” It is the very conspicuous word 
“Nobile” in connection with this particular product that makes 
for deception. The careful purchaser who reads the whole label 
and knows that F. G. Nobile is not the maker of the cigar he 
wants but a company known as the F. G. Nobile Cigar Company, 
will not be misled by the conspicuousness with which “Nobile” is 
displayed on defendant’s goods. But there are others who are 
likely to be misled in believing this to be the product of the com- 
plainant because of the association of the name “Nobile” with 
this article and the evidence in the case does not leave this open 
as a mere matter of conjecture or probability. We find that this 
prominent display of trade-name so near in sound and appearance 
to the trade-name on complainant’s product makes it clear that 
defendant’s product as put on the market does deceive (Celluloid 
Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94, 101), and we are 
unable to get away from the conviction that the defendant was 
induced to go into the cigar business for the purpose of obtaining 
such advantages as it could from the fact that the surname of one 
of its incorporators was ‘‘Nobile.” 

Felice and Biagio Melaragno, previous to the formation of the 
corporation, had a cigar manufacturing business. They had equip- 
ment, raw material and manufactured cigars. If they had already 
established a reputation as cigar manufacturers, there is no reason 
why they should not have continued in the business under their 
previously existing name. The evidence is indisputable that they 
were not satisfied with the business previously done and believed 
by taking in Nobile and adopting his name as the name for their 
cigars they would be enabled to acquire a portion of the trade built 
up by the De Nobili Cigar Company. 
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While it is true that every man has a right to use his own name 
in his own business, it is also true that he has no right to use it 
for the purpose of stealing the good-will of his neighbor’s business, 
nor to commit a fraud upon his neighbor, nor to trespass upon his 
neighbor’s rights or property. It has been held with reference 
to trade-marks, that a man has not the right to use even his own 
name so as to deceive the public, and cause a belief that he is selling 
the goods of another of the same name. In the case of Wm. Rogers 
Mfg. Co. v. Rogers § Spurr Mfg. Co., 11 Fed. 495, it was held 
that any one has the right to the use of his own name in business, 
but he may be restrained from its use, if he uses it in such a way 
as to appropriate the good-will of a business already established 
by others of that name; nor can he, by the use of his own name, 
appropriate the reputation of another by fraud, either actual or 
constructive. See also International Silver Co. v. Wm. Rogers Co., 
et al., 113 Fed. 526; Wm. Rogers Mfg. Co. v. R. W. Rogers Co., 66 
Fed. 56. In this last case one R. W. Rogers, who had not been 
engaged in the manufacture of silver-plated ware, and was not 
known in the trade except as a salesman, united with others in form- 
ing a corporation to which they gave the name of R. W. Rogers Co. 
and caused silver-plated ware to be manufactured for them, bearing 
a mark of which the name “Rogers” was the characteristic and 
important part, and which might readily be mistaken for the mark 
of the Wm. Rogers Mfg. Co. Lacombe, Judge, in his opinion at 
page 57, says: 

Although the use of a personal name as a trade-mark will not be pro- 
tected against its use in good faith by a defendant who has the same 
name, the reason of the rule ceases, and the rule no longer applies, where 
the defendant, as in the case of a corporation, selects its own name; 
especially where it appears that such name is selected with an intention 
to mislead. The affidavits leave little doubt in my mind that the incor- 
porators of defendant selected for it the name “R. W. Rogers Co.” not 
because the reputation of its stockholder, R. W. Rogers, was such that 
the use of his individual name would increase the chances of business 
success on its own merits, but because it would give a title so similar 


to the name in the original trade-mark that purchasers might be induced 
to buy defendant’s goods in the belief that they were complainant’s. 


In the case R. W. Rogers Co. v. Wm. Rogers Mfg. Co., 70 Fed. 
1017, 1018, another one of the many cases concerning the Rogers 
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trade-marks, the Circuit Court of Appeals for the Second Circuit, 
speaking through Judge Shipman, said: 


The fair and honest use of a person’s own name in his ordinary and 
legitimate business, although to the detriment of another, will not be 
interfered with. A tricky, dishonest, and fraudulent use of a man’s own 
name, for the purpose of deceiving the public, and of decoying it to a 
purchase of goods under a mistake or misapprehension of facts, will be 
prevented. . . . The use by the defendant corporation of this name is 
not merely an injury to the complainant, but it is an intentional fraud 
upon the public. 


In the same case Judge Wallace said: 


I place my concurrence in the judgment in this cause upon the broad 
ground that a body of associates who organize a corporation for manu- 
facturing and selling a particular product are not lawfully entitled to 
employ as their corporate name in that business the name of one of their 
number when it appears that such name has been intentionally selected in 
order to compete with an established concern of the same name, engaged 
in similar business, and divert the latter’s trade to themselves by confusing 
the identity of the products of both, and leading purchasers to buy those 
of one for those of the other. No person is permitted to use his own name 
in such manner as to inflict an unnecessary injury upon another. The cor- 
porators chose the name unnecessarily, and, having done so for the purpose 
of unfair competition, cannot be permitted to use it to the injury of the 
complainant. 


Corporations who do not inherit their names but assume them 
voluntarily, ought not be permitted to use their assumed names 
for the express purpose of creating confusion and deception in the 
minds of the public and the displacement of the good-will of 
another’s business. J. & P. Coats v. John Coates Thread Co., 135 
Fed. 177; Van Houten, et al. v. Hooton Cocoa & Chocolate Co., 
130 Fed. 600. 

In Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 187, the 
rule laid down by Mr. Justice White is that: 


Everyone has the absolute right to use his own name honestly in 
his own business, even though he may thereby incidentally interfere with 
and injure the business of another having the same name. In such case 
the inconvenience or loss to which those having a common right are sub- 
jected is damnum absque injuria. But although he may thus use his name, 
he cannot resort to any artifice or do any act calculated to mislead the 
public as to the identity of the business firm or establishment, or of the 
article produced by them, and thus produce injury to the other beyond 
that which results from the similarity of name. See Vick Medicine Co. v. 
Vick Chemical Co., 11 Fed. (2) 33; Garrett, et al. v. T. H. Garrett & Co., 
78 Fed. 472; The LePage Co. v. Russia Cement Co., 51 Fed. 941. 
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Applying these principles to the case at bar we think the facts 
and circumstances conclusively show the want of good faith and 
honest purpose on the part of the defendant. The inference is 
irresistible that the defendant adopted the corporate name of 
“F. G. Nobile Cigar Co.” and placed the mark “F. G. Novile” 
upon its cigars for the purpose of deceiving the public, and in order 
to compete in an unfair and illegal manner with the De Nobili 
Cigar Company, hoping and expecting thereby to secure some por- 
tion of its lucrative trade which it had built up by long use and 
at great expense. 

We are satisfied the use by the defendants of the name “Nobile” 
in its corporate name, and in the similarity between the dress 
adopted for its products and the dress of appellant’s products were 
for the fraudulent purpose of representing its goods to be the goods 
of the appellant, and involved deceptive imitations of the appel- 
lant’s trade-name, and that the court erred in not enjoining the 
defendant from using the name “F. G. Nobile Cigar Co.” and “F. G. 
Nobile” as a part of the corporate name of the defendant in its 
business. In view of our decision that the injunction already 
granted should be extended to enjoin the defendant’s use of the 
name “Nobile,” the question whether there is sufficient dissimilarity 
between the labels, wrappers and band, the use of which has been 
approved by the court, to distinguish plaintiff's goods from those 
of the defendant is not a matter for consideration by this court 
at this time. Charles E. Hires Co. v. Consumers’ Co., 100 Fed. 809; 
Williams, et al. v. Mitchell, 196 Fed. 168. 

The case is remanded to the District Court with directions to 
grant further injunctive relief not inconsistent with this opinion; 
the plaintiff to recover its costs. 
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AMERICAN CHAIN Co., INc. v. Carr CuHain Works, Inc. 
New York Supreme Court, New York County 
September 16, 1931 


Unram Competition—Use or Cotors Gray and YELLOw—SEcONDARY 
MEANING. 

A color combination used to identify a particular product may be so 

extensively used as to be entitled to protection against imitation. 
Unram Competition—Use or Competiror’s Coton CoMBINATION ON TIRE 
CHatns—NoN-FUNCTIONAL FEATURE. 

Plaintiff had, since the year 1908, been putting out tire chains of 
distinctive appearance, with the cross chains in bright yellow produced 
by brass plating, and gray side chains, produced by galvanizing. In a 
suit brought to enjoin defendant from the use of these colors on its 
tire chains, held that the colors employed could have been produced by 
other means or kinds of finish and were, therefore, non-functional and 
arbitrary. 

Unrair Competirion—Use or ELements Previousty Prorecrep sy Patents. 

Defendant’s claim that at the expiration of plaintiff’s patents, pro- 
tecting the tire chains made by it, defendant was entitled to simulate 
plaintiffs color combination, held invalid, inasmuch as not the func- 
tional feature, but the arbitrary appearance of the product, was 
imitated. 

Unram Competition—Svurts—Lacues. 

When plaintiff failed to bring suit against defendant for a period 

of three years, held that the defense of laches was not sustained. 
Unram Competition—“WeeEp” on Tre CHarns—ImitraTiInG APPEARANCE 
or Goons. 

Where plaintiff sold its tire chains in brown paper bags, with the 
name “Weed” printed thereon, held that the use by defendant of its 
name printed at the bottom of a similar bag was not sufficient to 
eliminate danger of confusion, especially as other features of its goods 
were confusable with plaintiff's. 

Unram Competition—Svuirs—AcQvuiescENCE OF PLAINTIFF. 

The fact that others trespassed on plaintiffs rights to certain color 
combinations on its products, held not to justify defendant’s plea of 
laches. 


In equity. Action for unfair competition. Judgment for 
plaintiff. 


Frederick S. Duncan, Gilbert H. Montague, and Frederick H. 
Koschwitz, all of New York City (Frederick S. Duncan, of 
New York City, of counsel), for plaintiff. 

Gifford, Scull § Burgess, of New York City (George F. Scull 
and Francis H. Warland, both of New York City, of coun- 
sel), for defendant. 
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Couns, J.: The plaintiff charges the defendant with unfair 
competition in the sale of automobile tire chains. The claim is 
that, for the past three years, the defendant has simulated that 
color combination employed by the plaintiff for twenty-three years 
which identifies and distinguishes the chains as those of the plaintiff. 
By such emulation, the plaintiff says, the defendant is infringing 
upon, and reaping advantage of, the plaintiff’s good-will and invest- 
ment. 

There is little dispute regarding the salient facts. Consequently, 
the ultimate issue is free from complexity. 

Concededly, the color combination adopted by the plaintiff, and 
for which it has created a reputation, is being employed by the 
defendant. And although there is some evidence concerning the 
utilitarian or functional properties inherent in the substances 
employed to produce the color scheme or finish, the analysis of all 
the evidence repeats that the attractive appearance, and not any 
functional or utilitarian aspects of the style, motivated its appro- 
priation by both plaintiff and defendant. 

The plaintiff maintains that the peculiar dress was selected by it 
“for the express purpose of giving the Weed chains a distinctive 
and attractive appearance entirely different from the tire chains 
of its many competitors,’ and the defendant acknowledges that, 
by its appropriation of the identical style, it encountered less “‘sales 
resistance” for its own product. Thus, the issue which this case 
presents is whether this confessed imitation constitutes unfair 
competition. 

The plaintiff's predecessor, the Pioneer Weed Chain Tire Grip 
Company, commenced to manufacture and sell automobile anti-skid 
chains in 1908, under the trade-name “Weed.” The chains were 
covered by two major patents which expired in 1920 and 1921, 
respectively, and concerning which there was litigation which 
resulted favorably to them. The Weed chains, anterior to 1908, 
were finished with dark brown cross chains, produced by copper 
plating. It was in 1908 that, at increased cost, the plaintiff, solely 
to escape the repeated imitation of appearance, and to accord its 
chains a distinctive appearance, adopted the color combination here 
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involved—bright yellow hardened cross chains, produced by brass 
plating, and gray side chains, achieved by galvanizing. The name 
‘“‘Weed”’ was impressed or indented on the hooks of the cross chains. 
The plaintiff placed these chains in brown bags with the name 
“Weed” printed thereon in black lettering. In addition to the 
Weed chains, the plaintiff manufactures and sells an inferior grade 
of chains designated “Rid-O-Skid,” the cross chains of which are 
not hardened, and no plating is employed thereon, or on the side 
chains. 

The gray-bright yellow combination has been extensively adver- 
tised through various mediums at a cost, from 1916 to the date 
of trial, of upwards of $4,800,000. Much of this advertising is in 
color. Almost invariably, the style of dress is conspicuously ex- 
posed and stressed. During that period approximately 20,000,000 
pair of Weed chains, with the gray-bright yellow combination, 
have been sold, at a selling value to the plaintiff of $64,000,000. 
And likewise during the same period, 325,000,000 Weed cross 
chains, finished in bright yellow, were sold, separate and apart 
from the side chains, as replacements. The plaintiff's chains are 
recognized by the buying public as of high standard of quality, 
workmanship, and durability 

For approximately twelve years the plaintiff's style of finish was 
substantially free from imitation. It had and has many com- 
petitors, but most of them refrained and refrain from simulating 
plaintiff's color scheme. 

In 1928 the defendant added tire chains to its long-existing 
chain business, and, to minimize sales resistance, likewise adopted 
the gray side, bright-yellow cross assemblage. Its side chains 
are plated with cadmium, and its cross chains, like the plaintiff's, 
are plated with brass. Furthermore, these chains are put in brown 
bags, with some of the same type of black lettering appearing on 
the plaintiff's bags, except that on the defendant’s bags is imprinted 
the name “Carr” in purple lettering, together with the defendant’s 
trade-mark—the world encircled by a chain, which is somewhat 
similar to the trade-mark employed by the plaintiff. Near the 
bottom of the bag, printed in black, are the words: “Manufactured 
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by Carr Chain Works, Inc., Troy, New York, U. S. A.” In 
defendant’s advertisements the “lustrous brass finish” of its prod- 
uct is emphasized. Other imitations, such as similarity in price lists 
and list prices, are complained of. The net result of this com- 
posite simulation, the plaintiff charges, is to palm off the defend- 
ant’s goods for those of the plaintiff. 

No actual deception is shown or claimed, but the plaintiff asserts 
that, chiefly due to greater discounts offered by the defendant, it 
has felt and suffered from the defendant’s competition in the New 
York territory. 

Acknowledging the simulation in color coalescence, the defend- 
ant, nevertheless, earnestly challenges the plaintiff's complaint of 
unfair competition, and advances the following six major defenses: 

First. That to sustain the plaintiff's claim would be granting 
it a monopoly of “the most economical, serviceable and efficient 
form in which the devices themselves may be embodied and offered 
to the trade’; that the color scheme was not employed by the 
defendant arbitrarily, but results from the use of materials which 
have a useful function in connection with the article itself, and 
contributes to its “utility, convenience or attraction.” 

Second. That the plaintiff should not be permitted to monopo- 
lize two of the primary colors, either singly or in combination, 
when that would lead to the possibility of all the other available 
colors being monopolized by a few traders, thus shutting out further 
competition. 

Third. That, when plaintiff's patents expired, the inventions 
thereof passed into the public domain, and, with them, all of the 
characteristics by which the public had been educated to identify 
the patented inventions. 

Fourth. That the plaintiff's gray and brass finish is at most a 
grade-mark, as distinguished from a trade-mark, and is, therefore, 
open to any one to use to indicate a first quality chain. 

Fifth. That the plaintiff has failed to show that the specific 
finish and the brown bag are the features by which purchasers dis- 
tinguish plaintiff's goods from those of its competitors. And, 
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Sixth. That the plaintiff's delay in enforcing its alleged rights 
precludes the maintenance of this action. 

The law of unfair competition is of comparatively recent origin. 
It is thé necessary creation of intensive business rivalry which often 
incites unfair methods. Whilst the books contain a multitude of 
cases bearing on this branch of equity, the principles governing 
them are simple, as, indeed, are the fundamental rules of honesty 
and fair dealing. The essence of these principles is that competi- 
tion between business rivals must be fairly and honestly conducted. 
“The survival of the fittest’ in trade and commerce must result 
from contests legitimately launched and ethically directed. 

Of course, the law does not undertake to regulate every aspect 
of business. Nor does it interfere in every case of commercial 
immorality. Too much interference would be as baneful as an 
inflexible policy of absolute non-interference Necessarily, there 
must be limitations and guiding rules, and, necessarily, each case 
must depend for sustenance upon its own larder. 

An early case (Coats v. Merrick Thread Co., 149 U. S. 562, 566, 
13 S. Ct. 966, 967, 37 L. Ed. 847) makes this pertinent observation: 


Irrespective of the technical question of trade-mark, the defendants 
have no right to dress their goods up in such manner as to deceive an 
intending purchaser, and induce him to believe he is buying those of 
the plaintiffs. Rival manufacturers may lawfully compete for the patron- 
age of the public in the quality and price of their goods, in the beauty 
and tastefulness of their inclosing packages, in the extent of their adver- 
tising, and in the employment of agents, but they have no right, by imita- 
tive devices, to beguile the public into buying their wares under the 
impression they are buying those of their rivals. 


Niuz, in his standard treatise on “Unfair Competition” (3d Ed., 
p. 25), aptly distinguishes the rule underlying unfair competition 
cases from those governing trade-mark cases, thus: 


This action of unfair competition is the embodiment in law of the rule 
of the playground—“Play fair!’ For generations the law has enforced 
justice. In this action the basis is fairness—quite a different ethical prin- 
ciple. Many decisions have been approved as just, which were most 
unfair. The maxim caveat emptor is founded on justice; the more modern 
rule that compels the use of truth in selling goods is founded on fairness. 
It conflicts with the rule of caveat emptor. 


With these general observations as a premise, the six defenses 
will be treated seriatim: 
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1. The proofs are not convincing that the defendant adopted 
the brass plating solely because of any utilitarian function. It 
may be that surface rusting is thereby prevented or lessened, but 
the evidence shows that the same result can be achieved by other 
treatments or kinds of finish. Again, since brass is a union of zinc 
and copper, the finish can be varied with an adjustment of the 
percentage of zinc, and in accordance with the thickness of the 
copper deposit. The natural color of the material used in the 
manufacture of the chains is a bright steel color. As observed, the 
galvanizing process is used to effect the gray color, and the plated 
process to achieve the bright yellow. 

When put to use the cross chains soon lose their brightness. 

The lustre is for appearance sake, utilized to arrest the eye of 
the buying public. The finish is not functional. Since the object 
of the chains is to avoid skidding, the brightness of the finish can 
make no contribution in that direction. The luster is primarily 
for display purposes. The color bears no relation to utility. It 
is the imitation of color combination, and not the utilization of the 
particular properties which produce the color combination, which 
constitutes the unfair competition. 

Even the imitation of functional features has been restrained 
where the circumstances attending the duplication warranted such 
a course, and where the imitator’s style could, without substantial 
cost or damage, be so rearranged or altered as to distinguish it from 
the imitated. McGill Mfg. Co. v. Leviton Mfg. Co., (D. C.) 43 F. 
(2d) 607 [21 T.-M. Rep. 13]; affirmed without opinion (C. C. A.) 
44 F. (2d) 1016; Rushmore v. Manhattan Screw § Stamping 
Works, (C. C. A.) 163 F. 939, 19 L. R. A. (N. S.) 269; Anderson 
Co. v. Welworth, Automotive Corp., (D. C.) 46 F. (2d) 696; Wes- 
son v. Galef, (D. C.) 286 F. 621 [12 T.-M. Rep. 100]. 

Since I am persuaded that the defendant, in reproducing plain- 
tiff’s color combination, was motivated by a design to profit by 
the plaintiff's reputation, investment, and advertising, rather than 
by any utilitarian or functional considerations, I am disinclined to 
sustain the defendant’s first contention. 





: 





AMER. CHAIN CO., INC. V. CARR CHAIN WORKS, INC. 153 


2. Nor am I impressed with the defense that to allow the 
plaintiff to prevail would be awarding it a monopoly of natural 
colors. 

In’a sense and degree, every holder of a patent or trade-mark 
possesses a monopoly respecting the device or trade-mark; other- 
wise, little protection would be afforded. Legal protection is one 
of the rewards of originality, extensive advertising, long usage, 
and investment. The same road is open to the defendant; but, 
in traversing it, it must not encroach upon the rights of others. 

That a distinctive, identifying color collocation may be so exten- 
sively used and advertised as to be entitled to protection against 
imitators, is now settled law. Buffalo Yellow Cab Co. v. Baureis, 
132 Misc. Rep. 654, 230 N. Y. S. 343 [19 T.-M. Rep. 12]; Helmet 
Co. v. Wm. Wrigley, Jr., Co., (C. C. A.) 245 F. 284 [8 T.-M. 
Rep. 1]; Walker & Sons v. Grubman, (D. C.) 222 F. 478 [5 T.-M. 
Rep. 399]; Coca-Cola Co. v. Gay-Ola Co., (C. C. A.) 200 F. 720 
[4 T.-M. Rep. 297]; Taendsticksfabriks Aktiebolaget Vulcan v. 
Myers, 139 N. Y. 364, 34 N. E. 904; Yale §& Towne Mfg. Co. v. 
Alder, (C. C. A.) 154 F. 37; Buck’s Stove § Range Co. v. Kiechle, 
(C. C.) 76 F. 758; Champion Spark Plug Co. v. A. R. Mosler 
§ Co., (D. C.) 233 F. 112 [6 T.-M. Rep. 406]; Anderson Co. v. 
Welworth, etc., Corp., supra. 

The evidence satisfies me that there are a number and variety 
of color combinations available to the defendant, and that the 
simulation here was avoidable. What was said in Collins Co. v. 
F. M. Paist Co., (D. C.) 14 F. (2d) 614, 615, 616 [16 T.-M. Rep. 
512], 1s apposite here: 

Defendant has . . . . adopted a package which in coloring and arrange- 
ment of colors is likely to deceive the eye of the unwary. The purchaser 
identifies the package by its general appearance, and not by meticulous 
inspection. 

The law has a threefold object in unfair competition cases: First, 
to protect the honest trader in business which fairly belongs to him; 
second, to punish the dishonest trader, who is taking his competitor’s 
business away by unfair means; and, third, to protect the public from 
deception. It is so easy for the honest business man, who wishes to sell 
his goods upon their merits, to select from the entire material universe, 


which is before him, symbols, marks, and coverings which by no pos- 
sibility can cause confusion between his goods and those of competitors, 
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that the courts look with suspicion upon one who, in dressing his goods 
for the market, approaches so near to the dress of those of his business 
rival that the public may fail to distinguish between them. The law is not 
made for the protection of experts, but for the public—that vast multitude, 
which includes the ignorant, the unthinking, and the credulous, who, in 
making purchases, do not stop to analyze, but are governed by appearance 
and general impressions. Florence Manufacturing Co. v. J. C. Dowd & Co., 
178 F. 73, 101 C. C. A. 565 [1 T.-M. Rep. 289]. 

The one who is selling a product similar to that of another must sell 
it as his own production. To paraphrase the language of Jessel, Master 
of the Rolls, In re Worthington & Company’s Trade-Mark, L. Rep. 14 
Ch. D. 8, if he is honestly desirous of distinguishing his own goods from 
the goods of others, he will choose a dressing for his goods not resembling 
that of some successful competitor, because his anxiety and desire must 
be that the public should by no possibility mistake his goods for the goods 
of anybody else. While it is a fact that the defendant wrapped its units 
in yellow paper with red printing thereon prior to the plaintiff so doing, 
and, therefore, simulation of the plaintiffs article cannot be predicated 
on that alone, yet that point of similarity, when added to the similarity 
in package, coloring, and design, does not justify an encroachment upon 
the plaintiff's good-will by conveying a false impression upon the mind 
of the ordinary purchaser. 


3. No validity attaches to the defense that the expiration of 
plaintiff's patents authorized the defendant to emulate the plain- 
tiff’s color combination. Were this contention pursued to its logical 
end, the holder of an expired patent would be wholly unprotected 
as to a particular style of dress known to the public, separate 
and distinct from the patented device. True, it has been held 
that where a name is so connected and associated with the patented 
device or product that the two (name and product) are indistin- 
guishable and inseparable, and the patented device or article is 
not designated by any other name, then the expiration of the patent 
necessarily carries the name with it. Singer Mfg. Co. v. June Mfg. 
Co., (C. C.) 41 F. 208; affirmed 163 U. S. 169, 16 S. Ct. 1002, 
41 L. Ed. 118; Eagle Pencil Co. v. Baehr, 118 Misc. Rep. 571, 195 
N. Y. S. 59. Wilcox & Gibbs Sewing-Machine Co. v. Gibbens 
Frame, (C. C.) 17 F. 628, urged by the defendant, dealt with a 
form covered by patent, and not a style of dress apart from the 
form. The concern here is not with a functional mechanical fea- 
ture inherent in a formerly patented device, but with the appear- 
ance of an article by which it is recognized and known as that of 
the plaintiff. Nims, supra, p. 393, § 139, states the prevailing rule 
thus: 
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Owners of a patented article have an absolute monopoly of the right 
to make and sell that article during the life of the patent, and in this 
period no one may copy it. The absolute property of the patentee in it 
gives him the right to demand its protection. But when the patent expires 
the law of unfair competition steps in, and forbids the marketing of the 
goods made by other than the patentee, in any manner which will pass 
off their article as that of those who made it under the patent. . . 
While upon the expiration of a patent, the name by which the article has 
come to be known is open to general use, this cannot be claimed as to the 
form of dress, such as a wrapper of peculiar design by which the article 
has been known to the public. These features have nothing to do with 
the patents rights, and are property of the patentee. Nathan Mfg. Co. 
v. Edna, Smelting & Refining Co., 130 App. Div. 512, 114 N. Y. S. 1083; 
Westcott Chuck Co. v. Oneida, Nat. Chuck Co., 199 N. Y. 247, 92 N. E. 
639, 139 Am. St. Rep. 907, 20 Ann. Cas. 858; President Suspender Co. v. 
Macwilliam, (C. C. A.) 238 F. 159 [6 T.-M. Rep. 303]; Searchlight Gas Co. 
v. Prest-O-Lite Co., (C. C. A.) 215 F. 692 [4 T.-M. Rep. 273]; Centaur Co. 
v. Killenberger, (C. C.) 87 F. 725; Bayer Co. v. United Drug Co., (D. C.) 


272 F. 505 [11 T.-M. Rep. 178]. 

4. Even if plaintiff's gray and bright yellow finish were a 
grade-mark, instead of a trade-mark, it would be entitled to pro- 
tection. Dizie Cotton Felt Mattress Co. v. Stearns & Foster Co., 
(C. C. A.) 185 F. 431 [1 T.-M. Rep. 59]; Capewell Horse Nail 
Co. v. Mooney, (C. C.) 167 F. 575; Armour & Co. v. Louisville 
Provision Co., (C. C. A.) 283 F. 42 [13 T.-M. Rep. 44]; Gorham 
Mfg. Co. v. Weintraub, (D. C.) 196 F. 957 [2 T.-M. Rep. 221]. 
Nims, supra, p. 514, § 194, gives the rule as follows: “There may 
be different trade-marks used on different grades of the same prod- 
uct, provided they are so used as distinctly to indicate origin as 
well as grade. It does not vitiate a trade-mark, to show that it 
indicates grade or quality in addition to origin.” 

5. The proofs satisfy me that the style of dress of Weed chains 
is identified in the public mind as the chains of the plaintiff. “A 
presumption that articles are identified by their appearance, dress 
or trade-marks may arise from the long use of such dress or trade- 
marks.’ Nims, p. 875, § 346. Here, we have more than presump- 
tion; there is direct proof. Wheeler testified: “The public asso- 
ciates Weed chains, and the color scheme and quality, as the 
prevailing or predominating chain in the field.” (S. M. 21.) 
Further, Ebling testified: The public “is educated to” the “brass- 
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plated cross chains,” and “look for it, and demand it more or less,” 
“due to advertising for years and years.” (S. M. 83.) 

6. The defense of laches is not sustained. Even if others than 
the defendant trespassed upon the plaintiff’s rights, that would 
not exculpate the defendant. That others committed a like wrong, 
with impunity, is no answer. “Mere delay or acquiescence cannot 

. . defeat the right itself.” Menendez v. Holt, 128 U.S. 514, 
528, 9 S. Ct. 148, 145, 82 L. Ed. 526. See, also, Luror Manufac- 
turing Corp. v. Leading Cab Co., Inc., 125 Misc. Rep. 764, 211 
N. Y. S. 886, affirmed 215 App. Div. 798, 213 N. Y. S. 847; Selig 
Polyscope Co. v. Unicorn Film Service Corp., (Sup.) 163 N. Y. S. 
62 [7 T.-M. Rep. 1389]; Kurtzmann & Co. v. Kurtzmann, 84 Misc. 
Rep. 478, 147 N. Y. S. 673 [4 T.-M. Rep. 315]; Sazlehner v. 
Eisner & Mendelson Company, 179 U.S. 19, 21 S. Ct. 7, 45 L. Ed. 
60; Ward Baking Co. v. Potter-Wrightington, Inc., (C. C. A.) 
298 F. 398 [14 T.-M. Rep. 253]; Actiengesellschaft Vereingite 
Ultramarin-Fabriken v. Amberg, (C. C. A.) 109 F. 151. No 
abandonment is shown. 

The defenses being rejected, several other comments will be 
noted: 

(a) The fact that the respective names appear on the respec- 
tive bags, and that the name Weed is on the hooks of the cross 
chains, is not sufficient to defeat the plaintiff's right to injunctive 
relief. The general appearance of the article as noted by the 
ordinary purchaser is the test. Warner § Co. v. Eli Lilly § Co., 
265 U.S. 526, 44 S. Ct. 615, 68 L. Ed. 1161 [14 T.-M. Rep. 247]; 
Enterprise Mfg. Co. v. Landers, Frary § Clark, (C. C. A.) 181 
F. 240; Rushmore v. Manhattan Screw § Stamping Works, supra; 
Reid, Murdoch & Co. v. H. P. Coffee Co., (C. C. A.) 48 F. (2d) 
817 [21 T.-M. Rep. 172]; Frischer § Co. v. Bakelite Corporation, 
(Cust. & Pat. App.) 39 F. (2d) 247. Most frequently the chains 
are so displayed by the retailer that only the color of the bag, 
and not the lettering thereon, is discernible to the casual customer. 

(b) Intent to deceive will be presumed where the resemblance 
is patent and the probability of confusion obvious. Taendsticks- 
fabriks Aktiebolaget Vulcan v. Myers, supra; Dutton & Co. v. 
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Cupples, 117 App. Div. 172, 102 N. Y. S. 309; Lawrence Mfg. 
Co. v. Tennessee Mfg. Co., 138 U. S. 537, 11 S. Ct. 396, 34 L. Ed. 
997. 

(c) Actual deception or confusion, or loss of business, need 
not be directly shown. Whether the imitation is calculated to 
deceive or confuse is the inquiry. Gotham Silk Hosiery Co., Inc. 
v. Reingold, 223 App. Div. 260, 228 N. Y. S. 9 [18 T.-M. Rep. 
283]; Dutton § Co. v. Cupples, supra. 

After reviewing and weighing all of the facts and the governing 
law, I am constrained to the conclusion that the defendant should 
and can change the color combination of its chains so as to prevent 
their confusion with those of the plaintiff. 

As to the most feasible and economical method of effecting the 
transformation, I shall entertain the suggestions of counsel for both 
plaintiff and defendant, to be presented by memorandum by Sep- 
tember 28, 1931. 

Under the circumstances here no accounting will be decreed. 
No costs. The court’s thanks are extended to both counsel who 
have presented and briefed their respective points with skill and 
thoroughness. Submission of findings and judgment deferred until 
further notice. 


PropLe on CoMPLAINT oF DietcHu v. GoETz 
(255 N. Y. S. 267) 


New York Supreme Court, Appellate Division, First Department 
February 11, 1932 


TrapE-Marks—ReEsate or Part or ComBrnaTion Package UNnper “Cory” 
LaBeEL—RELEVANCY oF Pena Statute No. 2354, §§ 6 AND 7. 
Defendant, charged with violating Penal Law 2354, §§ 6 and 7, 
held not guilty, inasmuch as he stated plainly to purchaser, who called 
for “Coty’s Special Combination,” that the “Extract,” forming part 
thereof, had been removed. 


Serene 6: Wg 


In equity. Appeal from Court of Special Sessions of the City 
of New York. Criminal prosecution by the people, on the com- 
plaint of Henry H. Dietch, against Melvin Goetz. From a judg- 
ment convicting the defendant of a violation of Penal Law, § 2354, 


158 TWENTY-TWO TRADE-MARK REPORTER 


Subds. 5 and 6, relating to “offenses against trade-marks,” 
defendant appeals. Judgment reversed, information dismissed, 
and defendant discharged. 


Milton M. Weintraub, of New York City (Louis Scadron, of 
New York City, of counsel), for appellant. 

Thomas C. T. Crain, District Attorney of New York City 
(Joshua Egelson, Deputy Assistant District Attorney of 
New York City, of counsel), for appellant. 


McAvoy, J.: Defendant was convicted by judgment of the 
Court of Special Sessions of the offense of selling or offering to 
sell certain articles of merchandise known as “Special Combina- 
tion Package Face Powder and Extract,” which were contained 
in a package with a trade-mark and label of a corporation known 
as “Coty, Inc.” That company manufactured the face powder 
and extract and boxed the same to be sold in the special combination 
package. 

It was charged in the information against the defendant that 
the trade-mark did not indicate the quantity, quality, or character 
of the articles contained in the package, or the person manufac- 
turing the same, because the seal of the package had been broken, 
the extract removed without the consent of the manufacturing 
corporation, Coty, Inc., and that the statement on the label “Spe- 
cial Combination Package Face Powder and Extract’’ was false, 
because the package contained face powder only, and that defend- 
ant was aware of that fact. 

The information also charged in a second count that defendant 
knowingly sold and offered for sale an article of merchandise repre- 
sented to be the manufacture, packing, boxing, and product of a 
person other than himself, and not contained in the original package 
and box, nor under the labels and marks placed thereon by the 
manufacturer entitled to use such marks, names, or trade-marks. 

The conviction sought was based on section 2354 of the Penal 
Law, entitled “Offenses against trade-marks,” the people contend- 
ing that the act of the defendant, in making the sale or offer of 
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sale, violated subdivisions 5 and 6 of that section. So far as that 
section is said to apply, it reads as follows: 


A person who: ... . 

5. Makes or sells, or offers to sell or dispose of, or has in his possession 
with intent to seli or dispose of, an article of merchandise with such a 
trade-mark or label as to appear to indicate the quantity, quality, charac- 
ter, place of manufacture or production, or persons manufacturing, pack- 
ing, bottling, boxing or producing the article, but not indicating it truly; or, 

6. Knowingly sells, offers or exposes for sale, any goods which are 
represented in any manner, by word or deed, to be the manufacture, 
packing, bottling, boxing or product of any person, firm or corporation, 
other than himself, unless such goods are contained in the original packages, 
box or bottle and under the labels, marks or names placed thereon by the 
manufacturer who is entitled to use such marks, names, brands or trade- 
marks; . . . . is guilty of a misdemeanor. . . . 

We do not think the conviction can be sustained under either 
of these counts. The proof shows that the complaining witness 
went to the premises where defendant was employed, the Royal 
Sundries Corporation, and asked defendant whether he had for 
sale an article known as “Coty’s Special Combination.” Defendant 
produced a sample, and stated unequivocally to the plaintiff that 
he had the combination package unsealed, but had removed from 
the package an article that had been contained therein known 
as the “Extract,” but that he would sell to the proposed purchaser 
the face powder at the price of $6.75 per dozen. The two articles 
consisting of the face powder and the extract were listed to be sold 
at $8.50 per dozen. Plaintiff said he would take a dozen packages, 
and defendant delivered to him the ordered amount of face powder, 
and, upon the bill for the goods, which he requested, there was 
marked “One Dozen Face Powder $6.75.” 

Defendant made no attempt to fraudulently represent to the 
purchaser that he was receiving the combination of the two articles. 
He was told that the package contained face powder only. The 
label was not tampered with, obliterated, or in any wise changed. 
The packing or the contents of the article under the trade-name 
“Coty” was unchanged. The article was genuine, the quantity was 
not short in weight or measure, and the package contained the 
face powder sold under the trade-mark of “Coty.” 
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There being no intent on the part of the defendant to defraud, 
indicated in any of these acts, and the mere selling of the separate 
articles from the one package not being prohibited by law, the proof 
offered showed no offense against the statute and the defendant 
should have been acquitted. The judgment should be reversed, 
and the information dismissed, and the defendant discharged. 

Judgment reversed, the information dismissed, and the defend- 
ant discharged. Order filed. All concur. 


Unitrep SHor MACHINERY CORPORATION v. Compo SHOE 
MaAcHINERY CORPORATION 


Unitep SHort MAcHINERY CORPORATION v. BRESNAHAN SHOE 
CoMPANY 


United States Court of Customs and Patent Appeals 
Patent Appeals Nos. 2879, 2880, 2881 
February 29, 1932 


Trape-Marxs—Opposirion—“Compo” ror SHoe Cement SorreNneR AND 
Boots anp SHors—Descriptive TERM. 

The word “Compo” used as a trade-mark for boots and shoes, also 
for shoe cement and shoe cement softener, held to be descriptive, 
inasmuch as this term has since the year 1877 been used in the shoe 
trade to indicate a shoe with the sole cemented or glued to the upper. 

Trave-Marxs—OpposiTtioN—CANCELLATION—SUFFICIENCY OF PETITION. 

A petition for cancellation of a registered trade-mark held to be 
sufficient where it was shown that the mark in question was used as 
a descriptive term by the trade as indicating a particular kind of shoe, 
made by petitioner. 


Appeals from decisions of the Commissioner of Patents in two 
opposition cases and a cancellation proceeding, in which the respec- 


tive petitions were dismissed. Reversed. For the Commissioner’s 
decisions see 20 T.-M. Rep. 551, 552. 


A. D. Salinger, of Boston, Mass. (Horace A. Dodge, of Wash- 
ington, D. C., of counsel), for appellant. 

Watson, Bristol, Johnson § Leavenworth (Ellis W. Leaven- 
worth, of counsel), all of New York City, for appellee. 
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Buanp, J.: This case involves three appeals from the decision 
of the Commissioner of Patents, the first and second of which 
(Nos. 2879 and 2880) are opposition proceedings in which appel- 
lant opposed, in the first opposition, the registration by appellee 
of the word “Compo” as a trade-mark for adhesive shoe cement 
used in making “Compo” shoes, and in the second opposition, 
opposed the registration of the same trade-mark for a shoe cement 
softener. 

The third appeal (No. 2881) is a cancellation proceeding 
brought by appellant against the Bresnahan Shoe Company, for 
which its assignee, Compo Shoe Machinery Corporation, had been 
substituted, to cancel trade-mark No. 246,755, registered Septem- 
ber 11, 1928, for the word “Compo” as a trade-mark for boots 
and shoes (first use alleged February, 1928). 

The three cases involve substantially the same questions, are 
presented in a single record, are briefed together by the parties, 
and will be disposed of in a single opinion by this court. All 
three proceedings are grounded upon the proposition that the word 
“Compo” is descriptive and, therefore, not registrable as a trade- 
mark. The decision of this case, in view of our conclusions, 
involves not only a consideration of the descriptiveness of the term 
“Compo,” but also the sufficiency of the petition for cancellation 
and the notices of opposition, and the sufficiency of the proof sub- 
mitted. In view of the fact that we conclude that the pleadings 
and proof are sufficient, we think it will be helpful to first consider 
the descriptiveness of the term “Compo.” 

Appellee concedes that the term “Compo” was descriptive fifty 
years ago, but contends that such descriptive meaning of the 
term has “long since become obsolete and forgotten.” There is 
no serious dispute between the parties at bar about the meaning 
and early use of the word “Compo.” The term, as early as the 
seventies of the last century, when applied to shoes, was under- 
stood to mean a shoe with the sole cemented or glued to the upper. 
It was about a half century ago that shoe manufacturers, espe- 
cially those in New England, were quite generally engaged in 
making shoes which they styled “Compo” shoes and which shoes 
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were sold and dealt in as “Compo” shoes. As early as 1877, a 
patent was granted by the United States Patent Office for apparatus 
for pressing the soles of “Compo” shoes against the uppers. In 
the years 1878, 1879, and 1881, other patents for napping the 
fibers on shoe soles of “Compo” shoes and for sole-pressing 
machinery for “Compo” shoes and for machinery for cementing 
shoe uppers and soles of “Compo” shoes were applied for and 
granted. These patents, containing frequent mention of the term 
“Compo,” are set out in the record. 

Appellant introduced into the record letters, and extracts from 
trade journals, newspapers and directories, the dates of which 
range from 1873 to the time of taking testimony, and all of which 
contain frequent references to “Compo shoes,” “Compo process,” 
“Compoing shoes,” “Compo work,’ “Compo cement,’ “Compo 
kettle,” etc. Some of such printed matter was published in the 
years 1873, 1879, 1897, 1914, 1923, 1924, 1927, and 1928. The 
record would seem to justify the conclusion that between 1873 
and 1928 there were periods consisting of probably a dozen years 
during which the term, if used at all, was used infrequently. 

The manufacture and sale of “Compo” shoes was discontinued, 
apparently on account of the fact that no suitable cement or suit- 
able cementing machinery had been devised with which a shoe 
meeting the commercial requirements could be produced. With 
the advent of pyroxylin or celluloid cements, for attaching the out- 
sole to the shoe, and the improvement in compressing machinery, 
interest in the “Compo” shoe was revived and about the year 1914 
a German concern, Atlas Werke, succeeded in interesting American 
shoe manufacturers in its machine and celluloid cement for mak- 
ing the “Compo” shoe. It, however, adopted as a trade-mark for 
its machines, cement and shoes, the word “Ago.” For some reason, 
not necessary to discuss here, its venture was not very successful. 

In 1928 the Bresnahan Shoe Company began the manufacture 
of “Compo” shoes with machinery and equipment of its own devis- 
ing, and caused to be registered the word “Compo” as a trade-mark 
for such shoes. Shortly thereafter, it assigned its business and 
“Compo” trade-mark for boots and shoes to appellee, which has 
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since that time been engaged in supplying shoe manufacturers 
with machinery and cement for making “Compo” shoes. The 
Compo Shoe Machinery Corporation does not make shoes, but deals 
with shoe manufacturers, granting licenses for the use of the 
trade-mark “Compo” on the product manufactured with their 
machinery and cement. 

The United Shoe Machinery Corporation, appellant, is a later 
arrival in the same field and supplies shoe manufacturers with 
machinery and cement for making “Compo” shoes. 

The Examiner of Interferences in the cancellation proceeding 
held that the term “Compo” in the registered trade-mark was 
descriptive; that appellant had sufficiently alleged and proved 
injury, and recommended that the trade-mark be cancelled. In the 
opposition cases he held that the notices were insufficient, since 
there was no allegation of use of the trade-mark by the opposer, 
relying upon Andrews Radio Co. v. Timmons Radio Products 
Corp., 1926 C. D. 39, 345 O. G. 798 [16 T.-M. Rep. 185]. On 
account of the insufficiency of the notices, he dismissed the opposi- 
tion and adjudged that the applicant was entitled to registration. 

The Commissioner of Patents affirmed the action of the Exam- 
iner of Interferences as to the opposition proceedings, but reversed 
his decision in the cancellation proceeding, holding that the peti- 
tioner had not alleged nor shown sufficient interest to entitle it to 
interfere, and the petition was dismissed and it was adjudged that 
the registration should not be cancelled. 

We think under the evidence in this case that the term “Compo,” 
when applied to the shoes, shoe cement, and cement softener upon 
which the trade-mark was used, is descriptive of such merchandise. 
On this record the term never became obsolete so as to destroy its 
descriptive character. The mere fact that “Compo” shoes were 
not dealt in nor referred to by name to any great extent during 
a period of many years does not justify the conclusion that the 
term had become obsolete when appellee adopted it as a trade-mark. 

The controlling facts of the case at bar are very different from 
those in the case of Le Blume Import Co. v. Coty, 293 Fed. 344 
[13 T.-M. Rep. 233] (chiefly relied upon by appellee), where 
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were sold and dealt in as “Compo” shoes. As early as 1877, a 
patent was granted by the United States Patent Office for apparatus 
for pressing the soles of “Compo” shoes against the uppers. In 
the years 1878, 1879, and 1881, other patents for napping the 
fibers on shoe soles of “Compo” shoes and for sole-pressing 
machinery for “Compo” shoes and for machinery for cementing 
shoe uppers and soles of “Compo” shoes were applied for and 
granted. These patents, containing frequent mention of the term 
“Compo,” are set out in the record. 

Appellant introduced into the record letters, and extracts from 
trade journals, newspapers and directories, the dates of which 
range from 1873 to the time of taking testimony, and all of which 
contain frequent references to “Compo shoes,” “Compo process,” 
“Compoing shoes,’ “Compo work,’ “Compo cement,” “Compo 
kettle,” etc. Some of such printed matter was published in the 
years 1878, 1879, 1897, 1914, 1923, 1924, 1927, and 1928. The 
record would seem to justify the conclusion that between 1873 
and 1928 there were periods consisting of probably a dozen years 
during which the term, if used at all, was used infrequently. 

The manufacture and sale of “Compo” shoes was discontinued, 
apparently on account of the fact that no suitable cement or suit- 
able cementing machinery had been devised with which a shoe 
meeting the commercial requirements could be produced. With 
the advent of pyroxylin or celluloid cements, for attaching the out- 
sole to the shoe, and the improvement in compressing machinery, 
interest in the “Compo” shoe was revived and about the year 1914 
a German concern, Atlas Werke, succeeded in interesting American 
shoe manufacturers in its machine and celluloid cement for mak- 
ing the “Compo” shoe. It, however, adopted as a trade-mark for 
its machines, cement and shoes, the word “Ago.” For some reason, 
not necessary to discuss here, its venture was not very successful. 

In 1928 the Bresnahan Shoe Company began the manufacture 
of “Compo” shoes with machinery and equipment of its own devis- 
ing, and caused to be registered the word “Compo” as a trade-mark 
for such shoes. Shortly thereafter, it assigned its business and 
“Compo” trade-mark for boots and shoes to appellee, which has 
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since that time been engaged in supplying shoe manufacturers 
with machinery and cement for making “Compo” shoes. The 
Compo Shoe Machinery Corporation does not make shoes, but deals 
with shoe manufacturers, granting licenses for the use of the 
trade-mark “Compo” on the product manufactured with their 
machinery and cement. 

The United Shoe Machinery Corporation, appellant, is a later 
arrival in the same field and supplies shoe manufacturers with 
machinery and cement for making “Compo” shoes. 

The Examiner of Interferences in the cancellation proceeding 
held that the term “Compo” in the registered trade-mark was 
descriptive; that appellant had sufficiently alleged and proved 
injury, and recommended that the trade-mark be cancelled. In the 
opposition cases he held that the notices were insufficient, since 
there was no allegation of use of the trade-mark by the opposer, 
relying upon Andrews Radio Co. v. Timmons Radio Products 
Corp., 1926 C. D. 39, 345 O. G. 798 [16 T.-M. Rep. 185]. On 
account of the insufficiency of the notices, he dismissed the opposi- 
tion and adjudged that the applicant was entitled to registration. 

The Commissioner of Patents affirmed the action of the Exam- 
iner of Interferences as to the opposition proceedings, but reversed 
his decision in the cancellation proceeding, holding that the peti- 
tioner had not alleged nor shown sufficient interest to entitle it to 
interfere, and the petition was dismissed and it was adjudged that 
the registration should not be cancelled. 

We think under the evidence in this case that the term “Compo,” 
when applied to the shoes, shoe cement, and cement softener upon 
which the trade-mark was used, is descriptive of such merchandise. 
On this record the term never became obsolete so as to destroy its 
descriptive character. The mere fact that “Compo” shoes were 
not dealt in nor referred to by name to any great extent during 
a period of many years does not justify the conclusion that the 
term had become obsolete when appellee adopted it as a trade-mark. 

The controlling facts of the case at bar are very different from 
those in the case of Le Blume Import Co. v. Coty, 293 Fed. 344 
[13 T.-M. Rep. 233] (chiefly relied upon by appellee), where 
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the word “Lorigan” was held to be registrable as a trade-mark 
for perfume. “Lorigan” and “Origan” meant the same. “Origan” 
was the name of a rare plant. The principal base of Coty’s per- 
fume was not the essence from the origan plant, although it was 
claimed to be the principal basis of other perfumes. The court 
pointed out the equities of Coty who, unlike the appellee in the 
case at bar, was the originator of the term as applied to perfume, 
and also called attention to the suggestive rather than descriptive 
character of the term, and applied the doctrine of secondary 
meaning. The Examiner of Interferences in the cancellation pro- 
ceedings at bar thoroughly considered that case and aptly distin- 
guished it from the case at bar. 

One of appellee’s witnesses claimed to have “originated” the 
term “Compo.” Upon this record it can hardly be said that he 
“originated” it; at most he only brought it into more extensive use. 
If appellee’s position in this case is correct, a manufacturer of 
women’s wearing apparel could “originate” the term “bustle” and 
get a monopoly upon the term, since bustles, as far as we know, 
are no longer used and have not been in use nor have they been 
often referred to in literature or conversation during the greater 
portion of the last half century. If appellee’s contentions with 
respect to a trade-mark right in the word which it claims to be 
obsolete were approved by the courts, the problems of the Patent 
Office and the courts in determining what words were “obsolete and 
forgotten” would increase in frequency and perplexity. A trade- 
mark, as was held by the United States Supreme Court in Bour- 
jois & Co. v. Katzel, 260 U. S. 689, 692 [13 T.-M. Rep. 69], 
carries with it a monopoly, as far as it goes, no less complete than 
does a patent. Such monopolistic rights must rest on foundations 
more secure than those upon which appellee relies. 


While no one has offered any explanation as to just why the 
word “Compo” was first applied to shoes, it is clear, upon this 
record, that for half a century when the term was applied to 
shoes, it was understood to mean shoes with cemented soles. We 
note, however, that the noun “compo” is a word of the English 
language and is defined in the dictionary. 
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Appellant’s witness, Brown, testified that he had made “Compo” 
shoes during a period from 1876 to 1892 and dealt in them by use 
of the term “Compo shoes.” He recalled the names of at least 
eight other shoe manufacturers, located near him, who did likewise. 
If appellee’s registered mark is a valid one, witness Brown could 
not again engage in the manufacture of “Compo” shoes and safely 
use the term “Compo” in his dealings. 

For the reasons hereinbefore stated, and without further dis- 
cussing the many other pertinent reasons and suggestions afforded 
by the record, supporting our conclusions herein, we must hold 
that the term “Compo” is descriptive and cannot be appropriated 
as a registered trade-mark. 

We now proceed to a discussion and decision of the question of 
the sufficiency of the petition for cancellation and notices of opposi- 
tion and the proof thereunder. 

In the cancellation proceeding, the Examiner of Interferences 
held the petition to be sufficient, and convincingly and clearly 
pointed out the difference in the character of allegation and proof 
required in a case where a cancellation was sought of a descriptive 
term by reason of the fact that such registration was a restraint 
upon the use of what was publici juris, and in a case where, by 
reason of confusion in trade, the cancellation was sought of a mark 
in which both parties claimed ownership and which both parties 
claimed pointed to the origin of their goods. 

We went into this question quite thoroughly in Model Brassiere 
Co., Inc. v. Bromley-Shepard Co., Inc., 18 C. C. P. A. (Patents) 
1294, 49 F. (2d) 482 [21 T.-M. Rep. 382], and much that was 
said there need not be repeated here. 

Sections 6 and 13 of the Trade-Mark Act of February 20, 1905, 
under which these proceedings were instituted, provide, respec- 
tively, that anyone may oppose the registration of a mark “who 
believes he would be damaged by the registration,’ and that any 
person may apply at any time for cancellation whenever he “shall 
deem himself injured by the registration of a trade-mark in the 
Patent Office.” One is a provision for preventing a registration 
which would result in his damage and the other is to cancel such 









aa Paras ae 


i PN 5 ee 











166 TWENTY-TWO TRADE-MARK REPORTER 







a mark after it has been registered, if he deems himself injured. 
Obviously, both proceedings are intended to bring about the same 
result, insofar as each provides a method of avoiding injury flowing 
from the existence of a registered trade-mark, and it seems clear 
to us that no greater degree of interest need be alleged or proved 
in one of such proceedings than in the other. 

The appellant here is not seeking to cancel the registered trade- 
mark “Compo” or to oppose the registration of the same for the 
purpose of determining ownership of the term or of acquiring the 
exclusive right to use the same, but it is seeking to prevent another 
from being in a position to legally claim prima facie ownership and 
right of exclusive use. 

The statute gives any person who believes he would be dam- 
aged the right to oppose, and any person who shall deem himself 
injured the right to petition for cancellation. These provisions 
are very broad and should be broadly construed. Of course, 
Congress did not mean to grant these rights to a mere intermeddler 
—to one who had no interest in the use of the term, and thereby 
authorize such a person to interfere in the affairs of others and 
in the business of the Patent Office. Certainly, the person seek- 
ing to cancel a registration or oppose an application for registration 
must have a greater interest than a member of the general public 
who by such registration suffers no invasion of his rights and 
privileges. It is well understood in the application of equitable 
remedies that one who seeks such application is bound to show an 
interest in a suit personal to himself and not such an interest as 
he has only by virtue of being a citizen. Tyler v. Judges of the 
Court of Registration, 179 U. S. 405, 406; Massachusetts v. Mellon, 
262 U. S. 447, 488. We know of no reason why this rule does not 
apply here. 

But the interest shown by the appellant here certainly is not 
the interest of an intermeddler or one whose rights are not vitally 
at stake. The petition for cancellation, filed in February, 1929, 
and amended in May, 1929, alleged that petitioner ‘will be seri- 
ously damaged by the said registered trade-mark” for reasons which 


it then proceeded to enumerate. It alleged that it was a corpora- 
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tion engaged in manufacturing, and supplying to users, shoe 
machinery and various findings and supplies used in the manu- 
facture and repair of boots and shoes; that for some time past it 
had been engaged in the development of machinery for making 
“Compo” shoes with the definite plan of supplying shoe manufac- 
turers with such machines and with the necessary cement for 
making such shoes; that the development of such machines had 
at that time been practically completed and that such a machine 
had already been put to use in a shoe factory; that “other of 
these machines are to be manufactured by applicant immediately 
and put into use’; that prior to the filing of the application for 
cancellation, applicant and its customers or prospective customers 
had used the word “Compo” as a descriptive adjective in connec- 
tion with the shoes manufactured or to be manufactured on appli- 
cant’s machines; that for a great many years it had been and then 
was selling to shoe manufacturers various cements and adhesives 
used in the manufacture of boots and shoes, including cements 
that were capable of use in the making of “Compo” shoes, and 
that the applicant intended in the future to supply to the shoe 
manufacturers such cements and adhesives as were particularly 
adapted for the making of “Compo” shoes. The petition then 
specifies the manner in which it will be damaged by its customers 
refusing to use its machinery unless they can call the shoes by 
their right name, and that it would undoubtedly be precluded from 
the use of the word “Compo” in connection with its machines and 
cement except at the risk of infringing such trade-mark. 

The proof introduced goes further than to prove the allegations 
of the petition since by the time the proof was taken much advance- 
ment had been made in placing its machines and cement upon the 
market. 

In its notices of opposition which were filed January 8, 1929, 
it alleged that it believed it would be seriously damaged by the 
registration of the proposed trade-mark and assigned as reasons 
why it would be damaged, that it was a corporation engaged in 
the business of manufacturing, and supplying users, shoe machinery 

and various findings and supplies used in the manufacture and 
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repair of boots and shoes; that during the preceding year it had 
begun the development of machines for making “Compo” shoes with 
the definite plan of supplying shoe manufacturers such machines 
and the necessary cement for making such shoes on such machines 
and that, at the time of filing the application, the development of 
such machines was nearly completed and that at that time it 
expected to put such machines in use in a shoe factory on or about 
February 1, 1929; that other machines were to be manufactured by 
the opposer and immediately put into use; that it had been for a 
great many years, and was then, selling to shoe manufacturers 
various cements and adhesives used in the manufacture of boots 
and shoes, including cements capable of use in the manufacture 
of “Compo” shoes; and that it intended to supply to shoe manu- 
facturers generally machinery and cements particularly adapted 
for use in connection with “Compo” shoes and in connection with 
machines that opposer had developed for that purpose. 

The proof in the opposition proceedings and the application 
for cancellation was the same. Appellant showed that in the 
exchange of correspondence between its officers it had used the 
term “Compo” in connection with shoes in 1914. This, of course, 
was not a trade-mark use nor a use in the trade generally, but it 
is of value to show that in connection with its business in which it 
was engaged at the time it filed its application, it was desirable to 
use and probably necessary to use this term in order to fully de- 
scribe this particular kind of shoe-making machinery and the 
product thereof. 

The proof shows that its definite plan of supplying shoe manu- 
facturers with such machines and cement upon which it was pro- 
ceeding at the time of filing the notices and petition, was carried 
out. Not only was appellant justified in believing that it would 
be damaged and in deeming that it was injured by appellee’s 
asserted monopoly of the term “Compo,” but we think it has 
alleged and shown a state of facts where damage was certain to 
result to it if appellee’s claimed monopoly was not successfully 
disputed. 
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Under circumstances such as are shown in this case, we think 
it unnecessary for the opposer or applicant for cancellation to 
allege and prove any use of the term complained of. It is only 
necessary under such circumstances to show such interest as will 
justify the conclusion that damage to it will ensue if the use of 
such term by it or its customers in describing their goods is denied. 
Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., supra. 

This is not a case of a party who is not engaged in the “Compo” 
shoe machine and cement business and who only contemplates 
going into it in the future, and has no real interest in the business 
at the time of filing the application, seeking to clear the registra- 
tion books of descriptive terms to which it may find objection. 
Those who are engaged in trade have the right to freely use, in 
connection with their business, terms which describe their goods 
and they and their customers should not be handicapped in such 
use by the threat of invalid registrations, and those who are so 
engaged are warranted in taking advantage of their statutory right 
to remove such threat “‘at any time’ when they are justified in the 
belief that damage will ensue to such business by reason of its 
natural development and expansion being hampered. 

We said in Model Brassiere Co., Inc. v. Bromley-Shepard Co., 
supra: 

As long as the word “ensemble” is a registered trade-mark, it is a 
threat, not only against the party who manufactures and sells merchandise 
like that of the parties to this suit, but to all who buy of them for the 
purpose of resale. Its continuance as a registered trade-mark, which 
mark appellant urges is prima facie legal, thus has the tendency to inter- 
fere with and hamper the commerce of the country and the clearly defined 


rights of tradesmen. See Electro Steel Co. v. Lindenberg Steel Co., 43 App. 
D. C. 270, 5 T.-M. Rep. 295. 

That appellee was not required to show use on the date the petition 
was filed, and that the record shows injury to appellee, and its right to 
petition is supported by Andrews Radio Co. v. Timmons Radio Products 
Corp., supra; Elishewitz v. Leyser Green Co., 47 App. D. C. 193 [8 T.-M. 
Rep. 34]; Hydraulic Press Brick Co. v. Hocking Valley Products Co., 
120 M. D. 196 [7 T.-M. Rep. 155]; Electro Steel Co. v. Lindenberg 
Steel Co., supra. While we are of the opinion that the petitioner was not 
required to show that he used the term on the date the petition was filed, 
he is, of course, required to show a statement of facts from which it may 
be found that he was being injured at that time. He would have no right 
to complain about the registration of the offending mark if, at the time 











170 TWENTY-TWO TRADE-MARK REPORTER 


he filed his petition, he was not being injured by it. Elishewitz v. Leyser 
Green Co., supra. 

In Elishewitz v. Leyser Green Co., 47 App. D. C. 193, the 
Court of Appeals of the District of Columbia approved the finding 
of the Assistant Commissioner with reference to a descriptive 
trade-mark in which the Commissioner used the following language: 


The petitioner for cancellation shows injury by the registration, though 
injury will be presumed to follow the improper registration of any descrip- 
tive word. 

While we have not had the exact questions before us that were 
before the Commissioner of Patents in the Elishewitz case, supra, 
and in Marinello v. Plough Chemical Co., 151 M. D. 311 [15 T.-M. 
Rep. 541], and Fleischman Co. v. Anderson, 140 M. D. 488 [12 
T.-M. Rep. 474], and have not found it necessary to pass upon the 
same state of facts as were therein involved, we think these deci- 
sions are predicated upon a correct view of the law on the question 
now before us. 

In the Marinello case, supra, it was held: 


Nor is it necessary, in opposing the registration of a descriptive mark, 
to show use of the mark; it is sufficient that the opposer is a dealer in the 
goods described by the mark as injury will be presumed to follow the 
improper registration of any descriptive word. (Fleischman Co. v. Ander- 
son, 140 M. D. 488 [12 T.-M. Rep. 474].) Clearly the opposer is a dealer 
in the goods described by the applicant’s mark. 


In the Fleischman Co. case, supra, it was said: 


Since this is a descriptive mark, a dealer in goods properly described 
by the mark may oppose. “Injury will be presumed to follow the improper 
registration of any descriptive word.” 


Furthermore, the statement of facts contained in this record, 
we think, makes the rule laid down in Canal Co. v. Clark, 13 Wall. 
311, 323, applicable here. It was there said: 


No one can claim protection for the exclusive use of a trade-mark or 
trade-name which would practically give him a monopoly in the sale of 
any goods other than those produced or made by himself. 


For the foregoing reasons we conclude that the trade-mark 
sought to be cancelled and the mark sought to be registered are 
descriptive of the goods upon which they were to be used and 
that the appellant, in its cancellation and opposition proceedings, 
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has sufficiently alleged and abundantly proved the elements of 
damage contemplated by the statute, and that it is a proper party 
in interest. 

The decisions of the Commissioner of Patents in the opposition 
proceedings, dismissing the oppositions and adjudging the applicant 
entitled to registration, are reversed, and his decision in the can- 
cellation proceeding, reversing the decision of the Examiner of 
Interferences, and adjudging that the registration of appellee 
should not be cancelled, is reversed. 


In THE MATTER OF THE APPLICATION OF CALIFORNIA PERFUME 
Company, INc. 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2926 
March 28, 1932 


Trape-Marks—“Avon”—GEOGRAPHICAL TERM. 
The word “Avon,” used as a trade-mark for toothbrushes, held to be 
merely geographical, and hence unregistrable. 
Appeal from a decision of the Commissioner of Patents, deny- 
ing registration. Affirmed. For the Commissioner’s decision, see 
20 T.-M. Rep. 607. 


Henry C. Hunt, of Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner of 
Patents. 


Buianp, J.: Applicant’s application for registration of its 
alleged trade-mark “Avon,” as applied to toothbrushes, was, by the 
Commissioner of Patents, denied on the ground that the term was 
geographical. 

Upon appeal to this court, appellant contends that its mark 
is not merely geographical and is not, therefore, barred from regis- 
tration by the following provision in section 5 of the Trade-Mark 
Act of February 20, 1905: 


. . . . That no mark . . . . merely a geographical name or term, shall 
be registered under the terms of this Act. 
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Appellant relies upon In re Plymouth Motor Corp., 18 C. C. 
P. A. (Patents) 838, 46 F. (2d) 211 [21 T.-M. Rep. 157], as 
supporting its contention that the term “Avon” is not merely geo- 
graphical within the meaning of the statute. It points out various 
dictionary and encyclopedia definitions of the word “Avon” and 
cites various uses of the term in standard literature. 

As we understand appellant’s position, it is that “Avon” is 
the name of various towns in at least three states of the United 
States and that to this extent the term is geographical, but that 
it is not merely geographical, since it is the name also of a river in 
the midland country of England upon which William Shakespeare 
lived, and that the name suggests Shakespeare. It was also argued 
orally by appellant that “Avon” means river—any river. Appel- 
lant points out that in Manogue-Pidgeon Iron Co., 97 O. G. 2084, 
1901 C. D. 214, it was held that the word “delta,” although the 
name of counties in Michigan and Texas, as well as the name of 
numerous small towns, was a valid trade-mark for articles because 
its significance as a letter of the Greek alphabet and as a general 
term applied to the mouths of some rivers was superior to its geo- 
graphical meaning. Other authorities are cited to which we deem 
reference unnecessary. 

In In re Plymouth Motor Corp., supra, this court held the words 
“Chrysler Plymouth,” as applied to automobiles, to be registrable 
and not to be merely geographical. The conclusion in the case was 
reached upon the theory that while Plymouth is the name of towns 
in England, Massachusetts, and elsewhere, the term as a whole is 
not merely geographical. In that case it was also contended that 
the word “Plymouth” had acquired a secondary meaning suggestive 
of certain traits of character of the Pilgrims, such as endurance, 
strength, enterprise, honesty, etc. We held there that the term 
“merely,” as used in the statute, must be given its ordinary mean- 
ing and that when a term acquires a secondary meaning it is not 
“merely geographic, or solely geographic, or only geographic.” 
(Italics quoted.) We therein cited the cases of Kitschinski v. 
Keller, et al., 49 Cal. App. 406, 1938 P. 587 [11 T.-M. Rep. 1], 
involving the trade-mark “Philadelphia Shoe Store,’ and In re 
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Jewell Belting Co., 110 O. G. 309, 1904 C. D. 150, involving the 
trade-mark “Gibraltar.” 

Appellant has called our attention to no meaning of the word 
“Avon” other than one which is merely geographical. The name 
of a river is geographical. “Geographical” is defined as “of or 
pertaining to geography.” Geography relates to towns, countries 
and subdivisions thereof, mountains, valleys, rivers, etc., the names 
of which suggest fixed locations. Webster’s New International 
Dictionary (19382). If “Avon” were a term which described all 
rivers, which it is not, appellant’s cited authority, Manogue-Pidgeon 
Iron Co., supra, involving the trade-mark “delta” would be more 
in point. 

In Columbia Mill Co. v. Alcorn, 150 U. S. 460, the Supreme 
Court of the United States held the trade-mark “Columbia” to be 
invalid. Columbia is the name of 1 river and the name of a town. 
One of the grounds upon which the court held the mark to be invalid 
was that it did not indicate origin but indicated location only. The 
Supreme Court said that “the word or words, in common use as 
designating locality, or section of a country, cannot be appropriated 
by any one as his exclusive trade-mark.” 

The decision of the Commissioner of Patents is affirmed. 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 
Descriptive Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the words “Liquid Sugar” as a trade- 
mark for sugar, syrups and melts, both refined and crude, since 
these words are merely descriptive of the goods. 

In his decision, after noting applicant’s argument that the 
words are merely suggestive and that applicant had cited various 
instances where the marks are alleged fully as descriptive as its 
mark, the First Assistant Commissioner said: 


It is not thought the reference to these other registrations can help 
the applicant’s case. 
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The notation is regarded as merely descriptive, as completely so as 
liquid glue or liquid cement or liquid soap when applied to these respective 
products. Rit Products Corporation v. Park & Tilford, C. C. P. A., decided 
February 8, 1932 [22 T.-M. Rep. 104].’ 


Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Permatone” as a trade-mark for textile fabrics in the 
piece, designated as cotton fabrics or cotton fabrics decorated with 
rayon, in view of the prior adoption and use by opposer of the 
term ‘“Permalawn”’ as a trade-mark for cotton goods in the piece. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. Appli- 
cant was further held not entitled to the registration for which 
it had made application because it had never owned the goods on 
which the mark was used but merely bleached or dyed them. 

With respect to the goods, the Assistant Commissioner stated 
that he agreed with the holding of the Examiner of Interferences 
that the goods were of the same descriptive properties, being both 
cotton goods of the same class. With respect to the marks, he said: 


A comparison of the marks shows that the first two syllables thereof 
are identical and that the last syllables have the same number of letters 
and are confusing in sound and appearance. Clearly, the points of resem- 
blance of the two marks far outweigh the points of difference. 


With respect to the last ground of the decision, the Assistant 
Commissioner said: 


It is a well-settled principle in the law of trade-marks that the func- 
tion thereof is to identify goods as to their origin or ownership. It defi- 
nitely appears from the applicant’s record that it never possessed title to 
the goods which it bleaches or dyes, and that the sole function of its mark 
is as an identification of the quality or character of its work upon the 
goods. (Citing In re Gregg & Sons, Inc., 373 O. G. 759, 58 App. D. C. 70, 
24 F. [2d] 898 [18 T.-M. Rep. 182].)? 


*Ex parte Refined Syrups, Inc., Serial No. 303,547, 156 M. D. 839, 
February 15, 1932. 


? American Bleached Goods Company, Inc. v. The Defiance Manufactur- 
ing Company, Opposition No. 10,315, 156 M. D. 840, February 24, 1932. 
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GvuERLAIN PeRFUuMERY CoRPORATION OF DELAWARE Y¥. SAMUEL 


S. Kien 
United States District Court, Eastern District of New York 


March 30, 1932 


Unrar CompeTirion—Se.uinc Puarntirr’s Perrumes Unper Onpicinar 
Trape-Mark BUT wITH Appep INGREDIENTS—UseE oF MISLEADING 
LaBeLs—“GuERLAIn,” “MitsouKo” anp “SHALIMAR.” 

Defendant, Klein, doing business under the name of “Villon, 
N. Y. C.,” placed on the market plaintiff's “Shalimar” perfume in 
small vials with original contents and bearing label “Genuine Extracts 
of Shalimar with Villon blender,” rebottled by Villon, N. Y. C., inde- 
pendent of Guerlain,” held guilty of unfair competition, particularly 
as he did not state on his label his formula or the percentage of plain- 
tiffs product contained therein. 

Unrair CompetitTion—Form or DEcreEEz. 

In the case at issue, defendant was prohibited from selling a product 
containing “Shalimar” or any other product of plaintiff combined 
with undisclosed ingredients of his own, unless labels and advertising 
matter disclosed with the same prominence as any other matter the 
exact percentage of “Shalimar” and of such other substances; further- 
more, that the product so offered was compounded by defendant (stat- 
ing his true name) immediately followed by the words, “doing business 
under the registered trade-name of Villon, at (stating the street address, 
borough, city and state).” 


In equity. Action for unfair competition. Injunction granted. 


Mock & Blum, of New York City, for plaintiff. 
Maz Seidenbaum, of New York City, for defendant. 


Byers, D. J.: In this cause the plaintiff seeks an injunction 
against the defendant from using the plaintiff's trade-marks “Guer- 
lain,” ““Mitsouko” and “Shalimar,” except to designate plaintiff's 
genuine products in their original packages. 

Registration of these marks for perfume, etc., and ownership 
by the plaintiff have been shown, and are not disputed. 

Plaintiff also seeks to enjoin the use by defendant of mis- 
leading labels, display cards, and the like, and an accounting of 
profits and damages. 

The plaintiff for many years has been engaged in selling its 
products under the said trade-marks, and, through advertising and 
developing its business has built up a large and profitable dis- 
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tribution of its products, and a valuable good-will in the trade to 
which it caters and among the consuming public. 

The product concerning which the testimony was taken is 
“Shalimar,” a perfume said to be much in demand, upon which the 
retail prices vary from $12.50 for a 1-ounce bottle to $75.00 for 
an 8-ounce bottle. 

By reason of the price charged for this perfume, the custom 
has grown for retail purveyors to sell it in small] bottles or vials, 
not original packages, but authentic as to content, so that the public 
who so desire can buy in small quantities, such as a dram. For 
the latter quantity the average price is from $1.15 to $1.25. 

Sales of the product in these small quantities are made under 
the trade-mark of the plaintiff, so that the perfume is identified as 
of the plaintiff's, even though not sold in the original bottles. 

This form of distribution in small bottles has opened a field 
of competition in which the defendant has sought to establish him- 
self by offering for sale an article which he describes, on a counter 
card to which are affixed one dozen small cylindrical shaped vials 
of perfume, as “Genuine Extracts” of “Shalimar” (and other named 
perfumes) “With Villon blender, rebottled by Villon, N. Y. C., 
independent of x x Guerlain x x. 

The price of these vials is 35 cents each, and the holding out 
to the public is, that a given vial contains Guerlain’s Shalimar with 
Villon blender, rebottled by Villon, independent of Guerlain. 

It should be said that the cards are 10 inches high and 14 inches 
broad, and are intended to be used as easels on the top of a show 
case. The legend beginning “With Villon blender,” etc., occupies 
the lower 2 inches of the card, and, while the lettering is clearly 
observable (5<-inch letters), if the card or easel is placed behind 
other objects on the show case or counter, the explanatory words 
are wholly or partly hidden. 

The defendant asserts that he is violating no right of the plain- 
tiff, because his card is truthful, in that he used genuine “Shali- 
mar’ with what he calls a “blend” of his own devising, and that 
the public is so notified, and that consequently he is not guilty 
of violating the plaintiff's trade-mark, or of unfair competition. 
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So far as the trade-mark question is concerned, the defendant 
relies upon Prestonettes, Inc. v. Coty, 264 U. S. 359 [18 T.-M. Rep. 
135], but he does not bring himself within the decree in that case, 
which required a statement of the respective percentages of the 
original product, and the added constituent. The defendant here 
testified that he followed no written formula in producing that 
which he sells, but “carried it in his head.” He was either unwill- 
ing or unable to state the formula, although the court offered him 
the opportunity of doing so without incorporating it in the record. 

Moreover, the answer to the amended complaint contains no 
defense with respect to the paragraphs 8 and 35 of the latter, 
reading as follows: 


“8. Prior to the filing of this complaint and subsequent to the 
year 1924, and in about the year 1931, the defendant herein has 
sold and offered for sale in the Eastern District of New York and 
elsewhere in interstate and intrastate commerce in the United States 
certain vials of liquids labelled as follows: 

“‘Guerlain’s Shalimar et Villon Blend Rebottled by Villon, N. Y. C. 
Wholly Independent of Guerlain.’ 

“‘Guerlain’s Mitsouko et Villon Blend Rebottled by Villon, N. Y. C. 
Wholly Independent of Guerlain.’ 


“Said vials of liquids, so sold and offered for sale by defendant, 
have been put out by him mounted on display cards and a photostat 
of one of said cards is hereunto annexed and marked ‘Plaintiff's 
Exhibit, Defendant’s Display Card.’ One of said display cards 
and specimens of said vials and labels are hereunto annexed and 
marked ‘Defendant’s Article.’ 

“35. The use of the label referred to in paragraph 8 of this 
complaint and beginning with ‘Guerlain’s Shalimar’ constitutes 
infringement of the said trade-mark ‘Shalimar’ and also constitutes 
unfair competition in that the perfumed liquid of defendant does 
not have the odor or character of the genuine ‘Shalimar’ perfume 
put out by plaintiff, and because said label fails to state the propor- 
tions of plaintiff's ‘Shalimar’ perfume and the so-called ‘Villon 
Blend’ if any of the genuine ‘Shalimar’ perfume put out by plaintiff 
is present in the perfumed liquid put out by defendant.” 


Pursuant to Equity Rule 30, these averments are deemed con- 


fessed. 
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The defendant, Samuel S. Klein, is an individual who has been 
engaged in his present calling, according to his own testimony, 
since January, 1931. 

He testified that he adopted and registered with the county 
clerk of Kings County the trade-name “Villon” because he wanted 
something that would sound French. As he was offering for sale 
an article the only identified constituent of which was of French 
origin or derivation, it is clear that he had a reason for seeking 
thus to fabricate a misleading character for his commodity. 

This is not the least significant aspect of the defendant’s 
activity. 

There is uncontradicted testimony in the case that in the per- 
fumery industry there is no such recognized practice as “blending.” 

There is also uncontradicted testimony that scientific and prac- 
tical tests reveal that there is a marked difference between the 
plaintiff's “Shalimar” perfume and the contents of the small vials 
sold by the defendant; one of the witnesses for the plaintiff testified 
that he thought there was a little “Shalimar” present in the defend- 
ant’s product, and this decision proceeds upon that theory. 

The fact, that defendant sold one bottle of his own product 
to a witness called by plaintiff, and represented that it was “Shali- 
mar,” is deemed to have been established, but it is the only instance 
of the kind brought to light, and cannot, therefore, be sufficient 
to prove such a practice on the defendant’s part, and is not so 
urged in the plaintiff's brief. 

Upon all the testimony in the case, the following are the: 


Findings of Fact 


1. The plaintiff is the exclusive owner of the trade-mark “Shali- 
mar’ which it has used for many years in this country in connection 
with the sale of perfumes to retail distributors. 

2. The plaintiff’s good-will extends to the resale, in small quan- 
tities of a dram or less, of its “Shalimar’’ perfume, in other than 
original bottles, to the consuming trade. 
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3. The defendant, Samuel S. Klein, is doing business under 
a registered trade-name, not his own, to wit: ‘Villon,’ which he 
adopted because it is a French name. 

4. The plaintiff's perfume “Shalimar” is of French origin or 
derivation. 

5. The defendant is engaged in selling a liquid perfume con- 
sisting of unknown and undesignated ingredients combined with an 
undisclosed proportion of “Shalimar” perfume, in small vials or 
bottles. 

6. The defendant holds out to the public that the product sold 
by him is a “Genuine extract” and that it is Guerlain’s “Shalimar” 
with “Villon Blend Rebottled by Villon independent of Guerlain.” 

7. There is no such article known to the perfumery trade as 
“Blend.” 

8. The defendant is not French by birth or extraction. 

9. The use of the label employed by defendant upon the vials 
above referred to constitutes infringement of the plaintiff's trade- 
mark “Shalimar.” 

10. The evidence shows that the defendant has been unfairly 
competing with the plaintiff by offering for sale as a “genuine 
extract” a compound which is so advertised by the defendant as 
to cause a purchaser to believe that it is plaintiff's “Shalimar,” 
which is not the fact. 

11. The evidence shows that the defendant has been unfairly 
competing with the plaintiff in that the product sold by the defend- 
ant does not possess the odor of inherent qualities of plaintiff's 
“Shalimar” perfume; and in that the labels and advertising placard 
of the defendant do not set forth or state the proportion of “Shali- 
mar” perfume present in said product sold by defendant. 


Conclusions of Law 


1. The plaintiff is entitled to an injunction as prayed for in 
the bill of complaint, against the defendant with an accounting 
of profits and damages and costs. 

2. The defendant is forbidden to sell any product containing 
“Shalimar” or other of plaintiff's products, combined with undis- 
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closed ingredients of his own concoction, unless the labels and 
advertising matter pertaining thereto shall disclose with the same 
prominence as any other matter the exact percentage of “Shalimar” 
(or other product of plaintiff's) and the exact percentage of such 
other substances; and the further fact that the product so offered 
for sale is compounded by the defendant, stating his true name, 
immediately followed by the words, “doing business under the 
registered trade-name of Villon, at (stating the street address of his 
place of business, and the Borough, City and State).”’ 
Settle decree on three days’ notice. 


RecaMiER MANvuFAcTuRING Co., INc. v. Harriet Huspsparp Aver 
United States District Court, Southern District of New York 
April 13, 1932 


Unrair Competition—Svits—J uRISDICTION. 

Where there is no diversity of citizenship a count for unfair com- 
petition cannot be attached to a count for violation of a registered 
trade-mark. 

TrapvE-Marks—REGIsTRATION—DIscLaimeER—“HarrieT Hupsarp AYER.” 

Where an applicant, in filing applications for the registration of 
a trade-mark described the same as consisting of certain features, which 
did not include the facsimile signature of Harriet Hubbard Ayer, held 
that such statement amounted to a disclaimer of the said name as a 
part of the mark claimed. 

Trape-Marxs—“Hareiet Hussarp Ayer”—ABANDON MENT. 

In an action for infringement of a registered trade-mark consisting 
of the facsimile signature “Harriet Hubbard Ayer,” defendant’s regis- 
tration of said words in a facsimile signature, held to have been valid 
as against plaintiff's right to their use, inasmuch as it appeared that 
the latter’s use was discontinued in 1907 or 1908 and thereafter vir- 
tually abandoned. 

Trape-Marks—INFRINGEMENT—“UNCLEAN Hanns.” 

A party is not penalized because of misrepresentations that have 
been abandoned before the bringing of action. The false statements 
made by plaintiff in applying for registration of certain trade-marks, 
therefore, held irrelevant and insufficient, in the present issue, to sus- 
tain the defense of unclean hands. 

Trape-Marks—INFRINGEMENT—RIGHT OF MANUFACTURER UNDER ORIGINAL 
Formvuta To Use Name. 

Defendant, which received the right to use the name of Mrs. Harriet 
Hubbard Ayer from her daughter to identify preparations prepared 
under formulas originally used by her, held to have acquired a suf- 
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ficient ground for using the name “Harriet Hubbard Ayer” as a trade- 
mark and trade-name. 
TrapE-Marks—INFRINGEMENT—SUITS—COUNTERCLAIM. 

In the case at issue where plaintiff, although first to use the name 
“Harriet Hubbard Ayer” on toilet preparations, later discontinued 
such use for several years, and defendant began its use as a trade- 
mark on toilet preparations prepared under the original formula, 
plaintiff's bill was dismissed and a decree entered on defendant’s 
counterclaim. 

In equity. Action for a trade-mark infringement and unfair 
competition, with counterclaim by defendant. Plaintiff’s bills dis- 


missed and decree granted on defendant’s counterclaim. 


Breed, Abbott §& Morgan (Charles H. Tuttle, Arthur A. J. 
Weglein, and Isaac Reiss, of counsel), all of New York City, 
for plaintiff. 

Redding, Greeley, O’Shea & Campbell (Charles Neave, Worth- 
ington Campbell, and Ernest W. Marlow, of counsel), all 
of New York City, for defendant. 


Patrerson, D. J.: The plaintiff brought this suit for infringe- 
ment of a registered trade-mark, and the defendant filed a counter- 
claim for similar relief. The trade-mark in dispute is “Harriet 
Hubbard Ayer” written in script form, for use on toilet articles. 
The plaintiff claims that its right to the trade-mark goes back to 
1886, while the defendant traces a use beginning in 1907. 

The plaintiff's line of succession is Harriet Hubbard Ayer 
(1886-1887), Recamier Manufacturing Company (1887-1896), 
Maria E. Rinn (1896-1920), Anna E. Reynolds (1920-1931), and 
the plaintiff. As early as 1886 one Harriet Hubbard Ayer sold 
a face cream called Recamier Cream, made under a secret formula 
claimed to have come down from Madam Recamier, a famous 
beauty. In that year she filed an application for registry of trade- 
mark. Included in the application was a drawing. The drawing 
showed at the top the words “Recamier Cream”; next came a crest; 
at the bottom there was a facsimile signature “Harriet Hubbard 
Ayer.” In the description of the mark, however, the applicant 
made this statement: 


My trade-mark consists of the word-symbol “Recamier” and a crest 
composed of fasces surmounted by a coronet, out of which rises the head 
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of a lion. These have generally been arranged, as shown in the accom- 
panying facsimile, in which the word “Recamier” with the word “Cream” 
following it are in block capital letters, and arranged in the form of an 
arch over the said crest, and the facsimile of my signature is arranged 
below the said crest; but the style of lettering is unimportant, and the 
word “Cream” and the signature may be omitted without changing the 
character of the trade-mark, the essential features of which are the 
arbitrary word “Recamier” and the crest composed of fasces surmounted 
by a coronet out of which rises the head of a lion. 

The following year Mrs. Ayer assigned the trade-mark, along 
with other property used in the business, to Recamier Manufac- 
turing Company, a New York corporation, but not the plaintiff in 
this case. Mrs. Ayer owned stock in the corporation and was 
actively connected with it. In the instrument of assignment, she 
described the mark as “consisting of the word-symbol ‘Recamier’ 
and a cross (sic) composed of fasces surmounted by a coronet 
out of which rises the head of a lion.” The Recamier Company 
continued the manufacture and sale of Recamier Cream, and it 
also manufactured and sold other toilet preparations. The word 
Recamier and the crest, as well as the facsimile signature, were 
placed on practically all products, the signature sometimes in jux- 
taposition to the crest and sometimes at other places on the box 
or bottle. Stress was laid on the fact that no products were genuine 
without the signature, and Mrs. Ayer’s connection with the business 
was emphasized in many ways. For some years an extensive busi- 
ness was carried on and a great deal of advertising indulged in. 

In 1896 the Recamier Company found itself insolvent. At a 
receiver's sale in October, 1896, all the corporate assets, including 
trade-marks and good-will, were sold for $4,000 to Maria E. Rinn, 
formerly an employee of the company. Miss Rinn thereupon con- 
tinued the business under the trade-name of Recamier Manufac- 
turing Company. For a time she went on using the Harriet Hub- 
bard Ayer signature on the products. In 1897 Mrs. Ayer brought 
suit to put a stop to the use of her name in the business. This suit 
was dropped upon Miss Rinn’s affidavit to the effect that she had 
discontinued using the Ayer name. Mrs. Ayer, having been unsuc- 
cessful in business, took up lecturing and writing beauty articles 
for newspapers. She died in 1903. 
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The business was carried on by Miss Rinn until 1920, when 
she sold out to Miss Reynolds. During this period of twenty-four 
years, she sold creams and cosmetics made by the old formulas, 
under the old Recamier name and crest. Sales seem to have 
gradually dwindled away. The evidence is conflicting as to her 
use of the Ayer signature A witness, who has worked for the old 
company and also for Miss Rinn, stated that use of the signature 
was resumed in 1902 or thereabouts. Several other witnesses for 
the plaintiff, some of them customers and others persons in the 
drug business, testified that throughout this period the boxes of 
Recamier Cream which came to their notice bore the signature. On 
the other hand, tradesmen, who made labels and boxes for Miss 
Rinn, stated that the Ayer name did not appear on them in any 
form. Advertisements of Recamier Cream made no mention of the 
Ayer name. The letterheads which had featured the signature in 
earlier times no longer carried it. The defendant also called wit- 
nesses connected with wholesale drug houses who stated that the 
Recamier products purchased by them did not carry the signature. 
Although the plaintiff was able to produce many boxes, bottles and 
circulars that had been in use by the old corporation, prior to 1896 
when Mrs. Ayer was connected with the business, all bearing the 
signature, it produced practically no boxes, bottles or circulars 
that had been made for Miss Rinn during this later period. 

The 1886 trade-mark registration expired in 1916 without 
renewal. In June, 1920, Miss Reynolds, who had bought the busi- 
ness a month before, filed application for registry of the crest 
and word Recamier as a trade-mark. The original application made 
no mention of the Ayer signature. In February, 1921, while that 
application was still pending, however, she filed an amended appli- 
cation wherein the language of the 1886 registration was followed 
in mentioning the facsimile signature of Harriet Hubbard Ayer as 
arranged below the crest, but as capable of omission without affect- 
ing the essentials of the trade-mark. Registration was granted 
on December 13, 1921, the trade-mark being described as follows: 


This trade-mark consists of the word-symbol “Recamier” and a crest 
composed of fasces surmounted by a coronet, out of which rises the head 
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of a lion. These are arranged as shown in the accompanying drawing, 
in which the word “Recamier” with the word “Cream” following it are 
in block capital letters and arranged in the form of an arch over the 
said crest, and the facsimile of the signature of Harriet Hubbard Ayer 
(the original registrant of this trade-mark and my predecessor) is arranged 
below the said crest. 

At some time between 1920 and 1931 (the precise time does not 
appear), Miss Reynolds offered for sale jars of face cream bear- 
ing the Ayer signature as well as the name “Recamier” and the 
crest. In 1931 the plaintiff was organized as a New York corpo- 
ration, succeeded to Miss Reynolds’ business, put on the market 
a full line of products and straightway commenced this suit. 

The defendant is a New York corporation organized in 1907. 
Though sued as Harriet Hubbard Ayer, Inc., its real corporate 
name is simply Harriet Hubbard Ayer. Its organizers received 
permission to use the name Harriet Hubbard Ayer from one of 
Mrs. Ayer’s daughters, receiving at the same time the right to use 
certain formulas prepared or collected by Mrs. Ayer. It com- 
menced manufacturing and selling face cream, hair tonic and simi- 
lar articles. In 1908 the trade-mark Harriet Hubbard Ayer in 
script form was registered by one Thomas, who was active in the 
defendant’s business. This mark was assigned to the defendant 
and was renewed in 1928. The mark has been used without inter- 
ruption since 1907 on a great variety of toilet articles made by the 
defendant. 

The plaintiff has produced as bearing upon its contention that 
the defendant’s counterclaim should be dismissed because of unclean 
hands, that the latter has made various misrepresentations as to 
its business and its products. In the earlier years of its existence, 
it referred to itself in the feminine gender in some of its advertis- 
ing, plainly implying that it was the original and natural Harriet 
Hubbard Ayer, still living and conducting the business. Down to 
1921, at least, it also represented at various times that it had 
formerly made Recamier Cream and that the face cream then 
being sold by it was made from the same formula as Recamier 
Cream, neither of which statements was true. Further, in applica- 
tions for registry of various trade-marks, the defendant’s officers 
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made statements that were false. As to the word “Luxuria,’” it 
was stated in 1908 by Thomas that the trade-mark had been 
used “in my business and that of my predecessor, Harriet Hubbard 
Ayer, since January 1, 1895.” In the 1914 application for the 
word “Ayeristocrat,” the word was said to have been used in the 
defendant’s business and in that of its predecessor, Harriet Hub- 
bard Ayer, since 1898. And in the 1921 application for the Ayer 
signature on toilet soaps, it is stated that the mark had been used 
in the defendant’s business or in its predecessor’s business ever 
since 1894. All these statements were concededly untrue, as was 
also a statement, made in a 1928 price list, that the defendant was 
established in 1870. The fact is that it was established in 1907 
and that it had no predecessor in business. 

At the present time the defendant is selling its goods with the 
trade-mark “Harriet Hubbard Ayer” in script, and with Harriet 
Hubbard Ayer named as the maker. Its circulars refer to the 
“famous Harriet Hubbard Ayer Beauty Preparations,’ “Harriet 
Hubbard Ayer’s Face Powder,” and so forth. While the fact that 
it is a corporation is not set forth on the boxes, jars and labels, 
that fact was set forth on its 1928 price list, and in at least some 
of the circulars now used the corporate name is given as Harriet 
Hubbard Ayer, Incorporated. 

In its bill, the plaintiff alleged as a first count violation of the 
trade-mark registered by Mrs. Ayer in 1886 and again by Miss 
Reynolds in 1921. In a second count it set forth a cause of action 
for unfair competition. The defendant counterclaimed for infringe- 
ment of the trade-mark registered by Thomas in 1908 and renewed 
in 1928. In the course of the trial the defendant’s motion to dis- 
miss the unfair competition count for lack of jurisdiction was 
granted. Both parties are New York corporations, and such juris- 
diction as the court has is derived solely from the registration 
of the several trade-marks. Whatever the distinctions recognized 
in other circuits (see Vogue Co. v. Vogue Hat Co., 12 Fed. [2d] 
991 [15 T.-M. Rep. 519]) it has been laid down in this circuit 
as a sweeping rule that where there is no diversity of citizenship, 
a count for unfair competition cannot be tacked to a count for viola- 









ES (ie Ses 
Nae ee ee . 





186 TWENTY-TWO TRADE-MARK REPORTER 


out of the case, the issue is the trade-mark one. 


bard Ayer signature from the trade-mark is emphatic. 


and would have been dismissed on motion. 


tion of a registered trade-mark. Planten v. Gedney, 224 Fed. 382 
[5 T.-M. Rep. 382]. See Ingrassia v. A. C. W. Mfg. Corp., 
24 Fed. (2d) 703, 704. With the element of unfair competition 


1. In my opinion, the plaintiff's count for infringement of trade- 
mark does not show a cause of action cognizable in this court. 
There being no diversity, jurisdiction rests solely upon § 17 of 
the Trade-Mark Act (15 U.S. C. A. § 97), by virtue of which the 
district court may hear cases involving trade-marks which are 
registered under the Act. If there is no registry of the Ayer 
name as the trade-mark by the plaintiff or any of its predecessors, 
there is no jurisdiction. Elgin Watch Co. v. Illinois Watch Case 
Co., 179 U. S. 665. True, the plaintiff's bill alleges that both 
Mrs. Ayer in 1886 and Miss Reynolds in 1921 registered a trade- 
mark embodying the Harriet Ayer signature; but the applications 
and certificates themselves, which are annexed to the bill, show 
on their face that in each case the trade-mark which was in fact 
registered covered no more than the word “Recamier’” and the 
crest. In the 1886 registration, the exclusion of the Harriet Hub- 


The ele- 


ments of the trade-mark are twice specified in the description as 
“Recamier” and the crest. The Ayer signature shown in the draw- 
ing is explained as being merely something generally ‘arranged 
with” the trade-mark. This was an unmistakable disclaimer of 
the signature as part of the mark itself. Moreover, the Ayer regis- 
tration expired in 1916 and could in no event give jurisdiction over 
this suit commenced in 1931. In the 1921 registration, the exclu- 
sion of the Ayer signature is not as emphatic, but it is plain enough. 
Here again the mark is described as consisting of ‘““Recamier” and 
| the crest. The Ayer signature is “arranged” with the trade-mark. 
And the mark is said in this registration to be the same as that 
registered by Mrs. Ayer, which, as shown above, plainly did not 
cover the signature. The bill, therefore, did not show jurisdiction 


The defendant, however, saw fit to put in a counterclaim wherein 
it appears that it registered a trade-mark covering the Ayer sig- 
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nature. Due to the counterclaim, the case does involve a regis- 
tered trade-mark covering the Ayer signature and the United States 
courts have jurisdiction. The merits of the conflicting claims to 
the Harriet Hubbard Ayer trade-mark will, therefore, be con- 
sidered. The acquisition of a trade-mark being dependent upon 
use and not upon registration, the plaintiff is not necessarily fore- 
closed on the merits because the Ayer signature has never been 
registered as a trade-mark by it or its ancestors. If its use is a 
prior and unabandoned one, the defendant’s use is an infringement. 

2. The defendant’s use of the Ayer signature as a trade-mark 
has been continuous since registration in 1908, if not since incor- 
poration in 1907. For the plaintiff to prevail, therefore, it must 
show that one of its predecessors had used the signature as a trade- 
mark prior to that time and also that such use had not been aban- 
doned in 1907 or 1908. The proof establishes the contrary of both 
these propositions. 

Mrs. Aver and also the old Recamier Company made copious 
use of the Harriet Hubbard Ayer signature on boxes and labels 
between 1886 and 1896. But the 1886 registration stands as an 
admission that the signature was not part of the trade-mark. While 
the registration of a trade-mark does not prevent the later adop- 
tion of another device as a common-law trade-mark for the same 
article, the registration is evidence to show what was really claimed 
as the trade-mark. A limited registration is a strong indication 
against broader rights. Kohler Mfg. Co. v. Beeshore, 52 Fed. 455, 
affirmed in 59 Fed. 572; Richter v. Reynolds, 59 Fed. 577. Here 
the signature was not part of the mark, but was part of the dress 
of the goods. The fact that the name of the manufacturer or of 
an individual connected with the product is given prominence on 
the product along with the trade-mark does not merge the name 
into the trade-mark. In re William Crawford § Sons, Ltd., (1917) 
1 Ch. 550, 555. Doubtless Mrs. Ayer or the company could have 
prevented others from using the name, but their right to relief 
would have come from the law of unfair competition rather than 
the law of trade-marks. 


Spe ee aa ha ead 


See 


Sane 





ag Pet SER 









188 TWENTY-TWO TRADE-MARK REPORTER 


There are two more pieces of evidence that point in the same 
direction. When Mrs. Ayer assigned her trade-mark to the old 
Recamier Company in 1887, she described it as consisting of the 
word “‘Recamier’” and the crest. The Ayer signature was not 
mentioned. And when Miss Rinn purchased the trade-mark with 
the other Recamier assets in 1896, she promptly discontinued using 
the Ayer signature when her right to it was disputed by Mrs. Ayer. 
If the signature had been part of the trade-mark, it is safe to say 
that Miss Rinn, the undisputed owner of the trade-mark, would 
not have surrendered. The practical construction then placed upon 
the scope of the trade-mark by the interested parties is of prime 
importance. The conclusion is inevitable that the use made of the 
signature by Mrs. Ayer and the old Recamier Company was a non- 
trade-mark use; the signature was part of the dress of the goods, 
ancillary to the trade-mark but not a part of it. But if this con- 
clusion is erroneous, the plaintiff must still face the matter of 
abandonment of all use of the signature in 1897. 

In considering the issue of abandonment, we pass to the Rinn 
régime commencing in 1896. It starts with her affidavit in 1897 
that she has discontinued using the Ayer signature. The weight 
of evidence, I think, indicates that she never resumed it to an 
appreciable extent. In addition to the testimony of tradesmen 
who made her boxes and labels and the testimony of wholesale 
druggists who handled her products, we have the fact that her 
advertisements made no mention of Harriet Hubbard Ayer, the 
fact that practically no goods or literature definitely identified with 
the Rinn period were produced by the plaintiff, and the fact that 
Miss Rinn made no protest when the defendant launched its ship 
with the Harriet Hubbard Ayer flag flying from the mast. There 
is also the fact, quite significant in my opinion, that Miss Reynolds 
in her original application for registration in 1920 failed to men- 
tion the Ayer signature as comprising part of the trade-mark, and 
that her letterheads at the time carried only Recamier and the 
crest as the trade-mark. 

These pieces of proof outweigh the oral evidence given by the 
plaintiff’s witnesses as to continuity of use of the Ayer signature 
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and necessitate the conclusion that these witnesses have unwit- 
tingly confused the Recamier products of this period with those 
put out earlier by the old Recamier Company and perhaps also 
with those put out later by Miss Reynolds. I say “unwittingly” 
because the sincerity of most of these witnesses was manifest. The 
defendant having proved an unquestioned abandonment of the Ayer 
signature in 1897, the burden of proving a resumption of it by 
Miss Rinn was shifted to the plaintiff, and in my opinion the plain- 
tiff has not sustained the burden. I find, therefore, that Miss Rinn 
had the intent to abandon any and all use of the Ayer signature 
and that in 1897 she did in fact abandon it once and for all. See 
Baglin v. Cusenier Co., 221 U. S. 580 [1 T.-M. Rep. 147]; Beech- 
Nut Packing Co. v. Lorillard Co., 273 U. S. 629; Rockowitz Corset 
Co. v. Madame X Co., Inc., 248 N. Y. 272 [18 T.-M. Rep. 82]. 

The use of the signature made by Miss Reynolds is of little 
consequence because it is comparatively recent, long after the period 
of the defendant’s continuous use had commenced But even her 
use was apparently a non-trade-mark use. As already explained, 
her registration while mentioning the signature did not claim it 
as part of the trade-mark, and presumably her use of the device 
was of the same character as the use by Mrs. Ayer and the old 
company many years ago—as an accessory but not as a trade-mark. 

For these reasons I am satisfied that priority of use is with the 
defendant. The plaintiff's bill fails on the merits, and the defend- 
ant is entitled to prevail on its counterclaim unless the misrepre- 
sentations made by it bar relief. 

3. A court of equity will not protect the trade-mark of a party 
who himself is guilty of materially false or misleading representa- 
tions in the trade-mark or in his advertisements or business relative 
to the trade-mark. Manhattan Medicine Co. v. Woods, — U. S. 
218; Worden v. California Fig Syrup Co., 187 U. S. 516; Prince 
Mfg. Co. v. Prince’s Metallic Paint Co., 135 N. Y. 24. This rule, 
always recognized in equity, has been written into the present 
Trade-Mark Act (see § 21; 15 U. S.C. A., § 101). It was held 
in the Manhattan Medicine case that misrepresentations as to the 
identity of the manufacturer required denial of relief against 
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infringement. See also Siegert v. Abbott, 61 Md. 276; Hazlett v. 
Pollack Stogie Co., 195 Fed. 28. In later decisions the rigor of the 
rule has been relaxed to this extent, that where the mark has come 
to designate the article rather than the personality of the maker, a 
successor who continues the use of the founder’s name without 
calling attention to the change in ownership will not be turned 
out of court on that account. Layton Pure Food Co. v. Church & 
Dwight Co., 182 Fed. 24; Chickering v. Chickering § Sons, 215 
Fed. 480 [2 T.-M. Rep. 492]; Keeley Co. v. Hargreaves, 236 Ill. 
316; Gruber Almanack Co. v. Svingley, 103 Md. 362. See also 
Jacobs v. Beecham, 221 U.S. 263 [1 T.-M. Rep. 55]. 

In applying the “unclean hands’’ rule, the situation as it exists 
at the time of suit is the guide. A party is not penalized because 
of misrepresentations that have been abandoned before that time, 
even though they may have been effective in building up his busi- 
ness. Coca-Cola Co. v. Koke Co., 254 U. S. 143 [10 T.-M. Rep. 
441]; Moxie Co. v. Modox Co., 153 Fed. 487; Johnson v. Seabury, 
71 N. J. Eq. 750. Consequently, the false statements made by 
the defendant at various times prior to 1931 but not now persisted 
in cannot be taken into account in determining whether the defend- 
ant should be given relief. The false statements made in the 
applications for registry of the Luxuria and Ayeristocrat trade- 
marks must be left out of consideration for the additional reason 
that they are not closely enough related to the present issue, the 
trade-mark on the Ayer signature, to subject the defendant to the 
unclean hands rule. Shaver v. Heller §& Merz Co., 108 Fed. 821, 
834; Andrew Jergens Co. v. Bonded Products Corporation, 21 Fed. 
(2d) 419, 423 [17 T.-M. Rep. 363]. The inquiry is thus nar- 
rowed to the alleged iniquity of the defendant’s present conduct 
in respect to the Harriet Hubbard Ayer signature and name. 

So far as the trade-mark is concerned, I cannot say that there 
was fraud in the acquisition or in the present use of it. The defend- 
ant received the right to use Mrs. Ayer’s name from her daugh- 
ter, along with a batch of formulas prepared by Mrs. Ayer. It is 
unnecessary to consider what rights, if any, the defendant would 
have had in the name without the formulas. See Falk v. American 
West Indies Trading Co., 180 N. Y. 445. With the formulas there 
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was a basis, not strong but nevertheless sufficient, for using Harriet 
Hubbard Ayer as a trade-mark and trade-name. I cannot assume 
that the formulas were the identical ones formerly used by Mrs. 
Ayer when she was in business, nor can I take it for granted that 
the formulas were not actually followed by the defendant in con- 
ducting its business. 

The defendant represents that the products are made by Har- 
riet Hubbard Ayer. The statement is literally true, because that 
is the defendant’s proper corporate title. When it was incorpo- 
rated, it was permissible for a New York corporation to take such 
a name. The present requirement that corporations shall take 
names that serve to distinguish them from individual proprietors 
and partnerships applies only to corporations formed since Jan- 
uary 1, 1912. General Corporation Law, § 9. See White v. White, 
160 App. Div. 709 [4 T.-M. Rep. 115]. The defendant, there- 
fore, exercised its legal right in taking and maintaining Harriet 
Hubbard Ayer as its corporate name. It is not now concealing 
the fact that it is a corporation, except as might be inferred from 
the name itself; on the other hand, it is now accurately adding the 
suffix “Inc.” on some of the circulars distributed with its products. 
In Chickering v. Chickering & Sons, supra, the plaintiff had come 
to New York (prior to 1912) to be incorporated as Chickering & 
Sons, the name of the old firm. The place of business was in Massa- 
chusetts and incorporation there would have made mandatory the 
use of words indicative of a corporation. It was held that the 
unclean hands doctrine did not apply. I think that the Chickering 
case is in point here. 

There is another phase of the matter that deserves considera- 
tion. The defendant has used its name and its trade-mark for 
twenty-five years and seems to have built up a large business. How 
many of its present customers ever heard of the Harriet Hubbard 
Ayer who died nearly thirty years ago I cannot say; probably 
most of them know the name only because of the products put on 
the market by the defendant. It may be that back in 1907 and 
for some years later the defendant’s name conveyed to many per- 
sons the false idea that Mrs. Ayer, whom they had heard of as a 
writer, lecturer or dealer in cosmetics, was still living and in charge 
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of the business. Today that connotation is gone. The reputation 
now enjoyed by the name must be largely of the defendant’s own 
creation. See Coca-Cola Co. v. Koke Co., supra, at pp. 146, 147; 
Lambert Pharmacal Co. v. Bolton Chemical Co., 219 Fed. 325 
[5 T.-M. Rep. 38]. In the latter case Judge Learned Hand 
pointed out that while the word Listerine may once have indicated 
to some that Lord Lister had sponsored the article (which was not 
the truth), that connotation had disappeared in the course of thirty- 
five years and the name had come to mean only the article itself. 
The original misrepresentation had lost its effect and the manu- 
facturer was given relief against an infringer. 

Upon the whole case I find that the plaintiff and its predecessors 
never registered the signature of Harriet Hubbard Ayer as a trade- 
mark and never used it as a trade-mark; that their only use of the 
Ayer signature was a non-trade-mark use for the period from 1886 
to 1896 and for a period subsequent to 1920; that the defendant 
or its agent registered the name Harriet Hubbard Ayer in script 
form as a trade-mark in 1908 and has used the trade-mark uninter- 
ruptedly since that time; that the defendant, and not the plaintiff, 
is the present owner of the trade-mark rights in the name; and 
that the defendant should not be denied relief because of unclean 
hands. Accordingly, the plaintiff's bill will be dismissed and the 
defendant will have a decree on the counterclaim. 


Tue Granp TEMPLE AND TABERNACLE IN STATE oF TEXxAs OF 
KNIGHTS AND DavuGutTers oF TABOR OF THE INTERNATIONAL 
OrpeER oF TWELVE, ET AL. v. INDEPENDENT OrDER oF KNIGHTS 


AND DavuGHTERs OF TABOR OF AMERICA, ET AL. 
(44 S. W. [2d] 973) 


Commission of Appeals of Texas 
January 6, 1932 
Unramr CompetTition—State StatuTes—Use oF Sim1Lar Corporate NAMES. 
Under the laws of the State of Texas, a corporation cannot lawfully 


adopt either the same name as that of an existing corporation, or of 
an unincorporated association or fraternal membership, or a name so 
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similar to that of an existing corporation or association that its use 
is calculated to deceive and results in confusion or unfair and fraudu- 
lent competition. 


Unrar Competition—Use or Simirar Corporate NAME or FRratTerRNAL 


Orper—“Davucuters oF Tasor.” 

Plaintiff corporation, organized under the laws of the State of 
Texas, had, since 1895, been active as a fraternal organization, with 
beneficiary and charitable features and a membership of more than 
35,000 throughout said state. Defendant, a similar corporation, was 
organized in 1924 by two former officers of plaintiff corporation under 
the name of “The Independent Order of Knights and Daughters of 
Tabor of America,” and adopted a constitution, by-laws and official 
nomenclature similar to those in use by plaintiff. Held that an injunc- 
tion should have been granted by the trial court, restraining defendant 
from further use of its corporate title, or any name, insignia or emblem 
similar to those used by the plaintiff. 

Unrair Competition—Suits—Lacues. 

The fact that the plaintiff allowed defendant order to organize 
under a similar name and to establish lodges throughout the State for 
a period of three years before bringing suit, held not to be laches suf- 
ficient to bar relief. 

In equity. Action for unfair competition in the use of corpo- 
rate name. From a decision of the Texas Court of Civil Appeals 


dismissing the bill, plaintiff appeals. Reversed and rendered. 


J. H. T. Bibb, W. T. Caven, and Lane & Lane, all of Marshall, 
Tex., for plaintiffs. 

Davidson, Blalock and Blalock, all of Marshall, Tex., for 
defendants. 


Ryan, J.: “The Grand Temple and Tabernacle in the State 
of Texas of the Knights and Daughters of Tabor of the Interna- 
tional Order of Twelve,” a corporation incorporated under the 
laws of the State of Texas, J. S. Adair, “Chief Grand Mentor,” 
and H. L. Smith, “Chief Grand Scribe,” thereof, filed this suit 
in the district court of Marion County against “The Independent 
Order of the Knights and Daughters of Tabor of America,” a 
corporation also incorporated under the laws of the State of Texas, 
S. S. Reid, “Independent Chief Grand Mentor,’ C. H. M. Fur- 
low, “Independent Chief Grand Scribe,’ Carnation Tabernacle 
No. 14, a subordinate branch of said “Independent Order,” Annie 
Jackson, “Independent High Priestess,” and Norma Brooks, “Inde- 
pendent Chief Recorder,’ of said subordinate, for injunction 
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restraining the defendants and all persons acting in subordination 
or in conjunction with them from using the name “Independent 
Knights and Daughters of Tabor of America,” the names or similar 
names of the subordinate temples and tabernacles, emblems, insig- 
nia, paraphernalia, badges, titles of grand and subordinate officers, 
by-laws, and constitution in colorable imitation, similar or like 
those of plaintiff order, and for judgment against the defendant 
order and S. S. Reid for actual damages in the sum of $10,000. 

It was alleged that plaintiff was on June 20, 1895, incorpo- 
rated under the laws of the State of Texas, as a charitable cor- 
poration, and has, ever since, engaged in fraternal and charitable 
work, and as a feature of its operation it issues to its members, 
in consideration of the payment of assessments and dues, a cer- 
tificate entitling the beneficiary of such member, upon his death, 
to participate in an endowment fund, confined to certain named 
classes as specified in its by-laws; that during its existence it has 
had many thousands of members to join its organization, and has 
accumulated many thousands of dollars’ worth of real and personal 
property, including “cash money”; that it has adopted and used 
for more than thirty-two years certain titles for its officers, such 
as chief grand mentor, grand high priestess, vice grand mentor, 
vice grand priestess, chief grand scribe, chief grand recorder, chief 
grand treasurer, grand queen mother, chief grand orator, chief 
grand priestess, grand inner sentinel, grand auditor, and for those 
of its subordinate temples the following titles, viz.: Chief mentor, 
vice mentor, chief scribe, assistant scribe, chief treasurer, chief 
orator, chief drill master, chief color bearer, three chief guards 
and a chief sentinel, and for its subordinate tabernacles the fol- 
lowing titles, viz.: High priestess, vice priestess, chief recorder, 


vice recorder, chief treasurer, chief priestess, inner sentinel, outer - 


sentinel, tribunes (3), board of examiners (3), board of visitors (3). 

It was further alleged that there have been organized through- 
out its jurisdiction in Texas as many as nine hundred such sub- 
ordinate temples and tabernacles with a membership of more than 
thirty-five thousand, and that it has in all respects complied with 
the law governing fraternal insurance, and is legally authorized 
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to issue the certificates above named to its members; that it has 
adopted certain distinctive insignia, paraphernalia, emblems, and 
rules of procedure, which have been strictly adhered to since its 
formation, and was the first organization in the State of Texas 
to adopt and use the same, as well as the titles of its officers and 
those of its temples and tabernacles; “that the distinctive name in 
popular parlance has, since its organization and continuously there- 
after, been known as “The Knights and Daughters of Tabor.” 
It was further alleged that the defendant, S. S. Reid, was one 
of the organizers of plaintiff order, and shortly after its organiza- 
tion and incorporation was elected its chief grand scribe, and con- 
tinuously occupied such position until the twenty-seventh day of 
June, 1924, when, at the annual grand session of plaintiff order 
held in the city of Austin, Tex., he withdrew his membership; that 
immediately after such withdrawal he began, with the assistance 
of certain associates, the organization of what defendants desig- 
nate as a fraternal benefit society similar in many respects and 
features to plaintiff order, and on the seventeenth day of October, 
1924, the said S. S. Reid, together with J. R. Beavers and others, 
filed with the secretary of state of the State of Texas certain 
articles of incorporation, which, among other things, provided 
that the name of said corporation should be “The Independent 
Order of the Knights and Daughters of Tabor of America’; that, 
immediately after the incorporation of said defendant order by 
the said S. S. Reid and his associates, they adopted certain by-laws 
and constitution, and by the terms thereof the names and titles 
of the officers of the grand temple and tabernacle were designated 
and adopted as follows: Independent chief grand mentor, inde- 
pendent grand high priestess, independent vice grand mentor, 
independent vice grand high priestess, independent chief grand 
scribe, independent chief grand recorder, independent chief grand 
treasurer, independent chief grand orator, independent chief grand 
queen mother, independent chief grand priestess, independent 
chief grand inner sentinel, independent chief grand outer sentinel, 
editor independent victory, independent grand presiding prince, 
independent grand lecturer; that by the terms of said by-laws 
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the titles of officers of the subordinate temples and tabernacles 


were designated and adopted as follows: Independent chief men- 
tor or independent high priestess, independent vice mentor or inde- 
pendent vice high priestess, independent chief scribe or independent 
chief recorder, independent assistant scribe or independent assistant 
recorder, independent chief treasurer, independent chief orator or 
independent chief priestess, independent chief drill master or 
independent chief sentinel, independent chief color bearer or inde- 
pendent outer sentinel, independent chief guard or independent 
board of examiner, independent chief guard or independent board 
of visitors, independent chief sentinel or independent tribunes; 
that by the terms of said by-laws and constitution of said defend- 
ant order the governing body thereof was designated as the ‘State 
Grand Independent Temple and Tabernacle’; that the subordi- 
nate bodies which defendant order reserved the right to create 
were by said by-laws designated as independent temples and 
tabernacles, and that the Independent Grand Temple and Taber- 
nacle should have full authority to grant charters for the organiza- 
tion of said subordinate temples and tabernacles in the State of 
Texas; that, since the incorporation and organization of said de- 
fendant order, it has granted to sundry temples and tabernacles 
charters or permits to operate, with identical names as those of 
plaintiff order; that the by-laws and constitution and the titles 
for the officers of the grand and subordinate temples and taber- 
nacles so adopted by defendant order are in many respects iden- 
tical, or similar to the titles of the officers of the grand and sub- 
ordinate temples and tabernacles and by-laws and constitution, of 
plaintiff order; that said by-laws and constitution and the titles 
of the officers of the grand and subordinate temples and tabernacles 
of defendant order are in many respects identical, and are a color- 
able imitation of the by-laws and constitution of plaintiff order, 
as well as the titles of the officers of its grand and subordinate 
temples and tabernacles. 

It was further alleged that the purpose of said Reid and his 
associates in incorporating the defendant order with a name, con- 
stitution, and by-laws, and titles for its officers and those of its sub- 
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ordinate organizations so similar to those of plaintiff order, was to 
confuse and mislead the public and the members of plaintiff order, 
as a result of which many of plaintiff's members were caused to 
withdraw their membership into defendant order. It was further 
charged that the defendant, Reid, and his associates were guilty 
of fraud and the practice of deception in procuring the incorpo- 
ration of defendant order in and under the name “Independent 
Knights and Daughters of Tabor of America,” because said cor- 
porate name so closely resembles the said name of plaintiff order 
as to mislead the public or lead to confusion, and is contrary 
to the laws of the State of Texas; that defendant order is issuing 
beneficiary certificates, and is operating under the popular and 
distinctive name “Knights and Daughters of Tabor’; that it is 
operating in violation of the laws of the State of Texas, and has 
failed and refused to comply with the statutory provisions authoriz- 
ing the doing of an insurance business and the issuance of such 
certificates as are so issued, and among the many charters or permits 
issued by defendant order to subordinate temples and tabernacles 
is one to Carnation Tabernacle No. 14, located in Marion County, 
of which the defendant, Annie Jackson, is high priestess and 
defendant, Norma Brooks, is chief recorder, and such tabernacle 
and its officers are operating under and controlled by the by-laws 
of defendant order, similar to those of plaintiff order, and are 
using the same titles as those of plaintiff order. 

Defendants’ answer consisted of general and special exceptions, 
general denial, and special pleas, in effect, that defendants, Reid 
and Furlow were formerly members of plaintiff order, but, because 
of an unlawful conspiracy in which plaintiffs, Adair and Smith, 
participated, a fraudulently conducted election of officers was had, 
resulting in a “split or division” of the original organization, and 
therefore the defendants do not stand in the same relation to the 
plaintiff order that a new organization would stand, which had 
been formed and “copied or covered the ritual and nomenclature of 
another organization.” 

It was further alleged “that the members of the defendant order 
are in truth and in fact Knights of Tabor and Daughters of Tabor, 
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because their ritual and teachings are based upon the lessons to 
be drawn from the Biblical account of the Battle between the 
Children of Israel and the King of Canaan, at Mount Tabor. 
That the principles taught there are the principles taught by the 
original organization. That the laws of this state do not grant 
to any individual organization or corporation the exclusive right 
to appropriate the teachings of the Holy Bible. That the plain- 
tiffs herein departed from and abandoned the principles afore- 
said in the operation of the organization, and substituted therefor 
trickery, fraud, and chicanery, and that it became necessary for 
the members thereof who desired to continue said teachings to 
withdraw and set up another vehicle for the continuation and per- 
petuation of the Taborian ideals. For this particular reason, among 
others, the defendant order and its officers have made every honest 
effort to distinguish between the plaintiff order and defendant 
order in the public mind. That, although the printed teachings 
of the two organizations may be somewhat alike, nevertheless, 
the defendant order is an entirely separate and distinct organiza- 
tion and has so held itself out to the public,’ and “the defendant 
order was incorporated under the laws of the State of Texas, and 
charter granted by the Secretary of State of the State of Texas, 
on the seventeenth day of October, 1924; that since that date it 
has been operating in the State of Texas under the same name, 
with the same titles for its officers, with the same emblems and 
insignia, and the same rules of conduct under which it is now 
operating, and of which the plaintiffs complain in their petition; 
the plaintiffs well knew of the incorporation of the defendant order 
at the time of its incorporation. They knew the name it had 
adopted, they knew the titles of its officers, they knew of its gen- 
eral laws, of its emblems, insignia, and other uses of which they 
now complain, and have known of same continuously since the 
date of the organization of the defendant order. During the said 
time the defendant order has vigorously pushed its organization, 
and has solicited members and new chapters, independent temples 
and independent tabernacles, in the manner in which it is now 
doing, and 4,000 Negro people have joined the defendant order, 
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and are grouped throughout the State of Texas in approximately 
130 local organizations. To each of these members a death benefit 
certificate has been issued, entitling each of said members, or their 
heirs, or legal dependents, to certain funds with which to give the 
deceased member a decent burial, and with which to give tem- 
porary succor to the dependent ones left by said deceased member; 
each of these certificates represents a thing of value, and its value 
rests and depends upon, an active membership in the defendant 
order, and the payment of the dues by the members thereof. To 
seriously cripple, to hamper or destroy the defendant order would 
be to destroy all of these rights owned and enjoyed by its respec- 
tive members.” 

It was further alleged that “‘plaintitfs have stood by throughout 
the years, permitting the defendant order to organize, grow, de- 
velop, as it has, and they are at this late date for the first time 
complaining to the courts of the land of the things set out in their 
petition, and in this the plaintiffs are guilty of laches, and are 
estopped. To grant the relief which they seek at this late date 
would be inequitable as between the parties hereto.” 

It was further averred that “the defendants admit that, as 
alleged by the plaintiffs, the defendant, S. S. Reid, was formerly 
for many years an officer of high standing in the plaintiff order; 
that in truth and in fact he inspired the organization of the plain- 
tiff order in the State of Texas, and was its most ardent advocate 
until the time of his resignation in 1924; and withdrew his mem- 
bership from the old organization, which he had inspired and nur- 
tured and loved, and organized an independent order, which is 
the defendant herein, in order that he and his friends and fol- 
lowers might continue to foster the principles and ideals which 
they loved to teach, through an organization honestly controlled 
and managed.” 

The facts disclosed by the record are: 

Both corporations are fraternal insurance organizations incorpo- 
rated on the dates and as alleged in the original petition, and 
operate exclusively among Negroes, through subordinate organiza- 
tions known as “temples” (composed of men) and “tabernacles” 


———— 
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(composed of women), and issue certificates entitling members to 
certain death benefits. 

The plaintiff order has a proper permit from, and is under 
the supervision of, the insurance department; such permit for the 
year 1929 was issued by R. B. Cousins, Jr., chairman of the 
board of insurance commissioners, addressed to ““The Knights and 
Daughter of Tabor” at Waco, Tex. The defendant order has never 
placed itself under the supervision of the insurance department. 
Reid, its chief officer, testified, ““We got permission from the Sec- 
retary of State to organize and we were not put under the Com- 
missioner of Insurance, and therefore we could take in members 
as we pleased,” and Furlow, its grand scribe, testified ‘our organ- 
ization has never qualified to do insurance business and does not 
carry a permit from the Commissioner of Insurance; we have no 
one to investigate our books to determine whether we are solvent 
or insolvent.” 

The name of plaintiffs’ Grand Lodge is “Grand Temple and 
Tabernacle” and of defendants’ Grand Lodge is “Independent 
Grand Temple and Tabernacle of Texas,” the chief officer of plain- 
tiff order in Texas is “Chief Grand Mentor,” and of defendant 
order is “Independent Chief Grand Mentor,” and in the subordi- 
nate branches, “Chief Mentor,’ “High Priestess,’ and “Inde- 
pendent Chief Mentor,” “Independent High Priestess,’ and so on, 
the word “Independent” prefixing each name in the defendant 
order; otherwise the titles are the same. 


, 


Prior to 1924, when defendant order was organized, there was 
no order or organization, other than plaintiff order, doing business 
among the Negro race in Texas using as its name or part of its 
name the words “Knights and Daughters of Tabor,” and that was 
its distinctive name. 

The old or plaintiff order has continuously operated in this 
state since about 1888, during which time the words ‘‘Knights 
and Daughters of Tabor’ have been a part of its name, and these 
words were carried into and used in the name of the new or de- 


fendant order. The plaintiff order is commonly known among 
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the members and public generally as “Knights and Daughters of 
Tabor.” 

Since the organization of the new order, confusion has resulted 
in mail delivery. Letters from the insurance department with 
reference to unpaid claims against the new order, also letters from 
parties purporting to hold such claims, have been addressed and 
delivered to the chief grand scribe of the old order, at Waco; 
citation in writs against the new order have been served on him, 
and attorneys in different parts of the state who represented bene- 
ficiaries of deceased members of the new order, on various and 
sundry occasions, addressed their communications to “Knights and 
Daughters of Tabor, Waco, Texas,’ and there were delivered to 
the plaintiff by order of the postal authorities. In one instance 
it was alleged that the defendant order, sued in Bowie County, 
is also known as “Independent Order of 12 Knights and Daughters 
of Tabor, that they are one and the same organization, and that 
service upon one is service upon both and that the principal office 
of defendant is Waco, McLennan County, Texas, where service 
may be had.” 

After refusing plaintiffs’ request for a peremptory instruction, 
the trial court submitted to a jury two special issues, viz.: 


(1) Do you find from a preponderance of the evidence that the name 
adopted and used by the defendant was so similar to the name adopted 
and used by the plaintiff as that the use of the name adopted by the 
defendant under all the facts and circumstances in evidence would natu- 
rally and probably mislead and confuse the public to believe that the 
defendant order is the plaintiff order? 

(2) Do you find from a preponderance of the evidence that such fact, 
if any, has resulted in injury to plaintiff or is calculated to result in injury 
to plaintiff ? 


Both were answered in the negative, and upon that verdict 
judgment was rendered for the defendants, and the relief sought 
by plaintiffs was denied. 

The honorable Court of Civil Appeals at Texarkana reached 
the conclusion that “‘as a matter of pure law, there is dissimilarity 
in the names of the two organizations,’ and affirmed the judgment 
below. 28 S. W. (2d) 212, 214. 
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O pinion 


A corporation cannot lawfully adopt either the same name 
as that of an existing corporation created by or under the laws 
of the state, or of an unincorporated association or partnership 
therein, or a name so similar to that of an existing corporation or 
association that its use is calculated to deceive the public and result 
in confusion or unfair and fraudulent competition (14 C. J. p. 312), 
and may be enjoined from such use, whatever may be the charac- 
ter of the corporations, and whether or not they are formed for 
profit, to the same extent and upon the same principles that individ- 
uals are protected in the use of trade-marks and trade-names 
(14 C. J. p. 326). And there can be no distinction in principle 
between taking the entire name of the prior corporation and taking 
so much of it as will mislead into the belief that the two concerns 
are the same. The mischief is of precisely the same character, 
differing only in degree. Similarity, and not identity, is the usual 
recourse where one corporation seeks to benefit itself by the name 
of another 7 R. C. L. p. 134. 

The above doctrine was followed in Burrell v. Michauz, (Tex. 
Civ. App.) 273 S. W. 874, affirmed by the Commission of Appeals, 
same case, 286 S. W. 176. It is true that writ of certiorari was 
granted by the Supreme Court of the United States, and the judg- 
ment of the state courts was reversed, but only upon the finding 
that the plaintiff was guilty of obvious and long-continued laches, 
under circumstances which barred it from asserting an exclusive 
right, or seeking equitable relief as against the defendant. Ancient 
Egyptian Order v. Michaux, 279 U. S. 737, 49 S. Ct. 485, 73 
L. Ed. 931. In that case it was established that the plaintiff order, 
known as Nobles of the Mystic Shrine, composed exclusively of 
white members, had knowledge from the beginning of the existence 
and imitative acts and practices of the defendant negro order, 
and with such knowledge silently stood by for more than twenty 
years, while the negro order was continuing its imitative acts and 
practices, establishing new lodges, enlarging its membership, acquir- 
ing real property in its corporate name, and investing large sums 
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in the copied paraphernalia, regalia, and emblems. It was further 
shown that a large proportion of the copied paraphernalia, regalia, 
and emblems used by the negro order, its lodges and members, 
was purchased from or through members of the white order, and 
in one instance a lodge of that order, preparatory to moving to 
new quarters, sold its equipment, used in the old quarters, to a 
lodge of the negro order in the same city. 

In the instant case, the original petition was filed on August 16, 
1927; the defendant’s charter is dated October 17, 1924; and it 
began doing business in November of that year. A proposal to 
change defendant’s name to “Independent Order of K. and D. of 
America” was offered and adopted at a meeting of its grand lodge 
held in July, 1927, and a committee with plenary powers in the 
premises was chosen, but this committee had not acted, nor has a 
meeting of the grand lodge been had between July, 1927, to the 
time of trial of this cause in the district court, and the defendant 
order is still transacting business under the old name. 

Furlow, independent grand scribe of the defendant organiza- 
tion, a member of the committee, testified “the reason why we did 
not make the change after the committee was authorized to act, 
was because we decided that we were really Knights and Daughters 
and some attorneys told us we could go ahead and use that name.” 

If the plaintiff order was guilty of laches in not seeking injunc- 
tive relief between November, 1924, and July, 1927—which we 
are not prepared to accede to—this certainly was condoned by 
the defendants’ grand lodge in directing a change of name. Under 
the circumstances, we have concluded that plaintiff order was not 
guilty of laches in seeking injunctive relief. The defendants’ 
grand lodge decided to change its name in July, 1927, selected 
a committee to effectuate such change, and, when the committee 
refused to do so, the suit was filed within the following month. 
The case does not come within the rule of laches announced by the 
Supreme Court of the United States in Ancient Egyptian Order 


v. Michauz, supra. 
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From the uncontroverted evidence above detailed it is manifest 
that the similarity in names did result in confusion, and tended 
to and did deceive the public and public officials. 

It is true that the jury found that the name adopted and used 
by the defendant order was not so similar to the name adopted 
and used by the plaintiff order as would naturally and probably 
mislead and confuse the public, and that no injury has resulted, 
or is calculated to result, to plaintiff order, but these findings are 
in the face of, and contrary to, the uncontroverted evidence. As 
said by Judge Leddy in Vogel v. Allen, 118 Tex. 196, 13 S. W. 
(2d) 340, 341: 

It is a general rule that the court is not authorized to render a judgment 
notwithstanding the findings of the jury. . . . There is, however, a well- 
recognized exception to this rule to the effect that where, under no view 
of the pleadings and evidence, the plaintiff is entitled to recover, the sub- 
mission of the issues and the findings of the jury are immaterial, and 
may be disregarded by the court. 

The Supreme Court will not disturb findings of fact, the truth 
of which depend upon the preponderance of evidence, but will con- 
sider all the evidence to determine, as a question of law, its suf- 
ficiency to support such findings of fact. Gainesville Water Co. 
v. City of Gainesville, 103 Tex. 394, 128 S. W. 370. 

In Grand Fraternity v. Melton, 102 Tex. 399, 177 S. W. 788, 
the court held that, where the evidence establishes a fact to a moral 
certainty, it is error to submit the issue to the jury as a doubtful 
one; in such case the trial judge should direct a verdict. In that 
case, the evidence, having clearly established the fact that insured 
voluntarily shot himself, precluded the submission to the jury of 
the issue as to whether his act was intentional, justified a per- 
emptory instruction to find against the beneficiary of his insurance 
policy, and required the Supreme Court to reverse and render for 
the defendant insurer a judgment in favor of the beneficiary, 
although supported by a finding of the jury that the act was not 
intentional, which the trial and civil appellate courts had refused 
to set aside. 

Here, a peremptory instruction was requested by plaintiff order, 
and should have been granted by the trial court. 
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There was no evidence of any amount of damages or value of 
losses of dues and, therefore, no recovery therefor can be had 
against defendant order or S. S. Reid. 

We recommend that the judgments of the District Court and 
Court of Civil Appeals be reversed and here rendered in favor of 
plaintiffs in error, granting the relief prayed for by them, except 
as to recovery of damages against said Reid, in which respect the 
judgments below be affirmed. 

Cureton, C. J.: Judgments of the Court of Civil Appeals and 
the District Court reversed, and judgment rendered in favor of 
plaintiffs in error, as recommended by the Commission of Appeals. 


Tue Buckeye Sopa Company v. OakitTe Propwcts, INc. 
United States Court of Customs and Patent Appeals 
Cancellation No. 1861 


March 28, 1932 


Trape-Marks—CaNCELLATION—“NoviTe” vs. “Oa KITE”—CONFLICTING MARKs. 

The word “Novite,” used as a trade-mark on washing soda, held to 

be confusingly similar to the word “Oakite,” used on similar goods; and 
the cancellation of the registration of the former mark was decreed. 

Appeal from a decision of the Commissioner of Patents re- 

versing a decision of the Examiner in a cancellation proceeding. 

Affirmed. For the Commissioner’s decision see 21 T.-M. Rep. 539. 


Henry C. Thomson, Charles D. Woodberry (A. V. Cushman, of 
counsel), all of Boston, Mass., for appellant. 
Louis Alexander, of New York City, for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents 
reversing the decision of the Examiner of Interferences dismissing 
appellee’s application for the cancellation of appellant’s regis- 
tration No. 225,151, issued March 15, 1927, for the trade-mark 
“Novite” for use on “washing soda.” 
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Appellee is the owner of registration No. 80,287, issued Novem- 
ber 29, 1910, to appellee’s predecessor, The Oakley Chemical Com- 
pany, for the trade-mark “Oakite” for use on “a granulated chemi- 
cal cleansing compound.” 

It is conceded by counsel for appellant that the goods of the 
respective parties possess the same descriptive properties, and that 
appellee used its mark “Oakite” long prior to appellant's adoption 
and use of the mark “Novite.” 

The sole issue in the case is whether appellant’s registered 
mark “Novite’” so nearly resembles appellee’s registered mark 
“Oakite”’ as to be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers. 

The Examiner of Interferences held that the marks were not 
confusingly similar. 

The Commissioner of Patents held that the marks were con- 
fusingly similar, reversed the decision of the Examiner of Inter- 
ferences, sustained the petition for cancellation, and ordered ap- 
pellant’s registration cancelled. 

It appears from the record that appellee has expended a large 
sum of money, about $2,000,000, in advertising its trade-mark and 
its product in “newspapers, trade-magazines, radio, car cards, 
posters in elevated and subway stations, food fairs and exhibits, 
window posters, [and] counter displays,” substantially throughout 
the United States, and that its sales amount to approximately 
$2,000,000 per year. It further appears from the record that 
the goods of the respective parties are competitive, and are sold 
in small packages in grocery, department, and hardware stores. 

It is contended by counsel for appellant that the only simi- 
larity in the marks is the suffix “ite”; that the prefix ““Nov’’ of 
appellant’s mark does not resemble the prefix “Oak” in appellee’s 
mark; and that, therefore, the marks are not confusingly similar. 
Counsel for appellant further contends that, if the involved marks 
are confusingly similar, appellee’s mark is confusingly similar to 
the registered mark “Orite,” owned and used by a third party 
upon a gun-cleaning and lubricating material, and that, there- 
fore, “appellee has always been, and still is an infringer without 
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a property right in its mark, and coming into court with unclean 
hands, is barred.” 

With regard to the last contention of counsel for appellant, 
it is sufficient to say that there is nothing in this record to establish 
that appellee is infringing upon the rights of the owner of the 
registered trade-mark “‘Orite.”’ 

Considerable testimony was submitted by the parties rela- 
tive to the existence of actual confusion resulting from the con- 
current use of the involved trade-marks. We deem it unneces- 
sary, however, to consider the various arguments presented by 
counsel relative to this testimony. 

It is true, as argued by counsel for appellant, that the marks 
are not identical, but differ, to some extent, both in sound and 
in appearance. However, they do closely resemble one another. 
The goods of the parties are common and widely used household 
articles, and are sold to the same class of people. Nevertheless, 
appellant, with knowledge of the value and popularity of the 
old and established trade-mark of appellee, selected a trade-mark 
closely simulating it. 

We have held on several occasions that the general purpose of 
the law of trade-marks is to “prevent one person from passing off 
his goods or his business as the goods or business of another”; and 
that the purchasing public ought not to be required to dissect trade- 
marks in order to prevent confusion and deception. 

Considering the character of the goods of the parties, the places 
where, and the people to whom, they are sold, we think that the 
involved trade-marks, considered as a whole, so nearly resemble 
one another that the use by appellant of its mark, concurrently 
with the use by appellee of its mark, would be likely to cause 
confusion and mistake in the mind of the public and would result 
in damage to appellee. 

Appellee, of course, is not entitled to a monopoly of the suffix 
” However, as we said in substance in the case of The Celo- 
tex Company v. Chicago Panelstone Company, 18 C. C. P. A. (Pat- 
ents) 1504, 49 F. (2d) 1051 [21 T.-M. Rep. 365], when appellant, 
a newcomer in the field, adopts and uses a mark having the suffix 
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sas 


ite’ and a prefix not sufficiently dissimilar to the prefix of ap- 
pellee’s mark to prevent confusing similarity of the marks as a 


whole, appellee is entitled to the relief intended to be afforded by 
the statute. 


We think that the Commissioner of Patents reached the right 
conclusion, and his decision is affirmed. 


Mitter Becker Company v. Kina or Cuivss, Inc. 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2903 
March 28, 1932 


Trape-Marks—“Acr-or-CiuBs” anp “Ace” anp “Ace Hy”—Conrtictine 
Marks. 

A mark consisting of the word “Ace-of-Clubs,” held to be confus- 
ingly similar to the registered marks “Ace” and “Ace Hy,” used on 
similar goods. 

Trapr-Marxs — Opposition — RELEVANCY OF Prior Decision INvoLvING 
Srm1Lark Marks. 

The dismissal of an opposition on the ground that, before register- 
ing its marks “Ace” and “Ace Hy,” opposer obtained the consent of 
the registrant of the mark “The Ace of Ginger Ales,” and was, there- 

fore, estopped to contend that the mark “Ace-of-Clubs” is barred from 
registration by its said marks, held error, since it is not sufficient to 
justify the registration of a mark to say that confusion already exists 
between marks improperly registered. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 20 T.-M. Rep. 494. 


John J. Riley, of Washington, D. C., for appellant. 
No appearance for appellee. 


Buianp, J.: This is an appeal from the decision of the Com- 
missioner of Patents in a trade-mark opposition case under section 6 
of the Trade-Mark Act of February 20, 1905, dismissing the notice 
of opposition filed by appellant and adjudging that the applicant, 
appellee herein, was entitled to the registration of its trade-mark. 

The mark which appellee sought to register is the term ‘“Ace- 
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of-Clubs.”” The marks of the opposer, appellant, upon which its 
opposition was based, are “Ace Hy,’ registered in 1926, and “Ace,” 
application for registration of which was filed July 18, 1928. All 
the marks involved are used on soft drinks and it is admitted here 
that they are all used upon goods of the same descriptive properties. 

The opposition is based on the fact that “applicant’s mark, 
Ace-of-Clubs, so closely resembles opposer’s trade-marks, Ace Hy 
and Ace, as to be likely to produce confusion and mistake in the 
mind of the public and to deceive purchasers, to opposer's damage.” 

The answer of the applicant, appellee, denies that the marks 
so closely resemble each other as to produce the confusion alleged 
and that the marks are applied to the goods of the same descrip- 
tive properties, and denies that opposer will be injured by appli- 
cant’s registration. Appellee also answers that the opposer can 
only claim ownership of the mark, “Ace-of-Clubs,”’ as a whole 
and that its ownership does not extend to the word “Ace”; that 
opposer is not entitled to any broad interpretation of its trade- 
mark for the reason that numerous registered trade-marks show 
various combinations employing the word “Ace” prior to and since 
the alleged date of the adoption and use by the opposer. 

Neither party took testimony and the appellee has neither filed 
brief nor appeared for oral argument in this court. 

The Examiner of Interferences stated in substance that it was 
not denied by the applicant that opposer’s first use of “Ace Hy” 
and “Ace” was prior to any use of the applicant of its mark. He 
found affirmatively that the goods were of the same descriptive 
properties. He did not pass upon the similarity of the marks or 
the likelihood of confusion. 

One of the registered marks suggested in the answer of the 
applicant was registered trade-mark No. 240,970, issued to A. Noe 
& Son on April 10, 1928, and consisted of the term: ‘The Ace 
of Ginger Ales.” In the application of Noe & Son, it disclaimed 
the exclusive right to the use of the words “‘of Ginger Ales.” 

The Examiner of Interferences examined the record relating 
to opposer’s application for registration No. 269,796 (the “Ace” 
mark) and stated that during opposer’s prosecution of such applica- 
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tion before the Examiner of Trade-Marks, the registration was 
rejected upon the said Noe registration, and that subsequently 
the applicant (opposer herein) filed A. Noe & Son’s consent to 
such registration, following which the application was passed 
to publication. The Examiner of Interferences then stated: 


: In view of the action of the opposer in urging before the primary 
Examiner that the mark “The Ace of Ginger Ales” was not a bar to the 
registration of the word “Ace” the Examiner is of the opinion that 
opposer is now estopped to contend that the mark “Ace-of-Clubs” is 
barred from registration by the marks “Ace Hy” and “Ace.” It seems 
clear to the Examiner that the resemblances between the mark disclosed 
in the Noe registration and the opposer’s mark “Ace” are as great, if 
not greater, than those between the applicant’s mark “Ace-of-Clubs” and 
the opposer’s mark “Ace Hy” and “Ace.” 

Accordingly, for the reasons above set forth, the notice of opposition 
is dismissed and it is adjudged that the applicant, King of Clubs, Inc., 
is entitled to the registration for which it has filed application. 


The Commissioner of Patents affirmed the decision of the Exam- 
iner of Interferences and stated: 


It must be held that, since the opposer claimed before the Examiner 
that its notation “Ace” is not confusingly similar to the registrant’s nota- 
tion “The Ace of Ginger Ales,” it cannot maintain its contention that the 
equally dissimilar notation “Ace-of-Clubs” sought to be registered by the 
applicant in the case at bar, is confusingly similar. It may be the opposer 
was prior to the registrant in the adoption and use of the word “Ace” 
upon soft drinks of the character here under consideration, but on being 
presented with an opportunity to prove that fact, when registration was 
denied opposer in view of the registration of the mark “The Ace of Ginger 
Ales,” the opposer chose to obtain consent of the registrant. This must be 
regarded for the purposes of the proceedings here the equivalent of a 
concession of priority. 


The Commissioner also ruled, agreeable to our holding in the 
case of American Fruit Growers, Inc. v. Michigan Fruit Growers, 
Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 
135], that prior registrations were irrelevant in the determination 
of the issues presented. The decision in the case of Goodall 
Worsted Co. v. Palm Knitting Co., Inc., 56 App. D. C. 148, is also 
relied upon by the Commissioner. 


The record of what was said and done by the appellant in con- 
nection with its application for registration of the trade-mark “‘Ace” 
or what was said and done by A. Noe & Sons while it was prosecut- 
ing its application for registration of the mark “The Ace of Ginger 
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Ales” is not before us, and we express no view as to the exact or 
full effect a consideration of it would have upon our decision of 
this case if it were before us. The conclusion of the Examiner 
of Interferences that by reason of such action appellant was 
estopped from contending that the registration of ‘““Ace of Clubs” 
is barred by the registration of “Ace Hy” and “Ace,” and the 
Commissioner’s conclusion that said conduct on the part of appel- 
lant was equivalent to a concession of priority, which would justify 
the registration of applicant's mark, we think, are erroneous. 
Regardless of what effect might be given to such conduct on the 
part of appellant under circumstances where such conduct might 
properly be considered, it should not have had the effect of requir- 
ing registration of appellee’s mark, since other considerations herein 
referred to would seem to be controlling. 

As far as we know, no one, here or elsewhere, except in the 
formal answer of appellee, has made any contention that the goods 
are not of the same descriptive properties or that the marks are 
not sufficiently similar as to bring about confusion if owned by 
different persons and used by them on goods of the same descriptive 
properties. 

We have so frequently held that, in determining the right of an 
applicant to register its trade-mark over the opposition of the 
owner of an opposing trade-mark, it was not helpful to the applicant 
to point out that other marks similar to that of opposer had been 
registered, that extended citation of authority, and discussion, seem 
unnecessary here. Sharp & Dohme v. Parke, Davis §& Co., 17 C. C. 
P. A. (Patents) 842, 37 F. (2d) 960 [20 T.-M. Rep. 79]; Ameri- 
can Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., supra; 
National Biscuit Co. v. Sheridan, 18 C. C. P. A. (Patents) 720, 
44 F, (2d) 987 [21 T.-M. Rep. 27]. 

Opposer’s registered trade-marks are presumptively valid, Celo- 
tex Co. v. Chicago Panelstone Co., 18 C. C. P. A. (Patents) 1504, 
1506, 49 F. (2d) 1051 [21 T.-M. Rep. 365]. Its right to oppose 
the registration of applicant’s mark and raise the questions at bar 
cannot be denied. The goods being of the same descriptive prop- 
erties and the mark of applicant so nearly resembling the marks of 
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the opposer as to cause confusion or mistake in the mind of the 
public or to deceive purchasers, the Commissioner, under the manda- 
tory provisions of the statute, was required to deny applicant's 
application. 

The framers of the Trade-Mark Act sought to prevent con- 
fusion by requiring that registration of marks which promoted 
confusion should be denied. A. Leschen §& Sons Rope Co. v. The 
American Steel and Wire Co. of New Jersey, 19 C. C. P. A. (Pat- 
ents) —, — F. (2d) — [22 T.-M. Rep. 80]. It is not sufficient 
to justify the registration of a trade-mark to say that confusion 
already exists by reason of improperly registered marks. 

Assuming that opposer was not the owner of the “Ace” mark 
and had no right to register the same, it is not clear to us that this 
fact suggests that it was not the owner of the “Ace Hy” mark 
and was not entitled to register it. The Commissioner in his deci- 
sion avoids mention of what effect the conduct of appellant would 
have upon its “Ace Hy” mark. Furthermore, a conclusion that the 
opposer was not entitled to register its ‘“Ace’’ mark or that its 
“Ace” mark was not registrable because of the priority of the mark, 
“The Ace of Ginger Ales,” should militate against, rather than 
for the right of registration of appellees “Ace of Clubs” mark. 

The decision of the Commissioner of Patents is reversed. 


Tue Goopyear Tire & Russper Company v. C. Kenyon 
Company, Inc. 


| United States Court of Customs and Patent Appeals 
Patent Appeal No. 2904 


March 28, 19382 


Trape-Marks—OpposiTION—CONFLICTING Marks. 
/ A mark consisting of the representation of a tire casing displaying 
; the name “Kenyon” in script letters, with wings extending laterally 
therefrom, held confusingly similar to several marks, the salient feature 
of which is the device of a winged foot. 
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Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 20 T.-M. Rep. 387. 


O. E. Bee, for appellant. 
Edwin Levisohn, of New York City, for appellee. 


Garrett, J.: On March 26, 1928, C. Kenyon Company, Inc., 
filed an application in the United States Patent Office for regis- 
tration as a trade-mark, for use upon “rubber or rubber and fabric 
tires and tubes for vehicles,” of the mark at issue. 

The claimed mark comprises a pictorial representation of a 
tire casing upon which is imprinted the word “Kenyon” in script- 
like letters and from each side of which, extending laterally there- 
from, are wings, having above them a background also bearing 
the word “Kenyon.” There was a disclaimer of the representation 
of the tire casing apart from the mark as shown. 

Continuous use of the mark was alleged by applicant “since 
February 15, 1928.” 

Appellant, the Goodyear Tire and Rubber Company, filed notice 
of opposition, alleging ownership, use and registration of numer- 
ous marks for goods of the same descriptive properties with which 
it was claimed appellee’s mark would conflict, and alleging that 
damage would result to opposer from the registration applied 
for if same should be granted. 

Among other things opposer alleged: 


6. That for many years prior to February 15, 1928, opposer herein has 
applied the terms “Wingfoot,” “Good-wingfoot-Year,”’ “Wing,” “Red 
Wing” and “Black Wing,” to its various products and specifically to rubber 
or rubber and fabric tires and tubes for vehicles, and other goods of the 
same descriptive properties, and has also applied the representation of a 
winged foot and the representation of a pair of outspread wings, the 
latter in the identical manner illustrated by the drawing of application 
Serial No. 263,768, to various products of its manufacture including rubber 
or rubber and fabric tires and tubes for vehicles, and that opposer has 
extensively used and advertised these marks as applied to rubber or rubber 
and fabric tires and tubes for vehicles. 


Only the appellee took testimony in the case, but appellant 


filed printed copies of a number of its registrations with certified 
copies of the abstracts of title thereto. 
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These are deemed sufficient to establish ownership of the marks 
claimed by appellant. 

There is doubt whether appellee satisfactorily established use 
by it of its claimed mark as a trade-mark upon goods entering 
into interstate commerce prior to the filing of the application for 
its registration, but, in view of our conclusion as to the similarity 
of the marks of the respective parties, an adjudication of this 
question is immaterial, appellant’s ownership and use of its mark 
having antedated by many years the entrance of appellee into the 


field. 


The Examiner of Interferences held: 


. . . . There is at least a reasonable doubt that confusion in trade would 
be likely to arise from the concurrent use of these marks. The practice 
requires that this doubt be resolved in favor of the prior user, which is 
here the opposer. 

He thereupon sustained the notice of opposition. 

Upon appeal, the Commissioner of Patents reversed the deci- 
sion of the Examiner of Interferences, in so far as that decision had 
sustained the opposition, but denied the registration as an ex parte 
proceeding based upon a mark registered May 3, 1921, by a third 
party. 

Subsequently, appellee filed a petition for a reconsideration and 
presented therewith a statement in writing from said third party 
advising that: 


. it has no objection to the registration by the C. Kenyon Company, 
Inc., of its . . . . trade-mark, to be used on rubber or rubber and fabric 


tires and tubes for vehicles. . . . 

The Commissioner thereupon reconsidered the question and, 
adhering to his former conclusion that the mark was registrable as 
against the marks of appellant-opposer, granted the registration. 

Appellant thereupon appealed to this court. 

We are of the opinion that the holding of the Examiner of 
Interferences is more in accord with the weight of authority, par- 
ticularly as represented in decisions of this court (many of which 
have been rendered since this case was before the tribunals of 
the Patent Office), than is the holding of the Commissioner. 
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National Biscuit Co. v. Joseph W. Sheridan, 18 C. C. P. A. (Pat- 
ents) 720, 44 F. (2d) 987 [21 T.-M. Rep. 27]; Cluett, Peabody 
§ Co., Inc. v. Wright, 18 C. C. P. A. (Patents) 937, 46 F. (2d) 711 
[21 T.-M. Rep. 130]; Pratt Food Co. v. The Crete Mills, et al., 
18 C. C. P. A. (Patents) 1083, 47 F. (2d) 960 [21 T.-M. Rep. 
206]; Weyenberg Shoe Mfg. Co. v. Hood Rubber Co., 18 C. C. 
P. A. (Patents) 1449, 49 F. (2d) 1046 [21 T.-M. Rep. 323]. 

Appellant owned and used marks consisting of both the word 
“Wing” and/or pictorial representations of a wing long prior to 
the adoption by appellee of the mark in issue. 

It is true that appellee's mark contains features in addition 
to the representation of wings that are dissimilar to the marks of 
appellant, but, after all, that representation is the most noticeable 
feature of the mark and seems to us to be the dominating feature. 

With a vast field open to appellee from which to choose a mark 
for use upon its goods (identical with the goods of appellant) there 
seems to us to be no sound reason why permission should be granted 
it to register one which so nearly simulates that of appellant. Upon 
the contrary, we think the opposition should be sustained and the 
registration applied for denied. 

Accordingly, the decision of the Commissioner of Patents is 
reversed. 


In THE MATTER OF THE APPLICATION OF THE BRUNSWICK-BALKE- 
CoLLENDER CoMPANY 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2920 


April 4, 1932 


, 


Trape-Marxs—“Leacue” ror Bowiine Pins—Descaiptive Term. 
A trade-mark consisting of the word “League,” used on bowling pins, 
held descriptive of the goods and hence unregistrable. 
On appeal from a decision of the Commissioner of Patents refus- 
ing to register a trade-mark. Affirmed. For the Commissioner's 
decision see 20 T.-M. Rep. 609. 
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A. V. Cushman, J. J. Darby, both of Washington, D. C., and 
A. J. Fihe, of Chicago, IIl., for appellant. 
T. A. Hostetler, of Washington, D. C., for appellee. 


Granam, P. J.: Appellant has applied to the United States 
Patent Office to register as a trade-mark the word “League,” as 
applied to bowling pins. Registration was denied by both tribunals 
in the Patent Office upon the theory that the word “League” could 
not be exclusively appropriated and used as a trade-mark by 
any one manufacturer of bowling pins; in other words, as we 
understand it, that the word is descriptive as applied to these goods. 

In connection with his decision, the Commissioner called atten- 
tion to the adopted and published rules of the American Bowling 
Congress, and, particularly, to Rule 10 thereof, regulating the 
sizes and weights of official pins. Rule 29 thereof also gives 
certain regulations for so-called “League Games.” 

The applicant filed in the Patent Office an affidavit to the effect 
that the word “League” upon bowling pins, to the trade, meant 
only origin or source. 

We are of opinion no error was committed by the Commissioner 
herein. The word “League,” as used by the appellant here, is, to 
our mind, clearly either descriptive or misdescriptive. In either 
event, it ought not to be registered as a trade-mark. Every maker 
of bowling pins ought to be able to call his pins ‘““League’’ pins, 
if they comply with the rules generally obtaining in league games. 

The following cases illustrate the views of the courts as to 
similar descriptive words: Re Ezelsior Shoe Company, 40 App. 
D. C. 480, in which the mark involved was “Boy Scouts” as applied 
to shoes for boys and men; the word “Navy” as applied to certain 
goods, In re Candy Company, 35 App. D. C. 351; the word 
“fashion” as applied to men’s clothing, Rosenberg Bros. & Co. v. 
Wetherby-Kayser Shoe Co., 17 C. C. P. A. (Patents) 794, 37 F. 
(2d) 437 [20 T.-M. Rep. 51]; “Autographic” as applied to mani- 
fold registers, etc., In re Autographic Register Co., 17 C. C. P. A. 
(Patents) 1044, 39 F. (2d) 718 [20 T.-M. Rep. 277]; “Ensemble” 
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as applied to ladies’ garments, Model Brassiere Co. v. Bromley- 
Shepard Co., 18 C. C. P. A. (Patents) 1294, 49 F. (2d) 482 [21 
T.-M. Rep. 382]. 

The decision of the Commissioner of Patents is affirmed. 


IN THE MATTER OF THE APPLICATION oF NATIONAL STONE-TILE 
CorRPORATION 


United States Court of Customs and Patent Appeals 
April 4, 1932 


Trave-MarKs—INDENTATION OR Groove FoR ‘T1LE—MecuHANICAL Function 
or Goons. 

A mark consisting of a shallow indentation or groove formed in the 
edge of the webs and end walls of a hollow tile and extending trans- 
versely thereof, may perform a mechanical or useful function and hence 
is unregistrable. 

On appeal from a decision of the Commissioner of Patents 
refusing to register a trade-mark. Affirmed. For the Commis- 


sioner’s decision see 20 T.-M. Rep. 544. 


Harry F. Riley, of Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner of 
Patents. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents rejecting an application of appellant for 
the registration of a trade-mark consisting of a shallow indentation 
or groove formed in the edge of the webs and end walls of a hollow 
tile, and extending transversely thereof, the said indentation or 
groove occurring on one side only of the tile. No claim is made to 
the representation of the tile shown in the drawing. 

Registration was refused upon the ground that the grooves 
upon the tile constituting the mark have a mechanical or useful 
function, and are an integral part of the tile, and also upon the 
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further ground that the purchasing public would not look upon said 
grooves as constituting a trade-mark. 

A patent to one Nelson, No. 1,572,305, issued February 9, 
1926, was cited, which patent is found in the record and discloses 
a tile of the same general type as that shown by appellant, which 
tile includes grooves somewhat deeper than those shown by it, but 
in the same positions transversely of the webs and end walls of 
the tile. 

The patentee describes the function of these grooves as follows: 


: The groove 42 is left by the bar 17, and is a desirable feature in 
building blocks as it provides for horizontal ventilation when a wall is 
built of these blocks. 


With respect to this patent the Commissioner in his decision 
stated: 


; . It is evident that if the appellant obtained registration of its alleged 
mark the patentee could not manufacture the tile disclosed in his pat- 
ent without infringing this trade-mark. While the appellant claims to 
have adopted this form of tile long prior to the date the patentee filed 
his application yet if registration were granted, it is clear the appellant 
would in effect obtain a perpetual patent for a tile of this type, since a 
trade-mark registration may be renewed indefinitely. 

The Commissioner further found that when tiles with such 
grooves are assembled in a wall, said grooves may be utilized for 
the passing of electric wires therethrough. Appellant vigorously 
denies that said grooves can serve any mechanical function, but 
we agree with the Commissioner that it is apparent that such 
grooves may serve a useful function. 

Certainly makers of tile have the right to provide communica- 
tion channels throughout a wall built of tile, and appellant has no 
right, based upon an alleged trade-mark, to exclude them from em- 
ploying grooves, such as are used by appellant, for that purpose. 
It seems to us that by placing the grooved sides of appellant’s tiles 
together, that is, one upon another, a useful communicating channel 
would clearly be secured. 

Appellant argues, however, that in practice these grooves are 
filled with mortar, as the tiles are laid, and hence the grooves can 
serve no useful purpose. But even if they are so filled it would 
seem that the grooves would serve a useful purpose in that they, 
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by means of the mortar filling them, would serve to bind the tiles 
more securely to each other. 

It is well settled that the configuration of an article having 
utility is not the subject of trade-mark protection. In re Dennison 
Manufacturing Company, 17 C. C. P. A. (Patents) 987, 39 F. (2d) 
720 [20 T.-M. Rep. 172]. 

We also agree with the Commissioner that it is probable that 
the purchasing public would not look upon appellant’s grooves 
in its tile as constituting a trade-mark; that is to say, we do not 
think the purchasing public would look upon tile containing such 
grooves as indicating origin of the tile, but would be likely to 
conclude that they were formed as a convenient process of manu- 
facture, or to serve a useful function. 

The decision of the Commissioner of Patents is affirmed. 


Weit-McLain Company v. AMERICAN Rapiator CoMPANy 
United States Court of Customs and Patent Appeals 
Opposition No. 9038 
April 11, 1982 


Trape-Marks—REGIsTRABILITY—CoLor Rep anp Brack on Borters—Pvstici 
J URIs. 
A mark consisting of a band of red color interposed between black 
end bands used to distinguish boilers, held publici juris. 
Trape-Marxs — Reoistrasitiry — Coton Rep anpd Brack on BoILers — 
UTILiTaARIAN PuRPOSsE. 
A mark consisting of a band of red color interposed between black 
end bands used to distinguish boilers, held unregistrable, since it has 
one or more utilitarian purposes. 


On appeal from a decision of the Commissioner of Patents in 
a trade-mark opposition. Reversed. For the Commissioner’s deci- 
sion see 20 T.-M. Rep. 549. 


Low & Low (Joseph Harris, of counsel), all of new York City, 
for appellant. 
Conrad A. Dieterich, of New York City, for appellee. 
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Buanp, J.: The issue to be decided in this case arises in a 
trade-mark opposition proceeding instituted in the United States 
Patent Office, wherein the appellant opposed appellee in its appli- 
cation for registration of its alleged trade-mark used upon square, 
sectional, house-heating boilers, which mark is described in appli- 
cant’s application as follows: 

The trade-mark consists in a band of red color interposed between con- 
trastingly colored ends of a boiler. 

The record shows that as the mark was used and published, 
it consisted of a band of red color interposed between contrastingly 
colored ends of a boiler, which is said to be applied by painting, 
printing, enameling or otherwise marking the same directly upon the 
boiler or the jackets or coverings thereof. It is stated in appellee's 
brief that before any testimony was taken it amended its applica- 
tion limiting the mark to a band of red color interposed between 
black end bands. Such amendment does not appear in the record, 
but the case has been tried below and here upon the theory that 
applicant’s mark is limited to black end bands and we will so 
regard it. 

Both parties are now engaged and have been engaged for many 
years in the manufacture of household heating boilers, particularly 
boilers of the vertical, sectional type. There is no dispute but 
that the goods which both parties make and sell are of the same 
descriptive properties and that the opposer, prior to the alleged 
date of adoption of appellee’s alleged mark, had manufactured 
and sold boilers of the type in question, its boilers having black 
ends with intermediate gray portions. 

The notice of opposition proceeds upon the theory that the 
applicant’s alleged mark is publici juris, is descriptive of applicant’s 
goods, performs a utilitarian purpose, and that the registration 
of the trade-mark, which implies a monopoly in appellee, would 
handicap appellant and interfere with its legitimate rights in mer- 
chandising its product. 

It is conceded that the applicant, appellee, was the first in the 
trade to use the combination of red and black. The black ends 
of the boiler referred to, consist of the end plates. The band of 
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red is that portion of the boiler between the end plates which 
constitutes the jacket covering over the insulating material on the 
boiler. The so-called red band varies in dimensions and location 
with the size and type of boiler. It appears from the record that 
it is desirable that the ends remain black or some dark color in 
order that the same will not become discolored and unsightly around 
the doors and openings. It is conceded that it is customary and 
necessary to paint the jackets some color for the purpose of pre- 
venting rust and for the purpose of ornamentation. 

The Commissioner of Patents overruled the decision of the 
Examiner of Interferences, which decision sustained the opposi- 
tion and adjudged applicant not entitled to registration. The Com- 
missioner held that the opposition should be dismissed and that the 
mark be registered. From the Commissioner’s decision appellant- 
opposer appealed here. In his decision the Commissioner said: 


It seems clear enough in consequence that the opposer has no standing 
in this proceeding since it is not using anything which conflicts with the 
mark of the applicant or anything which it will be precluded from or 
damaged by using if this registration is granted. Arkell Safety Bag Co. v. 
Safepack Mills, 314 O. G. 3, 53 App. D. C. 218 [13 T.-M. Rep. 225]. 


It is clear to us that the applicant’s alleged mark is not entitled 
to registration. We think the subject matter of the mark is an 
integral part of the article and is publici juris; that it is descrip- 
tive of the goods upon which its alleged use occurs ;’ and that it has 
one or more utilitarian purposes.° 


7A. Leschen & Sons Rope Co. v. The American Steel and Wire Co. of 
New Jersey, 19 C. C. P. A. (Patents) —, — F. (2d) — [22 T.-M. Rep. 50]; 
In re General Petroleum Corp. of California, 18 C. C. P. A. (Patents) 
1444, 49 F. (2d) 966 [21 T.-M. Rep. 331]; In re Sun-Oil Co., 18 C. C. 
P. A. (Patents) 1421, 49 F. (2d) 965 [21 T.-M. Rep. 328]; In re Walker- 
Gordon Laboratory Co., 19 C. C. P. A. (Patents) —, 53 F. (2d) 548 
[22 T.-M. Rep. 66]; In re Dennison Mfg. Co., 17 C. C. P. A. (Patents) 
987, 39 F. (2d) 720 [20 T.-M. Rep. 172]; In re Waterman, 34 App. D. C. 
185; Parker Pen Co. v. Finstone, 7 F. (2d) 753 [15 T.-M. Rep. 524]. 

* California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 
(Patents) 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 266]; In re General 
Petroleum Corp. of Calif., supra; In re Sun Oil Co., supra; In re Vertex 
Hosiery Mills, Inc., 18 C. C. P. A. (Patents) 725, 45 F. (2d) 249 [21 
T.-M. Rep. 36]. 

*In re Walker-Gordon Laboratory Co., supra; In re Vertex Hosiery 
Mills, Inc., supra; In re Oneida Community, 41 App. D. C. 260; Herz v. 
Loewenstein, 40 App. D. C. 277 [7 T.-M. Rep. 31]. 
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The Commissioner was in error in dismissing the opposition 
upon the ground that the opposer had no standing “since it is not 
using anything which conflicts with the mark of the applicant nor 
anything which it will be precluded from or damaged by using if 
this registration is granted.” We have gone so thoroughly into 
this question in United Shoe Machinery Corp. v. Compo Shoe 
Machinery Corp., 19 C. C. P. A. (Patents) —, — F. (2d) — 
[22 T.-M. Rep. 160], and Model Brassiere Co., Inc. v. Bromley- 
Shepard Co., Inc., 18 C. C. P. A. (Patents) 1294, 49 F. (2d) 482 
[21 T.-M. Rep. 382], that extended discussion seems unnecessary. 

We hold that the mark is not registrable and that the opposer 
clearly showed its right to oppose. The decision of the Commis- 
sioner of Patents is reversed. 


Lenroot, J., concurs in the conclusion. 


DEcIsions OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for a magazine, the name 
“Today's Magazine of America,’ in view of the prior registration 
(No. 145,536) of the word “Today,” as a trade-mark for a monthly 
magazine or house organ. 

The ground of the decision is that the marks are confusingly 
similar and the goods of the same descriptive properties. 

With reference to the marks the Assistant Commissioner said: 


I am of the opinion that the word “Today” constitutes the essential 
characteristic of both marks, the words “Magazine of America” in the 
applicant’s mark and the words “A Magazine of Thrift” in registrant’s 
mark being simply descriptive of the article to which the marks are 
applied. Moreover, the possessive form of the applicant’s mark “Today” 
does not avoid the confusing similarity between the two marks. 


With reference to the goods, after stating that no error had been 
found in the holding that they are of the same descriptive prop- 
erties, he said: 
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It is true that the specific purposes of the two goods are somewhat dis- 
similar but in both cases the goods consist of a magazine.' 


Descriptive Term 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the notation “Taylord” as a trade-mark 
for men’s, women’s and children’s suits, trousers, vests, coats, etc., 
since the word is a mere misspelling of the word “tailored,” and, 
therefore, is merely descriptive of the goods. 

In his decision, after noting that most of the articles enumerated 
belong to a class of garments many of which are known as tailored 
and noting applicant’s argument that the mark sought to be regis- 
tered is made up of the two words “Lord” and “Taylor,” compris- 
ing applicant’s commercial name, and would be recognized as such, 
the First Assistant Commissioner said: 

It seems, however, that in order to derive the notation from the names 
appearing in the applicant’s company title these two names have to be 
transposed, and when this is done the notation becomes substantially a 
word descriptive of a character or quality of the goods. It would seem 
obvious the applicant’s attempt to register it is to take advantage of this 
descriptive feature. The notation is when viewed separately from the 
applicant’s business title clearly enough an obvious misspelling of the 
word “tailored” and would be so interpreted by purchasers. . . . The 
goods would by customers familiar with the notation be apt to be called 


for by such notation or name, and the particular spelling adopted by the 
applicant would not be disclosed. 


With reference to the argument based upon prior registration 
of the word “Tailored,” which had been registered for shoes 
(No. 134,852), he said: 

Clearly enough this word is not descriptive of shoes. If the appli- 
cant’s mark were deemed merely suggestive it is thought it approaches 


too nearly this registered mark to escape the objection that its use might 
cause confusion in trade.’ 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for resistors such as are 


1 Ex parte Selling-Finance Publishing Co., Serial No. 312,960, 156 M. D. 
851, March 18, 1932. 

* Ex parte Lord & Taylor, Serial No. 306,498, 156 M. D. 850, March 18, 
1932. 
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used in radio apparatus, the term “Metallized” on the ground that 
the mark is either descriptive of the goods or deceptive. 

In his decision, after noting that the Examiner had cited cer- 
tain authorities as to the definition of the term “metallize’” and had 
pointed out that that term is commonly used in the electrical art, 
and particularly with reference to resistors in the radio art, and 
cited certain patents in support of that holding, the Assistant Com- 
missioner, after noting applicant’s argument that the term is not 
descriptive of applicant’s resistors since they do not possess either 
physically or chemically any properties or characteristics of a metal 
or a metallized substance, said: 


Such being the case, then the applicant’s mark is misdescriptive of its 
resistors and should not be registered. A purchaser of the applicant’s 
resistors, wishing to purchase a metallized resistor and believing the 
applicant’s resistors to be metallized, would be deceived; and by register- 


ing the applicant’s mark, the Patent Office would be a party to the act 
of deception. 


The Assistant Commissioner further held that applicant’s mark 
was not registrable in view of the prior registration (No. 58,522) 
of the word “Metallized” as a trade-mark for incandescent electric 
lamps. In this connection and with reference to applicant’s argu- 
ment that if the mark is descriptive of its goods, it would be descrip- 
tive of the registrant’s goods, the Assistant Commissioner said: 


With reference to applicant’s suggestion that if its mark be held 
to be descriptive of its goods, then said registered mark would also be 
descriptive, and, the Office having registered said prior mark, it should not 
now raise the question of descriptiveness against the instant mark; it 
may be stated that the legality of said registered mark is not before the 
Office for decision and that the only question presented is whether the 
applicant’s mark is entitled to registration. 

As the applicant’s mark is regarded as either descriptive or mis- 
descriptive of its goods and as said mark would, in my opinion, cause 
confusion or mistake in the mind of the public as to the origin or owner- 
ship of the applicant’s resistors marked “Metallized” and the metallized 
resistors of other parties, I am of the opinion that the Examiner was 
clearly right in refusing to register the applicant’s mark.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for resistors the nota- 


*Ex parte International Resistance Co., Serial No. 261,195, 156 M. D. 
854, March 28, 1932. 
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tion ‘“Bradleyunit,” since this notation is merely descriptive of the 
goods. 

In his decision, after stating that the goods are what are known 
in the electric art as resistors or resistance units, and stating that 
the Examiner had referred to certain publications as showing that 
the word “unit” is frequently used in that art to indicate an electric 
resistance device or resistor, the First Assistant Commissioner said: 


To use this well-known, descriptive term with the name of the presi- 
dent of the applicant corporation does not relieve the term from the 
objection of being descriptive. To the trade the notation sought to be 
registered would merely mean a resistor unit put out by the Bradley 
corporation or by someone bearing the name “Bradley.” * 


Estoppel 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the word “Tubular” for rotary printing 
presses, stereotype casting boxes and stereotype plate trimming 
mechanism, since it had previously registered that mark for those 
goods under the 1920 Act, but that it was entitled to registration 
of the mark for mat rollers, plate finishers, plate trimmers, etc., 
since the mark was not descriptive of these goods. 

In his decision, after noting that the Examiner had held the 
mark descriptive of some of the goods and that it was not material 
whether it was actually descriptive of every individual item 
enumerated, and noting that applicant had obtained registration 
upon the three classes of goods above mentioned under the 1920 
Act, the First Assistant Commissioner said: 


It is not material why the applicant secured that registration. This 
shifting of the application from one under the 1905 Act to one under 
the 1920 Act and the obtaining of registration under the latter constitute 
an estoppel of the applicant’s present attempt to obtain registration for 
such mark for use upon these same goods under the 1905 Act. 


With reference to the other goods refered to, he said: 


It is true a printing press of the type disclosed by the applicant in 
his photographs does employ a tubular stereotype plate which is slipped on 
and off its supporting cylinder, and this plate is accurately and correctly 
described as tubular. To this extent the term tubular is descriptive of 


*Ex parte Allen-Bradley Company, Serial No. 296,384, 156 M. D. 858, 
March 29, 1932. 
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a printing press of this type wherein such a tubular plate is used. The 
other devices or items recited in the application are presumably to be 
used principally with this type of printing press, but such items are 
individually in no sense described by the words sought to be registered; 
nor would anyone seeing this word used upon such items obtain more 
than a suggestion that the devices were intended for use upon a press of 
the character disclosed in the specimen photographs filed in this application.* 


Lack of Jurisdiction 


Kinnan, F. A. C.: Held that the opposition brought by the 
Aktiengesellschaft fur Feinmechanik vormals Jetter & Scheerer 
against the registration by applicant of a trade-mark for surgical 
instruments consisting of the representation of a staff with a crown 
thereabove and a serpent coiled in the form of the letter “S’’ about 
the staff, was properly dismissed. The ground of the decision is 
that, inasmuch as the opposer sought merely to set up an equitable 
title in the mark, the question raised was one which can be properly 
determined only in an Equity Court. 

In his decision the Assistant Commissioner noted that it 
appeared from the record as presented that the applicant was at 
one time the distributing agent in the United States of the opposer 
and that the registration which had been obtained by opposer’s 
predecessor had been assigned to the applicant and that the appli- 
cant had subsequently registered the same trade-mark for knives, 
chisels, etc., and for a very large number of instruments of the 
particular character of surgical or medical instruments and that 
the later registrations were seized by the Alien Property Custodian, 
but subsequently assigned to the applicant. 

He further noted that the records of this Office as showing 
title in the applicant were not disputed, but it was alleged that 
the assignment from the opposer was of the bare legal title without 
conveying the good-will of the business. He further noted that it 
was not contended that the records of this Office supported the 
allegation that the later registrations were obtained by applicant’s 
predecessor as agent for the opposer. 

He then said: 


* Ex parte Duplex Printing Press Co., Serial No. 313,469, 156 M. D. 847, 
March 16, 1932. 
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The record title is now in the applicant company. Whether the opposer 
has any equity in the ownership of or equitable title to those marks could 
not be established by the instant procedure, but presumably only by a 
proceeding in equity. It would in consequence not be of utility for the 
opposer to take testimony to establish the allegations set forth in its 
opposition. It would appear further to be necessary for the opposer to 
establish title in this registered mark or marks in order to establish legal 
damage by the registration now applied for by the applicant. It is held 
this Office is without jurisdiction to determine the issue raised by the notice 
of opposition.® 


Name of Individual 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter. under the Act of 1905, as a trade-mark for candy, the nota- 
tion “Jane Adam,” in view of the prohibition of the statute against 
the registration of the name of an individual. 

With respect to the argument that the name is distinctly written, 
the First Assistant Commissioner said: 

The applicant has submitted that the name is written in a distinctive 
manner since the first part is in script and the second part in block type. 
As to this feature it is believed, since both forms of printing are common, 
the average purchaser would not note any distinction or peculiarity in the 
manner in which the name is written or printed. 

With reference to applicant’s argument the name has a cer- 
tain resemblance to the portion “J. N. Adam” of the name of 
the applicant and that that name had been registered under the 
ten-year clause of the Act of 1905 for use upon articles of clothing 
and, therefore, applicant was entitled to extend that name to candy, 
he said: 

The Examiner found, and it is believed correctly, that there was no 
such similarity between the name of the applicant company and the name 


sought to be registered as would enable the applicant to obtain any benefit 
from its prior registrations of its company name. 


Then, after stating that, while the name sought to be registered 
is not shown to be the name of any individual in the applicant’s 
company, the surname “Adam’”’ is common to many individuals and 
the name “Jane” is exceedingly common, he said: 


* Aktiengesellschaft fur Feinmechanik vormals Jetter & Scheerer v. Kny- 
Scheerer Corporation, Opposition No. 11,704, 156 M. D. 859, March 29, 
1932. 
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There is nothing unusual about these two names when joined together, 
and they do not then become any the less the name of an or some individual. 
It is believed the holdings in the cases relied upon by the Examiner are 
persuasive that registration is properly denied. A holding to the contrary 
would mean that anyone could take well-known Christian and surnames 
and join them together and obtain registration, notwithstanding the pro- 
hibition of the statute, with the result that almost all combinations of 
ordinary Christian and surnames would have been registered without the 
consent and in violation of the rights of those possessing such names.’ 


Non-descriptive Term 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, the notation “Germoil,”’ as a trade-mark for 
lubricating oils. 

The Examiner had held this mark descriptive of the goods, 
basing his holding upon certain patents for a process for obtaining 
improved motor fuels, in which one of the steps of treatment was 
described as a fermentation process. 

In his decision, after noting the statement on behalf of appli- 
cant that there is no germ process nor germs involved in the process 
of producing lubricating oils, and noting that applicant owns other 
analogous registrations, of which those for the marks “Germ,” 
“Germolind” and “Germo,” registrations Nos. 139,228, 285,216 and 
285,217, respectively, are the most pertinent, the First Assistant 
Commissioner said: 


In view of the fact that the applicant here has obtained these regis- 
trations it is believed this Office should not deny registration of a notation 
so nearly identical with at least two of those already registered for use 
upon the same kind of goods. The use of the notation here sought to be 
registered upon lubricating oil differs but slightly in its appeal to the 
purchasing public from the registered marks “Germ” or “Germo” upon 
the same class of goods. Since in consequence the applicant is seeking 
a registration of a very slight variant of at least two marks previously 
registered by it the present registration should be granted.* 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Popsicle” as a trade-mark for paper wrappers and 


‘Ex parte J. N. Adam & Co., Serial No. 293,911, 156 M. D. 849, March 
18, 1932. 

* Ex parte Continental Oil Co., Serial No. 310,105, 156 M. D. 852, March 
19, 1932. 
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bags on the ground that no trade-mark use of that term on the 
goods specified has been shown. 

In his decision the First Assistant Commissioner noted that the 
specimens filed consisted of sheets of oiled paper having the word 
“Popsicle” thereon with the words “A drink on a stick’”’ and the 
words “Frozen Sucker.”’ He noted further that applicant stated 
that it sold to the confectioners a unit consisting of a thousand 
wrappers or bags, a thousand sticks, and sufficient syrup to make 
up the confection, and under no circumstances did the applicant 
ever sell wrappers or bags as a distinct commodity. 

He then noted that the application is necessarily for the regis- 
tration of the mark upon the wrappers which are actually placed 
about the confection as a bread wrapper is used to wrap up a loaf 
of bread. 

He further said: 

When the frozen confection is sold with the wrapper around it the 
purchasing public would obtain no other impression than that the name on 
the wrapper applied to the confection . . . . but such customers, unless 
specifically informed to the contrary, would merely understand the mark 


referred to the confection or at most the carton or package in which the 
wrappers had been shipped.’ 


Res Adjudicata 


Kinnan, F. A. C.: Held that the petition filed by The Upjohn 
Company for the cancellation of the registration of the notation 
“U-Co,” as a trade-mark for cough medicines, etc., was properly 
dismissed on the ground that the same question had been decided 
adversely to the petitioner in an opposition proceeding [21 T.-M. 
Rep. 573]. 

In his decision, after stating that the application involved in the 
opposition proceeding was not the same as that which eventuated 
into the registration here sought to be cancelled, but the mark was 
the same and used upon the same class of goods, and further noting 


*Ex parte The Popsicle Corporation of the United States, Serial 
No. 297,327, 156 M. D. 845, March 14, 1932. 
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certain decisions and quoting therefrom, the First Assistant Com- 
missioner said: 


It is abundantly apparent from the foregoing that the issue raised in 
the instant proceeding is the same as was raised, tried, and finally deter- 
mined in the opposition proceeding, namely, the right of the respondent 
to registration of its mark “U-Co,” and that every question raised in the 
instant proceedings is res adjudicata.” 


*The Upjohn Company v. Nathaniel J. Segal (The Jend Drug Co., 


Inc., a Corporation of Maryland, Assignee, Substituted), Cancellation 
No. 2329, 156 M. D. 842, March 1, 1932. 
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James S. Kirk & Company anv Procter & GAMBLE COMPANY 


v. Feperat Trape ComMIssion 
United States Court of Appeals, Seventh Circuit 
April 15, 1932 


Unramr Competition — Feperat Trapve Commission Act — “CastTILe” FoR 
Soap—TerM ORIGINALLY GEOGRAPHICAL, NOW GENERIC. 

The word “Castile,” originally used to indicate soap whose chief 
ingredient was olive oil, the name being derived from the Province 
of Castile in Spain, held through widespread use on soap whose fatty 
ingredient was not solely olive oil, by native and foreign manufacturers, 
both to have lost its original geographical meaning and at present to 
denote a soap manufactured of other fatty elements than olive oil. The 
Federal Trade Commission’s order to “cease and desist” was, therefore, 
reversed. 


In equity. Petition to review “cease and desist” order of the 
Federal Trade Commission. Order reversed. 


Cutting, Moore & Sidley, of Chicago, IIll., for petitioners. 
Before AtscnHuLer, Evans, and Sparks, Circuit Judges. 


The original petitioner, James S. Kirk & Company, hereinafter 
referred to as petitioner, brought this proceeding to review and 
set aside a cease and desist order entered by the Federal Trade 
Commission against petitioner pursuant to the provisions of Federal 
Trade Commission Act of 1914, c. 311, 38 Stat. 715, and certain 
amendatory acts. 

The provisions of the statute which are pertinent to the issues 
in controversy are found in Par. 5 of the original Act as amended 
in 1925, c. 229, Par. 2, 43 Stat. 939, 15 U. S. C. A. 45, and are 
set forth in the margin.” 


715 U.S. C. A. 45: 

Par. 1. “Unfair methods of competition in commerce are declared 
unlawful. 

Par. 2. “The Commission is empowered and directed to prevent . . . 
corporations, except banks, and common carriers subject to the Acts to 
regulate commerce, from using unfair methods of competition in commerce. 

Par. 3. “Whenever the Commission shall have reason to believe that 
any such . . . . corporation has been or is using any unfair method of 
competition in commerce, and if it shall appear to the Commission that 
a proceeding by it in respect thereof would be to the interest of the public, 
it shall issue and serve upon such . . . . corporation a complaint stating 
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The Commission’s complaint, which was filed January 9, 1924, 
alleges that petitioner is in competition with others in the manufac- 
ture and sale of soap in interstate commerce; that among its com- 
petitors are a number who manufacture or import castile soap from 
various countries; that genuine castile soap took its name from the 
Province of Castile, Spain; that it is a hard soap, the oil ingredient 
of which always has been, and now is, olive oil exclusively; that 
because of the qualities of olive oil as a soap material, and for 
other reasons, it is considered by the trade and the public generally 
as an excellent soap, free from substances harmful to the skin or 
delicate fabrics; that by the medical profession and drug trade it 
is considered to have qualities requisite for bathing infants and 
sick persons and for use in medical prescriptions, and is so used; 
that, in addition to making several brands containing various per- 
centages of olive oil, Kirk & Company, for more than four years, 
has made seven brands of soap—all called castile but none of which 
contain the word “olive” or “olive oil” in their names, and four of 
which contain the word “‘cocoa’’— and that none of them have any 
olive oil content; that such labeling has the capacity and tendency 
to deceive the trade and public into the erroneous belief that they 
are genuine castile soaps; that genuine castile soaps are more costly 
its charges in that respect. . . . If upon such hearing the Commission 
shall be of the opinion that the method of competition in question is pro- 
hibited by this subdivision of this chapter, it shall make a report in writing 
in which it shall state its findings as to the facts and shall issue and cause 
to be served on such . . . . corporation an order requiring such . : 
corporation to cease and desist from using such method of competition. 

Par. 4. “If such . . . . corporation fails or neglects to obey such 
order . . . . the Commission may apply to the Circuit Court of Appeals 
of the United States for the enforcement of its order, . . . . the court 
shall have jurisdiction of the proceeding . . . . and shall have power to 
make and enter upon the pleadings, testimony, and proceedings set forth in 


such transcript a decree affirming, modifying, or setting aside the order of 
the Commission. 


Par. 5. “Any party required by such order of the Commission to cease 
and desist... . may obtain a review of such order in said Circuit Court 
of Appeals by filing in the court a written petition praying that the order 

; be set aside. . . . Upon the filing of the transcript the court shall 
have the same jurisdiction to affirm, set aside, or modify the order of the 
Commission as in the case of an application by the Commission for the 
enforcement of its order, and the findings of the Commission as to the facts, 
if supported by testimony, shall in like manner be conclusive.” 
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than other soaps because of the higher cost of olive oil, and by 
reason thereof petitioner sells its soaps for less than its competitors 
who import, or manufacture, and sell genuine castile soap; that such 
fact has the capacity and tendency to cause the trade and public 
to purchase petitioner's so-called castile soaps in preference to 
the genuine and more costly castile soaps; and that all acts of 
petitioner as referred to are prejudicial to the public. 

On December 12, 1928, the Commission made its findings of 
fact and issued to petitioner an order to cease and desist from using 
the word “olive,” or any representation indicating an olive oil 
source, or the word “castile” and the words “olive oil soap,” either 
alone or in conjunction with any other word or words which are the 
name of, or are descriptive or suggestive of, an oil or fat, in label- 
ing, branding or otherwise describing soap for sale or sold in ogom- 
merce, the oil or fatty composition of which is not wholly derived 
from olives; except that when an oil or fat of a soap is composed of 
two or more oils or fats including olive oil or fat, and in such propor- 
tion that the soap in any of its qualities is substantially affected 
by any ingredient from olives, the word “olive” shall not be used 
in the manner above enumerated unless the name of each oil or 
fat therein is used immediately in conjunction with the word “olive” 
or with said representation indicating an olive oil source, and in 
a manner equally conspicuous with, and similar to that in which 
the word “olive” or said representation is so used, in order to indi- 
cate clearly that such soap is not made wholly from oil or fat 
derived from olives. 

Findings of the Commission, which bear directly on petitioner's 
contentions, and its conclusion are set forth in the margin.” 

*“Par. 5: Castile Soap is a hard soap produced from oil or fat which 
is derived solely from olives and without the addition or admixture of any 
artificial perfume, or any substance as a filler or builder. It derives its 
odor solely from the olive oil constituent in its composition. 

“Castile Soap is produced by the saponification of olive oil by the use 
of an alkaline salt. Caustic soda (sodium hydroxide) is the saponifying 
agent most commonly used in modern times in conjunction with olive oil 
to produce Castile Soap. 


“Par. 18: The word ‘Cocoa, which has been and is being used by 
respondent as part of the brand-name or description of some of its soaps 
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“Conclusion 


“The practices of the respondent under the conditions and circumstances 
set forth in the foregoing findings are to the prejudice of the public and 
of respondent’s competitors, and are unfair methods of competition in 
commerce and constitute a violation of Section 5 (of Act of 1914)... .” 


On July 7, 1930, the Procter and Gamble Company purchased 
the soap business and brands of Kirk & Company, and it was 
permitted to intervene as a co-petitioner. 


Sparks, C. J.: The basis of the Commission’s complaint is to 
the effect that castile soap is one in which olive oil constitutes the 
sole oily or fatty ingredient. The Commission has found this to 
be true, as a matter of fact, and it is supported by some evidence. 
The respondent, therefore, insists that such finding is conclusive 
and that unfair competition is established. 


which respondent sold and is selling as Castile Soap describes or indicates 
an ingredient known as cocoa or chocolate. 

“Par. 21: The use by respondent, either alone or together, of the 
word ‘olive’ or the words ‘olive oil,’ in labeling, branding or otherwise 
describing soap made partly of oil or fat derived from olives and partly of 
other oil or fat and offering such soap for sale and selling or causing the 
same to be sold as herein set forth without stating, immediately in con- 
junction with, or in association with, said word or words, and in a manner 
equally conspicuous with and similar in all respects to that in which said 
word or words are used, the name or names of the other oils or fats in 
the composition of the soap or that such soap is not made wholly of oil 
or fat derived from olives has the tendency and capacity to deceive mem- 
bers of the public into the belief that such soap was and is composed, as 
to its fatty composition, exclusively of oil or fat derived from olives. 

“Par. 22: Relying upon the representations of respondent in the label- 
ing, branding and description of its soaps, sold and caused to be sold by 
respondent as and for Castile Soap and Olive Oil Soap, as set forth above, 
and because respondent is and has been enabled to offer for sale and 
has offered and sold its said svuaps at a lower price by reason of their 
composition than the prices at which respondent’s competitors can offer 
and sell and have offered and sold Castile Soap, members of the public, 
including physicians, pharmacists, druggists and others have been deceived 
into purchasing and using respondent’s said soaps instead of and in place 
of Castile Soap or Olive Oil Soap, among other purposes for use in the 


compounding of medical prescriptions and for use in connection with the 
care of babies. 


“Par. 23: There are among the competitors of respondent referred to 
herein many who make and sell soap made, as to its oil or fatty composi- 
tion, only of oil or fat derived from olives and who properly represent their 
said soap as Castile Soap and as Olive Oil Soap, and respondent’s acts 
and practices as above set forth tend to and do divert business from such 
competitors and otherwise injure and prejudice them. 
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In Federal Trade Commission v. Curtis Publishing Company, 
260 U.S. 568 [13 T.-M. Rep. 25], the Court said: 

We have heretofore pointed out that the ultimate determination of what 
constitutes unfair competition is for the court, not the Commission. . . 
Federal Trade Commission v. Gratz, 253 U. S. 421, 427 [10 T.-M. Rep. 295]. 

Manifestly, the court must inquire whether the Commission’s findings 
of fact are supported by evidence. If so supported, they are conclusive. 
But as the statute grants jurisdiction to make and enter, upon the plead- 
ings, testimony and proceedings, a decree affirming, modifying or setting 
aside an order, the court must also have power to examine the whole record 
and ascertain for itself the issues presented and whether there are material 
facts not reported by the Commission. If there be substantial evidence 
relating to such facts from which different conclusions reasonably may be 
drawn, the matter may be and ordinarily, we think, should be remanded 
to the Commission—the primary fact-finding body—with direction to make 
additional findings, but if from all the circumstances it clearly appears 
that in the interest of justice the controversy should be decided without 
further delay the court has full power under the statute to do so. The 
language of the statute is broad and confers power of review not found 
in the Interstate Commerce Act. 

It is contended first by petitioner that there are certain material 
facts, not covered by the findings, which were proven by the evi- 
dence and were not contradicted, and which conclusively disprove 
unfair competition. 

For instance, by far the greater number of witnesses, from all 
parts of the United States, testified that castile soap meant to them 
a pure high-grade toilet soap; or that it implied no special vegetable 
oil as an ingredient; or that they had never associated any brand 
of castile soap with olive oil as an ingredient; or that it meant a 
soap which would lather satisfactorily in hard water. One hundred 
and fifteen witnesses testified that castile soap meant to them a 
soap made from cocoanut oil; while 110 witnesses testified that the 
name indicated that the oily or fatty ingredient was exclusively of 
olive oil. Regardless of which of these witnesses, if any, were giving 
the proper meaning of the word “castile” when used in connection 
with soap, the substance of all their testimony proves beyond ques- 
tion, so far as individual opinions are concerned, that the word 
“castile” when used with soap means different things to different 
persons. This diversity of opinion is quite a pertinent fact in the 
determination of the issues before us. It not only bears directly 


on the issue of whether petitioner's alleged acts have the capacity 
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and tendency to deceive the trade and the general public; but it is 
quite material in determining the real meaning of the word “castile” 
when used in connection with soap, or whether it has more than 
one meaning, as contended by petitioner. 

As a general rule we look to the lexicographer for definitions 
of words; but, on the other hand, the lexicographer bases his defi- 
nition upon the use which the public has given the word. Unfor- 
tunately, or fortunately, there are many words whose meanings, 
once correctly and definitely defined, have subsequently through 
usage acquired different or additional meanings, and such enlarged 
meanings have been recognized and approved in later dictionaries. 
Indeed, there are many instances in which it is difficult to trace 
the connection between the root meaning of a word and its present 
meaning as established and recognized by usage. 

It is contended by petitioner that the word “castile’’ when 
used in relation to soap means nothing as to the constituent elements, 
but refers to the quality of the soap as a whole. The word 
“Castile” alone does not mean soap of any kind, nor is it the name 
of a constituent element of any soap ever made. It is the name of 
a province in Spain, and the Commission finds as a fact that castile 
soap derives its name from the fact that it was first made in the 
Province of Castile in Spain, in a very early day, and that its oily 
or fatty ingredient was derived exclusively from olives; that by 
custom and usage any soap whose sole oily or fatty ingredient is 
derived from olives is known as castile soap, regardless of its 
place of manufacture. We are convinced from the record before us 
that during the earlier years castile soap was recognized and con- 
sidered as a soap whose sole oily and fatty ingredient was derived 
from olives, and the dictionaries of the various countries, including 
America, so defined it, and the pharmacopeias designated it as the 
one to be used in all medical preparations and prescriptions in 
which soap was required because its sole oily or fatty ingredient 
was olive oil. The words “castile soap” thereby became synonymous 
with “olive oil” soap, and such synonymity still prevails with many 
people. 
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In the earlier years of the last century, however, some foreign 
manufacturers made and sold soaps which they called “castile”’ 
soap whose oily or fatty ingredient was not solely of olive oil, and 
much of these products was imported into America. At that time 
the soap industry in America was begun, and many of our earlier 
soap makers did the same thing and have continued the practice 
up to the present time. During seventy-five years last past that 
practice has grown to such an extent that practically all of our 
soap makers are resorting, more or less, to that custom. So far 
as the record shows, Holbrook & Company is the only soap manu- 
facturer in the United States whose entire product is made solely 
of olive oil as the fatty ingredient and is labeled “Pure Olive Oil 
Castile.” That company admitted that it was not a competitor of 
petitioner, and that almost all of its product was used by the textile 
trades. 

The United States Pharmacopeia from its beginning valiantly 
attempted to preserve the meaning of the words “castile soap” as 
a soap whose oily or fatty ingredient consisted solely of olive oil, 
and such a soap was the only one recognized by it as the equivalent 
“sapo,’ which is the medical term for soap. 

In the last edition of that work, however, the equivalent of 
“sapo” is given as “olive oil castile soap.” Petitioner claims that 
this fact is an implied recognition on the part of the authors of the 
existence of other castile soaps. Such conclusion does not neces- 
sarily follow. The action of the authors may well have been an 
effort to protect the medical profession and the public by desig- 
nating what they regarded as genuine castile soap as distinguished 
from quasi castile soap. 

A perusal of the very voluminous record in the case convinces 
us that the present contrariety of opinion as to the meaning of the 
words “castile soap” is a result of an effort on the part of certain 
soap manufacturers, both foreign and American, extending from 
very early times to the present, to corrupt and change the public’s 
understanding of the meaning of those words to the manufacturers’ 
advantage. That this effort has been in a great degree successful 
can no more be denied than the methods employed can be approved. 
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As a result of such effort it is not at all surprising that the present 
laity should have such diversified views as to the meaning of the 
words, for the record supports us in saying that a greater part 
of the laity knows very little and cares less as to the constituent 
elements of any soap. 

That in former years the methods used did deceive and had 
the capacity and tendency to deceive is fully supported by the evi- 
dence, and were it not for the action of the Bureau of Standards 
of the United States Department of Commerce that capacity and 
tendency would still exist. In Federal Trade Commission v. Win- 
sted Hosiery Company, 258 U. S. 483, Justice Brandeis, speaking 
for the court, said: 


The fact that misrepresentation and misdescription have become so 
common in the . . . . trade that most dealers no longer accept labels at 
their face value, does not prevent their use being an unfair method of 
competition. 


By the Act of 1901, 31 Stat. 1449, 15 U. S. C. A. 271, et seq., 
Congress established the National Bureau of Standards and author- 
ized that Bureau’s director to issue bulletins for public distribution 
containing such information as might be of value to the public or 
facilitate the bureau in the exercise of its functions. Pursuant 
thereto, the following bulletin was promulgated and distributed: 


Unrrep States DEPARTMENT OF COMMERCE, BUREAU OF STANDARDS 
Circular No. 62, “Soap,” 3rd Edition, published January 24, 1923, at p. 9: 


“Castile Soap was originally made from low-grade olive oils. The name 
now represents a type of soap, the term ‘castile’ being applied to a soap 
intended for toilet or household use, sold usually in large, unwrapped, 
unperfumed bars, which are cut up when sold or when used. It is often 
drawn directly from the kettle without ‘crutching, but is sometimes 
crutched a little or even enough to make it float om is sometimes milled. 
It is also sold in small bars both wrapped and unwrapped. The type is 
not one easily defined, so now when made from olive oil it is invariably sold 
as olive-oil castile. There are soaps made entirely from coconut oil which 
are sold as coconut castiles or hard-water castiles. Many other castiles 
are made from a mixture of coconut oil and tallow.” 


This circular was discussed in petitioner’s briefs and it was 
ignored by respondent. We deem it quite pertinent and decisive 
of the question before us. The Government, through its agency, the 
Bureau of Standards, has thus committed itself to the proposition 
that castile soap may be made of oily and fatty elements other 
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than olive oil. Being solely a question of fact we deem it expedient 


for other departments of the Government, including the judiciary, 
to accept such construction, if for no other reason than that of 
consistency. 

This being true it necessarily follows that petitioner’s methods 
which are the basis of this action do not constitute unfair competi- 
tion insofar as they relate to the use of the word “castile.”’ 

The Commission’s findings point out various of petitioner's soaps 
which are branded or labeled with the words “olive” or “olive oil” 
and having oil content of less than 100 percent olive oil,’ and the 
order to cease and desist prohibits petitioner also from using the 
words “olive’’ or “olive oil’ in connection with its soap product, 
except under certain conditions named in the order. The com- 


* Par. 15: 

1. “Oreno Olive Oil Castile”: Of which it was said in catalog illustra- 
tion of the soap, “Oreno Olive Oil Castile, made in North Chicago, U. S. A., 
from Genuine Olive Oil.” The fatty composition of this soap is tallow, 
cocoanut oil, and olive oil, of unknown percentages. 

2. “Oreno Geruine Olive Oil Castile”: Contains 90 percent olive oil 
and 10 percent cocoanut oil. 

3. “Baby Bath Castile”: Having on each cake the phrase, “Olive Oil 
Soap,” and on the box-end, “Made with pure olive oil.’ The composition 
of this soap is 55 percent tallow, 10 percent cocoanut oil, and 35 percent 
olive oil. Since 1926, there is printed in small type on each cake the words, 
“Contains olive oil, cocoanut oil, and refined tallow.” 

4. “Olive Oil Castile”: With those words stamped on the soap, and 
in the catalog the statement “large white cakes of milled olive oil soap.” 
Its fatty content is 80 percent tallow, 10 percent cocoanut oil, and 10 per- 
cent olive oil. 

5. “Nursery Olive Oil Castile”: Fatty content, 90 percent olive oil, 
10 percent cocoanut oil. 

6. “Field’s Olive Oil Castile”: Made partly of olive oil and partly of 
other oils or fats, percentages not disclosed. 

7. “Glendora Castile Soap”: Having stamped on the bars “Glendora 
90 percent Olive Oil Soap.” It has 90 percent olive oil and 10 percent 
other oils. 

8. “Harmony Olive Oil Castile”: Having fatty content of 60 percent 
tallow, 10 percent cocoanut oil, and 30 percent olive oil. 

10. “Washrag Castile”: Having on the labels the words “Olive Oil 
Castile,” and the statement “This is a real milled olive oil castile soap of 
highest quality,” and beneath an illustration the words “No. 425 Olive Oil 
Washrag Castile.” Its fatty content is tallow 60 percent, cocoanut oil 
10 percent, olive oil 30 percent. 

Par. 16: 

“A toilet soap having printed on the wrappers, ‘Kirk Olive. Trade- 
Mark registered, and having fatty content of tallow 60 percent, cocoanut 
oil 10 percent, palm oil 15 percent, olive oil 15 percent.” 
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plaint does not refer to the use of those words nor ask any order 
concerning them, but it is contended by respondent that, inasmuch 
as the words “castile soap’ indicate 100 percent olive oil content 
and are synonymous with the words “‘olive’’ or “olive oil” as applied 
to soap, the allegations of the complaint, and the evidence, are 
sufficient to support the findings in that respect. But inasmuch 
as we find against respondent’s contention of such synonymity, its 
contention in this respect cannot prevail. 

The order to cease and desist is, therefore, reversed, with per- 
mission to respondent, if it shall so desire, to amend its original 
complaint against petitioner in such manner as to include peti- 
tioner’s use of the words “olive” and “olive oil’’ in connection 
with soap having oil content of less than 100 percent olive oil, or 
otherwise to proceed in respect to such use of the words “olive” 
and “olive oil’’; and in such case to permit further evidence to be 
taken, if either party desires so to do, and for all other necessary 
proceedings not inconsistent with this opinion. 


Tue Prana Company v. AMERICAN Crayon ComMpPANY 
United States Circuit Court of Appeals, Third Circuit 
April 29, 1932 


Unrair Competirion—Wroncrvut Use or Trapve-Name—InJsuncrion—Con- 
TEMPT. 
Appellant, The Prang Company, granted appellee the exclusive right 
to the use of the trade-name “Prang” and trade-monogram “A. P. 
as applied to crayons, pastels, oil and water-color paints, pencils, 
erasers and pens, appellant reserving to itself the right to act as agent 
of other manufacturers of these commodities, but agreeing not to sell 
them under the name “Prang.” The sale by appellant of the said 
goods associated with the name “Bril-tone” and advertising same in 
its regular “Prang” advertisements, wherein the word “Prang” was 
prominently displayed, after order enjoining it from the use of said 
name, except such use as to clearly differentiate them in the mind of 
the buying public from the packages used by appellee in the sale of 
like commodities, held contempt. 
Unrar Competirion—Svurrs—Morion ror ConteMPT—J URISDICTION. 
A motion for supplemental decree to adjudge appellee in contempt, 
held rightly denied, inasmuch as the motion was made more than a year 
after the entry of the main decree, and the court was, 


therefore, 
without jurisdiction. 
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In equity. Appeals from the District Court of the United States 
for the District of Delaware. Denied. 


Duell, Dunn § Anderson, of New York City, and Geo. N. Davis, 
of Wilmington, Del., for appellants. 

C. P. Goepel, of New York City, Chas. E. Frohman, of San- 
dusky, Ohio, and Wm. G. Mahaffy, of Wilmington, Del., for 
appellees. 


Before Woo.tey and Davis, Circuit Judges, and Fake, District 
Judge. 


Woo..ey, C. J.: These separate appeals are the sixth and 
seventh stages of a protracted litigation. For the underlying facts 
and applicable law, we refer to the several opinions reported 
in American Crayon Co. v. The Prang Co., 28 Fed. (2d) 515 
[18 T.-M. Rep. 524]; 38 Fed. (2d) 448; 50 Fed. (2d) 225; and 
51 Fed. (2d) 737 [21 T.-M. Rep. 441], and shall state only enough 
of the facts to bring into view the present phase of the controversy. 

This case grew out of a contract between the American Crayon 
Company and The Prang Company of Maine, whereby, first, The 
Prang Company sold the American Company for a substantial 
money consideration its exclusive right, title and interest in its 
trade-mark “Prang” and trade monogram A. P. P. (a Prang prod- 
uct) as theretofore applied to “crayons, pastels, oil and water-color 
paints, pencils, erasers and pens,” and to nothing else; and, 
whereby, second, The Prang Company reserved to itself the right 
to act as agent of other concerns manufacturing these commodities 
and to sell them, not under the trade-name “Prang” or under the 
trade monogram, but only in a manner to differentiate the com- 
peting products in the mind of the buying public. 

Each party construed the covenant in its favor rigidly and the 
covenant in favor of the other party loosely. Both parties stretched 
the covenants. After pursuing improper lines of conduct in the 
sale of various commodities, each party in the original suit sought 
relief against the other. Relief was at first denied both, yet was 
later accorded by a decree of the District Court entered on the 
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mandate of this court restraining The Prang Company from selling 
these particular products without their “being disassociated in the 
mind of the public from the name ‘Prang,’” “from selling (them) 
in cartons and containers deceptively resembling those of the” 
American Company, “from using the Prang name and monogram,’ 
and generally “from selling the said commodities except in cartons, 
boxes or packages of the real maker thereof and having the name 
of the real maker thereon,’ with the requirement that the cartons, 
boxes or packages shall, in form, color and design, “be such as to 
clearly differentiate (them) in the mind of the buying public from 
packages used by the (American Company) in the sale of the said 
commodities” under the purchased trade-name and monogram. On 
the other hand the decree restrained the American Company from 
selling or representing that it has an exclusive right to sell under 
the Prang name or monogram any commodities except those desig- 
nated in the contract. 

No. 4761. The American Crayon Company observed the decree 
fairly well, but The Prang Company (now a Delaware corpora- 
tion), disliking the restraint against it, thought of a way out. 

The essence of this court’s interpretation of the contract was 
to the effect that The Prang Company “gave up everything of 
the Prang name, character or mark” as to the six articles covered 
by the contract and that, while The Prang Company was “allowed, 
under certain circumstances mentioned in the contract, to sell such 
articles when made by other makers, they could only do so when 
such goods were disassociated in the mind of the public from the 
name Prang.” The Prang Company, having its own notion of 
the meaning of the words “other maker” and “disassociated,” set 
about to create or adopt another company and thereby to create 
an “other maker,” giving it the name “Bril-tone Products, Inc.,”’ 
and causing it to act as a kind of jobber. It then by its adver- 
tisements described itself as distributor of the Bril-tone products 
and advised its customers to purchase the goods from its own 
created “other maker’’ and endeavored ostensibly to disassociate 
the goods from the name “Prang” by giving them a new name, 
“Bril-tone.”” Yet it advertised them under the new name in its 
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regular Prang advertisements sometimes omitting the name of the 
real manufacturer and sometimes including it, yet always making 
it subordinate to the more prominently displayed words “Bril-tone”’ 
and “‘Prang.” 

It is not practicable to reproduce these advertisements. It will 
be enough to say that The Prang Company in advertising the 
named products associated and interwove the word “Bril-tone” with 
the word “Prang’’ in nearly every page of its advertisements and 
so iterated and reiterated the word “Bril-tone” in that association 
that a customer who knew the Prang products would, if he read 
the word often enough, come to know them by the name “Bril- 
tone” products and in this way would be led to believe that they 
were actually Prang products and, therefore, had the trade value 
which The Prang Company had sold to the American Company. 

On entering a decree adjudging The Prang Company and two 
of its officers in contempt for violating its previous decree—the 
matter here on appeal—the District Court held that this prac- 
tice did not escape the injunction. In this we agree. Though 


different in name and in a way different in origin, the commodities 


were still those of The Prang Company, and, as advertised, they 
were not disassociated in the mind of the public from those of the 
American Company. The products so named and sold were really 
the products of The Prang Company dressed in a new costume— 
of gauze. 


Even so, The Prang Company complains that the learned trial 
judge made an interpretation of the decree which is wrong. Quot- 
ing the offending paragraphs, the first is as follows: 


By “packages of the real maker,” the decree meant the standard, well- 
recognized packages identified in the trade as a part of the good-will of the 
maker of the goods and not a special line or private brand prescribed by 
a subsidiary corporation under the control and direction of The Prang 
Company or its officers. 

That is a correct interpretation of the decree and of the decision 
of this court under which it was entered. We think the expression 
apposite to the facts in this case. 


The court then said: 















244 TWENTY-TWO TRADE-MARK REPORTER 






Had the (Prang Company) intended to continue in a fair and honest 
competition with the (American Company), and given full force and 
respect to the decision of the appellate court, it would have discontinued 
entirely the use of the word “Prang” in connection or association with all 
advertising of the articles in question, whether by stationery, trade journal 
or catalog. 
That also is correct. 
Continuing, the court gave expression to the thought, of which 
The Prang Company particularly complains, as follows: 


As the corporate name of the (Prang Company) includes the word 
“Prang,” it necessarily follows that the defendant cannot use its corporate 
name in advertising, in catalog or otherwise, in association with the sale 
of these products. 

We understand this expression to be the court’s interpretation 
of the decree as applied to the facts then in dispute. That 
The Prang Company, as agent or distributor, cannot use the word 
“Prang” in advertising the goods of “other makers’ in association 
with their sale is but a statement, differently phrased, of this 
court’s interpretation of the contract—that The Prang Company 
can sell the goods only when made by “other makers” and when 
they are “disassociated in the mind f the public from the name 
Prang.” What future conduct of The Prang Company will under 
different facts conform to or violate this requirement of the decree, 
we assume the learned trial judge did not decide; certainly we 
cannot forecast. 

The court by its decree in these contempt proceedings ordered 
that the American Crayon Company recover from The Prang Com- 
pany and its two named officers “the sum of $4,932.24, as and for 
the loss, expenses and injury the (American Company) has sus- 
tained by the (Prang Company’s) disobedience of said decree and 
injunction.” 

The Prang Company charges error in the award of this amount 
“or any other amount” on the contention that its violation of the 
injunction, done under advice of counsel, was not deliberate, willful 
or malicious. Whether malicious or willful, it certainly was delib- 
erate and it was committed with the obvious intent to regain the 
trade value of the word “Prang” which its predecessor had sold 
and for which it had been paid. 








PRANG CO. V. AM. CRAYON CO. 245 


The order adjudging the defendants in contempt is affirmed. 

No. 4760. The decree which is the basis of the proceedings 
in these two appeals was entered April 5, 1930. The contempt 
proceedings, previously considered, followed promptly. After the 
opinion but before the decree holding The Prang Company in con- 
tempt, that company moved for an order adjudging the American 
Company in contempt. The court denied the motion. From that 
order no appeal was taken. On July 1, 1931, more than a year 
after the entry of the main decree, The Prang Company moved 
for a supplemental decree, representing that the American Com- 
pany was violating the injunction against it by advertising certain 
articles with respect to which it was forbidden to use the name 
“Prang” in association with the sale of those articles in which it 
could lawfully use the name and in this way was unlawfully indi- 
cating Prang origin of non-Prang articles and appropriating the 
Prang good-will. The Prang Company in its motion for a supple- 
mental decree contends that the main decree should be altered, 
amended, or changed by supplemental provisions in order to bring 
these alleged acts within its proper terms and within the spirit of 


the mandate of this court. The trial court entered an order deny- 
ing the motion and from that order alone The Prang Company has 
taken this appeal. 


This order is right on any one of several grounds according 
to the theory on which the motion was made. If made to correct 
errors in the decree, not merely clerical, another remedy was avail- 
able; if made to reconstruct the decree and thereby procure a new 
decree, the court was without jurisdiction in view of the passing 
of the term. Bronson vy. Schulten, 104 U. S. 410; Realty Ac- 
ceptance Corporation v. Montgomery, — U. S. —; if made to 
expand the decree so as to make it cover new post-decree practices, 
the procedure is not recognized in this circuit. Minerals Separa- 
tion, Ltd. v. Miami Copper Company, 26 Fed. 265. 

The order denying the motion for a supplemental decree is 
affirmed. 
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Joun Forsytue Co., Inc. v. ForsytHe SHor Corporation 
(254 N. Y. S. 584) 


New York Supreme Court, Appellate Division, First Department 


January 15, 1932 






Unrairn Competirion—Use or SuRNAME—COMPETING GoOops. 
Where plaintiff had been the first to use his surname in a men’s 
furnishing business, which name had become well known in such busi- 
ness, its use by defendant, a later comer, on ladies’ shoes, stockings 
and accessories, held unfair competition. 
Trape-Marks—Unrairk Competirion—“ForsytHe’—Score or INJUNCTION. 
Where it appeared that defendant, Forsythe Shoe Corporation, was 
organized several years after plaintiff, John Forsythe Co., and no one 
by the name of Forsythe was ever connected with defendant, the latter 
was enjoined from using the name “Forsythe” in any manner what- 
soever on its goods or in its corporate name. 


In equity. Action for unfair competition. Appeal from a deci- 
sion enjoining defendant from using the name “Forsythe’’ in his 
Affirmed. 


business. 








Abraham N. Davis (Jeremiah T. Mahoney, of counsel; Paul J. 
McCauley, on the brief), all of New York City, for appel- 
lant. 

Deiches, Kaufman, Feldstein §& Bernson (Maurice Deiches, of 

counsel; Elwood G. Feldman and James Allan Bernson on 

the brief), all of New York City, for respondent. 


Argued before Fincn, P. J., and Merrevi, O’Mattey, SHEr- 
MAN, and Town .ey, JJ. 


SuerMan, J.: Defendant has been enjoined from using the 








word “Forsythe” as part of its corporate name and from employing 
the name “Forsythe” or ‘Forsythe Shoes” as descriptive of its 
pe stores or goods, and in general from using the word “Forsythe” 
in its business, in any manner whatever. The interlocutory judg- 
ment also provides for assessment of damages by a referee. 

Prior to November, 1913, a corporation known as “John For- 
sythe, Inc.,” conducted retail stores in this city, selling men’s and 
women’s apparel including women’s shoes. John Forsythe, who 
had founded that business many years theretofore, directed the 
affairs of that corporation. The business had long been in exist- 
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ence and was well and widely known. Its merchandise had been 
extensively advertised, and sold under the name “Forsythe” or 
“John Forsythe.” That corporation having been adjudicated a 
bankrupt in November, 1913, receivers sold certain of its assets, 
including its “right, title and interest, if any, in the good-will and 
to the trade-name ‘Forsythe’ and ‘John Forsythe.’ ” 

The purchasers, within a short time thereafter, caused plaintiff 
to be incorporated and it became the owner of that trade-name. 
Since that time, it has conducted retail stores in this city selling 
men’s apparel and haberdashery and using the name “Forsythe” 
in extensive advertisements to designate its merchandise. That 
name has been featured in its publicity and marks its places of 
business. Plaintiff has not, however, dealt at any time in ladies’ 
apparel or ladies’ shoes, except that it has from time to time sold 
ladies’ hosiery. 

John Forsythe, about the year 1914, had caused another cor- 
poration to be organized, known as “John Forsythe Sons, Inc.,” 
which, under his direction, dealt in women’s apparel at a retail 
store in this city from 1914 until 1924, when its business ceased. 
Plaintiff had taken no steps to prevent the use by John Forsythe 
of his own name in that enterprise. 

Defendant was incorporated in 1924 and has since been engaged 
in the business of selling, at retail, ladies’ shoes branded with the 
word “Forsythe,” and stockings and accessories commonly sold with 
women’s shoes, in stores, one of which is located in the vicinity 
of those maintained by plaintiff. It has largely advertised its 
shoes under that name and given that name prominence as descrip- 
tive of its merchandise. 

As soon as plaintiff learned of the existence of defendant's 
stores and of its employment of this trade-name, proceedings were 
started to prevent what is claimed to be its unauthorized use by 
defendant. 

No one by the name of “Forsythe” has ever been connected 
with defendant. Its organizers explained at trial that they were 
led to select that corporate name and to mark its merchandise with 
the word “Forsythe” because at an earlier date they had conducted 


















Se a ea Saaepa 









































Shs = Se i a a 




































































———————S See 


248 TWENTY-TWO RADE-MARK REPORTER 

the business of selling shoes in Forsyth Street in this city. The 
learned trial court has rejected this excuse, and has found in effect 
that defendant assumed its present corporate title and undertook 
to use the name “Forsythe” with knowledge that it had been popu- 
larized and used by others as a trade-name. Thus, we are brought 
to recognize that it was so taken because defendant believed that 
it had value in attracting custom. 

One of plaintiff’s officers testified that it intends to engage in 
the sale of women’s wear, including shoes, and this statement has 
been made the basis of an affirmative finding to that effect. The 
Special Term has also found that there is a great likelihood that 
the purchasing public may be deceived into believing that defend- 
ant’s business is part of plaintiff’s business. 

It is urged that there is no proof of direct present competition 
between the parties in the sale of merchandise, or of any actual 
deception of the public. Of course, a woman would hardly be 
likely to enter plaintiff's haberdashery establishment in search 
of ladies’ shoes, and a man would not expect to find shirts at defend- 
ant’s shoe store. On the other hand, plaintiff contends that it has 
spent large sums of money in advertising its trade-name and that 
it has come to indicate merchandise distinguished by high quality, 
fashionable design, and excellent taste, and that the public may be 
led to believe from defendant’s use of that name that plaintiff 
was engaged in its sale of women’s shoes, possibly of inferior 
quality and lacking the merit of plaintiff's selecting taste; plain- 
tiff’s prestige would be thus diminished and customers dissatisfied. 
It asserts that the entire field of selling wearing apparel under 
that name in retail stores in this city (whether men’s or women’s) 
belongs to it. 

The facts in this case, to a very considerable degree, are parallel 
with those disclosed in Long’s Hat Stores v. Long’s Clothes, 224 
App. Div. 497, 231 N. Y. S. 107. There plaintiff, which had con- 
ducted retail hat stores under the name “Long’s,” had temporarily 
discontinued the sale of clothing but intended to resume that branch 
of its business. Defendant started a retail clothing store under 
that name. No one of the name “Long” was connected with it; 
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the conclusion was (page 498 of 224 App. Div., 231 N. Y. S. 107, 
108) “irresistible that the defendant is seeking to get the advan- 
tage of the trade-name and reputation of the plaintiff.” 

There, as here, there was no proof of actual and immediate 
direct competition. Both parties here are engaged in the sale of 
wearing apparel at retail and the logic of the rule underlying that 
decision must apply here. The gulf between men’s apparel and 
women’s apparel is not so wide that it can be held that there is 
no direct appropriation of plaintiff's good-will under the facts 
here shown. 

Appellant has cited authorities in this state which, it is argued, 
hold that there must be direct competition before an injunction 
will issue. On the contrary, the whole trend of decision is to pre- 
vent by injunction a threatened competition which is unfair, being 
calculated to impair the value of a trade-name or to deceive the 
public. Taendsticksfabriks Akticbolagat Vulcan v. Myers, 139 
N. Y. 364, 34 N. E. 904; Albany Packing Co., Inc. v. Crispo, 
227 App. Div. 591, 237 N. Y. S. 614; Wall v. Rolls-Royce of 
America, (C. C. A.) 4 F. (2d) 333 [15 T.-M. Rep. 259]; Vogue 
Co. v. Thompson-Hudson Co., (C. C. A.) 300 F. 509 [13 T.-M. 
Rep. 349]; Armour & Co. v. Master Tire & Rubber Co., (D. C.) 
34 F. (2d) 201 [20 T.-M. Rep. 1]). 

In Eastern Construction Co. v. Eastern Engineering Corpora- 
tion, 246 N. Y. 459, 159 N. E. 397 [18 T.-M. Rep. 122], the name 
was geographic and had been used by other contracting companies, 
the competition was in bidding for public work, and there was no 
finding that the name tended to deceive the awarders of contracts 
for such work; there was further no inference that defendant had 
chosen its name to derive a benefit at plaintiff's expense. The 
situation there presented is thus, in salient features, totally different 
from the facts shown in this case. 

Almost invariably the selection by a defendant for use in his 
business of a trade-name or mark which has theretofore been used 
and advertised by another, is for the purpose of appropriating its 
value and reaping the benefit of the labor of him who may have 
made that name an emblem of quality, or of taste, or a symbol of 
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fair dealing. Equity does not shirk from interfering to prevent 
such spoliation. Names other than plaintiff's there are in plenty, 
which defendant could have selected. 

In Yale Electric Corporation v. Robertson, (C. C. A.) 26 F. 
(2d) 972, 974 [18 T.-M. Rep. 321] Judge L. Hand, writing, said: 


It has of recent years been recognized that a merchant may have a suf- 
ficient economic interest in the use of his mark outside the field of his 
own exploitation to justify interposition by a court. His mark is his 
authentic seal; by it he vouches for the goods which bear it; it carries 
his name for good or ill. If another uses it, he borrows the owner’s 
reputation, whose quality no longer lies within his own control. This is 
an injury, even though the borrower does not tarnish it, or divert any sales 
by its use; for a reputation, like a face, is the symbol of its possessor and 
creator, and another can use it only as a mask. And so it has come to 
be recognized that, unless the borrower’s use is so foreign to the owner’s 
as to insure against any identification of the two, it is unlawful. 


The judgment appealed from should be affirmed, with costs. All 


concur. 


CENTRAL SHOE CoMPANY v. CENTRAL SHOE Company, INc. 
United States District Court, District of Massachusetts 


May 24, 1982 


Unrarr Competirion—“CENTRAL SHOE Company”’—Wroncrut Use or Cor- 
PORATE NAMES. 


A corporation, like an individual, is entitled to the protection of its 
good-will and business. Defendant, Central Shoe Company, Inc., was, 
therefore, restrained from further using its corporate name, or any 
colorable imitation thereof, in its business in territory where plaintiff 
had an established business and good-will. 

Unram Competirion—Svuirs—IntTenr. 


It is not essential to injunctive relief that the defendant should have 
the intent to deceive. 


In equity. Action to restrain unfair competition in use of 
corporate name. Injunction granted. 


Choate, Hall & Stewart (Frederick H. Nash, of counsel), all of 
Boston, Mass., for plaintiff. 
Abram J. Berkowitz, of Boston, Mass., for defendant. 


McLetian, J.: The plaintiff seeks an injunction against de- 
fendant’s selling or attempting to sell, under the name “Central 
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Shoe Company” or any name in colorable simulation thereof, its 
merchandise in the trade territories wherein the plaintiff had pre- 
viously established itself under practically the same name. The 
defendant presents a motion to dismiss the bill of complaint. The 
plaintiff avers in substance that it was organized under the laws of 
the State of Missouri in 1919 to deal in shoes and footwear, and 
that it has an established trade in numerous states, under the name 
“Central Shoe Company.” 

The bill states that the defendant organized under Massa- 
chusetts laws, having changed its name in 1921 to “Central Shoe 
Company, Inc.,” recently has placed its traveling salesmen and is 
now selling and attempting to sell shoes under the name “Central 
Shoe Company” to customers of the plaintiff and to the retail shoe 
trade generally, in territories where the plaintiff had heretofore 
built up its business. It is alleged that thereby confusion, uncer- 
tainty and injury to the plaintiff's trade and business have arisen 
and will continue to arise in the future respecting the identity of 
the two corporations and their merchandise. 

These facts are properly pleaded and, so far as the motion to 
dismiss the bill of complaint is concerned, are established. The 
grounds of the defendant’s motion are in substance that being a 
Massachusetts corporation it cannot be enjoined in this court from 
using its name, that a foreign corporation has no right to an injunc- 
tion against a domestic corporation with reference to the use of a 
corporate name, that the name of a corporation is in the nature of 
a franchise which is conclusive as to its right to use its own name, 
that there was no intent on the defendant’s part to deceive, that 
the plaintiff is guilty of laches and that no case for equitable relief 
is stated in the bill of complaint. 

The defendant urges that “the fact that a corporation organized 
under the laws of a domestic state, under the same name as a cor- 
poration of a foreign state, and conducts its business in states other 
than the domestic state, does not give the foreign corporation the 
right to injunctive relief in a Federal court.” 

In a proper case, the foreign corporation is entitled to injunc- 
tive relief. The same rule applies to corporate names as to the 
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names of individuals. Higgins Company v. Higgins Soap Com- 
pany, 144 N. Y. 462. A corporation as well as an individual is 
entitled to the protection of its good-will and business, whether the 
corporate name be regarded as a trade-mark or a trade-name. 

The bill states a proper case for an injunction, not against the 
use by the defendant of its corporate name, but against the im- 
proper use of its name in territory where the plaintiff has an estab- 
lished business and good-will. Standard Oil Co. of Maine v. Stand- 
ard Oil Co. of New York, 45 Fed. (2d) 309 [21 T.-M. Rep. 107]; 
Rice & Hutchins, Inc. v. Vera Shoe Company, 290 Fed. 124 
(C. C. A. 4th Circuit) [13 T.-M. Rep. 389]. It is not essential to 
injunctive relief that the defendant should have possessed an intent 
to deceive. Whatever his intent, a person should not be permitted 
to continue conduct, the natural consequence of which is to induce 
others to believe that his merchandise is another’s product. Juvenile 
Shoe Co., Inc. v. Federal Trade Commission, 289 Fed. 57 (C. C. A. 
9th Circuit) [13 T.-M. Rep. 300]; Viano v. Baccgalupo, 183 Mass. 
160; LaPage Co. v. Russia Cement Co., 51 Fed. 941. 

The statement so often made in cases of this kind that one is 
presumed to intend the natural consequences of his conduct is 
another way of saying that intent is immaterial. 

The bill states that the defendant has recently sent its sales- 
men into the allegedly preempted territory, and that the plaintiff 
has discovered only recently the facts on which it relies; the plain- 


tiff seeks not an accounting but an injunction against unfair compe- 
tition. Under these circumstances the defendant’s contention as 
to laches is not sustained. Menendez v. Holt, 128 U. S. 514; 
Bissell Chilled Plow Works v. Bissell Plow Co., 121 Fed. 357, 375. 

If the plaintiff's averments are supported by proof, it is entitled 
to the injunction sought and the motion to dismiss the bill of 
complaint must be denied. 





NORWINE COFFEE CO. V. CHASE & SANBORN 


Norwine Corree Company v. CuHase & SANBORN 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2984 
May 23, 1932 


Trape-Marks—INvTERFERENCE—“DininG Car” For CorreE—Grape-Mark. 
Appellee, junior party to the interference, was known to have put 
out for a period of about three years a coffee bearing the brand “Dining 
Car Special Coffee,” but the sale of the coffee so marked was made 
exclusively to two railroad companies for use upon their dining cars, 
there being no clear proof that any sales were made to grocers and 
the trade in general. Held that such use of the words “Dining Car” was 
not a trade-mark use, but merely a grade-mark, indicating the special 
use for which the coffee was intended. Applicant’s appeal was, there- 
fore, allowed and its mark ordered registered. 
On appeal from a decision of the Commissioner of Patents 
granting the right to register a trade-mark. Reversed. For the 


Commissioner’s decision, see 21 T.-M. Rep. 61. 


Titian W. Johnson, of Washington, D. C., for appellant. 
Louis H. Harriman, of Boston, Mass., for appellee. 


Garrett, J.: This is a trade-mark interference proceeding 
in which the Commissioner of Patents, reversing the Examiner of 
Interferences, awarded to Chase & Sanborn priority and right to 
register the notation “Dining Car” as a trade-mark for coffee. 

The application of Norwine Coffee Company for registration 
of the words as a trade-mark for tea, coffee, cocoa, food-flavoring 
extracts and spices was filed May 7, 1928. In said application it 
was stated that appellant was the owner of trade-mark No. 99,217 
registered, for use on coffee only, by the Johnson-Layne Coffee 
Company (a predecessor in business) August 25, 1914, upon an 
application filed July 5, 1913, same being the notation “Dining 
Car.” Use of the mark by appellant and its predecessor in business 
was alleged from about December 10, 1908. 

Chase & Sanborn’s application was filed December 11, 1928, 
use of the mark being alleged “since October 18, 1905.” 

The Examiner of Trade-Mark Interferences reached the con- 
clusion from the record in the case that the use of the mark by 
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Chase & Sanborn was a grade-mark use intended to denote quality, 
or distinguish the blend, rather than a trade-mark use intended to 
denote origin, and so, notwithstanding the earlier use by Chase & 
Sanborn, priority and right to register was awarded Norwine Coffee 
Company. Upon appeal the Commissioner of Patents, taking a 
different view, reversed the decision of the Examiner, and appeal 
to this court was taken. The vital issue in this case is one which 
has not heretofore been before this particular court for adjudica- 
tion. The question presented is whether, under the facts shown, 
the firm of Chase & Sanborn, the junior party in interference, has 
established that its use of the words between October 18, 1905, the 
date when it claims to have begun use of same, and December 10, 
1908, the date fixed by appellant as the beginning of the use of 
them by one of its predecessors in business, was in a legal sense a 
trade-mark use. 

Chase & Sanborn did make use of the words “Dining Car Spe- 
cial Coffee” upon coffee within that period. The fact of such use 
is not in serious question, but whether the particular use was a 
trade-mark use is disputed by appellant. 

We are not confronted with any issue as to the Norwine Coffee 
Company being entitled to the date claimed by it, nor as to the use 
by it having been a trade-mark use. These facts are conceded by 
appellee, and record conclusively shows that said company and its 
predecessors in business continuously exploited the mark, adver- 
tising the particular coffee so branded extensively, and building up 
a large distributing business extending into more than ten states. 
The mark was registered, for use upon coffee only, in 1914 by 
appellant’s predecessor, The Johnson-Layne Coffee Company. Ap- 
pellant is domiciled in St. Louis, Mo. 

The firm of Chase & Sanborn prior to July 1, 1929, when it 
was incorporated, was a partnership composed of six members. It 
was domiciled in the City of Boston, Mass., but had a branch busi- 
ness in the City of Chicago, Ill., from about 1892. The firm is an 
old one and is well known. The activities out of which this issue 
grew all originated with the Chicago branch of the appellee firm. 
The coffee bearing the disputed brand was handled from that 
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branch and the “Dining Car Special Coffee” notation seems not 
to have been even known to the principal office in the City of Boston 
until during the year 1925. The application for registration 
seems to have been filed by a Boston member of the firm, but most 
of the testimony in the case comes from persons living in Chicago 
and connected with the Chicago branch. 

Our immediate concern is with the use by said Chase & Sanborn 
during the limited period from October 18, 1905, to December 10, 
1908. For the purposes of this case that may be referred to as 
the critical period. 

The only sales of coffee positively shown by the record to have 
been made by Chase & Sanborn, bearing the brand “Dining Car 
Special Coffee,’ during said period were sales to two railroad com- 
panies—the Louisville & Nashville and the Pennsylvania—for use 
upon the dining cars operated by said companies. There seems 
to have been something in the nature of a standing order from these 
companies for the particular blend of coffee which was so branded, 
and evidently large quantities have been shipped to them by ap- 
pellees during the many years that the contract has been in force. 

During the period which is critical in this case, the coffee was 
shipped to said railroad companies in cans of different sizes and 
sometimes perhaps in 25-pound bags, printed labels bearing the 
words, “Dining Car Special Coffee,’ being pasted upon the con- 
tainers. 

It is also in evidence that during said period the Chicago 
branch had the words printed upon paper bags of different sizes, 
such as 8-ounce and 1-pound bags, and it is insisted in argument 
that the coffee sold in these paper bags was sold to others than 
the railroad companies. Of this latter fact, however, there is no 
clear and positive proof. 

Two or three of the witnesses for Chase & Sanborn testifying 

1929, wholly from recollection, stated that sales had been made 

grocers and the trade generally at various times, but nowhere 

the record is there identification of a single sale by Chase & 
Sanborn to any person, dealer, wholesaler, company, or concern 
of any kind, other than the two railroads, of any coffee marked 
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“Dining Car’ or “Dining Car Special Coffee,” prior to the year 
1925, when the main office at Boston seems for the first time to 
have noticed the notation and began to make sales in containers 
so marked. 

It may also be remarked that there is no positive testimony 
that the paper bags were not utilized in the shipments of coffee to 
the railroad companies. We are simply asked to infer that they 
were not so used but were used to contain that sold to others. 

Even if we were at liberty to make such an inference and treat 
it as a proven fact there is not a word of evidence to indicate that 
during the critical period the sales in the paper bags were interstate 
commerce transactions and that, too, would have to be inferred. 

We are asked to infer too much. 

The rights of Chase & Sanborn must rest upon the transactions 
with the railroad companies during the critical period, and the 
facts and circumstances connected therewith. 

It is in evidence that “Seal Brand” is the principal trade-mark 
of Chase & Sanborn. It is also in evidence that the coffee which 
they sold to the railroad companies was a special blend prepared, 
probably secretly, in their establishment for that particular and 
special trade. They prepared other specials which seem to have 
been also branded with appropriate designations. One of their 
witnesses who began work in the Chicago establishment in 1902 
says: 

We had a great many specials—Hotel Special and Café Special, Special 
this, a and the other, and every customer knew his own Special. (Italics 
ours. 

The witness added that when they billed the coffee to their 
respective customers: 


. it was our custom to bill them just as Special. 


Under this state of facts our views upon this controversy coin- 
cide with those of the Examiner of Trade-Mark Interferences, 
rather than with those of the Assistant Commissioner of Patents. 

The course of conduct pursued by the representatives of the 
appellee firm, as shown by the record, relative to the use of the 
words “Dining Car Special Coffee” upon the particular coffee sold 
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and shipped in the manner heretofore stated, during the critical 
period, leads us to conclude that it was never intended at that time 
to make a trade-mark use of the words. They were used, in our 
opinion, largely for purposes of convenience in identification, and 
merely to distinguish that particular blend from other special 
blends which the firm was producing for different classes of cus- 
tomers. They were not used to denote origin. There was not, 
during that period, any exploitation by advertisement or otherwise 
of that blend of coffee to the trade. The use did not amount to 
what the law recognizes as a trade-mark use. 

While, as has been stated, this court has not had occasion hereto- 
fore to pass upon the issue here involved, other courts have spoken 
upon the subject. 

In Kohler Manuf’g Co. v. Beeshore, 67 O. G. 678, 1894 C. D. 
277, 59 Fed. 572, the Circuit Court of the United States for the 
Eastern District of Pennsylvania, citing Menendez v. Holt, 128 
U. S. 514, said: 


Nor will a court of equity recognize by injunction a proprietary right 
in a phrase or name, unless it has been used in such circumstances, as to 
publicity and length of use, as to show an intention to adopt it as a trade- 
mark for a specific article. 


A case which seems to be quite in point was determined by the 
Court of Appeals of the District of Columbia, our immediate 
predecessor in this jurisdiction, February 5, 1923, the same being 
Touraine Co. v. Washburn & Co., 52 App. D. C. 356, 286 Fed. 1020 
[13 T.-M. Rep. 121]. 

The facts in that case, as stated by the court, were that Wash- 
burn & Company were shown to have used the word “Touraine”’ 
as a mark upon one particular mixture (out of some 200 mixtures) 
of candy, its use having begun in 1897 and continued through the 
vears until a controversy arose in which said company opposed 
the registration of said mark by Touraine Company, who had 
acquired it from a predecessor in 1907 and used it as a trade-mark 
for all its candy and confection products. 

From the testimony in that case the court concluded and held 
that the use of the mark (it being used in connection with “chocolate 
mixture’) was a grade-mark use, saying: 
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It was used by the opposer to indicate the character of the chocolate, 
not the origin of it. The distinction between a technical trade-mark and 
a device to denote style or quality is pointed out in Lawrence Mfg. Co. v. 
Tennessee Mfg. Co., 188 U. S. 537, 546, . . . . and Columbia Mill Co. v. 
Alcorn, 150 U. S. 460. . . 


The decision of the Commissioner of Patents is reversed and 
priority and right of registration are awarded to appellant. 


In tHE MarTrerR OF THE APPLICATION OF TOLEDO PORCELAIN 
ENAMEL Propucts Co. 


United States Court of Customs and Patent Appeals 
Patent Appeal No. 2967 
May 23, 1932 


Trave-Marxs—“Tortepor” FoLttowep ry THuree Dotrs—On Wuar Goons? 

The use by the applicant of the word “Toledot,” shown with three 
dots thereafter, as a trade-mark for porcelain enamel finishing, held not 
to be a trade-mark use, inasmuch as applicant does not sell porcelain 
finish but merely applies the finish to various goods, some of which it 
manufactures and some of which it purchases. The function of a trade- 
mark being to indicate ownership, the trade-mark in question cannot be 
considered as performing a trade-mark function. 


On appeal from a decision of the Commissioner of Patents 
refusing to register a trade-mark. Affirmed. For the Commis- 
sioner’s decision see 21 T.-M. Rep. 222. 


C. O. Marshall, of Toledo, Ohio, for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Buanp, J.: The appellant herein made application in the 
United States Patent Office for the registration of its alleged trade- 
mark, which application was refused by the Examiner of Trade- 
Marks. The Commissioner of Patents, upon appeal to him, affirmed 
the decision of the Examiner, and appeal from the decision of the 
Commissioner is taken to this court. 

The trade-mark of applicant consists in the fanciful or coined 
word “Toledot” with three dots at each end of the word, the dots 
being so placed as to form triangles. The mark is used by applicant 
upon porcelain enamel finishing. 
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a 


The grounds of rejection by the Commissioner are that appli- 
cant does not sell the goods to which the mark is applied, but merely 
sells the finish. 


Concerning the nature of the applicant’s business, the Commis- 
sioner said: 


The applicant does not claim to sell the goods, porcelain finish, sepa- 
rately but states that it applies the finish to various articles, some of 
which it manufactures, some it purchases outright, and still others it 
merely enamels with its finish for the owners of the articles. The various 
articles may be parts of stoves, scales, refrigerators, kitchen utensils, 
plumbing fixtures, ete. The applicant applies the enamel finish to the 
surfaces of these articles, usually of iron or steel, dries the enamel in 
superheated air, fuses it under the control of temperatures, and then cools 
the products. In some cases subsequent layers of the enamel are applied 
in this same manner and these are dried and fused at successively lower 
temperatures. Some of the articles thus enameled are sold by the applicant 
company while others are returned to the manufacturers or owners for 


whom the enameling was done to be sold or otherwise disposed of by such 
owners. 


An affidavit accompanies the application, in which affidavit is 
found the following, certain immaterial portions being deleted: 


That some of the applicant’s products consist of parts the castings for 
which are supplied in raw state to the applicant by manufacturers of 
stoves, scales, refrigerators, kitchen utensils, plumbing fixtures, etc.; that 
the applicant, by processing such raw castings and by fusing upon them 
the porcelain enamel which it produces from purchased raw materials, 
produces finished parts which are then delivered to the customers who 
originally supplied the raw castings used in this portion of the applicant’s 
product ; 

That another portion of the applicant’s product consists of enameled 
steel parts for refrigerators, stoves and the like which the applicant fur- 
nishes to various manufacturers to be incorporated in their devices; that 
in the manufacture of such parts, proper shapes are cut and formed by 
the applicant on its own machines in its own factory from steel which the 
applicant has purchased in sheets and such shapes are in some cases elec- 
trically welded by the applicant, using its own electric welding apparatus; 
that the parts are then processed by pickling, etc., the applicant’s frit is 
sprayed upon them, dried and fused, and they are delivered to the manu- 
facturers for whom they were made; 

That another portion of the applicant’s product consists of unitary 
devices such as porcelain enameled signs, which are made on contract for 
customers; that such signs are manufactured by cutting suitable shapes 
from steel sheets purchased by the applicant or taken from its own stock, 
the cutting being done by the applicant in its own plant; that such shapes 
are then processed by pickling, properly prepared frit is sprayed upon 
them, the lettering and/or designs which they are to bear is stenciled or 
otherwise applied to them; that they are dried in superheated compart- 
ments and the coating material is fused upon the steel in electrically 
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heated furnaces, after which they are packed for shipment to the customers 
under contract with whom they were made; 

That another portion of applicant’s product consists of specialties such 
as bird baths, stands and the like, which the applicant manufactures for 
sale to department stores and other distributors; that these specialties are 
made of cast iron; that the applicant has no foundry and the castings are 
made for it by others; that in some instances the castings used in making 
such specialties have been made for it by founders who have also furnished 
castings which the applicant employs in making porcelain enameled parts 
for stoves, scales and the like; 

That the applicant’s trade-mark has been used upon applicant’s prod- 
ucts of all the kinds described above in interstate commerce and that in the 
use of the trade-mark no distinction is made among goods manufactured 
by the applicant for sale, goods manufactured by the applicant on contract 
from materials purchased wholly in the open market, and goods manufac- 
tured by the applicant on contract when castings or other parts of the 
materials used are furnished by the customer for whom the goods are 
manufactured. 


It will be noted from the above-quoted portion of the affidavit, 
and from the application filed in the Patent Office, that some of 
the merchandise to which applicant applies its trade-mark is owned 
by others. In this instance, if the appellant sells anything, it sells 
its finish only. Appellant does not sell the raw materials for 
enamel finishing. In some instances it appears that it manufactures 
the metal upon which the material is placed and sells the article, 
which is a complete article of commerce and is not part of any other 
article made by any other concern. For instance, the origin of 
the signs, to which reference is made in applicant’s affidavit, if 
completely made and sold by the applicant, might be properly 
indicated by the proposed trade-mark. But, the use to which 
appellant puts its trade-mark covers some articles which it neither 
owns nor sells. To that extent, it has not made and is not making 
a trade-mark use of the mark. 

The function of a trade-mark is to indicate origin or ownership. 
The context of the registration statute would so indicate, and the 
Supreme Court of the United States has consistently so held for 
more than half a century. In Canal Co. v. Clark, 13 Wall. 311, 322, 
is found the following: 


The office of a trade-mark is to point out distinctively the origin, or 
ownership, of the article to which it is affixed; ... . 


The Commissioner relied in part upon the decision of the Com- 
missioner in Ex parte Toledo Scale Co., 388 O. G. 3, 1929 C. D. 
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57 [11 T.-M. Rep. 319], which is substantially to the same effect 
as his holding in the case at bar. 

The solicitor for the Patent Office cites the case of Schneider v. 
Williams, 44 N. J. Eq. 391, 1888 C. D. 606, and quotes the follow- 
ing therefrom: 
|plaintiffs] applied their mark or label to a vendible commodity of which 
they are the owners or in which they trade, and that they have put such 
commodity marked with their mark on the market. 

That case holds that cigar makers have no such property right 
in the cigars made by them as would support the use of a trade- 
mark by them. 

If a stove manufacturer or a scale manufacturer furnishes parts 
to the applicant, upon which the applicant is to place its porcelain 
finish, the finished article is not owned nor sold by the applicant. 
It performs a service and furnishes material used in the perform- 
ance of such service for which service and material it is paid. The 
trade-mark of appellant, if placed upon a stove door, furnished and 
owned by another, would indicate that at one time it owned and 
sold the stove, or, at least, it might suggest that it owned and sold 
the door. This practice would mislead the public and we conclude 
that such a use of a mark is not a proper trade-mark use and that 
application for the registration of a trade-mark so used should be 
denied. 

If appellant is entitled to the registration of its mark for some 
of the uses above referred to, it would be difficult to draw a line 
as to the rights of the numerous artisans who frequently contribute 
to the manufacture of a given article. For instance, all parts of 
a table, including various phases of the workmanship thereof, 
might be labelled with the trade-marks of the various artisans to 
the utter confusion of the public. The trade-mark of the real owner 
and seller of the table, under these circumstances, would be of little. 
if any, value in indicating its origin. 

Before this court, it was pointed out that the appellant uses 
its trade-mark in connection with the word “porcelain.” Appellant 
argues that in this way the trade would understand that it only 


claimed that it was concerned with the porcelain portion of the 
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article. The registration sought is not for “porcelain enamel’’ or 
for “Toledot porcelain,’ but for the word “Toledot’’ as described. 
By this statement we do not mean to indicate that the words 
“Toledot porcelain,’ or “porcelain enamel” are or are not regis- 
trable. It is not our purpose in this decision to hold that well- 
known articles which form part of other articles may not be appro- 
priately trade-marked by the owner and seller thereof. For the 
reasons above assigned, we do hold, on this record, that the appel- 
lant is not entitled to the registration of its trade-mark as applied 
for. 

The following citations are deemed pertinent: United States 
v. Fur Dressers’ §& Dyers’ Fur Assn., Inc., et al., 5 F. (2d) 869; 
Schieren Co. v. Whittemore Bros. Corp., 47 App. D. C. 247 
[8 T.-M. Rep. 148]; In re Gregg § Son, Inc., 58 App. D. C. 70, 
24 F. (2d) 898 [18 T.-M. Rep. 182]. 

The decision of the Commissioner of Patents is affirmed. 


BrREAKSTONE Bros., Inc. v. Gerser & Co., INc. 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2997 
May 23, 1932 


‘Trape-Marks—Opposir1onN—Conriictinc Marks. 

Two triangles displaying within each a similar smaller triangle, 
together with the word “Breakstone’s” in script, held to be confusingly 
similar to a triangular figure having the same form as appellee’s and 
a similar outer border, with the words “Swiss Knight Cheese,” and a 
representation of a Swiss knight appearing thereon, both marks being 
used upon cheese. 

Trape-Marks—Opposir1oN—ReELEVANCY OF Prior REGISTRATIONS BY OTHERS. 

In determining the similarity of two trade-marks, prior registrations 
by third parties cannot be considered. 


On appeal from a decision of the Commissioner of Patents 
maintaining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 21 T.-M. Rep. 216. 
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O. Ellery Edwards (James Atkins, of counsel), both of Wash- 
ington, D. C., for appellant. 
W. Lee Helms, of New York City, for appellee. 


Lenroot, J.: This is a trade-mark opposition proceeding in 
which appellant appeals from a decision of the Commissioner of 
Patents, reversing a decision of the Examiner of Interferences 
which dismissed the notice of opposition and adjudged that appel- 
lant is entitled to the registration for which it has made application. 

The Examiner found that confusion in trade by the use of the 
respective marks of the parties would not be likely. The Commis- 
sioner found to the contrary, and from his decision this appeal is 
taken. 

Appellant on October 9, 1929, filed its application for the 
registration of its mark, applied to cheese and butter. The mark, 
as shown in the drawing filed with the application, consists of a 
triangular figure, having a border of solid color. Within the inner 
triangle formed by said border a horizontal line is drawn near the 
apex thereof, thus forming a small isosceles triangle. At the lower 
corners of said large inner triangle, lines are drawn so as to form, 
with said corners, two small isosceles triangles of the same dimen- 
sions as the one positioned at the apex of said large inner triangle. 
All of the area of the large inner triangle, except those portions 
appropriated to the formation of the three small triangles herein- 
before described, is of a solid color, except that, written across said 


” 


area at an oblique angle is the word “‘Breakstone’s,”’ in script and 
ending with a paraph beneath the same. Immediately under the 
right hand portion of said word is another small triangle, having 


“ec ” 


its apex between the letters “‘n” and “e, 


” 


and within said small 
triangle is the figure ‘3,’ beneath which is the word “point.” 

The application states that appellant first used its mark on 
October 1, 1929. 

On December 26, 1929, appellee filed notice of opposition to 
said application, alleging registration by it, in December, 1928, of 
its mark, applied to cheese; that it first used its mark on July 1, 
1928; that appellants mark is confusingly similar to that of appel- 
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lee, and that it, appellee, would be damaged should the mark applied 
for by appellant be registered and used. 

A specimen of appellee’s mark, as claimed to be used by it. 
accompanied the notice of opposition and appears in the record. 
Appellee’s mark, as registered, consists of a triangular figure of 
the same form as that of appellant, with a similar outer border. A 
horizontal band connects the upstanding sides of the triangle. In 
the specimen filed with appellee’s notice of opposition, in addition 
to the figure above described, there are found printed upon the 
said connecting band the words “Swiss Knight Cheese,’ and below 
said band are other descriptive words. Within said triangle there 
is also a representation of a Swiss knight. 

Appellant’s answer to the notice of opposition denies prior 
use by appellee of its (appellee’s) mark, denies similarity of its 
mark to that of appellee, and alleges that a triangle in combination 
with a cross-bar is in common use as a trade-mark for cheese, and 
that opposer, therefore, is not entitled to broadly claim the use of 
a triangle. In support of this allegation, appellant sets up a number 
of such trade-marks of triangular form, which it alleges have been 
registered, some of which marks appear in the record. 

Neither party took testimony. 

With respect to the registrations set up by appellant, this court 
has repeatedly held that, in cases of this character, prior regis- 
trations by third parties cannot be considered in determining the 
question of confusing similarity between the mark of an applicant 
and that of an opposer. Weyenberg Shoe Manufacturing Co. v. 
Hood Rubber Co., 18 C. C. P. A. (Patents) 1449, 49 F. (2d) 1046 
[21 T.-M. Rep. 323]; The Celotex Co. v. Millington, 18 C. C. 
P. A. (Patents) 1484, 49 F. (2d) 1053 [21 T.-M. Rep. 402]. 

In our opinion, the outer triangle formed by the border of the 
marks of both parties hereto is the dominant part of each, and this, 
together with the fact that each mark has a small triangle within 
the apex of the large triangle, leads us to the conclusion that appel- 
lant’s mark, viewed as an entirety, so nearly resembles the trade- 
mark of appellee as owned and used by it, also viewed as an 


entirety, as to be likely to cause confusion or mistake in the mind 
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of the public. We think the essential features of appellee’s mark, 
as shown in the specimen filed with the notice of opposition, are 
the features shown in its registered mark; therefore, the additional 
matter shown in the specimen may be ignored, and appellant is 
entitled to the date of registration of its mark for priority of use. 
We think the large triangle, and the small triangle at its apex, 
as shown in each of the marks, are the features that would attract 
the attention of the purchaser of so common and inexpensive an 
article as cheese, and that such purchaser would be likely to ascribe 
common origin to cheese bearing either of the marks in question. 

For the reasons stated the decision of the Commissioner of 
Patents is affirmed. 


IN tHe MATTER OF THE APPLICATION OF THE NISLEY 
SHort CoMPANY 


United States Court of Customs and Patent Appeals 


Patent Appeal No. 2921 
May 23, 1982 


‘TrapE-Marxs—“NIsLEY’s”—SuRNAME Not DIsTINcTIVELY PRESENTED. 
A trade-mark consisting of the name “Nisley’s,” shown in irregular 
block type, held not to be distinctively presented and, therefore, unregis- 
trable. 


‘TrapE-MarKS—SURNAMES—MEANING OF Section 5, Trape-Marx Act or 
Fesrvary 20, 1905. 

The second proviso of Section 5 of the Trade-Mark Act of 1905, held 
to make registrable any mark exclusively appropriated at common law, 
but to bar from registration all other marks, including surnames not 
distinctively presented. 

On appeal from a decision of the Commissioner of Patents refus- 
ing to register a trade-mark. Affirmed. For the Commissioner's 


decision see 20 T.-M. Rep. 610. 


H. A. Toulmin, H. A. Toulmin, Jr. (Rowan A. Greer, of coun- 
sel), all of Dayton, Ohio, for appellant. 

H. A. Hostetler, of Washington, D. C., for the Commissioner of 
Patents. 
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Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of 
Trade-Marks, rejecting the application of appellant for the regis- 
tration of the name “‘Nisley’s” under the Trade-Mark Act of Feb- 
ruary 20, 1905, as a trade-mark for shoes and hosiery. 

It appears from the record that one C. R. Nisley is the President 
of appellant company. 

The registration was refused upon the ground that the mark 
sought to be registered is a surname, not “written, printed, im- 
pressed, or woven in some particular or distinctive manner,” and 
that, therefore, its registration is prohibited by Section 5 of said 
Act. 

With respect to the arrangement of the letters forming the 
word “Nisley’s’ shown in the specimen accompanying the applica- 
tion, the Examiner in his statement said: 


The name is written in distorted block type such as may be found 
in many signs and advertisements. 




















This appears to be a correct statement. 
The parts of said Section 5 pertinent to the issue here involved 
read as follows: 


: Provided, That no mark which consists merely in the name of an 
individual, firm, corporation, or association not written, printed, impressed, 
or woven in some particular or distinctive manner, or in association with 
a portrait of the individual, or merely in words or devices which are 
descriptive of the goods with which they are used, or of the character or 
quality of such goods, or merely a geographical name or term, shall be 
registered under the terms of this subdivision of this chapter: 
Provided further, That nothing herein shall prevent the registration of a 
trade-mark otherwise registrable because of its being the name of the 
applicant or a portion thereof. . . 


Appellant urges four reasons why the decision of the Commis- 
sioner should be reversed: (1) That the mark is an uncommon and 
rare name; (2) that the mark is not merely a surname but has other 
meanings; (3) that the mark is printed in a particular or distinc- 
tive manner; and (4) that the mark is entitled to registration 
under that proviso of said Section 5 last hereinbefore quoted. 

With respect to the first contention of appellant, the statute 
makes no exception in the case of uncommon or rare names. The 





























IN RE APPLICATION OF THE NISLEY SHOE CO. 267 


word sought to be registered is conceded to be the surname of the 
President of appellant company. Furthermore, we would observe 
that the Examiner found that the name “Nisley” appeared in the 
directories of many cities. Therefore, this contention is without 
merit. 

As to the second contention of appellant, we find the word 
“Nisley” in no dictionary, and, although appellant attempts to 
dissect it to show that the word, so dissected, may compose words 
having different meanings, it is obvious that, as herein used, it is 
merely a surname, and its use as a trade-mark is intended to bring 
to the attention of buyers of shoes and hosiery the name of appel- 
lant’s president. Under the facts of this case, even if the word 
“Nisley’s” did have another meaning than that of signifying the 
name of appellant’s president, it would be immaterial. 

With reference to appellant’s third contention, we cannot hold 
that the word “Nisley’s,” as used by appellant, is written or dis- 
played in a particular or distinctive manner within the meaning of 
said Section 5. The Examiner of Trade-Marks in his decision, as 
heretofore noted, stated that the distorted block type used by 
appellant was such as may be found in many signs and advertise- 
ments. He further stated that “It is not believed that the public 
would see in it anything unique or distinctive.” We agree with 
this conclusion of the Examiner, which was affirmed by the Com- 
missioner. We may take judicial notice of the fact that it is not 
uncommon in signs and advertisements to use type of the character 
employed by appellant in the formation of the word “Nisley’s.” 
We are of the opinion that the proper construction of the words 
“particular or distinctive manner’ in the proviso of Section 5 
referred to is that the word or words constituting the mark shall 
be written, printed, impressed or woven in such a manner as to 
form a distinct impression upon the eye of the observer, to the 
extent that he will remember such particular or distinctive form 
and rely upon it, in part at least, in ascribing origin of the goods 
to which the mark is applied. 


We come now to appellant’s fourth contention, that the proviso 


of said Section 5 last hereinbefore quoted warrants the registration 
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of the mark applied for by appellant. It is appellant’s contention 
that the word “Nisley’s” is a valid common law trade-mark and 
is, therefore, ‘otherwise registrable” within the meaning of those 
words as used in said proviso. Whether the word “Nisley’s’” is a 
valid common law trade-mark we need not determine; we are con- 
cerned only with the interpretation of the statute, and if the regis- 
tration of said word is forbidden by the statute, the decision of the 
Commissioner must be affirmed. 

We are frank to say that, upon its face, there seems to be some 
conflict in said Section 5 between the two provisos hereinbefore 
quoted. It is clear that the first proviso includes the names of 
applicants within the words “individual, firm, corporation, or asso- 
ciation,’ therein used. If the words “otherwise registrable’’ in 
the last quoted proviso are construed to contemplate that in all 
cases the name of an applicant or part thereof must conform to 
the requirements of the proviso first hereinbefore quoted, then 
the last quoted proviso means nothing. On the other hand, if said 
words are construed to mean that the mark of an applicant is 
registrable without reference to the preceding provisions of said 
Section 5, then the first quoted proviso means nothing insofar as 
it relates to the name of an applicant. It, therefore, seems clear 
that there is such ambiguity in the section as to necessitate con- 
struction for the purpose of arriving at the intent of Congress, 
and for that purpose we may resort to the legislative history of 
the provisos here in question. 

It appears that in the Act of February 20, 1905, so far as 
said Section 5 is here concerned, the section was enacted in its 
present form with the exception of the proviso last hereinbefore 
quoted, which was not contained therein. In 1910 the Court of 
Appeals of the District of Columbia, in the case of In re The Suc- 
cess Company, 34 App. D. C. 443, construed the proviso first herein- 
before quoted and held that the word “Success,” when not written, 
printed, impressed or woven in some particular manner, was not 
registrable by a company, the corporate name of which was “The 
Success Company,” even though the word was the subject of a tech- 
nical trade-mark. In 1911 Congress amended said Section 5 by 
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adding thereto the proviso last hereinbefore quoted. 36 Stat. L. 
918. Said amendment was embodied in H. R. 24749, 61st Congress, 
2nd Session, and the report of the committee reporting the bill 
to the House contains the following: 


The Court of Appeals of the District of Columbia has held that said 
section 5, as the same now stands, has the effect “to prevent the registration 
by a corporation of its own name, whether that name be the subject of a 
technical trade-mark or not.” The decision applies to a trade-mark that 
forms the name, or a part of the name, of the applicant. (Italics ours.) 


It is apparent that reference was made in said report to the 
case of In re The Success Company, supra. 

When the bill came before the House of Representatives for 
consideration, the construction of the proviso contained in it was 
the subject of considerable debate between the Chairman of the 
Committee on Patents, Representative Currier, and Representative 
Mann. This debate appears in Volume 45, Part 7, p. 7486, of the 
Congressional Record. We quote a portion of said debate: 


Mr. Mann. Mr. Speaker, reserving the right to object, I would ask 


the gentleman in charge of this bill a question. The bill provides in the 
last proviso: 


That nothing herein shall prevent the registration of a trade-mark 
otherwise registrable because of its being the name of the applicant or 
a portion thereof. 


Then the first proviso is: 


That no mark which consists merely in the name of an individual, 
firm, corporation, or association not written, printed, impressed, or 
woven in some particular or distinctive manner or in association with a 
portrait of the individual, etc., shall be registered under the terms of 
this act. 


There is an absolute conflict between the two provisions, and nobody 
can reconcile the two provisions. In one place they say distinctly in the 
bill that a name cannot be registered as a trade-mark, and in another place 
they say— 

nothing herein shall prevent the registration of a trade-mark otherwise 

registrable because of its being the name of the applicant or a portion 

thereof. 

I am not in favor of enacting legislation which on its face contains two 
provisions absolutely contradictory to each other. 

Mr. Currier. May I state to the gentleman there is no purpose here 
really of broadening the first provision. This is existing law 

Mr. Mann. I understand. 

Mr. Currier. It is intending to prevent, and does prevent the register- 
ing of a man’s name as a trade-mark. 

Mr. Mann. That is what it says. 
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Mr. Currier. We do not intend to allow them to do that, but the court 
has given this construction to it. Here is a mark, a perfectly proper tech- 
nical trade-mark, like “Kodak” or “Acme.” If that happens to be a part 
of the name of a corporation, the courts have held it cannot be registered 
under this provision of the bill. Now, it simply leads to this curious result: 
A company by first registering the mark and adopting the name after- 
wards have a trade-mark that cannot be questioned. A company can 
change its name so as to remove that particular word from its corporate 
name and then register the trade-mark and then readopt the name. We 
do not think they should be compelled to resort to that sort of evasion, 
and there is no purpose here of allowing anyone to register anything which 
the courts do not hold is a technical mark, like “Kodak,” or things of that 
kind. For instance, the word “Kodak” is part of the name of a corpora- 
tion, the Eastman Kodak Company, and that occurs in many other cases. 

It occurred in the case of the Success Magazine, which was refused 
registration as a trade-mark because the word “Success” was a part of 
the corporate name. But they could abandon that name and register and 
immediately adopt the name again, and evade the law. We do not think 
they should be compelled to resort to an evasion of that kind, and we do 
not intend that anything shall be registered as a trade-mark which the 
court will not hold is a good technical mark. (Italics ours.) 


From the foregoing legislative history, it is clear to us that in 
the enactment of that proviso of said Section 5 last hereinbefore 
quoted, Congress did not intend that said provision should apply to 
a surname used as a trade-mark, but that, as to all surnames, the 
proviso of the section first quoted should be applicable. 

While a surname used as a trade-mark may be valid against all 
the world except those bearing the same name, who have an equal 
right to use such name, it is not a trade-mark in the sense that any 
person may acquire the exclusive right to use it as a trade-mark. In 
the case of Howe Scale Co. v. Wyckoff, Seamans, Etc., 198 U. S. 
118, the court in its opinion said: 


But it is well settled that a personal name cannot be exclusively appro- 
priated by anyone as against others having a right to use it; and as the 
name “Remington” is an ordinary family surname, it was manifestly 
incapable of exclusive appropriation as a valid trade-mark, and its regis- 
tration as such could not in itself give it validity. . 


It is our opinion that Congress, in the enactment of the amend- 
ment referred to, intended to eliminate from the first proviso of 
said Section 5 hereinbefore quoted such names of applicants or 
parts thereof as could be ezclusively appropriated at common law 
as valid trade-marks, which names no other person could have a 
right to use upon goods of the same descriptive properties, and, 


therefore, the proviso last hereinbefore quoted did not include a 
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personal name such as “Nisley’s’ here involved. We, therefore, 
hold that registration of the name “Nisley’s,” as applied for, is 
prohibited by said Section 5 because not “written, printed, im- 
pressed, or woven in some particular or distinctive manner.” 

For the reasons stated, the decision of the Commissioner of 
Patents is affirmed. 


WALGREEN Company v. Goperroy MANUFACTURING CoMPANY 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2905 


May 23, 1932 


Marks. 

A mark consisting of the words “Peau-Doux” held to be confusingly 
similar to the word “Peaudouce,” both being used as trade-marks for 
toilet preparations. 

Trape-M arxs—Opposirion—Errecr or DIsCLAIMER. 

In the case at issue the fact that the words “Peau-Doux” had been 
disclaimed except in conjunction with the mark shown, held not to be 
important, inasmuch as the confusion would continue notwithstanding. 

Trape-Marks—OpposiTioN—VAtLipviry oF REGISTRATION. 

Applicant’s contention that opposer’s mark is descriptive and hence 
that it was not entitled to registration, held to be a question not to be 
inquired into in opposition proceedings. 


- sees aes 


On appeal from a decision of the Commissioner of Patents in 
a trade-mark opposition. Affirmed. For the Commissioner’s deci- 
sion see 20 T.-M. Rep. 536. 


Harry C. Alberts, of Chicago, Ill., and Theodore K. Bryant, 
of Washington, D. C., for appellant. 


Trape-MarKxs—Oppositrion—‘Peau-Dovux” anp “PEAupDOUCE”—CONFLICTING 
Samuel Herrick, of Washington, D. C., for appellee. 


GranuaMm, P. J.: The appellant filed its application for regis- 
tration of its trade-mark in the United States Patent Office on 
May 25, 1928. The mark is used on shaving cream and consists of 
the profile of the head and shoulders of a man, with the compound 


word “Peau-Doux,” and underneath the same the following: 
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“(Po-Do).” 
1926. 

The appellee opposes the registration, relying upon its regis- 
tration of the trade-mark “‘Peaudouce” for skin cream, and the 
continuous use of the same in interstate commerce since October. 
1895. This registration is No. 250,012, dated November 27, 1928. 

The opposer alone took testimony, and it satisfactorily appears 
that the opposer used its mark, as provided by law, long prior to 
appellant’s entrance into the field. The applicant filed, as a part 
of its application, a disclaimer of the word ‘“Peau-Doux,” except 
as used in its mark. 

We agree with the Commissioner in his decision that the goods 
of opposer and applicant are of the same descriptive properties, 
and that confusion would result if applicant’s mark were registered. 
Hence registration should be denied. It would be a work of 
supererogation for us to repeat here what we have said so many 
times. California Packing Co. v. Tillman § Bendell, 17 C. C. 
P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238]; Sun- 
Maid R. G. of California v. American Grocer Company, 17 C. C. 
P. A. (Patents) 1034, 40 F. (2d) 116 [20 T.-M. Rep. 300]; 
Harris v. Plough Chem. Co., 19 C. C. P. A. (Patents) , 54 F, 
(2d) 967. 

It is argued that the word “Peau-Doux’’ has been disclaimed 
except in conjunction with this mark. This is of no importance. 
The confusion will continue, as Justice Robb, of the Court of Ap- 
peals of the District of Columbia, said in Fishbeck Soap Co. v. 
Kleeno Mfg. Co., 44 App. D. C. [5 T.-M. Rep. 327], while “the 
disclaimer would slumber in the archives of the Patent Office.” 

It is vigorously argued by appellant’s counsel that opposer 
cannot be heard to oppose the registration of appellant’s mark, 
for the reason that opposer’s mark is descriptive, not the subject 
of exclusive ownership, and was not entitled to registration. This 
raises the question of the validity of opposer’s registered mark. 
It is the holding of this court that the validity of the opposer's 
mark will not be inquired into in opposition proceedings. Celoter 
Co. v. Millington, 18 C. C. P. A. (Patents) 1484, 49 F. (2d) 1053 


The mark is said to have been used since March 1, 
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[21 T.-M. Rep. 402]; Daltroff § Cie v. Vivaudou, 19 C. C. P. A. 
( Patents) , 53 F. (2d) 536. 
The decision of the Commissioner is affirmed. 


Fawcett Pustications, Inc. v. Poputar MEcuanics Co. 
United States Court of Customs and Patent Appeals 
Patent Appeal Nos. 2893 and 2894 


May 31, 1932 


Trape-Marxs—Opposition. 

The words “Modern Mechanics” as a title of a periodical, held to be 
deceptively similar to the title “Popular Mechanics,” used with priority 
by opposer. 

Trape-Marxs—Opposirion—ConF.ictinc Marks. 

The words “Modern Mechanics and Inventions,” held to be confus- 
ingly similar to the words “Popular Mechanics,” both phrases being 
used as titles of periodicals. 


On appeal from a decision of the Commissioner of Patents 
sustaining two trade-mark oppositions. Affirmed. For the Commis- 
sioner’s decision see 20 T.-M. Rep. 537. 


Gustave Miller, of Washington, D. C., and Chester W. John- 
son, of Minneapolis, Minn., for appellant. 

E. S. Rogers and T. L. Mead, Jr., both of Washington, D. C., 
for appellee. 


Hatrietp, J.: These are appeals in trade-mark opposition 
proceedings from decisions by the Commissioner of Patents, sus- 
taining the oppositions of appellee and adjudging that appellant 
is not entitled to the registrations for which it has applied. These 
decisions of the Commissioner reversed decisions by the Examiner 
of Interferences, who dismissed the oppositions and held that 
appellant was entitled to register the marks for which it had 
applied. 


As both appeals involve substantially the same questions, they 
will be considered in one opinion. 


By stipulation of the parties, both appeals were merged in a 
single record. 











274 TWENTY-TWO TRADE-MARK REPORTER 


Appeal No. 2893 


In this appeal, appellant seeks registration, under the Trade- 
Mark Act of February 20, 1905, of the notation “Modern Me- 
chanics,” the first word being placed above the second, and both 
being enclosed within an elliptical border or line, used as a title 
for magazines. Appellee sets up prior adoption and use of the 
notation “Popular Mechanics” as a title for a monthly magazine, 
and claims prior ownership of said mark and registration of the 
same on November 17, 1914, registration No. 101,201. 

The Commissioner in his opinion correctly states that: 


Both parties have taken testimony and it satisfactorily appears that 
the opposer was long prior by many years—over a quarter of a century— 
in the field in the adoption and use of its mark, that it has used it widely, 
and has established a circulation of its magazines which at the present time 
is substantially half a million copies, that it has spent considerable sums 
in advertising and promoting the sale of its magazine, and the opposer is, 
in consequence, in possession of a valuable good-will. Damage is further 
predicated by opposer upon the similarity of the applicant’s mark to 
opposer’s corporate name. There is evidence of actual confusion of the 
goods of the applicant with those of the opposer. . . 

Without passing upon the descriptiveness of appellant’s mark, 
the Commissioner held that confusion will result from the use of 
the two marks upon the respective magazines, and, therefore, sus- 
tained the opposition of appellee. 

Appellant in its brief, and upon oral argument, contends that 
the word “Mechanics” is descriptive and cannot be exclusively 


appropriated as a trade-mark. In its brief it states: 


The applicant contends that the opposer has no exclusive trade- 
mark in the word “Mechanics” at common law or by statute for the reason 
that “Mechanics” is a descriptive name and not a proper subject for an 
exclusive trade-mark, but rather a word publici juris, incapable of exclusive 
preemption by any individual or corporation. 

If this contention be correct, it would seem clear that the addi- 
tion of the word “Modern” would not render appellant’s mark non- 
descriptive, but, if anything, would make appellant’s mark more 
descriptive than the single word “Mechanics,” and, therefore, it 
would not be registrable. 

If, on the other hand, the word “Mechanics” be not descriptive, 


as applied to the title of a magazine, then we are clear that there 
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would be confusing similarity between the title “Modern Mechanics”’ 
upon one magazine and the title “Popular Mechanics” upon another. 

In such case, since appellee is the owner of a trade-mark 
registration of the notation “Popular Mechanics,” it must prevail, 
pursuant to the provisions of Section 5 of said Trade-Mark Act 
of February 20, 1905. 

We find no error in the decision of the Commissioner, sustaining 
the opposition of appellee and adjudging that appellant is not 
entitled to the registration which it seeks. 


Appeal No. 2894 


The facts in this appeal are similar to those involved in Appeal 
No. 2893, with the exception that the mark here sought to be 
registered by appellant consists of the words “Modern Mechanics 
And Inventions,” the word “Modern” being placed over the word 
“Mechanics,” and the words “And Inventions” under the latter. 

In our opinion, the addition of the words “And Inventions” 
to the words “Modern Mechanics” does not render the mark less 
descriptive than the words ‘““Modern Mechanics” alone, and we 
believe there is confusing similarity between the words “Popular 
Mechanics” and the words ““Modern Mechanics And Inventions,” 
when applied to magazines. 

For the reasons stated in considering Appeal No. 2893, the deci- 
sion of the Commissioner in this appeal must be affirmed. 

The decisions of the Commissioner of Patents in Appeals 
Nos. 2893 and 2894 are affirmed. 


AMERICAN CYANAMID CoMPANY v. SYNTHETIC NITROGEN 
Propucts Corp. 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2986 
May 31, 1932 
Trape-Marxs — CANCELLATION — “AmMo-PHos-Ko” anno “NitTroPHOsSKA” — 
CONFLICTING MARKS. 


The word “Ammo-Phos-Ko” held to be confusingly similar to the 
word “Nitrophoska,” both marks being used on fertilizers. 
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Trape-MarKs—CANCELLATION—Prior RecistraTion or Siminar Mark BY 
APPELLANT AS REBUTTAL. 

In a suit brought to cancel the registration of the trade-mark 
“Ammo-Phos-Ko” by the owner of the mark “Nitrophoska,” the prior 
use by appellant of the word “Ammo-Phos,” held not to be a proper 
subject of rebuttal. 

Trave-Marks—CaNCELLATION— DAMAGE. 

In proving that the petitioner for cancellation would be damaged 
by the registration, it is sufficient to show that the appellee was using 
its registered mark in interstate commerce at the time the petition for 
cancellation was filed. 





On appeal from a decision of the Commissioner of Patents 
decreeing cancellation of a trade-mark registration. Affirmed. For 
the Commissioner’s decision see 21 T.-M. Rep. 62. 





H. C. Bierman, of New York City, for appellant. 
James H. Pierce and Charles H. Potter, both of Washington, 
D. C., for appellee. 


GrauaM, P. J.: The appellant, American Cyanamid Company, 
on May 29, 1928, procured the registration of a trade-mark in 
the United States Patent Office, on an application filed January 6, 
1928. This trade-mark consisted of the word “Ammo-Phos-Ko,”’ 
arranged in a curve, with a representation of a human hand grasp- 
ing “flashes of lightning’ immediately thereunder, and was used 
on mixed fertilizer. 

The appellee filed petition for cancellation, claiming use of the 
trade-mark “Nitrophoska” at the time of filing the petition and 
for a period long prior to December 7, 1927, on mixed fertilizer. 
The appellee also set up and relies upon the registration of this 
mark by its predecessor in business, I. G. Farbenindustrie Aktien- 
gesellschaft, on June 28, 1927, on its application filed December 18, 
1926. 

Both parties took testimony and it clearly appears that the 
goods marketed by the appellant and appellee are of the same 
descriptive properties, and that the business conducted by the said 
parties is competitive. It further appears that on October 20, 1914, 
appellant procured registration of the mark “Ammo-Phos,” on its 
application filed June 22, 1914, which mark was used by it on a 
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two-element fertilizer, containing nitrogen and phosphorus, from 
that time until the present. 

There is a considerable amount of testimony in the record, and 
discussion relative to actual confusion, but, in view of our con- 
clusions herein, this matter need not be further discussed. 

The Examiner of Interferences dismissed the petition. On 
appeal to the Commissioner, this decision was reversed and an order 
entered cancelling the registration. 

Several points are presented for our consideration. It is first 
argued that there is no such similarity between the words “Ammo- 
Phos-Ko” and “Nitrophoska,” as to be likely to cause confusion. 


The Patent Office tribunals differed in their conclusion on this 
point. 


We are clearly of opinion that the Commissioner was correct 
in his conclusion that confusion would result from the use of those 
two marks in competitive trade. The same impression would doubt- 
less be created upon the mind of the ordinary purchaser of fer- 
tilizer by these marks. The last two syllables have precisely the 


same sound. The words convey the same meaning, namely, a com- 


bination of nitrogen, phosphorus and potash. It is a matter of 
common knowledge that the words “ammonia” and “nitrogen” 
indicate the same plant food. Practically every farmer, in these 
days, knows this. The purchaser of a three-element fertilizer 
would, therefore, almost certainly be confused by the similarity of 
sound, appearance, and meaning of these marks. All these factors 
should be considered. Federal Mill §& Elev. Co. v. Pillsbury, Etc., 
18 C. C. P. A. (Patents) 1353, 49 F. (2d) 1042 [21 T.-M. Rep. 
341]. The law does not require that the purchaser should care- 
fully dissect and analyze the marks. The Apex Elec. Mfg. Co. 
v. Landers, et al., 17 C. C. P. A. (Patents) 1184, 41 F. (2d) 99 
[20 T.-M. Rep. 321]; Celoter Co. v. Millington, 18 C. C. P. A. 
(Patents) 1484, 49 F. (2d) 1053 [21 T.-M. Rep. 402]. 

It is argued that the petitioner should not be given the relief 
it seeks here because of the fact that the appellant entered the 
field long prior to the appellee with its mark “Ammo-Phos’’; that 
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appellee, in adopting the mark “Nitrophoska,” adopted a mark 
which was deceptively similar to that of appellant. 

We are unable to discern wherein this constitutes a proper 
subject of rebuttal on the part of appellant. The validity of 
appellee’s registration of its mark “Nitrophoska’” will be assumed 
for the purposes of this proceeding. We have so held in opposition 
proceedings, and no reason appears why the same rule should not 
be applied to cancellation proceedings, where the registered mark 
in question is not sought to be cancelled. Celanese Corp. v. Vanity 
Fair, Etc., 18 C. C. P. A. (Patents) 958, 47 F. (2d) 373 [21 T.-M. 
Rep. 151]; Walgreen Co. v. Godefroy Mfg. Co., 19 C. C. P. A. 
( Patents ) , F. (2d) —— (see p. 271, ante), and cases 
therein cited. 

It is quite earnestly contended that the burden rested upon 
the petitioner in this case to establish by facts appearing in the 
record that it was damaged by the registration of appellant's mark ; 
that such proof must be proof of actual, not possible or theoretical 
damage; that no such proof appears in the record, and that, hence, 
the petitioner has failed to establish its case. In this connection, 
appellant’s counsel calls attention to the difference in language 
between the statutory provisions for opposition to, and cancellation 
of, registrations of trade-marks. Sections 6 and 13, Trade-Mark 
Act of February 20, 1905, as amended. In the first of said sec- 
tions, providing for opposition, one may oppose “who believes 
he would be damaged.” In the second, providing for cancellation, 
a petition may be filed by one who shall “deem himself injured.” 
This latter language, it is argued, requires a different degree of 
proof, namely, proof of actual damage, than is required by the first. 

Shoemaker, in his work on Trade-Marks, vol. II, p. 936, makes 
the following statement, which fairly states the apparent intent of 
the various provisions of this Trade-Mark Act: 








Cancellation proceedings are similar, in a great many respects, to inter- 
ferences and to oppositions. The same issues of priority, similarity of 
marks, character of the goods to which the marks are applied, etc., may 
arise in each of these proceedings. In an interference one party must be 
an applicant for registration and the other parties either applicants for 
registration or owners of registrations; in an opposition proceedings one 
party must be an applicant for registration while the position of the 
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other party with respect to his claiming a trade-mark is not essential; 
in a cancellation proceeding one party must be the owner of a registered 
trade-mark. The purpose of an interference is to decide a conflict between 
rival claimants, of an opposition to prevent the registering of a trade-mark, 
and of cancellation to remove a registration already effected. 

This court, in considering such cancellation proceedings as have 
come before it, has applied similar rules of construction as are ap- 
plied in opposition proceedings. Cases in point are Model Bras- 
siere Co. v. Bromley-Shepard Co., 18 C. C. P. A. (Patents) 1294, 
49 F. (2d) 482 [21 T.-M. Rep. 382]; Armstrong C. & I. Co. v. 
Banner Rock Prod. Co., 18 C. C. P. A. (Patents) 1367, 49 F. (2d) 
971 [21 T.-M. Rep. 300]; United Shoe M. Corp. v. Compo S. M. 
Corp., 19 C. C. P. A. (Patents) —, 56 F. (2d) 292 [22 T.-M. 
Rep. 160]; Buckeye Soda Co. v. Oakite Prod., 19 C. C. P. A. (Pat- 
ents) —, 56 F. (2d) 462 [22 T.-M. Rep. 205]. 

So similar in character is the nature of the proceedings, that 
we have held that an issue which was or might have been raised and 
determined in an opposition proceeding constitutes res adjudicata 
in a subsequent cancellation proceeding. Am. Fruit Growers v. 
Braadland, 18 C. C. P. A. (Patents) 790, 45 F. (2d) 443 [21 T.-M. 
Rep. 44]; Williams Oil-O-Matic H. Corp. v. The Butler Co., 
17 C. C. P. A. (Patents) 934, 39 F. (2d) 693 [20 T.-M. Rep. 179]. 

It is true, as announced in some of these cases, that damage 
must be shown in cancellation proceedings. But there can be no 
doubt that damage is established by the proof in this case. The 
appellee was using its registered mark in interstate commerce at 
the time its petition for cancellation was filed. These are sufficient 
facts from which damage will be assumed. 

The decision of the Commissioner of Patents is affirmed. 


Garrett, J., specially concurring: From the facts shown in 
the record in this case I agree that cancellation of appellant’s mark 
is proper. It seems to me, however, that the trend of the opinion 
of the honored presiding judge is to the effect that one seeking 
cancellation of a trade-mark is under no greater burden than an 
opposer to a registration. I am not prepared at this time definitely 


to hold that such is the law. The differences in language of the 
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respective sections of the statutes, dealing with oppositions and 
cancellations, while slight, is possibly significant, particularly when 
it is remembered that valuable trade may have been built up under 
a registered mark, which may be seriously affected by the cancella- 
tion of that mark. 

So far as I am concerned, the particular subject matter herein 
pointed out remains an open question to be considered when occasion 
arises. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Classification of Goods 





Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for a concentrated food 
product, the notation “12 in 1.” 

The ground of the decision is that, in the application, the goods 
are set up as being in Class 46, foods and ingredients of foods, 
whereas, as the labels show, the preparation is essentially a medicine 
and is properly classified in Class 6, chemicals, medicines and 
pharmaceutical preparations. 

In his decision the Assistant Commissioner said: 


While the minerals which constitute applicant’s preparation are derived 
from food products, yet it is evident that said preparation does not by 
itself constitute a food in the accepted meaning of this term. See in this 
connection the definition of “food” as given in Funk & Wagnall’s New 
Standard Dictionary. 


As an additional reason why the mark should not be registered 
in the form presented, the Assistant Commissioner said: 


Furthermore, the records show that the applicant has already registered 
the identical mark herein disclosed for the identical preparation herein 
described, said mark having been registered under Class 6. It seems evi- 
re dent that the same mark for the same goods should not be registered in 

ca both Class 6 and Class 46.1 


Conflicting Marks 





Moore, A. C.: Held that applicant is not entitled to register 
the term “Carls Tal-O-Rub” as a trade-mark for medicated oint- 


* Ex parte Roberts, Ser. No. 314,016, 156 M. D. 862, April 12, 1932. 
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ment in view of the prior use and registration by opposer of the 
term “Vaporub” for similar goods. 
In his decision the Assistant Commissioner said: 


A comparison of the two marks shows that the concluding syllables 
thereof -Orub- are the same in both and that the only difference between 
the two is as to the first part of the marks, the applicant’s commencing 
with the letters Tal while the opposer’s commences with the letters Vap. 
I am of the opinion that the two marks bear such close resemblance to 
each other, both as to appearance and suggestion, as to be likely to cause 
confusion or mistake in the mind of the public as to the origin or owner- 
ship of the goods, when they are concurrently used on goods of the same 
descriptive properties. (Citing decisions.) 


With reference to the applicant’s argument based on the decision 
of the Supreme Court in the case of Standard Paint Company v. 
Trinidad Asphalt Manufacturing Company, 220 U. S. 446, 165 
O. G. 971 [1 T.-M. Rep. 10], in which the term “Rubberoid’’ was 
held descriptive of roofing material, he said: 


It is not clear in what respect this decision is controlling against the 
opposer. The question here for decision is not the right of the opposer, 
but the right of the applicant to registration. And the right of the opposer 
to enter opposition proceedings does not depend upon its ownership of the 
mark “Vaporub” but only upon the fact that the mark “Tal-O-Rub” is 
confusingly similar to the mark “Vaporub” which it uses. 

If the word “Vaporub” is descriptive of the opposer’s goods, as sug- 
gested by the applicant, then certainly the word “Tal-O-Rub” is descriptive 
of the applicant’s goods, and, on the basis of the above decision the 
applicant’s mark should be refused registration.* 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for screws, drive screws, 
ete., the notation “Self-Tapping,’ on the ground that the mark is 
either descriptive or misdescriptive of the goods or their character. 

In his decision, after referring to applicant’s arguments that the 
mark is merely suggestive when applied to the particular goods, 
since the operation of tapping is not mere thread forming but is the 
formation of an internal thread by cutting, the First Assistant 
Commissioner said: 


? Vick Chemical Company v. Tal-O-Rub, Inc., Ltd., Opp. No. 11,040, 
156 M. D. 865, April 25, 1932. 
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Even if the notation is considered to mean, when applied to a screw, 
that such screw is a self-cutting screw the notation is still merely descrip- 
tive. It is quite generally true screws do more or less cut internal threads 
as they are forced into the material where they serve their fastening 
function. . . . The term sought to be registered as a mark is substantially 
the equivalent of the term “self-cutting” and when applied to a screw would 
mean that the screw itself operates to cut an internal thread in the material 
into which the screw is passed. That in some instances the cutting is 
negligible and the pressing or crowding of the material is the principal 
effect, while in other situations the cutting constitutes a considerable por- 
tion of the operation does not rob the notation of its character of being 
descriptive of the function or characteristic of the screw. 


With reference to the question of misdescriptiveness of the mark 
as applied to some of the goods, he said: 


Even if it were true the usual screw does not cut the internal thread 
to any extent the notation sought to be registered would be equally objec- 
tionable as misdescriptive or deceptive and, therefore, not registrable.* 


* Ex parte Parker-Kalon Corporation, Ser. No. 318,676, 156 M. D. 863, 
April 14, 1932. 
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Stewart's SANDWICHES, INc. v. SEWARD’s CAFETERIA, INC. 


United States District Court, Southern District of New York 
June 3, 1932 


Unram Comprtition—Decertive Use or Trape-Name—“SeEwarp’s” AND 
“SrewarT’s’—Use or Simian SLoGAns. 

The use by defendant on its restaurants, established subsequent to 
those of plaintiff’s, of the words “Seward’s Cafeteria,” displayed with 
the slogan “It costs no more to eat at” in the same relative position 
as plaintiff's slogan “It costs less to eat at,” and the use of a style of 
lettering similar to that used by plaintiff, held unfair competition and 
was enjoined. 


In equity. Action for unfair competition in the use of trade- 
name and slogan. Injunction granted. 


Nims §& Verdi, of New York City, for plaintiff. 
William Reiss, of New York City, for defendant. 


Bunpy, D. J.: The affidavits do not convincingly establish that 
defendant dressed its store front, or furnished its cafeteria so as 
to simulate any distinctive appearance common to the plaintiff's 
chain of cafeterias, or that either the plaintiff or defendant dressed 
their cafeterias in any distinctive manner. It appears, however, 
that the defendant did place in front of its premises, No. 378 E. 
149th Street, in the Borough of the Bronx, for a lease of which 
the plaintiff had prior thereto negotiated, a sign reading: ‘Coming 
Soon! Another Seward’s Cafeteria.” Defendant in fact never 
had conducted a cafeteria under this name. Plaintiff had been 
operating at great expense and with considerable success nine cafe- 
terias with which the name “Stewart’s” had become associated, 
serving daily in the city of New York approximately 38,000 people 
and doing a business of about $2,800,000 annually. 

The only purpose which defendant could have had in thus 
falsely advertising must have been to give to the public the impres- 
sion that one of plaintiff's cafeterias was about to be opened on the 
premises. This conclusion is confirmed by the fact that the defend- 
ant’s show window bears the slogan “It Costs No More to Eat At,” 
printed above the name “Seward’s,” in the same relative position 
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as plaintiff's slogan, “It Costs Less to Eat At,” above the name 


“Stewart's. 

The plaintiff displays the word “Stewart’s” in connection with 
its cafeterias in bold block type in which the letters S, W, A, R 
and S have peculiarities departing from the standard block type. 
The name “Seward’s” on defendant’s store front likewise is dis- 
played in block type, with precisely the same peculiarities in these 
letters. Coincidence does not account for this similarity. Though 
denied, it also appears from an affidavit by the president of the 
corporation which made plaintiff’s electric signs, that the defend- 
ant’s president communicated with him and stated that he was 
going to build a cafeteria exactly like plaintiff's and wanted a sign 
made just like plaintiff's. 

Intentional simulation having been established, any doubts as 
to probable and actual confusion will be resolved in favor of the 
plaintiff. As stated by Cozens-Hardy, M. R.: “If I find a man 
taking a particular name under which to trade is a knave, I give 
him credit for not being a fool, and I assume that there is a reason- 
able probability his knavish purpose will succeed.” (See Lloyd’s 
v. Lloyd’s, Ltd., 29 R. P. C. 433, 439; and see note 29 Columbia 
Law Review 44.) The manner in which plaintiff's business grew 
and increased is evidence that the name “Stewart’s” has become 
associated therewith. Moreover, the public actually has been mis- 
led as appears from affidavits by several people who have eaten in 
the cafeterias of both parties. 

Similarity of sound or appearance no greater than that in this 
case was considered sufficient to justify injunctive relief in Little 
v. Kellam, 100 Fed. 353; A. Bauer & Co. v. Order of Carthusian 
Monks, 120 Fed. 78; Sterling Remedy Co. v. Spermine Medical Co., 
112 Fed. 1000; Glen Cove Mfg. Co. v. Ludeling, 22 Fed. 823; 
Bregstone v. Greenberg, 192 A. D. 213; Stephens v. Peel, 16 L. T. 
N. S. 143; and similarity of trade slogans, in Cash, Inc. v. Stein- 
book, 220 A. D. 569; Summerfield Co. of Boston v. Prime Furniture 
Co., 242 Mass. 149; Bickmore Gall Cure Co. v. Karns, 134 Fed. 


833; Fishel & Sons, Inc. v. Distinctive Jewelry Co., Inc., 196 A. D. 
779 [11 T.-M. Rep. 360]. 


a, 
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The fact that the defendant’s cafeteria is located on 149th Street 
and that plaintiff's nearest cafeteria is located at 50th Street does 
not place defendant’s cafeteria beyond the area in which plaintiff 
is entitled to protection. Especially in view of the fact that the 
cafeterias are in a populous city closely knit by swift means of 
transportation and that plaintiff is operating an expanding system 
of chain stores, it is entitled to protection over “the territory which 
may be reasonably expected to be within the normal expansion of 
the business.” Western Oil Refining Co. v. Jones, 27 Fed. (2d) 
205 [18 T.-M. Rep. 432]. 

On principle and authority the plaintiff's motion to enjoin the 
defendant from using the name “Seward’s” and the slogan “It 
Costs No More to Eat at Seward’s,” or any other name or words 
calculated to lead the public to believe that its cafeteria is a cafe- 
teria of the plaintiff, is granted. (See Handler and Pickett, Trade- 
Marks and Trade-Names, 30 Columbia Law Review, 168, 759, at 
196.) 


Seeck & Kane, INc. v. Pertussin CHEMiIcAL Co., INc., ET AL. 
(256 N. Y. S. 567) 


New York Supreme Court, Appellate Division, First Department 
April 15, 1932 


Trape-Marks—Unrair Competition—Non-exctusive License to Use. 

A non-exclusive license for the use of a trade-mark, apart from the 

business in which it is used, is void. 
Trape-Marxs—“Pertusstn”—TRADING WITH THE Enemy Act. 

The fact that one of the defendants had received by assignment 
from the Alien Property Custodian certain trade-marks in trust and 
later give plaintiff's two quit claim deeds of its interest in the trade- 
mark “Pertussin,” held not to have caused plaintiff any damage in 
equity. 


In equity. Action for alleged unfair competition. From an 
order of the Supreme Court as resettled, denying plaintiff's motion 
to strike out defenses and first and second counterclaims in im- 
pleaded defendant’s answer as insufficient on their face and to strike 
out certain paragraphs therein as impertinent, irrelevant and unre- 
sponsive, plaintiff appeals. 
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Briesen & Schrenk (Fritz v. Briesen, of counsel), of New York 
City, for appellant. 

Boehm & Zeiger (Louis Boehm, of counsel; David Rasch, on 
the brief), all of New York City, for respondents. 


Argued before Fincu, P. J., and Merrett, McAvoy, SHERMAN 
and Town .ey, JJ. 


SuerMan, J.: Plaintiff's motion to strike out for insufficiency 
eleven separate defenses as well as two alleged counterclaims should 
have been granted. Not one of these defenses discloses facts which 
will defeat the cause of action alleged in the complaint, nor does 
either of the counterclaims state a cause of action. 

The first counterclaim seeks damages upon allegations that 
defendant, the Chemical Foundation, Inc., having received by 
assignment from the Alien Property Custodian patents and trade- 
marks in a fiduciary capacity for the advancement of chemical and 
allied sciences and industries in the United States, was obligated to 
grant “non-exclusive licenses” to American citizens only and that, 
violating its duty in this respect, it gave to plaintiff a quitclaim 
deed of its interest in the alleged trade-mark, “Pertussin.”’ Aside 
from the fact that a non-exclusive license to a trade-mark issued 
to many individuals, apart from the business of which it was a 
part, would be void and of no effect [ Falk v. American West Indies 
Trading Co., 180 N. Y. 445, 73 N. E. 239, 1 L. R. A. (N. S.) 704, 
105 Am. St. Rep. 778, 2 Ann. Cas. 216], respondent has not shown 
any damage for which it can hold the plaintiff answerable. There 
is no trustee relationship entitling plaintiff to sue. 

In the second counterclaim, respondent has resorted to the 
practice, so often condemned, of incorporating therein, by refer- 
ence, all the allegations contained in the preceding ten separate 
affirmative defenses. Pages of irrelevant matter are thus thrown 
into this counterclaim, which is also described as the eleventh 
defense. Many of these allegations can bear no relationship to this 
so-called second counterclaim and eleventh affirmative defense. 
These averments tend to show that the plaintiff claiming that it 
had a valid trade-mark was merely protecting its interest therein 
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in a manner which it had a right to pursue. If it be considered 
as a possible cause of action for slander of title, no special damages 
have been pleaded (Marlin Firearms Co. v. Shields, 171 N. Y. 384, 
64 N. E. 163, 59 L. R. A. 310), and the counterclaim is worthless. 

The order appealed from should be reversed, with $10 costs and 
disbursements, and plaintiff's motion, in so far as it seeks to strike 
out the eleven alleged affirmative defenses and the two counter- 
claims, should be granted, with $10 costs. All concur. 


cies Oats 


. GotHaM Music Service, Inc., ET aL. v. DENTON & HAskKINS 


Music Pus. Co., Inc. 
(181 N. E. 57) 


Court of Appeals of New York 
April 26, 1932 


Unrai Competition—Titite or UncopyrigHtep Sonc—“GAMBLER’s BLUEs.” 

Plaintiffs in March, 1929, revived an old, uncopyrighted song, known 

as “Gambler’s Blues,” by giving it the title “St. James’ Infirmary,” 

t and popularized it under such name. Defendant a year later put on 

the market the same song under the title “St. James’ Infirmary or 

tt > Gambler’s Blues.” Held that, in as much as “St. James’ Infirmary” was 

| descriptive of the song and no deception of the public was shown, 
defendant was not guilty of unfair competition. 


In equity. Appeal from the Supreme Court, Appellate Divi- 
sion, First Department. From a final judgment of the Appellate 
Division granting a permanent injunction and awarding damages, 
and an order of the Appellate Division reversing an order of the 


Special Term on reargument and directing resettlement of an inter- 
locutory judgment, defendant appeals. Judgment reversed, and 
) complaint dismissed. 


Abner Greenberg, of New York City, for appellant. 
Samuel Jesse Buzzell, of New York City, for respondents. 








Pounp, C. J.: Some years ago, as far back as 1925, a song 
called “Gambler’s Blues” was sung and played throughout the 
country. It was a melancholy ballad purporting to have been sung 
by a gambler in a barroom after he had seen his sweetheart lying 
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dead in the infirmary. It was not a copyrighted publication. Both 
song and melody became publici juris or of public right. Anyone 
was free to produce them. 

In March, 1929, the plaintiffs revived the old song under the 
title “St. James’ Infirmary.” The infirmary heretofore unidentified 
was given a name. They put forward an advertising and publicity 
campaign to sell the old composition under the new name. They 
made the song popular. On or about March, 1930, the defendant, 
a rival music publishing house, put on the market the same song 
and melody under the title “St. James’ Infirmary or Gambler’s 
Blues.”” Its nominal purpose was to link both titles under one 
name so that a customer who called for either might be supplied. 
The defendant has been restrained from using the title “St. James’ 
Infirmary” or any simulation or imitation thereof as the title of a 
(i.e., any) musical composition, and judgment for damages has 
been entered against it. 

Infringement of copyright is not involved. Respondents’ brief 
so states, and the complaint contains no claim that copyright prop- 
erty has been misappropriated. If such were the grievance, the 
remedy would be in the federal courts. Underhill v. Schenck, 238 
N. Y. 7, 143 N. E. 7738, 33 A. L. R. 303 [12 T.-M. Rep. 209]. 
Plaintiffs have no property in the name “St. James’ Infirmary.” 
The name describes the song and, generally speaking, anyone may 
use it to describe the same song. Black v. Ehrich (C. C.) 44 F. 
793; Atlas Mfg. Co. v. Street & Smith (C. C. A.) 204 F. 398, 404, 
47 L. R. A. (N. S.) 1002 [3 T.-M. Rep. 259]; Merriam Co. v. 
Syndicate Pub. Co., 237 U. S. 618, 35 S. Ct. 708, 59 L. Ed. 1148 
[5 T.-M. Rep. 261]. The plaintiffs must establish that defendant’s 
acts amount to an unlawful abuse of competition by creating a 
reasonable likelihood of deception; that persons who desire the 
song and melody because plaintiffs have made them popular may 
be misled by defendant into thinking that they are purchasing 
the plaintiffs’ version of the song. This they have wholly failed 
to accomplish. 

Defendant is not deceiving the public. The song is popular, 
not because plaintiffs publish it, but because they have adver- 
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tised it and thus made it known to the public. Their names are not 
identified with the new name. The demand is for the song, and 
not for the publisher. 

In Fisher v. Star Co., 231 N. Y. 414, 433, 182 N. E. 133, 139, 
19 A. L. R. 937 [11 T.-M. Rep 333], the equitable power of the 
court was invoked to restrain the use by others than Bud Fisher, 
the plaintiff, of the well-known “Mutt and Jeff” newspaper car- 
toons or humorous strips to which he had by his skill given a 
financial value, although he had not at first protected them by 
copyright. The court held that “no person should be permitted to 
pass off as his own the thoughts and works of another.” White 
Studio, Inc. v. Dreyfoos, 221 N. Y. 46, 116 N. E. 796 [7 T.-M. 
Rep. 458]. Fisher was so identified in the mind of the public as 
the creator of “Mutt and Jeff” that it would be unfair to him to 
permit others to put out their drawings of “Mutt and Jeff” in com- 
petition with his own drawings. 

The situation here is quite different. A name which is descrip- 
tive of one song may not be attached by a competitor to another 
when the duplication will mislead the public into the belief that 
the two songs are alike; but the name, so far as it is a symbol 
descriptive of the old song, is not protected unless it is identified 
with the source or origin of production. Underhill v. Schenck, 
supra. Here it is sought to protect the title because plaintiffs 
invented it, but no question of imitation or deception or mistake 
arises. No unlawful competition in trade is shown, nor breach of 
contract or trust. In the absence of the use of the name in such 
a way as to create a likelihood that people will be misled, the name 
is publici juris, and may be used by all. 

The judgment of the Appellate Division should be reversed and 
the complaint dismissed, with costs in all courts. 


Crane, J. (dissenting). 


I view this case somewhat differently from the Chief Judge. 
True, the song, called “Gambler’s Blues,” became publici juris, 
and anyone was free to use it, print copies of it, and sell it on the 
market. No one had or could have a restricted right to sell the 
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song. Also, the name, the original name, “Gambler’s Blues,” fol- 
lowed the song, and anyone could use this name in reproducing it. 
The plaintiffs, however, did more than this to make the song valu- 
able. No one wanted it; it had passed out of use, had ceased to 
be popular; there was no demand for it. The plaintiffs made 
changes in tempo of the music, added a few verses, and gave it a 


new name, “St. James’ Infirmary,” and then started an advertising 
campaign, spending thousands of dollars in making the name, “St. 
James’ Infirmary,” known to the public. Under this name the 
plaintiffs advertised extensively throughout the country their rear- 
rangement of this old song. 

Now comes the defendant and seeks to reap the harvest of 
this advertising. It publishes the old song and gives it the name 
which the plaintiffs have made popular, namely, “St. James’ In- 
firmary.” If they had called it by its original name, “Gambler's 
Blues,” no one could complain, and no rights would have been 
violated. This would not do; the defendant must reap the profits 
which legitimately should go to the plaintiffs as the result of their 
expenditures for advertising, and so the defendant takes “St. James’ 
Infirmary” for no other reason than to gain the reward of others’ 
work. 

Within the principle of all the cases, this is unfair competition. 
I know of no reason why a name or a trade may not be built up 
for a song or bit of literature as well as for any commodity. When 
one buys Uneeda biscuits or Cremo cigars or talcum powder, no 
one has in mind the manufacturer; this legal phraseology is a mere 
fiction. The producer may change its corporate existence innu- 
merable times, and the public does not know or care. What they 
do know is that an ordinary bit of merchandise has, through adver- 
tising, become very popular, and they want the merchandise with 
that name. It is the name that counts and has been made a valuable 
asset. So with this old song which nobody wanted; a revised edition 
was given a new name; the name, through advertising, became 
popular, created the demand, and the sale of the song under this 
new name brought in much profit to the plaintiffs, until the defend- 
ant diverted it by making unfair use of the name. The whole 
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secret of advertising is to make a name popular; a slogan sells 
goods when many times their intrinsic value would create no de- 
mand. I find support for these views in Fisher v. Star Co., 231 
N. Y. 414, 427, 428, 132 N. E. 133, 137, 19 A. L. R. 937, where 
we said regarding the names “Mutt” and “Jeff”: 

The controlling question in all cases where the equitable power of the 
courts is invoked is whether the acts complained of are fair or unfair. . . . 


Any civil right not unlawful in itself nor against public policy, that has 


acquired a pecuniary value, becomes a property right that is entitled to 
protection as such. 


“Unfair trade,” said Mr. Justice Holmes, in International News 
Service v. Associated Press, 248 U. S. 215, 246, 39 S. Ct. 68, 75, 
63 L. Ed. 211, 2 A. L. R. 293 [9 T.-M. Rep. 15], “means that 
the words are repeated by a competitor in business in such a way 
as to convey a misrepresentation that materially injures the person 
who first used them, by appropriating credit of some kind which 
the first user has earned.” 

“If a copyright does not exist, or, once existing, has been lost, 
the name is lost, too, in so far as it is merely a symbol descriptive 
of the copyrighted thing.” Underhill v. Schenck, 238 N. Y. 7, 
20, 143 N. E. 773, 778, 33 A. L. R. 303. Thus, the old name, 
“Gambler’s Blues,” is as free for use in connection with the old 
song as the song itself. This does not mean, however, that an 
established trade may not be built up for an arrangement under a 
new name which will prevent unfair competition by use of the same 
name and arrangement, even though no copyrights exist. 

The principles which interdict unfair competition in trade will protect 
a publisher who has imparted to his books peculiar characteristics, which 
enable the public to distinguish them from books published by others and 
containing the same literary matter, against the copying of the charac- 
teristics, though the copyright on the literary matter has expired. Merriam 


Co. v. Straus (C. C.) 136 F. 477, 478; Merriam Co. v. Saalfield Pub. Co. 
(C. C. A.) 238 F. 1 [7 T.-M. Rep. 110], cited in Fisher v. Star Co., supra. 


Here the copyright on the song had expired; but this did not 
prevent the plaintiffs from having a right to their rearrangement 
and the new name which they had given it, especially when through 


much expenditure of money they had built up a demand for the 
song under that name. 
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The full and complete answer to the plea of the defendant is 
to go out and sell the original song under its old name and see 
how far it gets with it. When the defendant refuses to do this, 
it is evident that it wants the benefits coming from the plaintiffs’ 
new arrangement and new name, which they have given the song. 
This is not fair. 

The judgment should be affirmed. 


Leuman, O’Brien, and Crovucn, JJ., concur with Pounp, C. J. 
Crane, J., dissents in opinion in which Husss, J., concurs. 
Ke toae, J., not sitting. 


Judgment reversed, etc. 


Buive Goose Auto Service, Inc., ET AL. v. BLuE Goose SuPER 


Service Station, Inc. 
(160 A. R. 316) 


Court of Errors and Appeals of New Jersey 
May 16, 1932 


Trapve-Marks AND Unrair CompetTirIon—“Bive Goose” ror AUTOMOBILE 
SERVICE. 

Plaintiffs had since August, 1927, been using the words “Blue Goose” 
as a trade-name for an automobile service station located in Newark, 
N. J. In May, 1929, defendant opened a similar station in Englewood, 
N. J., under the name “Blue Goose Super Service Station,” notwith- 
standing protests by plaintiffs. Defendant’s acts held unfair competi- 
tion, and the decision of the lower court dismissing bill was reversed. 

Unrair Competition—Svuits—LAacHEs. 

In a suit to restrain unfair competition, laches is held ordinarily no 
defense to injunction against future offenses, though it may bar the 
right to an accounting of matters prior to the suit. 


In equity. Appeal from the Court of Chancery of New Jersey. 
From a decree dismissing the bill of complaint, complainants 
appeal. Reversed, with directions. 


Nicholas S. Schloeder, of Union City, N. J., for appellants. 
Samuel Tartalsky, of Jersey City, N. J., for respondent. 
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Parker, J.: The bill prayed an injunction to restrain the use 
by defendant of the name “Blue Goose” in connection with the 
servicing of automobiles; such name being claimed as the property 
and trade-name of complainant corporation. There seems to have 
been an application for preliminary injunction before the same 
Vice Chancellor, which was denied, and from that denial no appeal 
seems to have been taken. The cause came on for final hearing 
and at that hearing, to judge from the transcript before us, the 
Vice Chancellor, influenced perhaps by impressions formed at the 
earlier proceedings, made ruling after ruling, in many cases of his 
own motion, which paralyzed the efforts of complainants’ counsel to 
bring out the facts, struck out question after question and answer 
after answer, in a great many cases erroneously, became unneces- 
sarily incensed against a witness by the name of Smith; and, be- 
cause Smith was a little uncertain about his dates and testified 
that he had seen a certain advertisement in the summer of 1929, 
whereas his affidavit used on the application for an injunction said 
it was the spring of 1929, the Vice Chancellor branded him, after 
several pages of heckling, as a perjurer and in contempt of the 
court, and ordered him committed to the county jail for thirty 
days. Shortly afterwards he cut this down to two weeks, so that 
Mr. Smith might spend Christmas with his family; and still later 
he changed the punishment to a fine of $50. At the conclusion 
of such testimony as he permitted to be given, he decided the case 
in an oral deliverance, taking up fourteen printed pages of the 
book, in favor of the defendant, on the following grounds: (1) Mis- 
joinder of parties complainant; (2) that the complainant or com- 
plainants had no exclusive right to the word “super” in connection 
with their business; (3) that defendant had incorporated, using 
the name “Blue Goose,’ but complainant had not done so, nor 
registered under the “Names Act” (meaning perhaps P. L. 1906, 
p. 513 [8 Comp. St. 1910, p. 3686, §§ 6-11]); (4) that Smith was 
guilty of perjury; (5) that, as he had himself already decided in 
the same cause, complainants were in laches; (6) the defendant’s 
place was too far away (23 to 25 miles) from complainant’s to do 
any damage; and (7) that complainant had permitted the use of 
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the name “Blue Goose” by other service stations without objection. 

The conduct of the case by the Vice Chancellor justifies a repe- 
tition of the remarks of the late Justice Katzenbach in the case of 
Babirecki v. Virgil, 97 N. J. Eq. 321, 127 A. 594, 596, 39 A. L. R. 
171, where he says, among other things: 


It may be that the Vice Chancellor had, prior to the attempted cross- 
examination, become satisfied that the complainant’s suit was without merit, 
and that nothing which could be brought out upon cross-examination would 
alter the view which he entertained. This, however, furnished no basis for 
a refusal to allow the questions asked to be answered... . A litigant 
has the right to have brought out all the facts which have a bearing upon 
his case. A trial judge must at all times be patient. The door to any 
legitimate subject of inquiry must not be closed. 

With this preamble we come to the case itself, which is one of 
infringement of a trade-name or unfair competition, and involves 
the propriety of the defendant using the name “Blue Goose’’ in 
connection with an auto service station conducted by it in Engle- 
wood. The Vice Chancellor lays stress on the words “super serv- 
ice” as connected with the complainant’s claim, but we make little 
or nothing of that, and should not be inclined to say that there is 
anything about the phrase “super service’ which one party can 
appropriate to his exclusive use; the phrase is too common for 
that, but “Blue Goose”’ is a different matter. The question now is 
with reference to the name “Blue Goose” as applied to an auto 
service station. 

The history of the case seems to begin at some time in 1925, 
in which year complainant Levin started a service station at Ker- 
rigan Avenue, Union City. This had an “auto laundry” as a por- 
tion of its equipment. In 1926 the complainant sold out all but 
the auto laundry, and continued to operate that until 1928 with the 
sign “Blue Goose’ on it, in which latter year he sold it to one 
Ferrier, who continued it as a “Blue Goose Auto Laundry” for 
six months, when it was dismantled. In August, 1927, the com- 
plainant opened the Newark establishment on Frelinghuysen 
Avenue, which is the basis of the bill, and has continued to conduct 
it from thence hitherto. It has a large “Blue Goose” sign on it in a 
prominent situation, and the testimony of Smith indicates that at 


least one customer (i.e., himself) was in the habit of adjusting his 
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movements about the State of New Jersey in such wise as to pull 
up at the Blue Goose Station on Frelinghuysen Avenue at times 
convenient and appropriate for obtaining service such as brake 
testing, and so on, at regular intervals. 

In February, 1929, the complainants started a Blue Goose 
Station in Bergenfield. This was sold to the Tidewater Oil Com- 
pany about November 18, 1929 and consequently the Bergenfield 


station drops out of the picture, as the name disappeared at the 
time of the sale. 


On May 1, 1929, the defendants started their Englewood place. 
They had it under construction for several months, and the com- 
plainants were aware of the fact that they were going to start in 
business, and that they expected to use the name “Blue Goose.” 

One other place is mentioned in the evidence, but needs no 
particular consideration. This is the Hackensack place which was 
opened by the two brothers of the complainant Levin. According 
to the testimony, it was started after the filing of the bill; and 
complainant has a substantial interest in it. 

Returning to the defendant’s Englewood place, it had been 
under construction several months before May 1, 1929, when it 
started to do business. Levin knew about it in February, and went 
to a lawyer named Beers, who apparently did nothing. Then he 
dropped Beers and went to another lawyer named Eichmann, who 
was called as a witness. Eichmann did not get very far with it 
either. He wrote a letter May 2, 1929, to the defendant corpora- 
tion threatening suit to restrain the name “Blue Goose,” and under 
date of May 7, 1929, the defendant’s counsel answered, stating 
that they had endeavored to find Mr. Eichmann on the telephone 
and asking him to communicate. Eichmann said that it took several 
weeks for them to get in touch with each other, and then they 
endeavored to negotiate a settlement. In short, there was con- 
siderable talk with no result. 

Later, at some time definitely stated, the matter was turned 
over to the present counsel, who made application for a preliminary 
injunction on December 5, and injunction was refused. 
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Notwithstanding the manner in which complainant’s counsel 
was hamstrung in the presentation of his case, there is enough in 
the evidence to justify us in saying that a case of infringement 
of trade-name, or unfair competition, was fairly proved, and that 
an injunction should go as prayed in the bill. 

1. Misjoinder does not stand in the way. Parties may be 
dropped or joined at any time, on or without application. Chancery 
Rule 12. 

2. Complainant corporation had taken the “fancy” name “Blue 
Goose” in 1925, and even at common law had acquired an exclusive 
right thereto. 38 Cyc. 718; Eureka Fire Hose Co. v. Eureka 
Rubber Co., 69 N. J. Eq. 159, 60 A. 561, affirmed 71 N. J. Eq. 
300, 71 A. 1134. See United Cigar Co. v. United Confectioners, 
92 N. J. Eq. 449, 113 A. 226, 17 A. L. R. 779 [10 T.-M. Rep. 
470}. 

3. Whether complainant had registered the name, or incor- 
porated under it, was immaterial, although, as we have said, the 
corporation complainant had officially adopted it. But mere user 
will generally suffice; it appearing, as in this case, that a good-will 
had been established in connection with the name. Eureka Fire 
Hose Co. v. Rubber Co., supra. 

4. If Smith was guilty of perjury as held by the Vice Chancellor 
(of which there is grave doubt, to say the least), there still remains 
enough in the case to show complainant entitled to equitable relief. 

5. The refusal of relief on the ground of laches is untenable. 
It is generally settled that laches will not bar relief against future 
infringement and unfair competition, though it may bar an account- 
ing of past profits. 38 Cyc. 881. If our own cases do not expressly 
lay down this rule, it is still implicit in several important decisions. 
International Silver Co. v. Rogers Corp., 67 N. J. 646, 60 A. 187, 
110 Am. St. Rep. 506, 3 Ann. Cas. 804; Id., 66 N. J. Eq. 118, 
57 A. 1037, 2 Ann. Cas. 407; Id., 66 N. J. Eq. 140, 57 A. 725 
(where accounting was refused); Johnson & Johnson v. Seabury 
§ Johnson, 71 N. J. Eq. 750, 67 A. 36, 12 L. R. A. (N. S.) 1201, 
124 Am. St. Rep. 1007, 14 Ann. Cas. 840. In Munn & Co. v. 
Americana Co., 82 N. J. Eq. 63, at pages 77, 78, 88 A. 330 
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[6 T.-M. Rep. 337], delay of six months was held not a bar, and 
injunction was awarded. On appeal, 83 N. J. Eq. 309, 91 A. 87, 
L. R. A. 1916D, 116, we reversed in part on the unclean hands 
theory, but otherwise maintained the injunction. 

Finally, the Vice Chancellor held that the competition of Engle- 
wood with the Newark concern was no competition at all on account 
of the distance. To this we cannot agree. It is very plain from 
Smith’s testimony, which is credible enough on this point, that the 
operator of an automobile who is using it in his business, driving 
over considerable distances, may well form the habit of resorting 
to a service station even at some distance from his home, where 
in his experience he has had good service and expects it to con- 
tinue. This may fairly be held as a matter of common knowledge; 
and the situation of the complainants’ service station, on the main 
highway between Newark and Elizabeth, makes it peculiarly avail- 
able to the class of drivers represented by Smith. 

As to the “laundry” and the Hackensack station mentioned 
above constituting any estoppel on the exclusive right of complain- 
ants, the former had long since been dismantled and ceased opera- 
tion, and the latter was obviously operating under the license and 
part ownership of complainant Levin, who is also principal owner 
of the complainant corporation. The right to license was recog- 
nized in the Munn case, supra; in that case injunction was denied 
to the extent of fraud on the public and as between the parties to 
that fraud; in this case no such fraud appears, and the defendant 
is an interloper. 

The decree of dismissal will be reversed, with directions to 
award an injunction pursuant to the prayer of the bill. 


For reversal: The Cuier Justice, Justices TRENCHARD, PARKER, 
CaMPBELL, Luioyp, Case, Bopine, and Doneegs, and Judges Van 
Buskirk, Kays, Hetrietp, Dear, WeELLs, and Kerney. 

For affirmance: None. 


Donees, J. (concurring). 
I vote to reverse on the ground that the Vice Chancellor ex- 
cluded evidence which the complainants were entitled to have 
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admitted, and which, if admitted, might have exhibited a factual 
situation calling for relief in accordance with the prayer of the 
bill of complaint. 


Justice CAMPBELL authorizes me to say that he concurs in the 
view expressed herein. 


InN THE MATTER OF THE APPLICATION OF FEDERAL CEMENT TILE 
CoMPANY 


United States Court of Customs and Patent Appeals 


Patent Appeal No. 2977 
May 23, 1932 


Trave-Marxks—REGIsTRATION—“FEATHERWEIGHT” FOR CONCRETE Roor SiaBs 
—MIsDESCRIPTIVE TERM. 
A trade-mark, consisting of the word “Featherweight,” used on con- 
crete roof slabs, held to be either descriptive or misdescriptive and 
hence not registrable. 


On appeal from a decision of the Commissioner of Patents 
refusing to register a trade-mark. Affirmed. For the Commis- 
sioner’s decision, see 21 T.-M. Rep. 60. 


J. Bernhard Theiss, of Chicago, IIll., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Garrett, J.: This is an appeal from the decision of the Com- 
missioner of Patents, affirming the decision of the Examiner of 
Trade-Mark Interferences refusing to appellant registration of 
the word “Featherweight” as a trade-mark for use on concrete 
roof slabs. 


Rejection was based upon the finding that the mark is descrip- 
tive of the character or quality of the goods. The registration of 
such marks is prohibited by the language of Section 5 of the Trade- 
Mark Registration Act of February 20, 1905, which reads: 
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. That no mark which consists merely . . . . in words . . 
descriptive of the goods with which they are used, or of the character 
or quality of such goods . . . . shall be registered under the terms of 


this Act. 

Appellant’s principal argument is that “Featherweight” applied 
to concrete roofing blocks, which by the very nature of the material 
composing them are necessarily heavy, is such a manifest exaggera- 
tion as not to be descriptive or misdescriptive. 

It is our opinion that the decisions below were well founded 
and sound in principle. 

“Featherweight” is a common English word, the first meaning 
of which, as given in the latest edition of Webster’s New Inter- 
national Dictionary, is “A very light weight.”” The same authority 
recites that when used in relation to sports, such as horse-racing, 
boxing and wrestling, the word implies the lightest class of jockeys, 
boxers or wrestlers. 

While concrete roofing slabs are naturally heavy, undoubtedly 
there are degrees of weight dependent upon different factors, and 
we can conceive of no impression which an observer would derive 
from seeing the word on such article except the impression that, 
comparatively speaking, the article was of very light weight. Hence 
the word as appellant proposes to use it seems obviously descriptive. 

The decision of the Commissioner of Patents is affirmed. 


Briackwoop Coat & Coxe Company v. THE PHILADELPHIA AND 
Reapina Coat anp Iron CoMPaNy 


United States Court of Customs and Patent Appeals 
Opposition No. 10,254 
May 25, 1932 


Trape-Marxks—Opposition—CoLtor—COonFLictinc Marks. 

Two marks for use upon coal, one consisting of a plurality of red 
specks of irregular size, and the other of a red or purple color applied 
indiscriminately over the pieces of coal, held to be confusingly similar. 

Trape-Marxs—Opposition—Score or Patent Orrice INquiy. 

It is well established that, in an opposition proceeding, Patent Office 
tribunals may dispose of any question relating to the proposed regis- 
tration that might properly be considered in an ex parte case. 
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On appeal from a decision of the Commissioner of Patents, 
maintaining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 21 T.-M. Rep. 163. 


Frank B. Fox, of Philadelphia, Pa., for appellant. 
L. G. Miller, of Boston, Mass., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding, in which appellant appeals from a decision of the 
Commissioner of Patents which reversed a decision of the Exam- 
iner of Interferences, the Commissioner holding that the opposition 
of appellee should be sustained and that appellant was not entitled 
to the registration of the mark applied for by it. 

On September 7, 1929, appellant filed in the Patent Office its 
application for the registration of a mark for coal which, quoting 
from said application, “consists in a plurality of red specks of 
irregular size on the surface of the lumps, no claim being made 
to the lump of coal per se.” The application further states that 
the mark is affixed to the goods by spraying the same thereon. 

On December 24, 1929, appellee filed notice of opposition to 
said application, alleging that, prior to the first date of use claimed 
by appellant of its mark, opposer adopted as a trade-mark for solid 
fuel ‘‘a coating of red color applied indiscriminately over all or a 
part of the surface of all or a part of the pieces of coal, . . . and 
ordinarily being irregular and discontinuous, whereby portions of 
the natural surface of the piece of fuel are exposed and give a 
variegated appearance to the piece.” 

The notice of opposition also contained the usual allegations 
of use of said mark in commerce, confusing similarity of the marks, 
damage, etc. On May 7, 1930, said notice of opposition was 
amended in particulars not material to the issues here involved. 

On January 29, 1930, appellant filed its answer to said notice 
of opposition, denying confusing similarity of the marks, and 
alleging priority of use by it of the color red on coal for trade- 
mark purposes. 

Appellant took no testimony, but testimony was taken on behalf 
of appellee. 
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The Examiner of Interferences found that appellee, prior to 
the first date of use claimed by appellant, used upon coal a mark 
of a color which he defined as “purple applied indiscriminately 
thereover”; that subsequent to September 7, 1929, the date given 
appellant for first use of its mark, appellee used a specifically 
different mark, and he held, accordingly, that appellee here was 
unable to qualify under the language “owned and used by another” 
of the confusion-in-trade clause of Section 5 of the Trade-Mark 
Act of February 20, 1905, upon which it relied to negative the 
right of registration of appellant, and that the opposition should 
be dismissed and that appellant was entitled to register its mark. 

The Commissioner of Patents, upon appeal, reversing the deci- 
sion of the Examiner, said: 


. The evidence establishes the fact beyond any reasonable doubt 
that it was not only the intention of the opposer to mark its coal with the 
color red, but that coal sold prior to July 11, 1929, the date relied upon 
by the applicant, was in fact so marked. 

It appears from the testimony that, early in 1928, appellee 
decided to identify its anthracite Reading coal to the purchaser 
by the application of the color red thereto; that it employed the 
Stone & Webster Corporation, and through it a practicing chemist, 
to develop a material and a means of application to mark the coal; 
that such material was developed and applied to coal which was 
sold in commerce in June, 1928. A sample of the coal so colored 
was offered in evidence and is before us. It further appears from 
the testimony that, in a publication issued in September, 1928, 
appellee’s mark was described as “purple” in color, but that appel- 
lee did not furnish such description and had no part in the publi- 
cation; that the coloring matter so applied was unsatisfactory be- 
cause it was not durable, whereupon other experts were employed 
to develop a durable material, the color of which is conceded to be 
a shade of red, which was accomplished, this second material being 
first applied to coal by appellee in December, 1929. A sample 
of said coal so colored was also offered in evidence and is before us. 

It is well established that, in an opposition proceeding, the 
Patent Office tribunals may dispose of any question relating to 
the proposed registration that might properly be considered in an 
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ex parte case. California Cyanide Company v. American Cyanamid 
Company, 17 C. C. P. A. (Patents) 1198, 40 F. (2d) 1003 [20 
T.-M. Rep. 266]. 

Upon the oral argument before us, while it was conceded that, 
should we find that appellant’s mark was not a valid trade-mark 
irrespective of the confusion-in-trade clause, we might properly 
so hold and affirm the decision of the Commissioner upon that 
ground, counsel for both parties urged that this question be not 
here determined, for the reason that they were not prepared to 
argue before us the question of whether or not the marking of 
coal with color, without forming a distinctive and uniform design, 
is an exception to the rule that color alone cannot be the subject 
of a valid trade-mark. 

It appears to us that neither party hereto has any distinctive 
design applied to its coal, because it seems clear that by the method 
of spraying which both parties use there is no uniformity of design 
whatever, and the spots appearing upon one body of coal will not 
be the same as the spots appearing upon another, applied by the 
same party, and therefore it would seem that, under the general 
rule that color alone may not be relied upon for validity, neither 
of the parties has a valid trade-mark. 

However, for the purposes of this case alone, assuming, without 
deciding, that colored spots applied to coal may be a valid trade- 
mark, we have no hesitation in finding that the mark of appellant 
so nearly resembles the mark used by appellee, prior to the first 
use by appellant of its mark, both being applied to identical goods, 
as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers. 

If such a mark is subject to ownership, then it is owned by 
appellee, and for the reason stated appellant’s mark should not 
be registered. If appellee does not own its mark, then neither 
does appellant own its mark, and neither could be legally registered. 

Much has been said in the briefs of the parties, and upon oral 
argument, as to the technical definitions of purple and red. Appel- 
lant contends that, because red is found at one end of the spectrum 
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and purple at the other, there is no similarity between them. As 
heretofore indicated, the Examiner found that the color used by 
appellee, prior to appellant’s use of its red mark, was purple; the 
Commissioner found that it was red. We have carefully examined 
the color which was first used by appellee, as shown by the sample 
in evidence, and find it unnecessary to determine whether the color 
so shown should be denominated a shade of red or a shade of purple. 
It is sufficient to say that, in our opinion, whatever the correct 
name of the color may be, it is, when applied to coal, confusingly 
similar to the color red. 

That appellee for a time discontinued the use of its mark while 
experimenting for a more durable color material, and resumed its 
color marking of coal subsequent to appellant’s first use, we think 
is immaterial. This did not constitute abandonment of its mark. 
Sazlehner v. Eisner §& Mendelson Company, 179 U. S. 19. Neither 
do we think the fact that there was some difference between the 
color of appellee’s later and earlier marks is material, because the 
color last used by appellee is within the range of color for which 
it would be entitled to protection if the color first used was a valid 
trade-mark. 

We might have contented ourselves with holding, without fur- 
ther discussion, that our recent decision in the case of Leschen & 
Sons Rope Co. v. American Steel §& Wire Co., 19 C. C. P. A. 
(Patents), 55 F. (2d) 455 [22 T.-M. Rep. 50] governs the 
case at bar, because it was there held by a majority of the court 
that a mark consisting of a silver strand in wire rope was likely 
to cause confusion with a red strand in wire rope. We think there 
is greater similarity between the marks in the case at bar than 
existed in the marks involved in the case above cited. 

For the reasons stated, the decision of the Commissioner of 
Patents is affirmed. 


GranaM, P. J., specially concurring: I concur in the conclusion 
on the ground that the mark of applicant is not such a mark as is 
entitled to registration under the law. My views on this subject 
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are set forth quite fully in the special concurring opinion in Leschen 
& Sons Rope Co. v. American Steel §& Wire Co., 19 C. C. P. A. 
(Patents), 53 F. (2) 455, supra. 


Unitrep States Ozone Co. v. Unitrep States Ozone Co. 
oF AMERICA 


United States Court of Customs and Patent Appeals 
Cancellations Nos. 1834 and 1953 


June 6, 1932 


Trapve-Marxs—CanceLLationN—NON-USE. 
Where appellee registered a mark consisting of a representation of 
a shield, whereon appear various symbols, but did not at any time 
engage in business, nor make any use of the mark, its registration held 
to have been wrongly granted; and the Commissioner’s decision sus- 
taining appellee’s counterclaim for the cancellation by appellant of 
essentially the same mark was reversed. 
On appeal from a decision of the Commissioner of Patents, 
affirming the cancellation of appellant’s registration. Reversed. 


For the Commissioner’s decision, see 20 T.-M. Rep. 557. 


Fred Gerlach, of Chicago, Ill., for appellant. 
David P. Wolhaupter (Emery L. Groff, of counsel), both of 
Washington, D. C., for appellee. 


Hartrietp, J.: These are appeals in trade-mark cancellation 
proceedings from the decisions of the Commissioner of Patents 
affirming the decisions of the Examiner of Interferences sustaining 
appellee’s petition for the cancellation of appellant’s registration 
No. 289,333, for the composite trade-mark hereinafter described, 
and dismissing appellant’s petition for the cancellation of regis- 
tration No. 162,145, for substantially the same trade-mark. 

In cancellation proceeding No. 1834, appeal No. 2910, appellee, 
United States Ozone Company of America, filed its petition in the 
United States Patent Office for the cancellation of appellant’s regis- 
tration No. 239,333, issued February 28, 1928, on an application 
filed June 27, 1927, of a composite trade-mark consisting of a pic- 
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torial representation of a shield. There are various symbols on 
the face of the shield and a dark band running diagonally across 
the center with the word “Ozone” printed thereon. 

In cancellation proceeding No. 1953, appeal No. 2911, appel- 
lant, United States Ozone Company, filed its petition for the can- 
cellation of trade-mark registration No. 162,145, issued December 5, 
1922, to the United States Ozone Company of Scottdale, Pa., on an 
application filed April 4, 1921, of the composite mark herein- 
before described, and claimed to be owned by appellee, United 
States Ozone Company of America, by virtue of an assignment 
in writing executed and delivered to it on or about March 7, 1928, 
by the United States Ozone Company of Scottdale. 

It is conceded by counsel for the parties that the involved marks 
are substantially identical, and are used by the parties on goods 
possessing the same descriptive properties. 

It is obvious that the continuation of such joint use would cause 
confusion in the mind of the public and result in damage to the 
owner of the trade-mark. 

It appears from the record that in December, 1920, the United 
States Ozone Company of Scottdale was organized and received 
its certificate of incorporation; that the amount of its capital stock 
was $5,000, which was divided into fifty shares of the par value 
of $100; that its incorporators, H. B. Hartman, John M. Stauffer, 
and F. L. Brown, each of of Scottdale, were the directors and 
the only subscribers to its capital stock; that 10 per centum of its 
capital stock, the amount required by the laws of the State of 
Pennsylvania to be paid before a certificate of incorporation could 
be granted, to wit, $500, was paid by F. L. Brown to himself as 
treasurer of the corporation; that, according to the certificate of 
incorporation, the company was formed for the purpose of “manu- 
facturing, selling and dealing in electrical and mechanical water- 
purifying appliances, and the accessories thereto”; that H. B. 
Hartman acted as president of the corporation; that the total 
amount of stock subscribed for was: H. B. Hartman, John M. 
Stauffer, and F. L. Brown, one, two, and two shares, respectively ; 
and that, as Hartman and Stauffer never paid for the shares of 
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stock for which they subscribed, no stock of the corporation was 
ever issued. 

The witness, Hartman, who testified for appellee, said that the 
company was organized “‘to sell the output of the Electric Water 
Sterilizer & Ozone Company and later to acquire that company.” 

The witness, Brown, who also testified for appellee, said that 
“it was organized with the sole intention of eventually taking over 
all the assets of the Electric Water Sterilizer & Ozone Company.” 

On April 4, 1921, the United States Ozone Company of Scott- 
dale, by its president, H. B. Hartman, applied for the registration 
of the involved trade-mark. In its application, it was stated that 
the applicant had adopted and used the trade-mark in the business 
of that corporation since December 1, 1920, and that the trade- 
mark was applied to its goods. 

In June, 1922, the United States Ozone Company of Scottdale 
entered into a written agreement with Montgomery Brothers, a 
co-partnership of San Francisco, Calif. In that agreement it 
appears that the officials of the United States Ozone Company of 
Scottdale, by its president, H. B. Hartman, represented that that 
corporation “manufactures and controls patents for the manufacture 
of certain apparatus and equipment for the purification of water, 
using the process of ozone and electrolytic sterilization,” and pro- 
ceeded to attempt to grant unto Montgomery Brothers “the exclu- 
sive right, license and privilege, subject to the term hereof, to sell 
said equipment and any and all improvements thereof for a period 
of five years with the option of an additional five years,” in the 
following territory: ‘Washington, Oregon, Utah, Nevada, Califor- 
nia, Arizona, and the Hawaiian Islands with the exception of one 
account, the Coca-Cola Company in the territory of Hawaii.” 
(Italics ours.) 

On the twenty-fifth day of October, 1923, an additional agree- 
ment was entered into by the same parties. It was therein repre- 
sented by the officers of the United States Ozone Company of 
Scottdale that it controlled patents for, and manufactured, certain 
apparatus and equipment “for the ventilation, reconditioning and 
purification of air, using the process and application of ozone,” 





oe 








Ot 








U. 8S. OZONE CO. V. U. 8. OZONE CO. OF AMERICA 307 


and attempted to grant unto Montgomery Brothers the exclusive 
right and privilege to sell such apparatus and equipment in the 
United States and its provinces. (Italics ours.) 

On the first day of May, 1924, the same parties entered into 
another agreement. The United States Ozone Company again 
represented that it controlled patents for, and manufactured, cer- 
tain apparatus and equipment “for the purification and steriliza- 
tion of water, using the process of ozone and electrolytic steriliza- 
tion,’ and attempted to grant unto Montgomery Brothers the exclu- 
sive right and privilege to sell such apparatus and equipment in 
the United States and its provinces, exclusive of the territory 
covered by the contract dated June, 1922. (Italics ours.) 

In each of those contracts it was agreed that the United States 
Ozone Company should place its name “‘as manufacturer,” and the 
name of Montgomery Brothers “as exclusive sales agents’ of such 
manufacturer, on such apparatus and equipment. (Italics ours.) 

In the agreements dated October 25, 1923, and May 1, 1924, 
Montgomery Brothers agreed, among other things, that they would 
report promptly and fully any information received by them of 
the infringement of patents, trade-names, and trade-marks of the 
United States Ozone Company of Scottdale. 

Prior to and at the time of the incorporation of the United 
States Ozone Company of Scottdale, and continuously thereafter, 
until it went into bankruptcy in October, 1926, the Electric Water 
Sterilizer & Ozone Company of Scottdale owned and controlled 
the patents, manufactured the ozone apparatus and equipment, 
referred to in those contracts, and carried out all of the obligations 
assumed therein by the United States Ozone Company of Scottdale. 

In November, 1925, the Electric Water Sterilizer & Ozone Com- 
pany of Scottdale entered into a written agreement, dated May 1, 
1925, with the Montgomery Brothers. In that agreement the Elec- 
tric Water Sterilizer & Ozone Company represented that it was 
the owner of, and controlled, certain patents “covering ozone gen- 
erating equipment for water sterilization, commercial and industrial 
purposes, ventilation, etc., and electrolytic water sterilizers,” and 
granted unto Montgomery Brothers the exclusive right and privilege 
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to sell all “ozone and electrolytic apparatus and equipment, and 
any and all improvements, that may be made thereto, or any part 
thereof,” for a period of twenty-five years. That contract, among 
other things, provided that the Electric Water Sterilizer & Ozone 
Company of Scottdale should place its name “as manufacturer,” 
and the name of Montgomery Brothers “as general sales agents,” 
on such apparatus and equipment. Montgomery Brothers agreed 
that they would report promptly and fully any information received 
by them of any infringement of the patents, trade-names, and trade- 
marks of the Electric Water Sterilizer §& Ozone Company. The 
contract was signed on behalf of the Electric Water Sterilizer & 
Ozone Company by John M. Stauffer, vice-president, and F. L. 
Brown, treasurer. 

Although the United States Ozone Company of Scottdale 
entered into the three written agreements hereinbefore referred to, 
and represented therein that it controlled the patents for, and was 
the manufacturer of, ozone apparatus and equipment, it never, as 
a matter of fact, had any interest, legal or equitable, in the pat- 
ents, nor did it, at any time, engage in the manufacture of such 
apparatus and equipment. The only credible explanation for 
the 1925 agreement between Montgomery Brothers and the Elec- 
tric Water Sterilizer & Ozone Company is that given by appellant’s 
witness, Fred H. Montgomery, which to some extent, was cor- 
roborated by the testimony of Frank E. Hartman, another of 
appellant’s witnesses, and also by the surrounding circumstances. 

It appears from the testimony of the witness, Montgomery, 
that both he and his associates believed, when the three agreements 
were entered into with the United States Ozone Company of 
Scottdale, that the latter company was doing business and had 
authority to enter into those contracts; that, due to the fact that 
an “invoice came through from the Electric Water Sterilizer & 
Ozone Company,” an explanation was requested by Montgomery 
Brothers; that the officers of the United States Ozone Company of 
Scottdale, who were also officers of the Electric Water Sterilizer 
& Ozone Company, stated that those contracts were entered into 
by the United States Ozone Company of Scottdale because that 
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company had intended taking over all of the assets of the Electric 
Water Sterilizer & Ozone Company. In this connection the witness, 
Montgomery, said: 


. . However, we learned that this was not the true status just prior 
to the signing of the last agreement, with the Electric Water Sterilizer 
& Ozone Company, and that we had been tricked into entering into nego- 
tiations with a company that was not doing business, was never doing any 
business, that owned no property, had no bank accounts, and were not in 
a position to, therefore, invoice us; and we then demanded that we have 
a contract made out between the responsible Electric Water Sterilizer & 
Ozone Company and ourselves, whereby we were to purchase equipment 
outright from this company and sell same to our customers. 

In January, 1926, Montgomery Brothers commenced to transact 
business in the name of the United States Ozone Company of 
Chicago with the knowledge and consent of the officers of both the 
United States Ozone Company of Scottdale and the Electric Water 
Sterilizer & Ozone Company. Furthermore, although there is no 
written agreement of record to that effect, it clearly appears that 
at that time it was understood and agreed that the United States 
Ozone Company of Chicago might and should use the involved trade- 
mark, 

Two witnesses for appellee stated that permission was granted 
to Montgomery Brothers to use the name “United States Ozone 


> 


Company,” and also the trade-mark in their business only until 
a reorganization, which would involve the three companies, should 
be perfected. 

The witnesses for appellant, on the contrary, testified that the 
use of the name “United States Ozone Company,” and the use of 
the involved trade-mark was not intended as a temporary arrange- 
ment; that it was fully understood and agreed that the use of the 
name and the trade-mark should be permanent; that this agreement 
was entered into for the purpose of aiding in the sale of the prod- 
ucts of the Electric Water Sterilizer & Ozone Company; and that, 
by virtue of such agreement, large sums of money had been ex- 
pended by appellant in advertising both the name and the involved 
trade-mark. 

It is contended by counsel for appellee that, by the various 
agreements hereinbefore referred to, Montgomery Brothers and 
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the United States Ozone Company of Chicago were to be considered 
as sales agents only. 

Although there are some expressions in those agreements to 
that effect, it was expressly provided therein that Montgomery 
Brothers should not be considered as the agent of either of the 
other contracting parties. Considering the written agreements in 
connection with the oral testimony given by all of the witnesses 
who testified in regard thereto, it appears that, until January, 
1926, Montgomery Brothers, and thereafter, until the contract was 
terminated, the United States Ozone Company of Chicago pur- 
chased outright from the Electric Water Sterilizer & Ozone Com- 
pany the equipment and apparatus manufactured by it. 

It further appears that the United States Ozone Company of 
Scottdale never issued any stock, and never received any money, 
except $500, an amount equal to 10 per centum of its capital stock, 
and the sum of $1 paid to it by appellee for the assignment of 
trade-mark registration No. 162,145; that no part of $501 was 
ever paid out by the company; that it never paid any salaries, 
nor employed anyone in any capacity; that it never had a bank 
account, nor owned, nor had any interest in, any property of any 
description except the $501, and a claimed interest in trade-mark 
registration No. 162,145; that it had no contracts, written or 
otherwise, with the Electric Water Sterilizer & Ozone Company 
for the sale of any of the latter’s machinery or equipment; that 
no directors’ meetings were ever held; that it never manufactured 
nor sold any machinery or equipment; and that, as stated by its 
treasurer, F. L. Brown, in a letter dated November 6, 1925, 
addressed to Montgomery Brothers, Chicago, Ill., appellant’s ex- 
hibit No. 104, it never had an organized form: 

It owns no property; has no debts; has no stock issued, and costs only 
a nominal sum per year to hold it in its present shape, in the hands of our 
attorneys, where it always has been. It is the opinion of the attorneys, 
that it is for the best interests of all concerned, to hold it in its present 
shape; under an agreement on our part, that it shall so remain until the 
proposed reorganization is completed, at which time it will be disposed of 
as may appear best, either by turning it over as a part of the papers of 
the Electric Water Sterilizer & Ozone Company, or by cancellation. We 


are advised that it is not possible to have taxes or other claims assessed 
against a charter in connection with which no stock is issued, and inasmuch 
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as the reports to the departments, state and federal, would show, under 
oath, that the United States Ozone Company of Pennsylvania owns no 
property, etc., the complications you have in mind could not possibly 
arise. The only tax assessed against this United States Ozone charter is 
five dollars annually for holding the charter. Our attorneys agree that 
the idea of a United States Ozone Company, of Delaware, to act only as 
a selling organization until the proposed reorganization is complete, is 
practical. And they think, also, that with fairly high capitalization and 
with the issuing of only sufficient stock to make the organization legal will 
be satisfactory; it being understood that the complete reorganization will 
take place on the basis of the investment each interest has at the time of 
reorganization. 


In view of these facts, how can it be argued that the United 
States Ozone Company of Scottdale was at any time owner of the 
involved trade-mark, or that it ever had any right to register the 
same? 

Appellee claims title by an assignment from the United States 
Ozone Company of Scottdale. No claim is made in the pleadings 
that appellee received title to the mark, or any interest therein, 
from or through any other corporation, officers, or persons. Fur- 
thermore, two of the witnesses for appellee testified, in substance, 
that the involved mark was not owned by the Electric Water 
Sterilizer & Ozone Company, and that that company neither had 
nor claimed any interest, legal or equitable, in it. There is no 
evidence to the contrary. 

It appears from the testimony that, prior to entering into the 
contract dated May 1, 1925, with Montgomery Brothers, the Electric 
Water Sterilizer & Ozone Company actually attached plates to 
some of its goods bearing the trade-mark and the name of the 
United States Ozone Company of Scottdale. Obviously, this was 
done for the purpose of indicating origin or ownership of the goods 
in the United States Ozone Company of Scottdale. In view of the 
fact that the latter company had no interest, legal or equitable, in 
such goods, the placing of such plates thereon amounted to a mis- 
representation of the facts. 

From January, 1926, until the Electric Water Sterilizer & 
Ozone Company went into bankruptcy, and thereafter, until the 
bankrupt estate was sold to E. Ralph Loucks, the involved trade- 
mark, then admittedly used by appellant, was placed upon the 
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apparatus and equipment by the manufacturers thereof for the 
express purpose of indicating origin and ownership in the United 
States Ozone Company of Chicago. 

The tribunals of the Patent Office each held that, prior to the 
execution of the agreement dated May 1, 1925, the United States 
Ozone Company of Scottdale was acting as sales agent for the 
Electric Water Sterilizer & Ozone Company. The witnesses for 
appellee made some general statements to that effect. However, 
those statements were wholly disproved by the established, if not 
admitted, fact that the United States Ozone Company of Scottdale 
never actually engaged in any business. 

The function of a trade-mark is to identify the origin or owner- 
ship of the goods to which it is attached, and a mark cannot be 
legally assigned apart from the “business or property in connection 
with which it has been used.”” Macmahan Pharmacal Co. v. Denver 
Chemical Mfg. Co., 51 C. C. A. 802, 118 Fed. 468; Mayer Fer- 
tilizer §& Junk Company v. Virginia-Carolina Chemical Company, 
35 App. D. C. 425. 

Accordingly, we must hold that the United States Ozone Com- 
pany of Scottdale was not entitled to the use of the involved mark 
at the date of its application for registration thereof; that it was 
not entitled to register it; that it never did use the mark and never 
was the owner of it; and that its attempted assignment and transfer 
of registration No. 162,145 did not confer upon appellee ownership 
of the involved mark. 

The next question presented for our consideration is whether 
appellant, at the time it applied for registration thereof and con- 
tinuously thereafter, was the owner of the involved mark. 

That appellant used the mark on its goods in January, 1926, 


and continuously thereafter, is not denied. Furthermore, any 


alleged conditional agreement on the part of the Electric Water 
Sterilizer & Ozone Company attempting to permit appellant to 
use the involved mark was without any force and effect, because 
the Electric Water Sterilizer & Ozone Company never owned the 
mark and never used it on its goods for the purpose of indicating 
origin and ownership in it. In view of the fact that, at the time 
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appellant adopted the involved mark, neither the United States 
Ozone Company of Scottdale nor the Electric Water Sterilizer & 
Ozone Company owned it, appellant legally adopted it, and, as 
appellant used the involved mark in interstate commerce continu- 
ously thereafter to indicate origin and ownership of its goods, we 
must hold that it was the owner of the mark at the time it filed its 
application for registration; that registration No. 239,333 is valid; 
that appellant is now the owner of the mark; and that registration 
No. 162,145 should be canceled. 


For the reasons stated, the decisions of the Commissioner are 
reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C. Held that applicant is not entitled to regis- 
ter, as a trade-mark for a laxative and digestant in liquid form, the 
notation “Med O Mint,” in view of the prior use and registration 
by opposer of the mark “Feen-a-mint” as a trade-mark for laxa- 
tive chewing tablets, on the ground that the goods are of the same 
descriptive properties and the marks confusingly similar. 

In his decision, after referring to the fact that the opposer had 
established adoption and use several years prior to the applicant, 
done a large business and that the goods are such that they would 
evidently be in competition if sold in the same market and the 
trade-marks must be viewed in their entirety as they would be by 
purchasers, the First Assistant Commissioner said: 

They are composed of three syllables, the last being identical and the 
middle being single letters sounding somewhat alike when rapidly or care- 
lessly pronounced as they would frequently be in connection with this 
character of goods. Even if their difference would ordinarily be noted 


their similarity would possibly mislead as to origin of the medicines. 
(Citing decisions.)* 


‘Health Products Corporation v. The Medomint Co., Opp. No. 11,543, 
156 M. D. 876, May 12, 1932. 
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Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter. as a trade-mark for motor oils, the mark consisting of the repre- 
sentation of the head of a lion with its mouth open, accompanied 
by the words “Lion Head,” in view of the prior adoption, use and 
registration by opposer of a trade-mark for the same goods, con- 
sisting of the pictorial representation of a wolf’s head with the 
mouth open, accompanied by the words ‘“‘Wolf’s Head.” 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, the First Assistant Commissioner said: 


Both marks include the combination of the representation of the head 
of a wild animal with its mouth open together with the name of the animal. 
There is considerable in common between the marks when viewed in their 
entirety. There are differences, it is true, but it is believed the similarity 
is such as to render confusion probable. There seems to have been no 
good reason why the applicant so long after the opposer had adopted 
and widely used its mark should have selected a mark possessing so many 
features similar to those of the opposer’s mark.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for electric control switches, the notation 
“Timetactor,’ in view of the prior adoption, use and registration 
by the opposer and another company with which it was consoli- 
dated, of the terms “Time-O-Stat” and “‘Con-Tac-Tor,” as trade- 
marks for the same goods. 

The ground of the decision is that applicant’s mark is such 
that its use on the same goods as the opposer uses its marks is likely 
to cause confusion in the mind of the public. 


In his decision, the First Assistant Commissioner noted that 
the Absolute Con-Tac-Tor Corporation had used the mark ‘“Con- 
Tac-Tor” and the Time-O-Stat Corporation had used the mark 
“Time-O-Stat” and these companies had been merged and since 
have used both notations on the goods and that quite a large busi- 
ness has been done by them. He also stated that the word “con- 
tactor’” is admittedly merely descriptive of the goods and opposer 
had disclaimed in its registration any exclusive right to that descrip- 


* Wolverine-Empire Refining Company v. Gilmore Oil Company, Ltd., 
Opp. No. 11,685, 156 M. D. 880, May 14, 1932. 
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tive term and noted opposer's argument that the public would be 
led to believe that the mark ““Timetactor” was taken from its two 
marks and would indicate the merging of the two companies and 
noted applicant’s argument that the two words were descriptive and 
he had a right to combine them and no actual confusion had been 
shown and none was probable. He then said: 


Considering the opposer’s two marks, whether either the word “time” 
or the word “contactor” is descriptive or not, it is thought the applicant 
should not have taken from such marks or notations such prominent por- 
tions of each and united them to form his mark. There is, at least, a prob- 
ability that purchasers would confuse the origin of the goods appearing 
under the applicant’s mark with the origin of the goods of the opposer when 
sold under its marks. There seems to have been no reason why the 
applicant should have approached so nearly the opposer’s marks.’ 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for boys’ suits, etc., the word “Sawyerspuns’’ in 
view of the prior adoption and use by opposer of the term “Tom 
Sawyer’ as a trade-mark for blouses, waists, rompers, ete. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks deceptively similar. 

In his decision, after stating that the goods are admittedly of 
the same descriptive properties and noting applicant’s argument 
that the words “Tom Sawyer” suggest a famous character of fic- 
tion, created by Mark Twain, whereas the mark “Sawyerspuns’’ 
would indicate that the fabric had been made by a man named 
Sawyer, the Assistant Commissioner referred to the case of Salant 
& Salant, Inc. v. Feldman & Weinman, 24 Fed. (2d) 276, 1928 
C. D. 107 [18 T.-M. Rep. 167], in which “Uncle Sammy” was 
held to be deceptively similar to “Uncle Sam” and cited certain 
decisions of the Court of Customs and Patent Appeals, and then 
said: 

I am of the opinion that there is greater similarity between the appli- 


cant’s mark “Sawyerspuns” and the opposer’s mark “Tom Sawyer” than 
between the adjudicated marks above noted.‘ 


* Time-O-Stat Controls Co. (Minneapolis-Honeywell Regulator Co., Sub- 
stituted) v. Teeple, Opp. No. 9,763, 156 M. D. 881, May 18, 1932. 

*Elder Manufacturing Company v. Jaffee, Cohen & Lang, Inc., Opp. 
No. 11,376, 156 M. D. 883, May 20, 1932. 
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Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for regularly issued monthly magazines con- 
taining fiction, illustrations, etc., the notation “The Homemaker,” 
in view of the words “Home-Makers Bulletin” used upon printed 
books containing recipes and printed books for educational pur- 
poses. 

The ground of the decision is that, notwithstanding a somewhat 
more liberal policy in connection with titles of publications than 
with marks used upon other classes of goods, it is thought that 
applicant’s mark approaches too closely that of the registrant.” 


KINNAN, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation ‘““Electromatic” as a trade-mark for electric water 
supply heaters, in view of the prior adoption, use and registration 
by opposer of the terms “Oil-O-Matic” and “Williams Oil-O-Matic 
Heating” as trade-marks for domestic heaters of the oil-burning 
type. 

In his decision, after noting that applicants’ goods are elec- 
trical heaters for heating water, while those of the opposer are 
electrically controlled and operated oil heaters for heating homes, 
the First Assistant Commissioner noted that the latter often heated 
water and that both parties used their marks upon heaters for 
heating water, although the water was used for different purposes. 
Then, after referring to the holding of the Court of Customs and 
Patent Appeals in the case of Cross v. Williams Oil-O-Matic Heat- 
ing Corporation, 410 O. G. 540, 48 F. (2d) 659, 18 C. C. P. A. 
(Patents) 1192 [21 T.-M. Rep. 246], in which “Coal-O-Matic”’ 
used upon a coal heater was held to be confusingly similar to “Oil- 
O-Matic” for a liquid fuel heater, he said: 


It would seem this decision is determinative of the instant case since 
the applicant here uses electricity as his source of heat and has merely 
changed the first portion of the opposer’s mark, as did the party, Cross, 
to indicate the character of heater. It is held in consequence that “Elec- 
tromatic” upon an electric heater is confusingly similar to “Oil-O-Matic” 
upon an oil heater.° 


* Ex parte The Homemaker Publishing Co., Ser. No. 305,754, 155 M. D. 
885, May 27, 1932. 

* Williams Oil-O-Matic Heating Corporation v. Electro-Matic Mfg. Co., 
Inc., Opp. No. 10,608, 156 M. D. 888, May 27, 1932. 
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Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for skin cream, skin tonic, etc., the composite mark 
comprising a fanciful border with an ornamental background within 
which is the silhouette of the head and shoulders of a young woman 
and beneath it the words “Virginia Dare,’ notwithstanding the 
prior adoption, use and registration by opposer and its predecessor 
in business, of the term “Virginia Dare” as a trade-mark for soft 
drinks, food flavoring extracts, concentrates and emulsions and 
de-alcoholized wine. 

The ground of the decision is that the goods are not of the 
same descriptive properties. 

In his decision, after noting that the corporation, Garrett & 
Co., Inc., through whom opposer claims title, had also filed an oppo- 
sition, the First Assistant Commissioner said: 


It is apparent these two opposer corporations have agreed the mark 
may be used by both upon substantially the same class of goods—non- 
intoxicating wines, beverages, syrups, concentrates, and emulsions for the 
preparation of soft drinks, ete. 


He then, after noting that the opposer was the first in the 
field and referring to the testimony that it had used the term 
“Germ-A-Foam’”’ upon an antiseptic compound with which the term 
“Virginia Dare’ was used and noting the contentions as to other 
registrations, said: 

Without reviewing the various allegations set forth in the briefs of the 
parties, it will be sufficient to here note that the goods are deemed to 
possess different descriptive properties and to be purchased for totally dif- 
ferent purposes. There appears to be nothing to create confusion in trade 
between goods for the treatment of the skin and soft drinks. 

He then, after referring to certain decisions of the Court of 
Customs and Patent Appeals with reference to the goods being 
of the same descriptive properties, said: 


It is thought in view of the wide difference in the goods the holdings 
of the Court of Customs and Patent Appeals in the Vick Chemical Com- 
pany (417 O. G. 271 [20 T.-M. Rep. 289]) and the Mulhens & Kropf, Inc. 
(394 O. G. 9 [20 T.-M. Rep. 48]), cases are determinative that the opposi- 
tion should fail.’ 


"Virginia Dare Extract Company, Inc. v. Adah Mae Dare, Opp. No. 
11,324, 156 M. D. 890, May 27, 1932. 








318 TWENTY-TWO TRADE-MARK REPORTER 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for electric welding machines, the notation ‘““Weldo- 
matic,” notwithstanding the prior adoption, use and registration 
by opposer of the notations “Oil-O-Matic’” and ‘“Dist-O-Matic” 
as trade-marks for liquid fuel burning heaters and the term “Ice- 
O-Matic” as a trade-mark for electrically operated refrigerating 
units. 

The ground of the decision is that the goods are so different 
that the use of the somewhat different marks thereon would not be 
likely to cause confusion in trade. 

In his decision the First Assistant Commissioner noted that 
the evidence established that the opposer was the first in the field, 
had widely used its marks and extensively advertised its goods and 
that, if there was doubt as to confusion, such doubt must be re- 
solved against the newcomer. 

Then, after stating that there was but little in common between 
the goods of the two parties other than that they both employ 
electric motors and are automatic in their operation, he said: 


The welding machines produced by the applicant are for an entirely 
different purpose, are sold to and used by a different class of purchasers, 
are marketed through different trade channels, and relate to different 
industries or arts. It is believed that this difference in the goods coupled 
with the difference in the marks justifies the conclusion that there is no 
probability of confusion in trade.* 


* Williams Oil-O-Matic Heating Corporation v. Westinghouse Electric 
Company, Opp. No. 11,269, 156 M. D. 875, May 10, 1932. 





sconces — A aah ea 





a hance i i ene 


ated mre 


nk hie hata oi 


SAAN A 


2 5 5 at AN a Ae a mA BE 








HORLICK’S MALTED MILK CORP. V. HORLUCK’S 319 


Horuick’s Mattep Mitk Corporation v. Horivck’s 
(59 F. [2d] 13) 


United States Circuit Court of Appeals, Ninth Circuit 
May 23, 1932 


TrapE-Marxs aNpD Unrair Competitrion—Ricut to Use Own NAME IN 
Bustness—Duty to Distincuisu. 

As a general rule, a person has a right to use his own name in con- 
nection with any business which he carries on honestly. But where a 
personal name has become associated in the public mind with certain 
goods or a particular business, it is the duty of a person with the 
same or a similar name, subsequently engaging in the same or similar 
business or dealing in like goods, to take such affirmative steps as may 
be necessary to prevent his goods or business from becoming confused 
with the goods or business of the established trader. 

Unram CompeTirion—WueEN Present—Dispenser Versus MANUFACTURER. 

The mere fact that plaintiff was not in the business of dispensing 
malted milk, as was the defendant, but only manufacturerd it, held 
not to eliminate the possibility of unfair competition. 

Unram Competirion—Use or Simimtar SurName—“Horwivuck’s” Versus 
“Horuick’s” on Matteo Minx. 

The use by defendant in dispensing the beverage called malted milk 
of the words “Horluck’s Malted Milk” and “Horluck’s Malted Milk 
Shops,” long after plaintiff had adopted the name “Horlick’s” and 
identified such word nationally with its business and product, held 
unfair competition; and the decree of the lower court was modified so 
as to enjoin defendant from any use of the word Horluck’s or Horlucks 
in its business. 

Unratr Competition—Svuirs—-AccountTIne. 

Where plaintiff's witnesses testified that defendant’s acts did not 
deprive plaintiff of any sales of its product, plaintiff held not to be 
entitled to an accounting of damages. 


In equity. Appeal from the United States District Court for 

the Northern Division of the Western District of Washington. 

Suit for unfair competition. From a decree in favor of plaintiff, 

in part granting and in part denying the relief prayed for, plaintiff 
appeals and defendant takes a cross-appeal. 

Modified and, as modified, affirmed. (For decision below see 

20 T.-M. Rep. 374.) 

Edward 8S. Rogers and William T. Woodson, both of Chicago, 
Ill., and Thomas M. Askren, of Seattle, Wash., for appellant 
and cross-appellee. 

C. A. Reynolds, Harry Ballinger, Charles T. Hutson, and Geo. 
Boldt, all of Seattle, Wash., for appellee and cross-appellant. 


Before Witsur and SawTe te, Circuit Judges. 
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Wieser, C. J.: Horlick’s Malted Milk Corporation, a Dela- 
ware corporation, hereafter referred to as the plaintiff, and its 
predecessor, have for upwards of fifty years been in the business 
of manufacturing and selling malted milk in powdered form under 
the name “Horlick’s Malted Milk.” Plaintiff has spent in the last 
twenty years several millions of dollars in advertising its product, 
over 10 per cent of which has been spent on the Pacific Coast. 
Defendant, Horluck’s, Inc., admits in its answer that: 


. . Plaintiff has advertised its malted milk under the name, Hor- 
lick’ s Malted Milk, and that it has built upa wide and extensive trade, and 
that the name, Horlick’s Malted Milk, is well known as identifying plain- 
tiff’s goods and has a valuable reputation, and long before any ‘acts of 
defendant in said bill of complaint complained of the name, Horlick’s 
Malted Milk, has meant and was understood to mean generally throughout 
the United States, including the City of Seattle and the State of Wash- 
ington, the plaintiffs product and no other. . . . 

Early in year 1928 George F. Horluck and his father, Hans 

Jorgen Horluck, formed the defendant corporation, then named 
“Horluck’s Malted Milk Shops, Inc.,” but later changed its name 
o “Horluck’s, Inc.” In February, 1928, defendant opened its 
first store, or shop, in Seattle, Wash., and since has opened sev- 
eral other similar stores, or shops, in Seattle, Tacoma, Bellingham, 
and Bremerton, all in the State of Washington. At these shops de- 
fendant sells ice cream, sandwiches and other food products and 
beverages, among them malted milk. It is admitted that defendant 
does not use Horlick’s Malted Milk as an ingredient in the malted 
milk beverage it dispenses, but does use another brand of malted 
milk. These shops are called ‘“Horluck’s Specialty Malted Milk 
Shops,” and in advertising the same defendant uses the names 
“Horluck’s Malted Milk,’ “Horluck’s Specialty Malted Milk 
Shop,” and “Horluck’s Malted Milk Shop.” 

Plaintiff brought suit in the District Court for the Western 
District of Washington to enjoin infringement of its trade-mark 
and unfair competition. The District Court enjoined defendant 
from using words “Horluck’s Malted Milk” or “Horluck’s Malted 
Milk Shops” in connection with its business, but refused to enjoin 
the defendant from using the name “Horluck’s” in connection with 
the advertising and sale of malted milk, and decreed that defendant 
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account to plaintiff its damages but refused an accounting for 
profits. Plaintiff appeals on the ground that the decree of the 
District Court does not sufficiently protect it against unfair com- 
petition inasmuch as defendant is still permitted to use the name 
“Horluck’s” in the sale of malted milk and that the accounting 
should include not only damages, but the profits realized by de- 
fendant from its unfair trading as well. Defendant took a cross- 
appeal claiming that the lower court was in error in adjudging 
that defendant had practiced unfair competition. The appeal and 
cross-appeal will be considered together. 

Plaintiff's predecessor registered the word Horlick’s as a trade- 
mark for malted milk under the Federal Trade-Mark Act of Feb- 
ruary 20, 1905 (15 U. S. C. A. §§ 81-109), as well as under the 
statutes of the State of Washington (Rem. Comp. Stat. Wash. 
§ 11537 et seq.). The findings of the lower court, which are 
amply sustained by the evidence, are to the effect that plaintiff's 
business in the State of Washington is and always has been wholly 
interstate, and not intrastate, and that the business of defendant 
is wholly intrastate. Therefore, this suit cannot be maintained 
on the basis of trade-mark infringement, but must be sustained, 
if at all, on the basis of diversity of citizenship and unfair com- 
petition. United States Printing § Lithograph Co. v. Griggs, 
Cooper & Co., 279 U. S. 156, 49 S. Ct. 267, 73 L. Ed. 650 [19 
T.-M. Rep. 187]. 

The evidence shows that plaintiff deals exclusively in powdered 
malted milk, selling the same only to the retailer and not to the 
consumer, and that it has never been in the business of dispensing 
the beverage known as malted milk made with such powder as an 
ingredient. Therefore, defendant claims there is no direct com- 
petitions between plaintiff and defendant without which there can 
be no unfair competition. This court dealt with a similar situation 
in the case of Del Monte Special Food Co. v. California Packing 
Corp., 34 F. (2d) 774, 775 [19 T.-M. Rep. 443]. There the 
contention of appellant was that, inasmuch as the appellee had not 
produced and did not then produce oleomargarine or use its label 
thereon, it was not and could not be damaged by the use of “Del 
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Monte Brand” upon the oleomargarine marketed by the appellant. 
There this court said: 


The injury to the appellee by the use of the Del Monte Brand by the 
appellant does not result from preventing sale by appellee of oleomargarine 
of its own, but from a representation to the public that it produces a prod- 
uct which it does not in fact produce and over which it has no control. 

The case of Yale Elec. Corp. v. Robertson, (C. C. A.) 26 F. 
(2d) 972, 974 [18 T.-M. Rep. 321], was there quoted with ap- 
proval as follows: 


However, it has of recent years been recognized that a merchant may 
have a sufficient economic interest in the use of his mark outside the field 
of his own exploitation to justify interposition by a court. His mark is 
his authentic seal; by it he vouches for the goods which bear it; it carries 
his name for good or ill. If another uses it, he borrows the owner’s 
reputation, whose quality no longer lies within his own control. This 
is an injury, even though the borrower does not tarnish it, or divert any 
sales by its use; for a reputation, like a face, is the symbol of its possessor 
and creator, and another can use it only as a mask. And so it has come 
to be recognized that, unless the borrower’s use is so foreign to the owner’s 
as to insure against any identification of the two, it is unlawful. Aunt 
Jemima Mills Co. v. Rigney, 247 F. 407, L. R. A. 1918C, 1039 (C. C. A. 2) 
[8 T.-M. Rep. 163]; Akron-Overland y. Willys-Overland, 273 F. 674 
(C. C. A. 3) [11 T.-M. Rep. 281]; Vogue Co. v. Thompson-Hudson Co., 
300 F. 509 (C. C. A.); Wall v. Rolls-Royce, 4 F. (2d) 333 (C. C. A. 3) 
{15 T.-M. Rep. 239]. 


It follows that the mere fact that plaintiff is not in the business 
of dispensing the beverage called malted milk does not eliminate 
the possibility of unfair competition in the case at bar. See, also, 
Vogue Co. v. Thompson-Hudson Co., et al., (C. C. A.) 300 F. 509 
[15 T.-M. Rep. 1]; Rosenberg Bros. & Co. v. Elliott, (C. C. A.) 
7 F. (2d) 962 [15 T.-M. Rep. 479]. 

Defendant seeks to justify its use of the word “Horluck’s” in 
its name and in its advertising of malted milk upon the ground 
that the surname of its founders and principal stockholders is “Hor- 
luck.” As a general proposition, a person has a right to use his 
own name in connection with any business which he carries on 
honestly. Howe Scale Co. v. Wyckoff, Seamans 4 Benedict, 198 
U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972. But where a personal 
name has become associated in the minds of the public with cer- 
tain goods or a particular business, it is the duty of a person with 
the same or similar name, subsequently engaging in the same or 
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similar business or dealing in line goods, to take such affirmative 
steps as may be necessary to prevent his goods or business from 
becoming confused with the goods or business of the established 
trader. Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 
U. S. 554, 559, 28 S. Ct. 350, 52 L. Ed. 616; L. E. Waterman Co. 
v. Modern Pen Co., 235 U. S. 88, 35 S. Ct. 91, 59 L. Ed. 142 
[5 T.-M. Rep. 1]. In Chickering, et al. v. Chickering & Sons, 215 
F, 490, 494 [4 T.-M. Rep. 279], Circuit Judge Mack, speaking 
for the Circuit Court of Appeals for the Seventh Circuit, said: 


A surname is not the subject matter of a technical trade-mark. This 
is due to the fact that it cannot be a clearly distinguishing mark on goods, 
inasmuch as any one bearing the name has a right to use it in connection 
with property of his manufacture. It may, however, by appropriation 
and actual exclusive use, in course of time come to denote, in the minds 
of the public, the product of some particular person or factory or business, 
and thus acquire a secondary signification. Such a secondary signification, 
when established, is the subject matter of exclusive right; as Judge Baker 
said in Hanover Star Milling Co. v. Allen & Wheeler Co., 208 F. 513, 125 
C. C. A. 515 [6 T.-M. Rep. 149]: “If a dealer marks his shaving soap by 
the family name of ‘Williams, or his ale by the name of the village of 
‘Stone,’ or his starch by the name of the hamlet of ‘Glenfield,’ his applica- 
tion of the name does not create its only meaning; but, if his trade creates 
a new meaning for the name, then he is entitled to just as full protection 
in the use of that meaning as if that were the only one. Others may use 
the common word in its common meaning, but they cannot use it in the 
particular meaning created by the complainant.” 


As the Supreme Court, speaking through Mr. Justice Holmes, 
said in L. E. Waterman Co. v. Modern Pen Co., supra, “There is no 
distinction between corporations and natural persons in the prin- 
ciple, which is to prevent a fraud.” 

In the case at bar the evidence discloses instances of persons 
patronizing defendant’s shops under the belief that they were 
getting plaintiff's product as an ingredient in the malted milks 
they purchased and under the belief that plaintiff was operating 
these shops or connected in some way therewith. It is clear from 
the evidence in the record that the use by the defendant of the 
word “Horluck’s” closely associated with the words “Malted Milk,” 
and especially when displayed by the appellee in block and script 
type similar to that used by plaintiff in its advertising, caused con- 
fusion in the mind of the public. 
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The lower court found as a fact that 


the public fails to distinguish between the words Horlick’s and Horluck’s 
and the use of the name Horluck’s by the defendant in connection with 
its shops has caused confusion in the minds of the public, and purchasers 
have patronized defendant’s shops believing that such shops were owned 
and operated by plaintiff, 


and also 


that such confusion as has arisen concerning the proprietorship of defend- 
ant’s shops has mainly arisen from the similarity between the names of 
Horlick’s and Horluck’s used in association with the words “Malted Milk.” 


There being real confusion in the mind of the public as to the 
identity of the defendant’s business, a duty devolved upon the 
defendant to take affirmative steps to avoid such confusion. In 
Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 
559, 28 S. Ct. 350, 352, 52 L. Ed. 616, supra, the Supreme Court, 
speaking through Mr. Justice Holmes, said: 


The principle of the duty to explain is recognized in Howe Scale Co. v. 
Wyckoff, Seamans & Benedict, 198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972. 
It is not confined to words that can be made a trade-mark in a full sense. 
The name of a person or a town may have become so associated with a 
particular product that the mere attaching of that name to a similar 
product, without more, would have all the effect of a falsehood. Walter 
Baker § Co. vy. Slack, 65 C. C. A. 138, 130 F. 514. An absolute prohibition 
against using the name would carry trade-marks too far. Therefore, the 
rights of the two parties have been reconciled by allowing the use, pro- 
vided that an explanation is attached. Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169, 200, 204, 16 S. Ct. 1002, 41 L. Ed. 118, 130, 131; Brinsmead 
v. Brinsmead, 13 Times L. R. 3; Reddaway v. Banham, (1896) A. C. 199, 
210, 222; American Waltham Watch Co. v. United States Watch Co., 173 
Mass.. 85, 87, 53 N. E. 141, 43 L. R. A. 826, 73 Am. St. Rep. 263; Dodye 
Stationery Co. v. Dodge, 145 Cal. 380, 78 P. 879. Of course, the explanation 
must accompany the use, so as to give the antidote with the bane. 


The evidence shows that defendant in its newspaper advertising 
and in the circulars exploiting its own business, which it keeps 
on its counters for distribution, refers to the local character of its 
organization. These acts tend to diminish the confusion resulting 
from the use of the words “Horluck’s Malted Milk,’ but are 
insufficient to discharge the duty upon defendant to avoid this 
confusion. 

The decree of the District Court in the case at bar enjoins 
defendant: 


(a) From using, in connection with its retail establishments, or other- 
wise, the words Horluck’s Malted Milk or Horluck’s Malted Milk Shops 
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or any other name which may be calculated to induce the belief that the 
plaintiff is operating the defendant’s shops or is connected in any way 
therewith, or that the defendant is dispensing plaintiff's product, Horlick’s 
Malted Milk. (b) From doing any act or thing calculated to induce the 
belief that any product or business not connected with the plaintiff is 
so connected. 

We think that the defendant should be definitely enjoined from 
using the name “Horluck”’ in the possessive, i.e., ‘““Horluck’s,” or 
in the plural, i.e., ““Horlucks,” in connection with the sale of malted 
milk. The use of the possessive is one of the most objectionable 
features of defendant’s practices, inasmuch as it is the possessive 
“Horlick’s” with which plaintiff's product is associated in the 
mind of the public. This will still leave the defendant free to use 
its name in connection with its business in any lawful way and is in 
conformity with the decided cases, giving both the plaintiff and 
defendant ample protection of their respective rights. L. E. Water- 
man Co. v. Modern Pen Co., supra; Thaddeus Davids Co. v. 
Davids, 233 U. S. 461, 34 S. Ct. 648, 58 L. Ed. 1046; Singer Mfg. 
Co. v. June Mfg. Co., 163 U.S. 169, 16 S. Ct. 1002, 41 L. Ed. 118; 
Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 
28 S. Ct. 350, 52 L. Ed. 616; Chickering, et al. v. Chickering & 
Sons, et al., (C. C. A.) 215 F. 490. 

There remains for us to consider the question of compensation 
to the plaintiff for the injury caused by the unlawful acts of de- 
fendant. The District Court decreed an accounting of damages, but 
plaintiff contends it is entitled to an account of the profits made 
by defendant as well, while the defendant claims that the damage 
to the plaintiff, if any, is remote, consequential, and conjectural, 
and does not furnish a proper basis for ascertainment and com- 
putation of damages. It is to be remembered that there was no 
direct competition between plaintiff and defendant, and the testi- 
mony of plaintiff’s own witnesses was to the effect that defendant’s 
acts have not deprived it of any sales of its product. In Vogue Co. 
v. Thompson-Hudson Co., et al., 300 F. 509, 512 [15 T.-M. Rep 1], 
Judge Denison, speaking for the Circuit Court of Appeals for the 
Sixth Circuit, said: 


However, we find no satisfactory basis for an accounting against either 
the manufacturer or retailer for profits or damages. The case is peculiarly 
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one where such damage as has occurred, like that which is still in prospect, 
is incapable of computation. We see no reasonable probability that any 
substantial damages could be proved and reduced to dollars and cents 
with that degree of accuracy that is essential in such a case. Nor does this 
conclusion—that there should be no accounting—make it necessary to 
decide whether plaintiff is entitled to relief strictly as for trade-mark 
infringement. Those cases in which plaintiff in such a suit has been 
awarded all the profits which defendant received from the sale of the 
articles wrongfully trade-marked, have been cases in which, by the theory 
of the law, the plaintiff had lost the sales. The plaintiff's relief will, there- 
fore, be confined to the issue of an injunction and the recovery of taxable 
costs of both courts. 


See, also, Rosenberg Bros. § Co. v. Elliott, 7 F. (2d) 962 
(C. C. A. 8) [15 T.-M. Rep. 479]. 


In Gallet, et al. v. R. § G. Soap & Supply Co., 254 F. 802, 804 
(C. C. A. 2) [9 T.-M. Rep. 131], the court said: 


Nor are the appellants entitled to an accounting. There is no con- 
cession nor evidence which indicates that a single sale was made as a result 
of any misconception or misleading advertisements with the use of the 
initials “R.” and “G.” on the labels of the commodities sold by the appellee, 
and there can be no damage in connection with the violation of the appel- 
lants’ rights, which have now been restrained, except there was injury to 
the business and good-will of the appellants. Such damage could only be 
demonstrated by loss of sales which otherwise would have accrued to the 
injured business. An accounting will not be ordered, unless it is clear 
that either upon the record, or upon a record which the appellants might 
present to the master, there could be a substantial recovery. Merriam 
[Co.] v. Saalfield, 198 F. 369, 117 C. C. A. 245 [7 T.-M. Rep. 110]. 


In view of the fact that there is no evidence of lost sales in this 
case, we conclude that the plaintiff is not entitled even to an ac- 
counting of damages. The decree for an injunction is modified by 
adding after the provision “b” above noted, the following provision: 

(c) Or from using the name Horluck’s or Horlucks, but not Horluck in 
connection with the business of dispensing or selling malted milk. 

The decree is further modified by striking therefrom the pro- 
visions in reference to an accounting for damages. 


As so modified the decree is affirmed, each party to pay its own 
costs. 
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Joun Forsytue Co., Inc. v. ForsytHe SHoe Corporation 
(181 N. E. 467) 


New York Court of Appeals 
June 1, 1932 


Trape-Marks aND Unrairr Competirion—Use or Srmirar SurNAME—IN- 
JUNCTION. 


Plaintiff, John Forsythe Company, selling men’s apparel, held 
entitled to injunction within the State of New York, restraining defend- 
ant corporation from using the names “Forsythe Shoe Corporation,” 
“Forsythe,” or “Forsythe Shoes” in its business. 

In equity. Action for unfair competition. 

From a judgment of the Appellate Division, Supreme Court, 
First Judicial Department, entered February 4, 1932 (234 App. 
Div. 355, 254 N. Y. S. 584 [22 T.-M. Rep. 246]), unanimously 
affirming an interlocutory judgment in favor of plaintiff in an 
action to restrain the defendant from using the title “The Forsythe 
Shoe Corporation” and the names “Forsythe” or “Forsythe Shoes,” 
in connection with its business, and to recover damages defendant 
appeals. The interlocutory judgment enjoined defendant from 
using the names mentioned in its business, whether conducted in 
the State of New York or elsewhere. 

Modified, and, as modified, affirmed. 


The following questions were certified: 


1. Is plaintiff entitled to an injunction against the defendant restraining 


it from using the name Forsythe Shoe Corporation and the name Forsythe 
in connection with its business? 


2. Is plaintiff entitled to an injunction against the defendant. restraining 
it from using the name Forsythe Shoe Corporation and the name Forsythe 
in connection with so much of defendant’s business as is conducted in 
states other than the State of New York? 

Abraham N. Davis and Paul J. McCauley, both of New York 

City, for appellant. 
Maurice Deiches and James Allan Bernson, both of New York 
City, for respondent. 


Per Curtam: The judgment appealed from should be modified 
so as to read: 


Ordered, adjudged and decreed that the defendant be restrained and 
enjoined from continuing the use of the name “The Forsythe Shoe Cor- 
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poration” in connection with its business in New York State as hereinafter 
provided. 

Ordered, adjudged and decreed that the defendant be restrained and 
enjoined from continuing to use the name “Forsythe” as a part of its cor- 
porate name in connection with the acts hereinafter restrained, and it is 
further 

Ordered, adjudged and decreed that the defendant be restrained and 
enjoined from continuing in New York State to use the name “Forsythe” 
or “Forsythe Shoes” as names descriptive of its stores or goods and that 
the defendant be restrained and enjoined from maintaining any signs, 
window prints or lettering on any or all of its stores, in which the word 
“Forsythe” appears, on its or any of its stationery, catalogues, labels, 
advertisements, placards, signs or in any manner whatever, and it is 
further 

Ordered, adjudged and decreed that plaintiff is entitled to recover 
of the defendant for such damages as plaintiff has sustained or suffered 
by reason of the wrongful acts of the defendant herein, and for the purpose 
of ascertaining and assessing the amount thereof, it is hereby referred 
to Hugh Wallace Reid, Esq., of 110 Broadway, to assess such damages 
as aforesaid, and it is further 

Ordered, adjudged and decreed that upon the final assessment and 
award of such damages, final judgment be entered herein, in favor of 
the plaintiff and against the defendant, enjoining it, their agents, em- 
ployees, successors and assigns, as hereinabove provided, and further 
awarding the plaintiff the recovery from the defendant of the amount 
so assessed or awarded, together with costs, which costs, together with 
disbursements, are hereby awarded to the plaintiff, and as so modified 
affirmed, with costs to the respondent. 

The questions certified are answered: No. 1 in the affirmative; No. 2 in 
the negative. 


Pounp, C. J., and Crane, LEHMAN, Kettoae, O’Brien, Hvusss, 
and Crovucn, JJ., concur. 


Judgment accordingly. 


TANNER-Brice Co. v. Sims 
(161 S. E. 819) 


Supreme Court of Georgia 


December 17, 1931 


Trape-NaMEs AND Unrair Competirion—State Laws—Ricur or Corpo- 
RATION TO Use NAME or ANOTHER. 

A corporation under the laws of the State of Georgia can by user 
acquire a right to use a trade-name other than its corporate name in 
connection with its business. 

Trape-NaMes AND Uwnratr Comretirion—State Laws—License—WHEN 

IRREVOCABLE. 

A corporation in adopting a trade-name can embrace therein the 
surname of another person, when this is done with the consent of that 
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person; and when the corporation so uses such surname and on the 
faith of the license makes expenditures of money, such license becomes 
an agreement on a valuable consideration and irrevocable. 
TrapE-NAMES AND Unrarr Competirion—State Laws—“‘Sims”—Secrion 
3165 or THE Civit Cope NON-APPLICABLE. 

The judge did not pass upon the question whether or not the 
defendant violated Section 3165 of the Civil Code in using the name 
of Sims in its trade-name; but if the question were properly before 
the court for decision, that section has no application under the facts 
of the case. 


In equity. Action for unfair competition. The lower court 
granted an interlocutory injunction and defendant brings error. 
Reversed. 


B. P. Jackson, of Vidalia, Ga., and L. E. Heath, of Douglas, 
Ga., for plaintiff in error. 
Saffold, Sharpe §& Saffold and H. A. Hodges, all of Vidalia, Ga., 


for defendant in error. 


W. W. Sims filed his petition against Tanner-Brice Company, a corpo- 
ration, making the following allegations: (1) Defendant is engaged in 
the wholesale grocery business. (2) On or about July 16, 1928, petitioner 
and defendant entered into a verbal contract, in substance, as follows: 
Petitioner was to establish and operate a retail grocery store in the city 
of Vidalia, and such other stores at other places as the defendant might 
determine to be expedient; such stores to be run in the name of Sims 
Service Stores, W. W. Sims, manager. Petitioner was to have the general 
management of said stores, and was to receive as compensation $45 per 
week and 50 percent of the net profits derived from the store in Vidalia. 
The defendant was to furnish all merchandise to the store at Vidalia, 
at first cost. (3) Under said contract, petitioner opened a store in 
Vidalia on August 10, 1928, and operated the same until May 27, 1930, 
when by mutual consent petitioner severed his connection with the defend- 
ant. (4) After opening the store at Vidalia, the defendant decided to 
establish other stores in various towns and cities in the state. All of these 
stores were opened and managed by petitioner under said contract. 
(5) Since the opening of said stores, the defendant has opened a store 
at Douglas and one at Dublin, both of which are being operated under 
the name of Sims Service Stores, without the consent of petitioner. 
(6) Defendant is now operating the same under the name of Sims Service 
Stores, W. W. Sims, manager, notwithstanding the fact that petitioner 
is no longer connected in any way with the same, and over his protest, 
and will continue to use the name of petitioner unless enjoined from so 
doing. (7) Petitioner has no adequate remedy at law. (8) The defendant 
has had printed, and says that there will be circulated, certain handbills 
and advertising matter. These handbills have the word “Sims” in large 
letters inclosed within a circle, and under this circle appear the words, 
“Saves—Serves—Satisfies.” At the top of these bills appear the follow- 
ing: “Double Saving Event at Sims.” On these bills appears a letter 
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signed by Sims in which it is stated that saving is a most urgent question. 
“The most for your money is the watchword of the day. Sims Store is 
the successful answer to this question.” At the bottom of this circular 
letter appears the following: “Sims, the Orange-Colored Front.” The 
circular advertises a big flour sale “At Sims Store, Vidalia, Georgia.” 
(9) Petitioner has been paid by the defendant all salary due him under 
the contract aforesaid, but has not received his part of the profits derived 
from the operation of the store at Vidalia. Defendant is now due peti- 
tioner as profits derived therefrom the sum of $2,000, or other large sum. 
He prays that the defendant be enjoined from circulating the advertising 
matter described in the petition, from operating in the name of Sims Serv- 
ice Stores, W. W. Sims, manager, or from using his name in any other 
manner in connection with said business; and for an accounting. 

The defendant demurred upon the grounds that there is no equity 
in the petition, and that its allegations do not entitle the plaintiff to the 
relief sought. The defendant answered, admitting some of the averments 
of fact in the petition, but denying all of the other allegations therein, and 
further answering as follows: In the year 1928, it entered into an agree- 
ment with petitioner, whereby he was employed by it to open a retail 
grocery store in Vidalia. Under this contract, petitioner was to act as 
the manager of said store, and for his services defendant agreed to pay 
him $45 per week, and in addition 50 percent of the net profits derived 
from the operation of this store, which net profits were to be determined 
after deducting from the gross profits all expenses of operating the store, 
and after allowing 5 percent to the defendant as wholesale charges on 
merchandise furnished by it, which was to be furnished at actual cost plus 
the 5 percent added. The store was opened, and Sims entered into the 
management of the same, and this relation continued two or three months, 
when defendant decided to open other retail stores in other towns and 
furnish merchandise for sale in such stores from its wholesale business 
in Vidalia. Defendant and petitioner then entered into another agreement 
that petitioner was to leave the Vidalia store as active manager, was to 
be employed thereafter by defendant to supervise all its stores that might 
be established, and for his services in that capacity defendant was to pay 
him $45 per week, but no part of the profits for the operation of any 
of the stores. At the time of this agreement, defendant proposed to peti- 
tioner to sell to him a block of its capital stock, thereby giving to him an 
opportunity to participate in the profits that might be derived from the 
wholesale store and the retail stores. He did not accept this proposal. 
He entered upon his duties under said agreement. From the time the 
Vidalia store opened until the second agreement was entered into, while 
plaintiff was at the Vidalia store as manager, that store earned a small 
profit. On February 2, 1930, a full settlement between plaintiff and 
defendant was agreed upon and perfected, whereby the profits from the 
Vidalia store, without any deduction of the 5 percent wholesale charges 
agreed upon in the first agreement, amounted to $555.80. On said date, 
defendant paid plaintiff $272.90, which was accepted by him in full cettle- 
ment of all profits, commission, salary, and any and all other amounts 
owing to him by defendant up to that date. At the time the petition 
in this case was filed the defendant owed the plaintiff nothing. After 
plaintiff left the Vidalia store, he employed inefficient and incapable men 
to operate it. Soon thereafter the volume of business decreased more 
than half. The store became unprofitable, and, from that time until the 
present, it has been operating at a loss. When the store at Vidalia was 
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first opened, the name of Sims Service Store was selected, after considera- 
tion and after discussion between plaintiff and defendant for some time. 
This name was finally selected mainly for the reason that it appealed to 
the defendant as an easy sounding and well-rounded name for the store, 
and it was selected in connection with the motto, “Saves, Serves, Satisfies.” 
The defendant determined that the name Sims, being short, could be easily 
pronounced and remembered by the public. Said name was selected 
without any idea of it being the name of any particular person, and 
especially as the petitioner owned no interest in the store, but was merely 
an employee of the defendant. It was selected as a trade-name, and was 
agreed upon between petitioner and defendant and consented to by peti- 
tioner. After defendant decided to open other stores and entered into 
the second agreement with petitioner in regard to his employment as 
supervisor of the same, it was agreed to use the same name and the same 
motto, and to paint all the store fronts an orange color. This general 
idea has been carried out up to the present time, thus establishing the 
name and motto in the minds of the public, after considerable expense 
incurred by the defendant in advertising. The personal name of W. W. 
Sims has never been used in connection with said stores, in the advertising 
or printed matter, or otherwise, except that when he was actual local 
manager of the Vidalia store, when it was first opened, his name was used 
as manager, and during a short period recently when he was again em- 
ployed as the local manager of the Vidalia store since he resigned as 
supervisor of all of such stores. At the time when petitioner severed his 
connection with defendant as the recent manager of the Vidalia store, 
he had already prepared and printed a circular to be distributed to the 
public, bearing the name of W. W. Sims as manager of the Vidalia store. 
As soon as petitioner’s connection was severed with this store, defendant 
immediately changed all such advertising matter by blocking out the name 
of W. W. Sims, and substituting the name of the new manager employed 
to take his place. It has been the invariable policy of the defendant 
to use the name in his printed matter for advertising purposes of the 
individual who was manager of each store. Never at any time has it 
advertised the name of W. W. Sims as manager of the stores generally, 
or of any of the stores, except the one at Vidalia during the time when 
he was manager there. It was not the purpose of defendant to use the 
name of W. W. Sims, or to hold out to the public that the name Sims 
applies to W. W. Sims or to any particular person. 

The petition was amended as follows: The defendant's use of the 
surname of plaintiff as alleged in his original petition is not in good faith, 
but it is done with the intent to deceive the public in the sale of its goods, 
and is in violation of Section 257 of the Penal Code. In operating its 
stores in the name of Sims Service Stores, defendant is using said name 
fraudulently and as a mere subterfuge, and to the injury and damage 
of petitioner, because it is using his surname as a trade-name, and in 
point of fact the stores operated are owned by the defendant. By inserting 
the name of Sims in its firm name or style the defendant is violating 
Section 3165 of the Civil Code, and is subject to the penalty therein 
prescribed, and forfeits the sum per day as mentioned in said section. 
Petitioner prays judgment for said sum. 

The case was submitted to the judge for decision upon the sworn 
pleadings. The judge did not pass upon the demurrer, but granted an 
interlocutory injunction restraining the defendants as prayed. To this 
judgment the defendant excepted. 
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Hines, J. (after stating the foregoing facts): 1. A corpora- 
tion in this state can by user acquire a right to use a trade-name 
other than its corporate name in connection with its business. Rome 
Machine, etc., Co. v. Davis Foundry, etc., Works, 185 Ga. 17 (3), 
68 S. E. 800; Saunders System Atlanta Co. v. Drive It Yourself 
Co., 158 Ga. 1, 123 S. E. 182 [14 T.-M. Rep. 318]. There is 
nothing to the contrary in the ruling stated in the case first cited, 
to the effect that upon an application to amend a charter of a cor- 
poration a judge of the superior court cannot grant the right to 
use, or omit to use, at will, some name in addition to the corpo- 
rate name, so as to form no part of the corporate name, but to pre- 
empt it against use by other persons or corporations. 

2. The precise question for decision in this case is whether or 
not a corporation in adopting a trade-name can embrace therein 
the surname of another person, when this is done with the consent 
of the latter. It is undoubtedly true that, in the absence of license, 
contract, fraud, or estoppel, every man has the right to use his 
own name in any legitimate way. Sims could, unless estopped in 
one or more of the above ways, use his own name individually or 
as a part of a corporate name in the conduct of a business of the 
same character as that transacted by the defendant. The general 
rule is that a natural person, in the absence of self-imposed re- 
straint, has a right to the honest use of his surname in conducting 
any business, though such use may be detrimental to other individ- 
uals of the same name, or to corporations in the charters of which 
such name forms the whole or an integral part. Carter v. Carter 
Electric Co., 156 Ga. 297, 119 S. E. 737 [14 T.-M. Rep. 19]; Howe 
Scale Co. v. Wyckoff, 198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972; 
Seligman v. Fenton, 286 Pa. 372, 1383 A. 561, 47 A. L. R. 1186, 
1190, and citation. But the defendant corporation is not undertak- 
ing to enjoin Sims from so doing. Sims is undertaking to enjoin 
the defendant corporation from using in the conduct of its business 
a trade-name which embraces his surname. 

By the common law, the right of the plaintiff to the injunctive 
relief sought must be based either upon the ground that the use of 
his name in the trade-name of the defendant is without his consent 
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and brings about unfair competition, or upon the ground that it 
violates his right of privacy. The first ground upon which the 
plaintiff bases his right to enjoin the defendant from using the 
name “Sims Service Stores” in the conduct of its retail grocery 
business is not well taken. By the common law, where no ques- 
tion of trade or business is involved, or any special injury to charac- 
ter, reputation, or property, a person has generally no such exclu- 
sive right to the use of his name as will enable him to prevent its 
assumption or use by another. He has such right where it is given 
by statute, or, according to some authorities, where such right is 
protected under the so-called right of privacy (45 C. J. 382, § 18). 
By the common law, unless both the plaintiff and defendant were 
engaged in the same line of business, there could be no competition 
whatever between them, and the former would not be entitled to 
enjoin the latter from carrying on its business on the ground of 
unfair trade competition. Unless this rule has been changed by 
statute, there can be no recovery by the plaintiff, unless its appears 
that there has been or is likely to be a wrongful appropriation of 
trade which belonged to him. Where he was not engaged in the 
retail grocery business, and hence there was no competition between 
him and the defendant in that line of business, there cannot be 
any unfair competition. So it has been held that “One operating 
a chain of theaters under his own name cannot enjoin another from 
conducting a theater under the same name in a place where no unit 
of the chain exists.” Loew’s Boston Theatres Co. v. Lowe, 248 
Mass. 456, 143 N. E. 496, 36 A. L. R. 919 [14 T.-M. Rep. 380]. 
Where the right to injunction is based upon unfair competition, 
one of the essentials to relief is to show competition between the 
business of the plaintiff and that of the defendant. The goods 
of both parties must be sold, or at least offered for sale, in the same 
market. In the absence of statute, the right to use the name of an 
individual in a corporate trade-name without his consent depends 
entirely on the law in relation to trade-marks, trade-names, and 
unfair competition. For a corporation or an individual to adopt 
and use as a part of a trade-name a personal surname is not unlaw- 
ful as against an individual having the same surname but not 
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engaged in the same business, even though no one of that name 
is connected with such corporation or individual, unless the name 
is adopted or used purposely to mislead the public as to the identity 
of the corporation with another establishment, and thus cause 
injury to the latter, or the adoption is prohibited by statute 
(14 C. J. 317, § 376 d.). There is nothing in the common law 
prohibiting a person from taking any other name he may choose. 
Hopkins on T'rade-Marks, Trade-Names, and Unfair Competition, 
§ 75; England v. New York Pub. Co., 8 Daly (N. Y.) 375; In re 
Snook, 2 Hilt. 566; Linton v. First National Bank, (C. C.) 10 F. 
894; Smith v. U. S. Cas. Co., 197 N. Y. 420, 90 N. E. 947, 26 
L. R. A. (N. S.) 1167, 18 Ann. Cas. 701. 

In this case, the plaintiff was a party to the arrangement by 
which the defendant inserted in its trade-name his surname. This 
was done by the defendant under license from the plaintiff. Fur- 
thermore, under the facts, it may well be asserted that this was 
done by agreement between the plaintiff and the defendant. The 
plaintiff was a party to the transaction under which his surname 
was placed in the trade-name of the defendant. If the right to so 
use the surname of the plaintiff rested upon a parol license, such 
license was primarily revocable; but this is not so when the licensee 
has executed it, and in so doing has incurred expense. Sheffield v. 
Collier, 3 Ga. 82; Southwestern R. Co. v. Mitchell, 69 Ga. 114; 
Brantley v. Perry, 120 Ga. 760, 48 S. E. 332; Cherokee Mills v. 
Standard Cotton Mills, 138 Ga. 856, 76 S. E. 373; Woodruff v. 
Bowers, 165 Ga. 408, 140 S. E. 844; Civil Code (1910), § 3645. 
It is now well settled in this state, that, as between private persons, 
a parol license, though primarily revocable, is not so when the 
licensee has executed it, and in so doing has incurred expense. 
City Council v. Burum, 93 Ga. 74, 19 S. E. 820, 26 L. R. A. 340. 
“But while it may be stated generally that a mere license without 
consideration is determinable at the pleasure of the licensor, yet 
it has been held that if the enjoyment of a license must neces- 
sarily be and is preceded by the expenditure of money, such license 
then becomes an agreement on a valuable consideration, and is 
irrevocable.” 26 R. C. L. 868, § 48; Harris v. Brown, 202 Pa. 16, 
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51 A. 586, 90 Am. St. Rep. 610. This principle is applicable to a 
trade-name. Harris v. Brown, supra. 

In this case, the right of the defendant to use the surname of 
the plaintiff in its trade-name rests both upon an agreement that 
the defendant should have this right and upon a parol license, 
which became executed and irrevocable by expenditures made by 
the defendant in the exercise thereof. 

3. Is the right of the defendant to use the surname of the plain- 
tiff in its trade-name prohibited by statute in this state? It is 
made a misdemeanor for “any firm, person, corporation, or asso- 
ciation who shall use the name or seal of any other person, firm, 
corporation, or association, in and about the sale of goods or other- 
wise, not being authorized to use the same, knowing that such use 
is unauthorized, with intent to deceive the public in the sale of 
goods.”” Penal Code, § 257. The present case does not fall within 
this statute, by reason of the fact that the name of Sims in the 
trade-name of the defendant was authorized by him. By the 
express provisions of the statute, the name of a person can be 
used by another in the conduct of his business with the consent of 
the person whose name is used. Besides, it is questionable whether 
the word ‘‘name,” as used in this statute, does not refer to the full 
name of a party, and not to his surname alone. Pfaulder vy. 
Pfaulder Co., 114 Mise. Rep. 477, 186 N. Y. S. 725. 

4. But it is insisted by counsel for the plaintiff that the use by 
the defendant of the surname of the former in its trade-name 
violates his right of privacy. This contention is based upon the 
decision in Pavesich v. New England Life Ins. Co., 122 Ga. 190, 
50 S. E. 68, 69 L. R. A. 101, 106 Am. St. Rep. 104, 2 Ann. Cas. 
561, which recognizes the existence of the right of privacy. In 
this case, it is unnecessary for us to discuss what constitutes this 
right. In the case cited, it was distinctly recognized that the right 
of privacy might be waived. In the case under consideration, it is 
insisted that the use of the surname of the plaintiff by the defendant 
in its trade-name violates this right of privacy. Without stopping 
to consider whether the use of his surname violates his right of 
privacy or not, the plaintiff under the facts of this case has waived 
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such right. He expressly consented to the use of his surname in 
the trade-name adopted by the defendant. In so doing, he waived 
any right of privacy which he had in this matter. It follows that 
he had no right to enjoin the defendant from using his surname 
in its trade-name upon the ground that it violated any right of 
privacy which he possessed. 

5. The trial judge did not pass upon the question whether or not 
the defendant was violating Section 3165 of the Civil Code, which 
provides, in part, that “No partnership may lawfully insert in their 
firm name or style the name of any individual not actually a co- 
partner, nor continue in such firm name or style the name of a 
retired partner.” But if the question were properly before this 
court for decision, that section has no application under the facts 
of this case. The defendant is not a partnership, and for this 
reason does not come within the purview of this section. As we 
have seen, a corporation can adopt a trade-name. This does not 
amount to a partnership inserting therein the name of a person who 
is not actually a member of the firm, or of continuing a retired 
partner’s name in the partnership name or style. 

Applying the rulings stated above, the judge erred in granting 
the interlocutory injunction. 

Judgment reversed. 

All the Justices concur. 


Tuos. Pipirone, INc., ET AL. v. Piprrone SALes CorpPorRATION, 


ET AL. 
(257 N. Y. S. 349) 


New York Supreme Court, Appellate Division, First Department 
May 20, 1932 


Trape-MarKs—AssIGN MENT—“VITAS.” 

The sale by plaintiff, Thomas Pipitone, of all his stock on hand and 
other property, including trade-marks, trade-names, brands and good- 
will, held to have included the transfer of the trade-mark “Vitas,” 
used on grocery products. 

Trave-Marks anp Unrairr Competirion—Use or Marx By ASSIGNOR IN 

ComMPETING BusIness—INJUNCTION. 

Where defendant, Thomas Pipitone, after having transferred the 
trade-mark “Vitas” and the good-will to plaintiff, organized defendant 





“ 
ts a once 


eo 


fe 
i ees 


- oo 


oOo 





THOS. PIPITONE, INC. V. PIPITONE SALES CORP. 337 


corporation and began to import food products under the word “Vitas” 

into the United States, such acts held unfair competition and were 

enjoined. 

In equity. Action to restrain use of trade-mark. From a judg- 
ment dismissing the complaint, plaintiffs appeal. Judgment modi- 
tied, and, as modified, affirmed. 


Frank, Weil & Strouse (Samuel F. Frank, of counsel), both of 
New York City, for appellants. 

Joffe & Joffe (Joseph Joffe, of counsel; Louis Joffe, on the 
brief), all of New York City, for respondents. 


Before Fincu, P. J., and Merrett, McAvoy, Martin, and 
Town ey, JJ. 


Martin, J.: By this action the plaintiffs seek to restrain the 
defendants from using the trade-mark, trade-name, or brand 
“Vitas” on imported grocery products, principally olive oil and 
canned goods. 

For a number of years, the defendant, Thomas Pipitone, was 
engaged in the food products and grocery business at No. 120 
Hudson Street, New York City. On January 11, 1926, he com- 
pleted the formation of a corporation known as Thos. Pipitone, 
Inc., to take over and carry on the business which he, prior to 
that time, had been conducting as an individual. 

On April 5, 1924, about two years prior to the formation of 
the corporation, Thomas Pipitone, as an individual, had obtained 
a certificate of registration of the trade-mark “‘Vitas” stating in 
the application therefor that he was “doing business as Vitas 
Packing Co.” at No. 120 Hudson Street, New York City. 

Upon the formation of the corporation Thomas Pipitone took 
the entire issue of fifteen hundred shares of stock and then allotted 
ten shares each to his attorney and to an employee. He retained 
the ownership of the majority of the shares of the corporate stock 
and acted as president of the corporation from the time of its 
formation. 

In transferring his individual business to the corporation in 
exchange for its stock Thomas Pipitone signed an offer and a bill 
of sale. These documents set forth that in consideration of the 
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receipt by him of fifteen hundred shares of the corporate stock 
of the par value of $100 each he transferred to the corporation 
" . food products business, . . . . consisting generally of all 
stock on hand and in transit, office furnishings and fixtures, truck- 
ing and delivery equipment, trade-marks, trade-names, brands, 
books, contracts, bills and accounts receivable, cash on hand, and 
in the banks, the good-will thereof . . . ., and all other property 
of every name and description connected with or used in the conduct 
of said business.” 

“Vitas’” was the only trade-mark or trade-name owned by 
Thomas Pipitone, and the only one that he had ever registered 
at that or any other time. The merchandise bearing the name 
and brand “Vitas’”” was not manufactured by either Thomas Pipi- 
tone or Thos. Pipitone, Inc. It was manufactured, packed, and 
supplied by producers abroad, who put it in cans or packages on 
which the word “Vitas’’ was printed or stamped. 

After the formation of the corporation the business was con- 
tinued at the same address, No. 120 Hudson Street, New York 
City, until March, 1930, when the corporation being unable to pay 
its bills, a committee of creditors was formed. Trustees were 
appointed to collect the assets of the corporation, reduce the same 
to cash, and distribute it ratably among the creditors of the busi- 
ness. Thereafter the trustees sold all the assets of the corpora- 
tion to the plaintiff, Cellas, Inc. Thomas Pipitone turned over 
a majority of the shares of stock of the corporation to the trustees, 
who elected themselves officers and executed a bill of sale on behalf 
of Thos. Pipitone, Inc., to Cellas, Inc. 

This bill of sale transferred to the plaintiff, Cellas, Inc., the 
following: 


. All goods, stock in trade and merchandise belonging to the 
said corporation, . . . . all furniture and fixtures of the said Thomas 
Pipitone, Inc., . . . . all trade-marks, trade-names, and other rights to 
marks and labels used by the said Thomas Pipitone, Inc., and/or belonging 
to or registered by it, and in its name on the 19th day of March, 1930, 

. “together ‘with the lists of customers, good-will and established 
business of the said Thomas Pipitone, Inc. 


Thereafter, Thomas Pipitone entered the employ of the plain- 
tiff, Cellas, Inc., and for two months he continued to sell “Vitas” 
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brand goods and then he left the employ of the plaintiff, Cellas, 
Inc., and formed the defendant Pipitone Sales Corporation. He 
individually and under the corporate name used the word “Vitas” 
as a trade-mark, trade-name, or brand and caused food products 
bearing that name to be imported into the United States. 

The court in dismissing the complaint found as conclusions of 
law that Thomas Pipitone never parted with title to the trade-mark 
“Vitas,” and that, therefore, neither Thos. Pipitone, Inc., nor the 
other plaintiffs as successors thereto, became the owner thereof. 

The appellants contend that the court overlooked the fact that 
by the bill of sale all trade-marks, trade-names, and the good-will 
of the business were transferred and that the only trade-mark or 
trade-name which Thomas Pipitone had to transfer was the one 
consisting of the word “Vitas.” 

It seems clear from the record that when the defendant, Thomas 
Pipitone, sold all his property and his business including trade- 
marks, trade-names, and brands to the corporation and took fifteen 
hundred shares of stock therefor, he disposed of the trade-mark or 
trade-name “Vitas.” Thereafter, when the committee of creditors 
of the corporation appointed trustees who sold everything the cor- 
poration owned, Cellas, Inc., the purchaser thereof became the 
owner of all the assets that Thos. Pipitone, Inc., possessed, which 
necessarily included all the assets of the business which had been 
conducted by the defendant, Thomas Pipitone, as an individual. 

The plaintiff, Cellas, Inc., is entitled to an injunction restraining 
the defendants from continuing to use the trade-mark “Vitas.” As 
to the other plaintiffs, who disposed of any rights they had in the 
matter, the complaint was properly dismissed. 

The judgment, therefore, should be modified accordingly and, 
as so modified, affirmed, with costs to the plaintiff, Cellas, Inc., 
against the defendants in this court and at special term. All concur. 
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CLOVERDALE SprING Co. v. RISEDORPH 


New York Supreme Court 


June 15, 1932 


Trape-M Arks—INFRINGEMENT—TEsT—NAME VERSUS LABEL. 

In goods that are displayed, with the main appeal to the eye, the 
label and get-up are as important a feature as the name itself, and 
even the slight resemblance of names in such case may entitle the 
prior user to relief; but in goods called for by name, the label plays 
only a secondary part and in this case the similarity in sound of the 
two trade-marks, even with a complete difference of labels, may con- 
stitute infringement. 

INFRINGEMENT—"“CLOVERDALE” AND “Crover CLuB” on CarBoNatEeD Bever- 
AGES—INJUNCTION. 

After plaintiff had adopted and widely used and advertised a trade- 
mark consisting of a green clover leaf and the name “Cloverdale” for 
use on its carbonated beverages, the use by defendant of a trade-mark 
consisting of a gold clover leaf and the name “Clover Club” for similar 
goods, held unfair competition and was enjoined. 

In equity. Action to restrain unfair competition and _ trade- 


mark infringement. Injunction granted. 


Lorenz & Lorenz (L. Lorenz, of counsel), both of New York 
City, for plaintiff. 

Marvin & Bergh (L. L. Bergh, of counsel), both of New York 
City, for defendant. 


Coritto, J.: The plaintiff is a Maryland corporation organized 
in 1922 and is engaged in the manufacture and sale of carbonated 
beverages. It uses as its trade-mark a green clover leaf and has 
named its products “Cloverdale.” The defendant is also engaged 
in the manufacture and sale of carbonated beverages similar to 
those of the plaintiff and uses as a trade-mark a gold clover leaf 
and the name “Clover Club” is attached to its products. A green 
clover leaf had been used as a trade-mark by immediate predeces- 
sors of the plaintiff for many years prior to 1897. This action 
is brought to restrain the defendant from using the name “Clover 
Club” and also to prevent the use of the clover leaf or any similar 
design in connection with the marketing or sale of ginger ale and 
other carbonated beverages. The basis of this suit is the alleged 
use by the defendant of the name “Clover Club” and the design of 
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its products in such a manner as to infringe upon the rights of the 
plaintiff and to constitute unfair competition. The plaintiff, it is 
alleged, does an annual business of approximately $500,000 involv- 
ing the sale of approximately 5,000,000 bottles annually, and this 
business is transacted in twenty-seven states of the United States. 
It does its business primarily through wholesalers, who distribute 
the goods directly to the retailers in their respective territories. 
Each distributor has a large number of salesmen; the radius of each 
distributor is from 25 to 100 miles from the center of its distribut- 
ing point. The plaintiff has twenty-seven distributors or whole- 
salers in the State of New York, situated all the way from Buffalo 
to the City of New York, and the volume of its sales in this state 
alone for the year 1931 was $121,000. Plaintiff has carried on 
an extensive advertising campaign for years, and in the year 1931 
spent the sum of $75,000. It also ranks among the first four or 
five shippers of ginger ale or carbonated beverages in the United 
States and it enjoyed this rank prior to 1926, when the defendant 
commenced his operations. The name “Cloverdale” was registered 
in the Patent Office in Washington during the year 1918 by one 
of the predecessors of the plaintiff. In 1926 the defendant com- 
menced to use the name “Clover Club” and also the design of the 
clover leaf on his products, registering the name “Clover Club” in 
the Patent Office. The registration of both the name “Clover- 
dale” and “Clover Club” is still in force. The defendant is in 
business in Kinderhook, N. Y., where he, too, has been doing 
business for a considerable number of years. His business, how- 
ever, is local and does not cover the wide territory of the plaintiff. 
The plaintiff's main grievance is that the name “Clover Club’ is 
an infringement on the name ‘“‘Cloverdale’’ and coupled with the 
use of the clover leaf by the defendant it results in unfair com- 
petition with its products, and the temptation by careless and 
unscrupulous dealers to substitute for plaintiff's products one with 
a similar name. Defendant has offered to withdraw the clover 
leaf from its label and substitute therefor a clover flower. But 
plaintiff contends that this will not cure the possibilities of confusion 
and substitution. In deciding a case of this character it is not always 
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safe to generalize from what has been held to infringe or not to 
infringe in other classes of merchandise. Considerable attention 


must be given to the customs and practices of the ultimate con- 
sumer of the given type of article. In goods that are displayed, 
with the main appeal to the eye, the label and its get-up is perhaps 
as important a feature as the name itself, and even a slight resem- 
blance of names in such a case may entitle the prior user to relief. 
But in goods called for by name, the label plays only a secondary 
part. There the similarity in sound of the two trade-marks, even 
with an utter difference of labels, may constitute infringement. 
This thought is thus expressed in Hier v. Abrahams (82 N. Y. 519, 
524): 

But when the trade-mark consists of a word, it may be used by the 
manufacturer who has appropriated it, in any style of print, or on any form 
of label, and its use by another in any form is unlawful. The statute 
requires only that the imitation should be either the same to the eye, or 
in sound to the ear as the genuine trade-mark, and this accords with 
the authorities. The goods became known by the name or word by which 
they have been designated, and not merely by the manner or fashion in 
which the word is written or printed, or the accessories surrounding it, 
and the unlawful use of the name or word in any form may be restrained. 

In that case defendants were restrained from using the trade- 
mark “Pride of Syracuse” on cigars in violation of plaintiff's trade- 
mark “Pride.” In the instant case defendant’s “Clover Club” 
is claimed to be an infringement of plaintiff’s “Cloverdale.’”” The 
similarity of sound is striking, and considering the usages of the 
ultimate purchaser in this line of trade the possibilities of palming 
off one kind of “Clover” for another are great. The less unwary 
purchaser glancing at the label and seeing a clover leaf on it would 
feel satisfied. A casual inspection of the label might satisfy him 
as to the correctness of his choice. But the primary test would 
be the name and the characteristic part in the trade-mark of each 
of the contending parties is undoubtedly the word “Clover.” In the 
beverage business the decorative effects on the labels are merely 
secondary. This plaintiff would not have very serious ground 
for the complaint if the defendant used the decorative effect of a 
clover leaf on a label bearing a different name. But where de- 
fendant uses a name so similar to plaintiff’s as to tempt an unscru- 
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pulous dealer to substitute the infringing product for the other, 
saving his face with the customer on the excuse that his ears have 
deceived him, such defendant should be restrained. Nothing that 
was said in Coca-Cola Co. v. Carlisle Bottling Works (43 Fed. 2d, 
119 [19 T.-M. Rep. 127]) is in conflict with what has been 
expressed here. In that case the court held that “Roxa-Cola” 
did not infringe upon “Coca-Cola” for the interesting reason that 
the characteristic name of the latter was so indelibly impressed 
upon the ultimate consumer that he could not be deceived by the 
other names. But another important reason that swayed the court 
was that plaintiff had acquiesced in defendant’s use of the name 
with proper precautions against substitution. Plaintiff will, there- 
fore, have a decree restraining defendant from using the name 
“Clover Club” in connection with its beverages. Submit findings 
and judgment on notice. 


State v. BARNETT 
(160 A. 423) ; 


Supreme Court of New Jersey 
May 17, 1982 


Trape-Marks AND LaBets—CouNTERFEITING—“‘ALOPHEN”—StatTe Laws. 
The act of knowingly and with the necessary fraudulent intent, 
combining goods and with a forged label in such fashion as to consti- 
tute a counterfeit product, held to be forging or counterfeiting within 
the scope of Section 196 of the New Jersey Crimes Act (2 Comp. 
St. 1910, p. 1802), the label in this case bearing as its distinctive fea- 
ture the trade-mark “Alophen,” used on medicinal preparations. 
In equity. Defendant was convicted of forging and counter- 
feiting, upon certain merchandise, the private stamp and label of 
another, and of vending such merchandise, and he brings error. 


Affirmed. 


Louis A. Repetto, prosecutor of the pleas, of Atlantic City, 
N. J., for the State. 
Cole & Cole, of Atlantic City, N. J., for plaintiff in error. 


Case, J.: The plaintiff in error, hereinafter referred to as the 
defendant, was indicted, tried, and convicted in the Atlantic County 
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court of quarter sessions for the violation of Section 196 of the 
Crimes Act (2 Comp. St. 1910, p. 1802). That statute provides: 


Any person who shall knowingly and wilfully forge or counterfeit, 
or cause or procure to be forged or counterfeited, upon any goods, wares 
or merchandise, the private stamps or labels of any mechanic or manufac- 
turer, with intent to defraud the purchasers or manufacturers of any goods, 
wares or merchandise whatsoever, or who shall vend any goods, wares or 
merchandise, having thereon any forged or counterfeited stamps or labels, 
purporting to be the stamps or labels of any mechanic or manufacturer, 
knowing the same to be forged or counterfeited, without disclosing the 
fact to the purchaser, shall be guilty of a misdemeanor. 

The indictment contained two counts, each of which followed 
closely the pertinent words of the statute. The first count charged 
the act of forging and counterfeiting, upon certain wares and mer- 
chandise, the private stamp and label of Parke, Davis & Co., and 
the second charged the vending of the wares bearing such forged 
and counterfeited stamp and label. The verdict found the defend- 
ant guilty on both counts. The defendant assigns fourteen alleged 
errors, the first nine of which need not be considered for the reason 
that the assignments, having to do with the admission or striking 
of evidence, ought to, and do not, point out the precise evidence 
which was erroneously admitted or which the court erroneously 
refused to strike. State v. Herron, 77 N. J. Law, 525, 71 A. 274; 
State v. Blaine, 104 N. J. Law, 325, 140 A. 566. 

The next four assignments all focus on the proposition that 
there was no evidence to justify a conviction under either count 
of the indictment and are grounded in the court’s refusal to direct 
a verdict or to charge in language equivalent to a direction. 

It is without contradiction that the defendant’s place of busi- 
ness is and was at Atlantic City; that he went to New York and 
there procured the printing of counterfeited reproductions of labels, 
cartons, and descriptive “insert” bearing the name of Parke, Davis 
& Co. and used by the latter concern in the marketing of certain 
pills sold under the name of “Alophen.” The printing of the 
counterfeited matter was procured by, done for, and delivered to 
the defendant in the city of New York; and, if the crime first de- 
fined in the statute were limited to these acts, the proof would, as 
the defendant asserts it does, fail to justify a conviction in the 








STATE V. BARNETT 345 


State of New Jersey. But we construe the statute otherwise. The 
statutory language is: 


Any person who shall knowingly and willfully forge or counterfeit, or 
cause or procure to be forged or counterfeited, upon any goods, wares or 
merchandise, the private stamps or labels. . . . 

Assuming the defendant’s argument to be sound, the words, 
“upon any goods, wares or merchandise,’ become meaningless, are 
surplusage, and must be disregarded. Not only do the general rules 
of construction frown upon a needless invalidating of any part of 
the statute, but the very framework of the sentence is persuasive 
of trenchant significance. It is not merely the counterfeiting of 
a label that constitutes the crime, but counterfeiting “upon the 
goods.”” We are brought to the conclusion that the act of know- 
ingly, and with the necessary fraudulent intent, combining goods and 
forged label in such fashion as to constitute a counterfeit product 
is made a crime by the statute, and that, if there be evidence of 
such an act, then the defendant’s motions toward a direction on 
the first count were properly denied. 

The criminal knowledge and intent of the defendant is too fully 
in evidence to require discussion. The defendant conducted a 
wholesale drug business in Atlantic City. The counterfeit printed 
matter was delivered to him at various places in New York City, 
one such being near the entrance to the Holland Tunnel. The car- 
tons, labels, and literature were next seen on the shelves of defend- 
ant’s establishment in Atlantic City and in defendant’s presence. 
They were then in merchandise form, made up and ready for the 
market. The labels were on bottles which contained pills. Each 
bottle, with one of the printed circulars, was in a small carton, and 
the individual packages were packed in quantities in a larger 
carton; and of the larger packed cartons there was a considerable 
number. The packages and labels were the counterfeited repro- 
ductions of the Parke, Davis & Co. product, but the pills contained 
therein were not made by that company. The defendant, at his 
place of business, where the packages were, said: “There is mer- 
chandise, only I am afraid to sell it; I am going to get Louis, my 
brother-in-law, to sell it for me”; and he proceeded to open up 
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one of the packages, displayed the contents and remarked: “It is 
a nice job; it will go through O. K.” Some of these falsely labeled 
goods were later actually sold by Louis Edelstein, brother-in-law 
of the defendant, in Atlantic City. Edelstein, called as a witness 
for the State, testified that he had purchased the pills from “J. & D. 
Export Co.” of Boston, and displayed a letter bearing that letter- 
head. It was otherwise proven, however, and without contradiction, 
that the defendant had had this stationery printed in New York 
through the instrumentality that had served him with the remaining 
false matter, and that in so doing he stated that he had selected the 
name J. & D. Export Co. “to cover his sales.’”’ The defense offered 
no testimony. 

We think that there was evidence, not illegitimate because cir- 
cumstantial, sufficient to go to the jury upon the first count and to 
support the verdict of guilty thereon. The proof in support of the 
second count is ample. Consequently, we find no error in assign- 
ments numbered 10 to 13, inclusive. 

The final error alleged is that the court charged the jury as 
follows: ‘You members of the jury will not be influenced by the 
argument of counsel respecting the law, whether or not this crime 
was committed in New York or New Jersey, because the Court has 
taken the responsibility of determining that argument by refusing 
to direct a verdict in favor of the defendant, and presenting the— 
permitting the case to go to you members of the jury on the question 
of whether or not the State had satisfied you beyond a reasonable 
doubt of the guilt of the defendant as charged in this indictment.” 
This quite clearly was a direction that the jury was not to be 
influenced by the argument, pro and con, made on the motion, 
which the court had decided, for a direction of verdict. The de- 
fendant had the benefit of an exception to the court’s disposition 
of the motion. The arguments thereon were, of course, not for 
the jury. The instruction was proper. 


The judgment will be affirmed. 
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Bank oF Arizona v. ARIZONA CENTRAL BANK 
(11 P. R. 953) 


Supreme Court of Arizona 


June 6, 1932 


Unrair ComMPeTIrION—NaAmes oF BANKING INstTITUTIONS. 
A broader latitude is allowed in the matter of similarity of names 
in banking institutions than in ordinary commercial enterprises. 
Unram Competition — Use or Simitar Corporate NAmMe— “BANK oF 
Arizona” Versus “Arizona CENTRAL BANK”—ABSENCE or Com- 
PETITION. 

Defendant, Arizona Central Bank, was incorporated under the laws 
of Arizona ten years after the incorporation of plaintiff, Bank of 
Arizona, its headquarters being at first in Flagstaff and later in 
Phoenix, Ariz.; whereas plaintiff had its main branch in Prescott, Ariz. 
Inasmuch as approximately 94 percent of plaintiff's depositors resided 
in Yavapai County and the same percentage of defendant’s depositors 
lived outside of said county, held that there was not sufficient competi- 
tion between them to sustain an action for unfair competition; and the 
judgment of the lower court dismissing the complaint was affirmed. 





In equity. Action for unfair competition. From an adverse 
judgment, plaintiff appeals. Affirmed. 


Favour § Baker, of Prescott, Ariz., for appellant. 
Moore & Shimmel, of Phoenix, Ariz., for appellee. 


Lockxwoop, J.: This is an action by the Bank of Arizona, a 
banking corporation, hereinafter called plaintiff, against the 
Arizona Bank, a banking corporation, hereinafter called defendant, 
seeking to enjoin the latter from using in any manner the corpo- 
rate name “The Arizona Bank” or any corporate name containing 
the words “Bank of Arizona,’ not modified by some other distin- 
guishing words. 

The case was tried to the court without a jury and the relief 
sought for denied, whereupon the matter was brought before us for 
review. 

This suit is, in substance, one for the purpose of restraining 
unfair competition, and is governed by the rules applying to such 
an action. The unfair competition alleged is the use by defendant 
in its banking business of a name so similar to that of plaintiff 
that confusion will arise among the customers, present and prospec- 
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tive, of the two banks, so as to deprive plaintiff of the valuable 
good-will attached to the use of its corporate name and to transfer 
a large part of such good-will to defendant. 

The question of unfair competition has been before the courts 
many times, and much has been said in regard to the nature of the 
action and the essentials thereof. We think as good an explanation 
as any is found in the recent case of Federal Securities Company v. 
Federal Securities Corporation, 129 Or. 375, 276 P. 1100, 1106, 
66 A. L. R. 934, which was also to enjoin the use of a corporate 


name. After reviewing a large number of leading cases the court 
said: 


We believe that they justify the conclusion that primarily it is not 
the name which is protected, but the business; the latter is guarded against 
injury through a fraudulent traffic in its name by later comers. The 
business will be protected whether conducted in the name of an individual 
or that of a corporation; whether the name is fanciful or not. But, to 
justify relief, the circumstances must be such that it appears that the 
business will suffer from a deceptive use of its name, or that by reason 
of a similar act of unfair competition, the public will be imposed upon... . . 

The ultimate question is always whether trade is being unfairly diverted, 
and whether the public is being cheated into the purchase of something 
which it is not in fact getting; the courts interfere solely to prevent 
deception. The law recognizes a right of property in a name, and gen- 
erally permits each to conduct his business in his own name; these rights 
are subject to the limitation that they shall not be so dishonestly exer- 
cised that the public will be misled as to the identity of a business or the 
source of a piece of merchandise. The sole distinction between a corporate 
and an individual name, in the application of these principles, is that a 
second incorporator comes to the name not unconsciously, but by choice, 
and that he need not select the name of an already well-established busi- 
ness. Should he do so, he thereby will supply evidence that he intends 
to palm off his goods as those of the first appropriator. And, as is sug- 
gested in Newby v. Oregon Cent. Ry. Co., supra (Fed. Cas. No. 10144, 
Deady, 609), “although not technically a trade-mark, the authorities are 
in favor of holding that a corporate name deserves the same consideration 
as a trade-mark.” The injury guarded against is twofold: (1) Injury 
to the public by having palmed off upon it a spurious article believing it 
to be the product of the old established firm in which it reposes confidence ; 
(2) injury to the defrauded corporation by having its trade diverted to 
the newcomer.” (Italics ours.) 


It will be noted that there are two injuries to be guarded 
against, one to the public and the other to the defrauded corpora- 
tion. There is no complaint in the present case that the general 


public is being injured. The wrong set up is the injury to the 
plaintiff. 
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With these general principles before us, let us consider the facts 
in the case at bar, for it is obvious on a careful examination of the 
cases that there is usually very little dispute as to the law, the real 
argument being over its applicability to the facts. 

Plaintiff herein was incorporated under the laws of the territory 
of Arizona in 1877, and in 1927 its charter was renewed for a 
further period of twenty-five years. Since the time of its incorpo- 
ration it has been carrying on a general banking and trust business 
in Prescott, Ariz., and has for years maintained branches in Jerome 
and Clarkdale. Approximately 94 per cent of its depositors live 
in Yavapai County, while the other 6 per cent are scattered all 
over the country, most of them, however, presumably living in 
Arizona. A large number of these outside depositors are persons 
who opened their deposits while residents of Yavapai County, 
and, when they moved away, for various reasons, continued their 
old banking relations. Through its many years of successful opera- 
tion plaintiff has built up a reputation in banking circles of the 
highest character, which is naturally of great value to it, and is a 
valuable property right. 

Defendant was incorporated approximately ten years after the 
incorporation of plaintiff under the name of “The Arizona Central 
Bank.” Its original place of business was Flagstaff, Ariz., but it 
later established branches in McNary, Williams, Kingman, and 
Oatman. In January, 1930, the control of defendant changed hands 
and it moved its principal place of business and banking office to 
Phoenix, maintaining all its existing branches and also adding new 
ones at Chandler and Gilbert. In accordance with the methods 
provided by law, defendant, after its removal, changed its corpo- 
rate name from “The Arizona Central Bank’ to “The Arizona 
Bank.” The reason for dropping the word “Central’’ was that 
some years ago there was a Central Bank in Phoenix which failed 
under rather discreditable circumstances, and the officers of defend- 
ant wished to avoid any possibility of its being confused in the 
minds of the public with the defunct bank. 

When the officers of plaintiff learned of the proposed change of 
name, they protested in every possible manner to the officers of 
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defendant and to the corporation commission, but without avail, 
and, after the change in name was approved by the corporation 
commission, but before any place of business in Phoenix was opened 
by defendant, this action was promptly filed. 

There was a large amount of evidence offered by both plaintiff 
and defendant, which we shall consider at the proper time. The 
first point raised by defendant is that in actions of this kind it is 
necessary that actual damages be shown by the plaintiff, and that, 
since at the time of the filing of the action the former had not yet 
commenced the use of its new name, the action was prematurely 
brought. This particular question is discussed in the case of Stand- 
ard Oil Company of Maine v. Standard Oil Company of New York, 
(C. C. A.) 45 F. (2d) 309, 311 [21 T.-M. Rep. 107]. After re- 
viewing the various cases bearing on the question, the court said: 


The law of unfair competition in trade is of comparatively recent origin 
and growth . . . .; but it has been and is being extended to cover all 
instances of fraudulent interference with another business. Courts of 
equity are extending the principles of equity to enjoin unfair competition in 
all its phases. There can be no good reason why it should not exercise 
its power to prevent threatened unfair competition before it is put into 
effect any more than any other species of unlawful acts from which 
irreparable damage may result. 

And again, under Section 365, Nims says: “Injunctions will be granted 
to prevent threatened acts of unfair competition. It is not necessary to 
wait until a name that tends to mislead the public and is likely to be used 
for that purpose, actually is used in the business of the defendant. Equity 
favors him who in such a case acts promptly and before rights or equities 
(such as those of innocent purchasers of defendant’s stock) have attached.” 


We agree with the rule thus stated, and hold that the action was 
not prematurely brought. 

But, in order to justify the issuance of any injunction, it is 
necessary to show that unfair competition actually exists or will 
exist. 

Even taking the evidence at its strongest in favor of plaintiff, 
we think that the parties were not engaged in competitive business 
in the sense that such word is generally used in regard to banking 
corporations. As we have said, 94 per cent of the depositors of 
plaintiff live in Yavapai County. Defendant’s business shows at 
least the same percentage living outside of Yavapai County. The 
possible competition between the two banks is limited at most, 
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therefore, according to the evidence, to 6 per cent or 7 per cent 
of their respective depositors. 

In determining the extent and character of competition neces- 
sary to justify injunctive relief, the nature of the business engaged 
in by the parties and the places where it is carried on are very 
material. In certain cases it is held that the nature of the business 
is such that no competition exists. Borden Ice Cream Co. v. 
Borden’s Condensed Milk Co., (C. C. A.) 201 F. 510 [3 T.-M. Rep. 
80]; Corning Glass Works v. Corning Cut Glass Co., 197 N. Y. 
173, 90 N. E. 449; Clark v. Freeman, 11 Bevan, 112. 

On the other hand, in a general commercial business involving 
the wholesale or retail selling of the same classes of specific articles, 
competition is necessarily keen and unrestricted, and protection is 
much more liberally extended. Bissell Chilled Plow Works v. 
T. M. Bissell Plow Co., (C. C.) 121 F. 357. 

In New York Trust Co. v. New York County Trust Co., 125 
Mise. Rep. 735, 211 N. Y. S. 785, 786, it is said: 

It is a well-known fact that a broader latitude has been allowed in the 
matter of similarity of names in banking institutions than perhaps in 
ordinary commercial enterprises. 

In case of Nebraska Loan § Trust Company v. Nine, et al., 
27 Neb. 507, 43 N. W. 348, 350, 20 Am. St. Rep. 686, the defend- 
ant and plaintiff were both engaged in the banking business, and 
the names used were identical. The headquarters of the two 


corporations, however, were situated about 100 miles apart, and the 
court said: 

. . The nature of the business transacted by the companies is 
such that, considering the distance between their principal offices, there 
can be no substantial conflict of interest. Before plaintiff can enjoin 
defendants, this conflict would have to be shown, and that the establish- 
ment of the new company in business in Lincoln would be to practice a 


deception upon those who use ordinary care in the conduct of their busi- 
ness transactions. . . 


Much more is this held to be true when the names used are not 
identical, but merely similar. 

The whole subject is thoroughly annotated in 66 A. L. R., 
pp. 948-1033, and practically all the cases involving every phase 
of the protection of a corporation against the use of a similar name 
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by another corporation are collated. A large number of these cases 


deal with banks and trust companies. In some cases the names 
are held to be so similar that, under the circumstances of the par- 
ticular case, there was unfair competition. In a much larger num- 
ber of cases it was held that no such competition existed. In the 
majority, if not all, of the cases where the unfair competition was 
held to exist, the banks were located in the same town or city, or 
else it was evident there was a deliberate intent fraudulently to 
appropriate the plaintiff’s good-will, neither of which elements 
occur in the case at bar. In fact, even in cases such as Detroit 
Savings Bank v. Highland Park State Bank, 201 Mich. 601, 167 
N. W. 895; Michigan Savings Bank v. Dime Savings Bank, 162 
Mich. 297, 127 N. W. 364, 1389 Am. St. Rep. 558; In re Los 
Angeles Trust Company, 158 Cal. 603, 112 P. 56, and Peoples 
Trust Company v. Safe Deposit § Trust Co., 259 Pa. 62, 102 A. 
412, where the institutions were doing business in the same city 
and the similarity of names was practically as great as in the case 
at bar, the injunction was denied. 

We are of the opinion that, taking the evidence as a whole, the 
possible competition between plaintiff and defendant was not shown 
to be so certain or large that we can say as a matter of law the 
trial court could not have found that no real competition existed. 
But, even assuming for the sake of argument that there was some 
competition, we think the evidence failed to show affirmatively that 
the similarity of names and the competition was such that there 
was a reasonable probability plaintiff would be injured thereby. 
At the time of the trial, which was some months after defendant 
had commenced using its new name, there was an attempt to show 
that a confusion had already arisen by instances of misaddressed 
mail or misentitled checks and similar matters. We think, how- 
ever, that the trial court was justified in finding from the evidence 
that there was no such confusion as had caused the plaintiff to lose 
any business, or the defendant to gain any on account of the 


similarity of names, or that there was any likelihood that such 
would occur in the future. 
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It is suggested that the similarity of names is such that in case 
defendant should fall into ill repute in the community where it 
does business, that such ill repute might be imputed to plaintiff. 
We think, in view of the fact that so far as the evidence is con- 
cerned it appears defendant’s reputation is as good as that of 
plaintiff, and of the different localities in which they do business, 
that such a possibility is too remote and fanciful to be considered. 

Summing up the whole case, it appears to us that, upon the 
record as a whole, it does not appear affirmatively that the use of 
the name of “The Arizona Bank” by defendant, under the situation 
as it exists at the present time, or apparently will exist in the 
future, will be competition, as defined by the best-considered au- 
thorities upon that subject, to such an extent that we can say the 
trial court erred, as a matter of law, in refusing to issue the injunc- 
tion. Of course, if at a later time it should appear that the situa- 
tion has changed so that unfair competition, as a matter of fact 
and law, does exist, the denial of the injunction in this case will 
not debar plaintiff from seeking relief when it is entitled to it. The 
judgment of the superior court of Maricopa County is affirmed. 

McAuuister, C. J., and Ross, J., concur. 


Russ, ET AL. v. DUFF, ET AL. 
(495 S. W. 905) 


Court of Civil Appeals of Texas 
April 30, 1932 


Trape-Marks — Trape-NAames — State Statutes — Errect or NON-COMPLI- 
ANCE. 

The fact that appellants engaged in business in Texas without having 
first complied with the statute which requires the filing of trade-names 
did not render invalid any contract made by them at such time; nor 
did it annul their right in an action begun after the required certificates 
were filed to proceed against appellee on the ground of unfair com- 
petition. 

Unrai Competirion—Use or Simimtar Corporate Name—“Darras SEWING 
Macuine Company” anv “Darras Sewinc Macuine anno Eauip- 
MENT Company”—INJUNCTION. 

The adoption and use by appellee of the trade-name “Dallas Sewing 

Machine Company” two years after appellants had adopted the trade- 





354 TWENTY-TWO TRADE-MARK REPORTER 


name “Dallas Sewing Machine and Equipment Company” and had done 
business under such name in Texas and four neighboring states, held 
unfair competition; and the decision of the lower court dismissing the 
complaint was reversed. 
In equity. Action for unfair competition in the use of trade- 
name. From an adverse judgment plaintiffs appeal. Reversed and 
rendered. 


Emil Corenbleth, of Dallas, Tex., for appellants. 
W. F. Bane, Nelson Phillips, and C. M. Means, all of Dallas, 
Tex., for appellees. 


Jones, C. J.: Appellants, Morris Russ and E. R. Meissner, 
instituted this suit in a district court of Dallas County to enjoin 
appellees, Asa W. Duff and H. E. Duff, from using the same or 
similar trade-names in the conduct of their business which were 
used by appellants. The Southwestern Bell Telephone Company 
was also made a party defendant and appellants sought to restrain 
it from listing the trade-names for appellees in any telephone 
directory. A trial on the merits of the case resulted in a judgment 
against appellants, and an appeal has been duly perfected to this 
court. 

The telephone company disclaimed any interest in the subject 
matter of the litigation as between the other parties, but in effect 
claimed the right to give to appellees telephone service under said 
trade-names, and to continue to do so, unless restrained by the 
court. As the disposition of the case against the telephone com- 
pany depends on the disposition made as between the other parties, 
it will not be referred to in this discussion; as H. E. Duff disclaims 
any interest in the business of appellee, his connection with the 
suit will not be discussed, and the term appellee will refer to Asa W. 
Duff. 

The undisputed facts show that appellants are partners in the 
sewing machine business, selling sewing machines and other ma- 
chinery used in the garment manufacturing trade; that they opened 
their business in March, 1929, in the city of Dallas, under the 
trade-name of “Dallas Sewing Machine & Equipment Company,” 
and that they had continued to use such trade-name to the date of 
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the trial, November 2, 1931; that in the early part of the year 
1930, they adopted the additional trade-name of “Dallas Sewing 
Machine Company,’ and continued to use this name to the date 
of trial; that under the use of these names they built up a large 
and profitable business and established a reputation for careful and 
efficient service, selling only high-grade standard brands and doing 
only high-grade repair work; that in furtherance of said business, 
under said trade-names, they sent out many letters to the trade and 
advertised their business extensively, and had these trade-names 
placed in the city and telephone directories; that they removed from 
their place of business on Poydras Street to 907 Jackson Street; 
that their business covers a large territory, including the State 
of Texas and the neighboring States of Colorado, Oklahoma, Arkan- 
sas, and New Mexico; that by their labor, close attention to busi- 
ness, and costly advertising under their trade-names, they had 
acquired an extensive and valuable good-will and are well known 
in the sewing machine business, under such names, throughout said 
territory; that the volume of their business has steadily increased 
to where they are now doing a business of approximately $25,000 
per year, and no other business of a similar kind had used such 
names in their territory until about August 17, 1931, the date on 
which they filed their original petition in this case, and the date 
appellee entered, or proposed to enter, the same territory with 
trade-names, one of which is identical with one of appellants’ and 
the other so similar to appellants’ other name, as to be confused 
with it. 

On August 20, 1931, appellee directed a letter to appellants, 
in which he informed appellants that he had registered the name of 
the “Dallas Sewing Machine Company,” both in the county clerk's 
office of Dallas County and with the secretary of state at Austin, 
and requested that appellants cease to use such name in their busi- 
ness; that at the time appellee registered the trade-name of “Dallas 
Sewing Machine Company” he knew that appellants were using 
said trade-name, and knew also that this name and that of “Dallas 
Sewing Machine & Equipment Company” were painted on a window 
of appellants’ place of business; that appellee, under the trade- 
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names of “Dallas Sewing Machine Company” and “Dallas Sewing 
Machine Adjusting Company,” is conducting the same line of 
business as appellants, and is using the building next door to ap- 
pellants, which has the number of 90714, and has had such name 
entered in the telephone directory of the Southwestern Bell Tele- 
phone Company. 

The undisputed evidence further shows that appellants did not 
comply with the law in filing the required certificates with the 
county clerk, in order to use lawfully the trade-names they had 
adopted, until September 14, 1931, when they filed such certificate 
with the county clerk in respect to the name of “Dallas Sewing 
Machine Company,” and on September 16, 1931, filed such certifi- 
cate in respect to the name “Dallas Sewing Machine & Equipment 
Company.” The amended petition on which appellants went to 
trial was filed September 26, 1931, after the law, in respect to the 
use of trade-names, had been fully complied with, but there was 
no such compliance when the original petition was filed. Appellee 
filed his certificate in reference to the trade-names attempted to 
be assumed by him, in August, 1931, and at that time no certifi- 
cates had been filed by appellants, although they had been using 
the trade-names for approximately two years. 

The court was requested to file findings of facts and conclusions 
of law, and complied with this request by adopting the agreed state- 
ment of facts, and by filing its conclusion of law. In this respect, 
the court concludes: 


. . . . The plaintiffs, in not filing the certificate, were operating the 
business under the two trade-names of Dallas Sewing Machine and Equip- 
ment Company and Dallas Sewing Machine Company, in violation of 
Article 5924 of the Revised Civil Statutes of the State of Texas, and of 
Articles 1067 and 1070 of Vernon’s Revised Penal Code of 1925. They 
are, therefore, attempting to come into a court of equity, and enjoin the 
defendants from using the same, or similar names, as they themselves 
used, without compliance with the law as to the use of said names. They 
do not, therefore, come into equity with clean hands, and the court cannot 
grant the relief prayed for. It is upon this ground that the court denies 
the injunction. 


The case was tried on appellants’ first amended petition, and 
the status of appellants in respect to the use of their trade-names, 
existing at the time of the filing of such petition and at the time 
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of trial, should be considered by the court, rather than such status 
as it existed at the time of filing of the original petition. The 
statutes referred to by the trial court were enacted for the benefit 
of the public, and not for the benefit of a competitor in the business 
of another. The effect of these statutes, in reference to the validity 
of a contract entered into by a business partnership operating under 
a trade-name, without having filed the required statutory certificate, 
has been so frequently construed in this state that the law is settled 
in respect thereto. This construction is that, if a firm or individual 
doing business under a trade-name, in violation of such statutes, 
has entered into a contract otherwise valid, under such trade-name 
with another, such contract is valid and enforceable. Paragon Oil 
Syndicate v. Rhoades Drilling Co., 115 Tex. 149, 277 S. W. 1036; 
Bristol v. Chas. F. Noble Oil & Gas Co., (Tex. Com. App.) 283 
S. W. 163; Hays v. Walsh, (Tex. Civ. App.) 280 S. W. 877; Roper 
v. Hall, (Tex. Civ. App.) 280 S. W. 289; Levytansky v. Bernon, 
(Tex. Civ. App.) 279 S. W. 304; Fechner v. A. H. Belo & Co., 
(Tex. Civ. App.) 283 S. W. 926; Lipscomb & Co. v. Ordonez, (Tex. 
Com. App.) 285 S. W. 1060; Whitton Oil §& Gas Co. v. Trapshooter 
Development Co., (Tex. Civ. App.) 291 S. W. 267. 

There is no suggestion in the pleading or the evidence that, 
during the time they were operating under their assumed names, 
any contracts of appellants were tainted with fraud, because of 
the adopted names, or that any one suffered by reason of the 
unlawful use of such names. Therefore, it follows, from the rule 
of law announced by the above authorities, that all of the contracts 
they entered into under their trade-names were legal and enforce- 
able, from which appellants are entitled to all of the benefits that 
will legitimately flow therefrom. Manifestly, a benefit of no mean 
consideration is the value of the names under which such business 
was secured. As appellants’ business extended over this and other 
states, it necessarily follows that a large portion of the trade whose 
business they solicited knew them not as individuals but by their 
trade-names. It was these trade-names that were advertised to 
the public, and under which appellants exclusively operated, and 
by means of which they enjoyed an increasing business. In other 
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words, the trade-names “Dallas Sewing Machine Company” and 
“Dallas Sewing Machine & Equipment Company” became a valu- 
able property right to appellants, and if the law regulating the use 
of trade-names had been complied with by appellants, no court of 
equity would hesitate to protect them in such property right. 
Appellants, by their amended petition, came into court after 
having fully complied with the statutes regulating the use of their 
trade-names. On the date such amended petition was filed, and 
on the date of the trial, they were in no sense violators of any law of 
this state, in respect to their trade-names, but, on the contrary, were 
legally doing business under two trade-names, in the use of which 
all regulatory statutes had been complied with. They seek relief 
in no sense protecting them from the consequences of any past 
misconduct, and in no sense enabling them in the future to do any- : 
thing that is not in strict conformity to the statutes regulating the : 
use of trade-names. Under the condition that existed at the time : 
of the trial of this case, we do not believe a court of equity should 
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be closed against them, because of some former delinquency on their 
part with reference to the use of the names under which they are : 
doing business. American Sugar Refining Co. v. McFarland, et al., 
(D. C.) 229 F. 284, 287; Devlin v. Peek, et al., (C. C.) 135 F. 167. 

The effect of the judgment of the trial court in the instant case 
is to turn over to appellee as a gift a valuable property right, con- 
sisting of these trade-names, which had been acquired by appellants 
through means of costly advertising and integrity in the business 
of dealing with the trade demanding their merchandise and services. 
This we do not believe a court of equity should do. It is, therefore, 
our opinion that, as we believe this to be a case of an erroneous 
application of law by a trial court to undisputed evidence, it is 
the duty of this court to enter the judgment that should have been 
entered by the trial court, and to stay appellee in the use of trade- 
names that constitute unfair competition with the established busi- 
ness of appellants. 

The judgment of the trial court is reversed, and the cause is 
here rendered in favor of appellants, permanently enjoining ap- 
pellees from the use of the trade-names in question, and enjoining 
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appellees and the Southern Bell Telephone Company from listing 
such trade-names for appellees in the future telephone directories. 
Reversed and rendered. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Moore, A. C. Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for cleaning powder, a mark 
consisting of a plurality of blue-bordered yellow panels which are 
adapted to receive descriptive printed matter and pictorial illus- 
trations. 

The ground of the decision is that mere color is not a distin- 
guishing characteristic of a trade-mark and that the alleged mark 
could not function as a trade-mark. 

In his decision the Assistant Commissioner said: 


It is well settled that a mark is not registrable if color alone is its 
distinguishing characteristic. (Citing the decision in A. Leschen & Sons 
Rope Company v. The American Steel and Wire Co., 418 O. G. 3, —— 
Cc. rr. a [22 T.-M. Rep. 50].) 





He then, after stating that it is common practice to separate 
the outer surface of containers into a plurality of panels for the 
reception of printed matter and pictorial illustrations, said: 


I agree with the Examiner of Trade-Marks that the applicant’s blue- 
bordered yellow panels do not function as a trade-mark but that they 
would be regarded by the members of the public as a label, functioning 
merely descriptively in imparting information as to the contents of the 
container.’ 


Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for an antiseptic, the term 
“Halitosine,” on the ground that the mark is confusingly similar 
to the registered mark (registration No. 203,190) ‘“‘Halitone,” for 
a mouth wash. 


*The Hygienic Products Company, Serial No. 282,785, 156 M. D. 895, 
June 13, 1932. 
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In his decision, after noting applicant’s argument that the 
Examiner of Interferences had no jurisdiction to render a decision 
in view of that mark since there was no evidence before him that 
the registered trade-mark was either now owned or used by another 
and that the case should have been referred to the Examiner in 
accordance with the practice set out in Rule 126 of the Rules of 
Practice relative to patent interferences and stating that that rule 
had reference to interferences and not to oppositions, and that 
different questions are presented for determination in the two pro- 


ceedings, the Assistant Commissioner said: 

It is well established that in opposition proceedings the Patent Office 
tribunals may dispose of any question relating to the proposed registra- 
tion that might properly be considered in an ex parte case (Blackwood 
Coal & Coke Co. v. The Philadelphia § Reading Coal § Iron Co., decided 
by the Court of Customs and Patent Appeals May 23, 1932 [22 T.-M. 
Rep. 299]; California Cyanide Company v. American Cyanamid Company, 
399 O. G. 212, 40 Fed. [2d] 1003 [20 T.-M. Rep. 266]). In view of the 
above I am of the opinion that the Examiner of Interferences acted wholly 
within his jurisdiction in adjudging that the applicant was not entitled to 
the registration for which he had made application. 

I am of the opinion that the applicant’s mark “Halitosine” is confusingly 
similar to the registered mark “Halitone” and that the goods to which the 
two marks are applied are of the same descriptive properties. 

He then, with reference to the argument that there was no 
evidence as to the ownership of the registration, quoted from Sec- 


tion 16 of the Trade-Mark Act, which provides as follows: 

That the registration of a trade-mark under the provisions of this Act 
shall be prima facie evidence of ownership.’ 

Moore, A. C.: Held that applicant’s assignee is not entitled 
to register as a trade-mark for a laxative prepared with chocolate, 
a mark consisting of the word “Tasty-Lax” and the word “Laxa- 
tive,” the latter being disclaimed, in view of the prior use and regis- 
tration by opposer of the word “Tastyeast” for a confection con- 
sisting of chocolate-covered yeast. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto are con- 
fusingly similar. 


* Smith, Kline & French Laboratories v. Oliver V. Reis, Opposition No. 
10,809, 156 M. D. 894, June 13, 1932. 





ba. aad e 


nae 





tween 


Ail NED a Ae 





































DECISIONS OF THE COMMISSIONER OF PATENTS 361 


In his decision, the Assistant Commissioner said: 


I am of the opinion that a laxative prepared with chocolate and a 
confection consisting of chocolate-covered yeast are both laxatives and, 
therefore, are goods of the same descriptive properties. Yeast is recog- 
nized as a laxative and yeast covered with chocolate and a laxative, 
broadly, prepared with chocolate, clearly belong to the same class of goods. 

He referred to Properties and Uses of Drugs, by Rusby, Bliss 
& Ballard, page 164, as evidence that yeast is regarded as a laxa- 
tive, and cited a number of decisions in which somewhat similar 
goods had been passed upon. 


With reference to the marks, he said: 


I am also of the opinion that the mark “Tasty-Lax” is confusingly similar 
to the mark “Tastyeast,” when both marks are concurrently applied to 
goods of the same descriptive properties. (Citing decisions.)* 


Moore, A. C.: Held that the Theo. Stivers Milling Company 
was not entitled to register, under the Act of 1905, the notation 
“Town Clock” as a trade-mark for wheat flour (registration No. 
282,087) in view of the prior use and registration (registration 
No. 54,470) by Lawrenceburg Roller Mills Co. of the notation 
“Town Talk,” as a trade-mark for the same goods, and that the 
registration should be cancelled. 

The ground of the decision is that the goods are the same and 
that the marks are confusingly similar. 

In his decision, after noting that the registrant had called atten- 
tion to a number of registrations including the word “Town” and 
three others including the notation “Town Talk,” which it is argued 
should be considered in determining whether there is a confusing 
similarity between the marks involved herein, and noting that only 
two of these marks have a date prior to the petitioner's registration, 
the Assistant Commissioner said: 


However, under the decisions of the Court of Customs and Patent 
Appeals noted in the petitioner's brief, registrations by others may not 
be considered in contested cases involving the right to the registration of 
trade-marks, except in those cases in which the mark has become public 
property; but even in such cases the court has held that the public has an 
interest which must be preserved. (Citing decisions.) 


*Green Bros. Co. v. Leo Blackstone, Opposition No. 11,526, 156 M. D. 
898, June 20, 1932. 
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With reference to the similarity of the two marks, he said: 


A comparison of the two marks shows them to be confusingly similar 
to each other. The first word of each of the marks is the same and the 
words “Talk” and “Clock” have much the same sound and suggestion. 
“Talk” and “Clock” are common media for the dissemination of informa- 
tion. 

I am of the opinion that the rule to the effect that the newcomer in 
adopting its mark should select one so dissimilar to prior marks for the 
same goods as to be unlikely to cause confusion or deception as to the 
origin or ownership of the goods, should be applied in this case. 


‘Lawrenceburg Roller Mills Co. v. Theo. Stivers Milling Company, Can- 
cellation No. 2,313, 156 M. D. 901, June 25, 1932. 








STAND. OIL CO. OF N. M. V. STAND. OIL CO. OF CALIF. 363 








































: Stanparp Ot Co. or New Mexico, Inc. v. Stanparp Ow Co. 


oF CALIFORNIA 
(56 F. [2d] 973) 


United States Circuit Court of Appeals, Tenth Circuit 
March 21, 1932 


TrapE-Marks AND Trape-NAmes—DeEFINniTIon. 

Generally speaking, a trade-mark is applicable to the vendible 
commodity to which it is affixed and a trade-name to a business and 
the good-will thereof. 

Unrarm Competition—Corporate Name—WuHeEN Prorecrep. 

By prior lawful entry into a field under a legally adopted name 
and by prior appropriation and use thereof, a corporation acquires 
a right to such name which the law will recognize and protect. 

Unramr Competition—Use or Srmiiar Corporate Names. 

A corporate or trade-name identifies a corporation, also the busi- 
ness, goods or service which it sells or renders. If a junior corpora- 
tion, therefore, appropriates such name or a name so similar thereto 
as to be confusible therewith, it appropriates the reputation that goes 
with it, and, unless the later business is so foreign to the earlier as to 
insure against the public confusing the two, it is unlawful. 

Unrar Competition—Scorpe—Nor Conrinep To AcTuaL Market 
CoMPETITION. 

It is well settled that the law of unfair competition is not confined 
to cases of actual market competition. If one fraudulently sells his 
goods or his services as those of another, injury may result to the 
latter, although he is not engaged in the manufacture or sale of like 

ds. 

Usene CompretiTtion—State Laws—Jvrispicrion or Courts as AGAINST 
Strate Corporation Commission or New Mexico. 

The decision of the State Corporation Commission of New Mexico 
granting charter to the use of a certain corporate name within the 
state is not conclusive on the courts. 

Unram Competition—Use or Simian Corporate Name—“Sranparp OIL 
Company”—INJUNCTION. 

Where, after plaintiff, “Standard Oil Co.” of California, had begun 
the sale of petroleum products in the state of New Mexico under such 
name and had identified it with the sale of its goods, the name 
“Standard Oil Co.,” held to have acquired a secondary meaning as 
distinguishing plaintiff's products. Therefore, the use by defendant 
of the words “Standard Oil Co.” in its corporate name in the manu- 
facture and sale of its petroleum products in New Mexico, held unfair 
competition; and the judgment of the lower court granting injunction 
was affirmed. 


In equity. Action to restrain unlawful use of corporate name. 
From decision of the United States District Court, District of 
New Mexico, in favor of plaintiff, defendant appeals. Affirmed. 
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F. A. Catron, of Santa Fé, N. M., for appellant. 

E. R. Wright, of Santa Fé, N. M., (Miley, Hoffman, Williams 
and France, all of Oklahoma City, Okla., and Donovan H. 
Hoover, of Santa Fé, N. M., on the brief), for appellee. 


Puiturrs, C. J.: Standard Oil Company of California brought 
this suit against the Standard Oil Company of New Mexico, Inc., 
to enjoin the latter from using the corporate name, the Standard 
Oil Company of New Mexico, Inc., or any corporate name which 
contains the words “Standard Oil Company” or words so similar 
thereto in sound or appearance as to lead to confusion or uncer- 
tainty, or to use the word “Standard” in connection with the man- 
ufacture or sale of petroleum products. 

Plaintiff is a corporation organized under the laws of Utah, 
and in February, 1928, it was duly authorized to transact business 
in New Mexico as a foreign corporation. Defendant was or- 
ganized as a corporation on September 27, 1929, under the laws 
of New Mexico. 

Both plaintiff and defendant are authorized under their respec- 
tive articles of incorporation to engage generally in the business 
of producing, manufacturing, and marketing petroleum and petro- 
leum products, including gasoline, motor oil, and specialty products 
derived from petroleum. Continuously since it was authorized to 
transact business in New Mexico, plaintiff has engaged in the busi- 
ness of distributing and selling petroleum and petroleum products 
both at wholesale and retail in such state. It has a capital invest- 
ment in New Mexico of approximately one-half million dollars, and 
its gross annual sales exceed one and one-half million dollars; and 
it has built up a large and profitable business and good-will under 
its corporate name. 

In 1923 the Standard Oil Company of Indiana registered with 
the secretary of state of New Mexico the word “Standard” as a 
trade-mark to be used in connection with its business of distributing 
and selling petroleum. In October, 1929, it assigned such trade- 
mark to plaintiff. The Standard Oil Company of Indiana has not 
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qualified to do business in New Mexico and its business in such state 
has been limited to interstate transactions. 

Since commencing business in New Mexico, plaintiff has used 
the word “Standard”’ as descriptive of its products, and the words 
“Standard,” “Standard Oil,’ “Standard Oil Products,’ and 
“Standard Oil Company Products” in connection with the sale and 
distribution of its products and in the transaction of its business 
in New Mexico; and such words have come to be understood by 
the public to mean the products of plaintiff, and have acquired 
what is commonly called a secondary meaning. 

On September 27, 1929, one Harry Starr of New York City 
caused defendant to be incorporated. At or about the same time he 
caused other companies to be incorporated in Virginia, West Vir- 
ginia, Maine, Rhode Island, North Dakota, Alabama, and South 
Carolina. In each instance the corporate name adopted consisted 
of the words “Standard Oil Company of,” followed by the name 
of the state within which the corporation was organized. The 
articles of incorporation of each of such corporations were sub- 
stantially alike. In organizing defendant, Starr was acting as 
attorney and agent of Jacob J. Smith, Stanley Andt, and Leonard 
E. Finkle of New York City, and E. Walter Hudson and Jacob J. 
Shilfer of Philadelphia. Smith and Hudson have been directors 
and officers of defendant since October 16, 1929. 

The incorporation of defendant was a part of a general plan and 
scheme of Starr and those whom he represented to organize in vari- 
ous states corporations with names similar to Standard Oil Com- 
panies already incorporated in such states. 

In March, 1930, defendant filed in the office of the State 
Corporation Commission of New Mexico a certificate showing the 
payment of its capital stock, the holding of its first annual meeting, 
and the election of its board of directors and executive officers. 

The trial court entered a decree enjoining defendant from using 
in the State of New Mexico, except for the purpose of changing 
its corporate name, the name, “ “The Standard Oil Company of 
New Mexico, Inc., or any . . . . name containing the words 
‘Standard, ‘Standard Oil,’ or any similar name, or any variation 
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thereof, or any other words so . . . . similar in sound or 
appearance to the corporate name of” plaintiff ‘as to lead to un- 
certainty and confusion.” 

Defendant has appealed. 

Section 1, c. 112, N. M. Laws 1927, in providing what a cer- 
tificate of incorporation shall set forth, in part reads as follows: 


No name shall be assumed already in use by another existing corpora- 
tion of this State, or which in the judgment of the State Corporation Com- 
mission, is so nearly similar thereto as to be misleading or confusing. 


Counsel for defendant contends that the State Corporation Com- 
mission of New Mexico, when it granted a charter to defendant, 
necessarily passed on the question of whether the name adopted 
by defendant was so similar to the name of plaintiff as to be mis- 
leading or confusing; and that the decision of the commission is 
final and conclusive. The statute does not undertake to make it so. 
The authorities generally hold that such a decision is not conclu- 
sive on the courts. General Film Co. of Mo. v. General Film Co. 
of Me. (C. C. A. 8) 237 F. 64; Drugs Consolidated, Inc. v. Drugs 
Incorporated (Del. Ch.) 144 A. 656; Diamond Drill Contracting 
Co. v. International Diamond Drill Contracting Co., 106 Wash. 72, 
179 P. 120; Knights of the Maccabees of the World v. Searle, 75 
Neb. 285, 106 N. W. 448; People ex rel. Columbia Chemical Co. 
v. O’Brien, 101 App. Div. 296, 91 N. Y. S. 649; Material Men’s 
Merc. Ass’n v. New York Material Men’s Merc. Ass’n, 169 App. 
Div. 843, 155 N. Y. S. 706; Fletcher Cyc. Corporations (Per Ed.) 
vol. 6, § 2426. 

We are of the opinion that such a decision by an administrative 
officer or board does not preclude the courts from granting injunc- 
tive relief, if the requisite grounds therefor exist. 

Counsel for defendant asserts that the mere adoption of a name 
similar to that of plaintiff, until defendant has engaged in business 
thereunder, does not constitute unfair competition warranting in- 
junctive relief by a court of equity. 

This is not strictly a suit to enjoin unfair competition. It is in 
the nature of a bill quia timet to enjoin the threatened unlawful 
use of a corporate name. Defendant’s articles of incorporation 
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indicate that it proposes to engage in New Mexico in the same line 
of business as plaintiff is now carrying on in such state, and that 
defendant purposes to use in connection therewith the words 
“Standard,” “Standard Oil” or “Standard Oil Company.” 

Equity aids the vigilant, not those who slumber on their rights. 
Etting v. Mara’s Executor (C. C. Va.) 4 F. 673, 681; Frank v. 
Butler County (C. C. A. 8) 139 F. 119, 124; Hammond v. Hop- 
kins, 143 U. S. 224, 274, 12 S. Ct. 418, 86 L. Ed. 134; St. Paul 
F. & M. Ins. Co. v. Freeman, 80 Mont. 266, 260 P. 124, 128; 
Standard Oil Co. of N. Y. v. Standard Oil Co. of Me. (D. C. Me.) 
38 F. (2d) 677 [20 T.-M. Rep. 230]; Pomeroy’s Equity Jurispru- 
dence (4th Ed.) vol. 1, § 418. 

It was the duty of plaintiff to act before the rights of innocent 
third persons (such, for example, as purchasers of stock in de- 
fendant) had intervened. Edison Storage Battery Co. v. Edison 
Automobile Co., 67 N. J. Eq. 44, 56 A. 861, 864, 865; Cleveland 
Opera Co. v. Cleveland Civic Opera Ass’n, 22 Ohio App. 400, 154 
N. E. 352, 855 [17 T.-M. Rep. 39]; Fletcher Cyc. Corporations, 
(Per. Ed.) vol. 6, § 2440. 

Furthermore, since defendant has not commenced the transac- 
tion of business, it will be a simple matter for it to change its 
corporate name, and the decree will result in little inconvenience 
to it. On the other hand, defendant would be greatly incon- 
venienced by such a decree rendered after it had actually engaged 
in manufacturing and marketing its products under the names 
“Standard,” “Standard Oil,’ or “Standard Oil Company.” 

A court of equity will act by injunction to prevent a threatened 
wrongful act which appears to be imminent, if irreparable injury 
will result therefrom. Standard Oil Co. of Me. v. Standard Oil Co. 
of N. Y. (C. C. A. 1) 45 F. (2d) 309, 310, 311 [21 T.-M. Rep. 
107]; United Drug Co. v. Parodney (D. C. N. Y.) 24 F. (2d) 577 
[18 T.-M. Rep. 70]; Cleveland Opera Co. v. Cleveland Civic Opera 
Ass’n, supra; Guardian Assur. Co. v. Garrett, 40 Dom. L. Rep. 
455; Fletcher Cyc. Corporations (Per. Ed.), vol. 6, § 2440. 


One does not have to await the consummation of threatened injury 
to obtain preventive relief. If the injury is certainly impending, that is 
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enough. Pennsylvania v. West Virginia, 262 U. S. 553, 593, 43 S. Ct. 658, 
663, 67 L. Ed. 1117, 32 A. L. R. 300. 

Neither reason nor authority required plaintiff to wait until 
the threatened injury had occurred. 

Counsel for defendant urges that the names of defendant and 
plaintiff are not so similar as to make it probable that the public 
will be confused or deceived. The trial court found and the 
evidence fully established that “Standard,” “Standard Oil,” and 
“Standard Oil Products” have acquired a secondary meaning in 
New Mexico, and have come to mean the goods and products of 
plaintiff. The only difference between the corporate names is the 
last word thereof, one being ‘““New Mexico” and the other “Cali- 
fornia.” “Standard Oil Company” are the dominant words in 
such names. Under such a state of facts there can be no doubt 
that, if defendant were permitted to engage in the petroleum busi- 
ness under its corporate name, third persons would deal with de- 
fendant thinking they were dealing with plaintiff and would pur- 
chase the goods and products of defendant in the belief that such 
were the goods and products of plaintiff; and the identity of 
plaintiff would be confused and destroyed. 

Finally, counsel for defendant maintains that the injunction 
was too broad; and that it should have been limited to the use of 
such words in the branch of the petroleum business in which plain- 
tiff is now engaged. He asserts that plaintiff is engaged solely in 
the sale of petroleum and petroleum products; and that defendant 
might engage in the production of petroleum or the manufacture 
of petroleum products, or both, without coming into competition 
with plaintiff. It seems very doubtful that defendant could engage 
in the manufacture of petroleum products in New Mexico under the 
name “Standard Oil Company” without coming into competition 
with plaintiff. It is conceivable that defendant might engage in 
the production of petroleum without coming into actual market 
competition with plaintiff in the sale of petroleum products. 

The petroleum industry is divided into three principal branches: 
Production, manufacture, and distribution and sale. A company 
engaged in all three branches is known as an integrated company. 
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The trend in the industry is toward integrated operation. Plain- 
tiff’s charter authorizes it to engage in all the branches of such 
industry. While it is now engaged only in the distribution and sale 
of petroleum products, it has the right at any time to expand its 
business so as to include the other branches of such industry. Should 
plaintiff later engage in production and manufacture, it of course 
will want to do so under its present corporate name. 

Counsel for defendant bottoms his contention largely on the 
case of Borden Ice Cream Co. v. Borden’s Condensed Milk Co. 
(C. C. A. 7) 201 F. 510, 514 [3 T.-M. Rep. 80]. In that case 
the milk company had never made or sold commercial ice cream, 
which was the business for which the ice cream company was in- 
corporated, and the two companies had not come into actual market 
competition. For that reason the court held the milk company was 
not entitled to an injunction to restrain the use by the ice cream 
company of the word “Borden” in its corporate name. In the 
opinion, the court said: 

It is true that the name of a person may become so associated with 
his goods or business that another person of the same or a similar name 
engaging in the same business will not be allowed to use even his own 
name, without affirmatively distinguishing his goods or business. 

The secondary meaning of a name, however, has no legal significance, 
unless the two persons make or deal in the same kind of goods. Clearly 
the appellants here could make gloves, or plows, or cutlery under the 
name “Borden” without infringing upon any property right of the old 


company. If that is true, they can make anything under the name “Bor- 
den” which the appellee has not already made and offered to the public. 


Recent, well considered cases upon the law of unfair competition 
have expanded the narrow rule announced in the Borden Case to 
an extent that leads us to conclude that the Borden Case is out 
of harmony with the modern law of unfair competition. See cases 
cited note 1, infra. 

A corporate name is in the nature of a property right. Ameri- 
can Steel Foundries v. Robertson, 269 U. S. 372, 380, 381, 46 S. Ct. 
160, 70 L. Ed. 317; Standard Oil Co. of N. Y. v. Standard Oil Co. 
of Me. (D. C. Me.) 38 F. (2d) 677, 679; Iowa Auto Market v. 
Auto Market § Exchange, 197 Iowa, 420, 197 N. W. 321; Newby 
v. Oregon Cent. R. Co., F. Cas. No. 10,144; Daughters of Isabella 
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No. 1 v. National Order, Daughters of Isabella, 83 Conn. 679, 78 
A. 338, 335, Ann. Cas. 1912A, 822; Fletcher Cyc. Corporations, 
(Per. Ed.) vol. 6, § 2415. 

By the prior lawful entry into a field under a legally adopted 
name, and by prior appropriation and use thereof, a corporation 
acquires a right to such name which the law will recognize and 
protect. American Steel Foundries v. Robertson, 269 U. S. 372, 
381, 46 S. Ct. 160, 70 L. Ed. 317; National Circle, Daughters of 
Isabella v. National Order of Daughters of Isabella (C. C. A. 2) 
270 F. 728, 732; American Waltham Watch Co. v. United States 
Watch Co., 173 Mass. 85, 53 N. E. 141, 43 L. R. A. 826, 73 Am. 
St. Rep. 263; Wheeler Syndicate v. Wheeler, 99 Misc. Rep. 289, 
163 N. Y. S. 817; Henry Mfg. Co. v. Henry Screen Mfg. Co., 204 
App. Div. 27, 197 N. Y. S. 444; Rosenburg v. Fremont Undertak- 
ing Co., 63 Wash. 52, 114 P. 886; Federal Securities Co. v. Federal 
Securities Corp., 129 Or. 375, 276 P. 1100, 1102, 66 A. L. R. 934. 

There is an important distinction between a corporate name 
and an individual name in respect to the manner of their acquisi- 
tion. A corporation acquires its name by choice and need not 
select a name identical with or similar to one already appropriated 
by a senior corporation, while an individual’s name is thrust upon 
him. 

Generally speaking, a trade-mark is applicable to the vendible 
commodity to which it is affixed, and a trade-name to a business 
and its good-will. American Steel Foundries v. Robertson, supra. 

The general purpose of the law of unfair competition is to 
prevent one person from passing off his goods or his business as 
the goods or business of another. American Steel Foundries v. 
Robertson, supra. 

A business institution by handling only goods of high quality, 
by fair dealing, by judicious and honest advertising, by skillful 
management, and by prompt payment of its financial obligations 
over a period of years will establish a business reputation or good- 
will which, though intangible, is of great value and is entitled to 
protection the same as any other property right. 
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A corporation may establish its corporate name as a trade-name; 
it may build up a fine reputation for the high quality of its products, 
for financial responsibility, and for business integrity and fair 
dealing in the field within which it transacts its business. When 
another corporation enters that field for the purpose of engaging 
in a similar business and appropriates the same name or one so 
similar as to cause confusion in the minds of the public, its ability 
to injure the senior corporation is not limited solely to competition 
in the sale of its products. Any act committed by the junior cor- 
poration which would cause damage to the credit, or reputation for 
integrity and fair dealing of the senior corporation, if committed 
by the latter, would injure it if the public, because of the similarity 
of the names, should attribute such act to the senior corporation. 

Likewise, from the standpoint of the public, a third person 
might be induced to sell to, extend credit to, or otherwise deal with 
the junior corporation believing he was dealing with the senior. 

In Newby v. Oregon Cent. R. Co., supra, the court said: 


Under the law, the corporate name is a necessary element of the 
corporation’s existence. . . . Any act which produces confusion or un- 
certainty concerning this name is well calculated to injuriously affect the 
identity and business of a corporation. And as a matter of fact, in some 
degree at least, the natural and necessary consequence of the wrongful 
appropriation of a corporate name, is to injure the business and rights 
of the corporation by destroying or confusing its identity. 


This language was quoted with approval by the Supreme Court 
in American Steel Foundries v. Robertson, supra. 

A corporate name or trade-name identifies a corporation; it also 
identifies its business and the goods or services which it sells or 
renders. If a junior corporation appropriates such name or a 
name so similar thereto as to lead to confusion, it appropriates the 
reputation that goes with it and removes that reputation beyond 
the power of the owner to protect. Unless the junior’s business is 
so foreign to the senior’s as to insure against the public confusing 
the two, it is unlawful. Yale Electric Corp. v. Robertson (C. C. A. 
2) 26 F. (2d) 972; Del Monte Special Food Co. v. California Pack- 
ing Corp. (C. C. A. 9) 34 F. (2d) 774; Certain-Teed Products 
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Corp. v. Philadelphia § Suburban Mortg. Guarantee Co. (C. C. A. 
3) 49 F. (2d) 114; and cases cited note 1, infra. 
There was a time in the history of the law of unfair competition 
; when it was a debatable question whether a merchant’s good-will 
indicated by his trade-name or trade-mark extended beyond such 
goods as he sold, Yale Elec. Corp. v. Robertson (C. C. A. 2) 26 


Note 1.—In Akron-Overland Tire Co. v. Willys-Overland Co. (C. C. A. 
3) 273 F. 674 (See also Id. [D. C.] 268 F. 151) [11 T.-M. Rep. 281], the 
court enjoined the Akron Company from using the word “Overland” in 
the business of retreading automobile tires and in the saie of its stock 
and securities. The plaintiff, Willys Company, was engaged solely in the 
business of manufacturing automobiles. 

In Wall v. Rolls-Royce of America, Inc., (C. C. A. 3) 4 F. (2d) 333 
[15 T.-M. Rep. 239], the court enjoined from using the name “Rolls-Royce 
Tube Company” in carrying on the business of selling radio tubes. The 
plaintiff, Rolls-Royce Company, was an American subsidiary of the British 
Rolls-Royce Company, and was engaged in the manufacture, distribution, 
and sale of automobiles, aeroplanes, and parts therefor. 

In Long’s Hat Stores Corporation v. Long’s Clothes, Inc., 224 App. Div. 
497, 231 N. Y. S. 107 [18 T.-M. Rep. 562], the court enjoined the use of the 
word “Long” by the defendant, although it sold a different class of mer- 
chandise from that sold by plaintiff. 

In Duro Co. v. Duro Co. (C. C. A. 3) 27 F. (2d) 339 [17 T.-M. Rep. 
420], the court enjoined the use of the word “Duro” on spark plugs. The 
plaintiff was the owner of the mark “Duro” and was engaged in the 
business of manufacturing electrical apparatus such as switches, solnoids, 
electric motors, electric driven pumps, and small internal combustion 
engines, but not spark plugs. 

In Yale Elec. Corp. v. Robertson (C. C. A. 2) 26 F. (2d) 972; Id. 

(D. C.) 21 F. (2d) 467 [18 T.-M. Rep. 321], the court held that Yale & 
Towne Manufacturing Co., engaged in the manufacturing of many kinds 
of hardware, especially locks and keys but not electric flash-lights, was 
entitled to protection against the use of its mark “Yale” by the Yale 
Electric Corporation on flash-lights manufactured by the latter. 
In Peninsular Chemical Co. v. Levinson (C. ©. A. 6) 247 F. 658 [8 
T.-M. Rep. 171], the Peninsular Company, owner of the trade-name and 
mark “Penslar,” was engaged in the sale and distribution of drugstore 
supplies and drug sundries, not including cigars, through 3,500 retail 
agencies known as Penslar Drug Stores. The court enjoined Levinson 
H from using the word “Penslar” in the manufacture of cigars. 

In Vogue Co. v. Thompson-Hudson Co. (C. C. A. 6) 300 F. 509 [13 
| T.-M. Rep. 349], the court enjoined the defendant from using the word 
} “Vogue” and the letter “V” as a label on hats, in similitude of the word 
“Vogue” and the letter “V” used by plaintiff as the name and mark of a 
style magazine which it published. 

In Imperial Cotto Sales Co. v. N. K. Fairbanks Co., 50 App. D. C. 250, 
270 F. 686 [11 T.-M. Rep. 107], the Fairbanks Company had used the 
word “Cottolene” for many years as a trade-mark to designate a cooking 
fat made from cotton seed oil and oleostearine. The court held the sales 
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F. (2d) 972-973. But it is now well settled that the law of unfair 
competition is not confined to cases of actual market competition. 
If one fraudulently sells his goods or his services or his securities as 
those of another, injury may result to the latter although he is not 
engaged in the manufacture or sale of like goods. Where one 
passes off his goods, his services, or his business as the goods, serv- 
ices, or business of another, equity will intervene to protect the 
good-will and business reputation of the latter from any injury 
liable to be caused thereby. See cases note 1. 


company was not entitled to register the word “Cottolene” as a mark for 
an animal food meal composed principally of cotton seed. 

In Aunt Jemima Mills Co. v. Rigney & Co. (C. C. A. 2) 247 F. 407, 
L. R. A. 1918C, 1039 [8 T.-M. Rep. 163], the Mills Company and its 
predecessors originated a trade-mark consisting of the words “Aunt 
Jemima’s” accompanying a picture of a laughing negress, and used it in 
marketing and advertising its self-rising flour. Thereafter Rigney & 
Company registered the same mark to be used for syrups and sugar 
creams. The court enjoined the use of such mark by Rigney & Company 
on syrups and sugar creams. 

In Del Monte Special Food Co. vy. California Packing Corp. (C. C. A. 
9) 34 F. (2d) 774, 775 [19 T.-M. Rep. 443], the packing company had 
been engaged for many years in the production and sale of various food 
products under the mark “Del Monte Brand.” It did not manufacture 
or sell oleomargarine. The court, enjoined the food company from selling 
oleomargarine marked with the words “Del Monte Brand,” saying: 

“The injury to the appellee by the use of the Del Monte Brand by the 
appellant does not result from preventing sale by appellee of oleo- 
margarine of its own, but from a representation to the public that it 
produces a product which it does not in fact produce and over which it 
has no control. Its reputation for quality is therefore placed to some 
extent in the hands of a corporation who owes it no allegiance and has no 
concern in maintaining the high reputation established by the appellee, and 
who may utilize that reputation to sell the public an inferior production. 
Thus every effort made by the appellee to increase the volume and variety 
of its products and maintain its high standard of quality by its systematic 
and expensive advertising campaign and by care in the preparation of 
its products redound to the benefit of the appellant, which does not con- 
tribute in any manner to the expenditures involved in this vast undertaking, 
and whose only motive for the adoption of the same ‘brand’ is to get the 
advantage of appellee’s name, reputation, and good-will. The law of 
unfair competition has resulted from the application of a simple proposi- 
tion to the extension and modern development of manufacturing and mer- 
chandising. That principle may be expressed in the language used by 
the various courts when dealing with the subject of unfair competition, 
as follows: ‘That nobody has any right to represent his goods as the 
goods of somebody else.” 

In Wisconsin Elec. Co. v. Dumore (C. C. A. 6) 35 F. (2d) 555 [19 T.-M. 
Rep. 496], the Dumore Company was engaged in the manufacture of 


















374 TWENTY-TWO TRADE-MARK REPORTER 


Indeed, the right to protection against the unlawful or unfair 
use of a corporate name extends to all corporations of whatever 
nature, including corporations not organized for pecuniary profit. 
See cases note 2. 


electric motors, polishers, grinders, grills, cloth cutters, hair driers, shoe 
driers, and drink mixers. Since 1913 it had used thereon its mark 
“Dumore.” Such mark had acquired a secondary meaning. The electric 
company was engaged in the manufacture of washing machines. There 
was no market competition between the parties. The court enjoined the 
electric company from marking its machines with the word “Dumore.” 

The British-American Tobacco Co., Ltd., v. British-American Cigar 
Stores Co. (C. C. A. 2) 211 F. 933, Ann. Cas. 1915B, 363 [4 T.-M. Rep. 293], 
the tobacco company was engaged in growing tobacco, and in manufactur- 
ing and selling at wholesale tobacco, cigars, cigarettes, and snuff in 
England and the United States. The cigar company was engaged in the 
sale of cigars at retail through a chain of cigar stores in the United States. 
The court enjoined the latter from using the words “British-American.” 

In Walter v. Ashton, [1902] 2 Chan. Div. 282, plaintiff was the proprie- 
tor of The Times a newspaper, and engaged in the production and sale of 
literary publications under the name of “Times,” but not in the sale of 
bicycles. The court enjoined Ashton, who was selling bicycles under 
the name “Times Bicycles,” from representing that the bicycles offered 
by him were in fact offered by the proprietors of “The Times” or that he 
was carrying on a business as a department of, or in connection with such 
paper, or in any way holding out that “The Times” was the proprietor 
of his business. 

See, also, Eastman Co. v. Kodak Co., 15 Rep. Pat. Cases 105; American 
Products Co. v. American Products Co. (D. C. Mich.) 42 F. (2d) 488 
[20 T.-M. Rep. 573]; Finchley, Inc., v. Finchly Co., Inc. (D. C. Md.) 40 
F. (2d) 736 [19 T.-M. Rep. 406]; Armour § Co. v. Master Tire & Rubber 
Co. (D. C. Ohio) 34 F. (2d) 201 [20 T.-M. Rep. 14]; De Nobili Cigar Co. 
v. F. G. Nobile Cigar Co. (C. C. A. 1) 56 F. (2d) 324 [22 T.-M. Rep. 136]. 

Note 2.—In the following cases, plaintiff was a benevolent or fraternal 
association: Talbot v. Independent Order of Owls (C. C. A. 8) 220 F. 660; 
Grand Lodge, K. P. of North and South America v. Grand Lodge, K. P.; 
174 Ala. 395, 56 So. 963; Most Worshipful Prince Hall Grand Lodge v. 
Most Worshipful Hiram Grand Lodge, 85 Colo. 17, 273 P. 648; Daughters 
of Isabella No. 1 v. National Order, Daughters of Isabella, 83 Conn. 679, 
78 A. 333, Ann. Cas. 1912A, 822; International Committee Young Women’s 
Christian Ass’n v. Young Women’s Christian Ass’n of Chicago, 194 Ill. 194, 
62 N. E. 551, 56 L. R. A. 888; Supreme Lodge of the World, Loyal Order 
of Moose v. Paramount Progressive Order of Moose, 224 Mo. App. 276, 26 
S. W. (2d) 826; Supreme Lodge of the World, Loyal Order of Moose v. 
Independent Benevolent and Protective Order of Moose, 98 N. J. Eq. 
598, 131 A. 219; Benevolent & Protective Order of Elks v. Improved Benev- 
olent & Protective Order of Elks of the World, 205 N. Y. 459, 98 N. E. 
756, L. R. A. 1915B, 1074, Ann. Cas. 1913E. 639; Benevolent §& Protective 
Order of Elks of U. 8S. A. v. Improved Benevolent §& Protective Order of 
Elks of the World, 122 Tenn. 141, 118 S. W. 389; Liberty Life Assurance 
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Furthermore, the New Mexico statute prohibits a junior corpor- 
ation from adopting the name of a senior corporation, or one so 
similar thereto as to be misleading or confusing, irrespective of 
whether the business of the two corporations is the same. In Grand 
Rapids Furniture Co. v. Grand Rapids Furniture Shops, 221 Mich. 
548, 191 N. W. 939, the court enjoined the use of the name “Grand 
Rapids Furniture Shops” solely on the ground that it violated the 
Michigan statute which prohibits the use of a name so similar that 
it will lead to confusion or deception. In Glucose Sugar Refining 
Co. v. American Glucose Sugar Refining Co. (N. J. Ch.) 56 A. 861, 
the complainant was held entitled to base its claim for injunctive 
relief either upon the New Jersey statute, from which the New 
Mexico statute was taken, or “upon the inequitable conduct of the 
defendant in assuming the name of the complainant.” See, also, 
Drugs Consolidated, Inc., v. Drugs Incorporated (Del. Ch.) 144 
A. 656. 


Society v. Heralds of Liberty of Delaware, 15 Del. Ch. 369, 138 A. 634; 
National Circle, Daughters of Isabella v. National Order of Daughters of 
Isabella (C. C. A. 2) 270 F. 723 [18 T.-M. Rep. 156]. 

In the following case, plaintiff was a patriotic society: Society of the 
War of 1812 v. Society of War of 1812, 46 App. Div. 568, 62 N. Y. S. 355 
[11 T.-M. Rep. 163]. 

In the following case, plaintiff was a social club: Cape May Yacht 
Club v. Cape May Yacht & Country Club, 81 N. J. Eq. 454, 86 A. 972, 
974. 

In the following cases, plaintiff was an educational institution: Columbia 
Grammar School v. Clawson, 120 Misc. Rep. 841, 200 N. Y. S. 768; 
Trustees of Columbia University v. Awxenfeld, 136 Misc. Rep. 831, 241 
N. Y. S. 4 [13 T.-M. Rep. 324]. 

In the following cases, plaintiff was a religious society: Brooklyn 
Hebrew Home & Hospital for the Aged v. Jewish Home for Aged & 
Infirm, 117 Mise. Rep. 347, 192 N. Y. S. 301; Polish National Catholic 
Church of Holy Mother of the Rosary v. Diocese of Buffalo (Sup.) 171 
N. Y. S. 401; Salvation Army in U. S. v. American Salvation Army, 135 
App. Div. 268, 120 N. Y. S. 471 [8 T.-M. Rep. 359]. 

In Cape May Yacht Club v. Cape May Yacht & Country Club supra, 
the court said: 

“A court of equity will lend its aid to restrain the unfair use of the 
name of a corporation formed not for pecuniary profit, to protect its 
property rights, i.e., the corporate entity, membership, its popularity and 
influence, and all that goes with them, of which the name is merely the 
badge.” 





We therefore conclude that the rule for which counsel for de- 
fendant contends is too narrow, and that the right to protection 
exists in all cases where confusion as to the identities of two cor- 
porations is likely to cause injury to the credit or business reputa- 
f tion of the senior corporation, or to the reputation of its mer- 
chandise, or to its market therefor, and to the public who may 
deal with the junior corporation believing it is the senior. 

Here defendant is about to engage in the petroleum industry, 
in which plaintiff is already engaged, under the same name as 
plaintiff except as to the last word. The dominant words in both 
names are “Standard Oil.’”” Such words have acquired a secondary 
meaning. We have no doubt that confusion will result even with 
defendant engaged only in the production of petroleum and plain- 
tiff in the sale of petroleum products. The confusion would be 
all the greater with defendant engaged in the manufacture or sale 
of petroleum products. . 
“Standard Oil” has been associated with the petroleum industry 
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for many years. Standard Companies, including plaintiff, have 
built up a fine reputation and good-will. With a pratically un- 
limited field of distinctive names open to it for choice, defendant 
selected the name “Standard Oil Company.” It could have had 
but one object, namely, to improperly obtain advantage of the 
good-will associated with the name “Standard Oil” and to take 
and commercially use as its own a commercial asset that belongs to 
4 another, to the detriment of that other and the public. 
Under the circumstances, we are of the opinion that plaintiff 
was entitled to the broad protection which the decree gave it. 
The costs will be assessed against defendant and the decree 
affirmed. 
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Tuomas Kerroot & Co. v. Louis K. Liecertr Co. 
(59 F. [2d] 80) 


United States District Court, District of Massachusetts 


May 21, 1932 


Trape-Marks—INFRINGEMENT—“VaAPEX” AND “Vapure”—NON-CONFLICT- 
ING Marks. 

The word “Vapure” held not to infringe “Vapex,” both marks being 

used on a medicinal inhalant for the treatment of colds. 
Unrair Competition—Passtnc Orr—Lack or Evimence. 

Plaintiff had adopted and used in England since 1915 the word 
“Vapex” as a trade-mark for a medicinal inhalant, which mark it had 
registered in the United States in 1924, and continuously sold goods 
thereunder in the United States since 1922. Defendant, operating a 
large chain of drug stores throughout the United States, first put 
“Vapure” on the market in 1927, said preparation being used for the 
same purpose as “Vapex,” but sold at half its price. Held that, not- 
withstanding instances of substitution by clerks of defendant’s 
“Vapure” for plaintiff's “Vapex,” the preponderance of evidence failed 
to show any passing off by defendant of “Vapure” for “Vapex”; and 
the complaint was accordingly dismissed. 


In equity. Action for alleged trade-mark infringement and 
unfair competition. Bill dismissed. 


Mock §& Blum, of New York City, and Arthur P. Hardy, of 
Boston, Mass., for plaintiff. 


Gaston, Snow, Saltonstall & Hunt, and Thomas Hunt, all of 
Boston, Mass. and Edward S. Rogers, of New York City, 
for defendant. 


Hate, D. J.: In this case the plaintiff alleges that in the year 
1915 it put on the market an entirely novel pharmaceutical prepar- 
ation to be used as an inhalant for the relief of colds in the head. 

That upon putting this novel preparation on the market, it 
adopted the word “Vapex” as a trade-mark, and that under this 
mark the product has been continuously sold in England since 
July 7, 1915, and in the United States since 1922. 

That, at the time plaintiff adopted the mark “Vapex,’ no 
person or firm in the United States had the right to use that mark 
or any other one resembling it, and that such word, or any word 
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confusingly similar to it, had never been used in the United States 
or elsewhere by any other person for a similar preparation. 

That the mark “Vapex”’ was registered in England on February 
27, 1915. 

That the mark was registered in the United States Patent 
Office on March 18, 1924, under No. 181,259. 

That prior to the commencement of the acts complained of, the 
plaintiff extensively advertised and used said trade-mark through- 
out the United States of America, and that it had built up a very 
large and valuable business and good-will in the United States, 
which was a source of great profit. 

That prior to the acts of infringement complained of, no other 
person or firm in the United States used a trade-mark or trade- 
name to designate a similar and competing preparation beginning 
with “Vap,” save for occasional cases of infringement which may 
have occurred. 

That prior to the commencement of this action the defendant 
was duly notified of plaintiff’s rights and of the fact that “Vapex” 
had been registered in the United States Patent Office. 

That in the early part of the year 1924, at which time plain- 
tiff's preparation sold under its trade-mark ‘“Vapex” was well- 
known in the United States of America, plaintiff negotiated in 
confidence with defendant for the sale of the formula and business 
in the United States, together with the trade-mark “Vapex,” and 
that later, when negotiations were broken off, the sample bottle of 
“Vapex” left with defendant was returned with parts of its con- 
tents removed. 

That in the year 1927 defendant began to sell a preparation 
similar to ““Vapex.” 

That prior to the commencement of this action defendant gave 
special inducements to the managers and clerks in its drug stores 
to push the sale of the preparation “Vapure.” 

That prior to the commencement of this action clerks in de- 
fendant’s store sold “Vapure” on requests for “Vapex”’ by retail 
customers ; that the defendant has passed off its ““Vapure” prepara- 
tion on purchasers who desired plaintiff's preparation “Vapex”’ ; 
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that defendant has persuaded prospective retail purchasers to take 
its preparation “Vapure,’ by misrepresenting that “Vapure” and 
“Vapex’”’ were owned by the same company, were the same prod- 
ucts, and’by many other misrepresentations. 

That on discovering the confusion in the public mind and the 
defendant’s passing off and misrepresentations, plaintiff notified 
defendant thereof and demanded that defendant discontinue the 
misrepresentations and passing off and discontinue the use of the 
name “‘Vapure,” all of which defendant refused to do. 

That by reason of the similarity of the names “Vapex” and 
“Vapure,” the public has been deceived into purchasing defendant's 
preparation “Vapure” as and for plaintiff's preparation ‘“Vapex.” 

That by reason of the passing off and misrepresentations, the 
public has been deceived and induced to purchase “Vapure” for 
“Vapex.” 

That the name “Vapure” is a deceptive simulation and infringe- 
ment of “Vapex,”’ and that the use of the name “Vapure’’ is cal- 
culated to and does cause clerks to pass off “Vapure” as and for 
plaintiff's ‘““Vapex,’’ and to make misrepresentations. 

That by reason of these acts plaintiff's business in its “Vapex” 
in the United States had been seriously injured, and plaintiff has 
been caused great damage. 

That the name “Vapex”’ has acquired a meaning in the United 
States as indicating the unique preparation of the plaintiff. 

That the acts of the defendant constitute unfair competition, 
in that the defendant has knowingly and willfully deceived the 
trade and public into purchasing its product “Vapure”’ as and 
for “Vapex,’ and has sold “Vapure” to customers who have been 
attracted by plaintiff's advertising and did not clearly remember 
the name “Vapex” when they asked for that preparation. 

That this court has jurisdiction over the action because it is 
brought by a foreign corporation against citizens of the United 
States, and because the action was brought to restrain an infringe- 
ment of a trade-mark registered in the United States Patent Office, 
and because the defendant has made large profits and caused the 
plaintiff great damage by reason of the acts complained of. And 
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that such profits and damage exceed the sum of $100,000. That 
the value of the business and good-will herein sought to be pro- 
tected exceeds the sum of $100,000. 

The defendant denies that it has competed unfairly with the 
plaintiff and that the public has been deceived or confused in the 
names “Vapure” and “Vapex” by any representations which it has 
made. It makes a substantial denial of plaintiff's material allega- 
tions. 

In cases of alleged infringement of trade-mark and unfair 
competition, the courts hold that where rights to the exclusive use 
of the trade-mark are invaded the essence of the wrong consists in 
the sale of goods of one manufacturer and vendor as those of an- 
other; and it is only when this false representation is made that 
the party who appeals to the court for relief can have such relief. 
Delaware & H. Canal Co. v. Clark, vc Wall. (80 U. S.) 311-322, 
20 L. Ed. 581. 

The plain question is, whether or not the plaintiff by a 
preponderance of evidence has proved its material allegation that 
by reason of the similarity of the names “Vapex” and “Vapure”’ 
and by unfair competition the public has been deceived or is likely 
to be deceived into purchasing “Vapure,’ the preparation of the 
defendant, as and for plaintiff's preparation, “Vapex.” 

At the threshold of the case important preliminary questions 
have been raised. I prefer to pass at once to the consideration of 
the vital question: Has the plaintiff proved unfair competition 
by a preponderance of evidence? 

It appears from the testimony that in 1915 the plaintiff dis- 
covered and marketed in England a novel pharmaceutical prepara- 
tion to be used as an inhalant for the treatment of colds and similar 
ills, to which it gave the name of “Vapex.” This preparation 
came into public use in England, and in 1922 was introduced into 
this country and was continuously sold here subsequent to 1922. 

It appears that the defendant owns a chain of drug stores 
throughout the United States. In most of its stores it sells a phar- 
maceutical product under the trade-mark “Vapure,” such trade- 
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mark being registered in the United States Patent Office to the 
United Drug Company. 

Products to which the marks “Vapex” and “Vapure” are ap- 
plied are similar in their natures and in their use. It appears that 
“Vapure” is dealt in by many hundred stores throughout the United 
States which are commonly called “Rexall” stores, and which hold 
a contract with the United Drug Company for the distribution of 
goods manufactured by the United Drug Company. 

Joseph B. Walters, a former Liggett clerk in the sales depart- 
ment, testified—I give a brief summary: 


When I worked for the Liggett Drug stores I sold “Vapex” when it 
first came out. I am acquainted with the preparation called “Vapure.” 
It was put into the Liggett stores in 1927. We sold “Vapex” before we 
sold “Vapure.” I know of no other handkerchief inhalant on the market 
before “Vapex.” When people came in and asked for handkerchief in- 
halant we sold them “Vapex.” When people asked for handkerchief 
inhalant advertised in the papers and did not remember the name, we 
used to sell “Vapex.” 

When “Vapure” came into the store we were given instructions by Mr. 
Judge, District Manager, to sell “Vapure.” When “Vapure” came into the 
store our instructions were if people inquired for a handkerchief inhalant 
to sell “Vapure.” We were instructed “it was supposed to be the same 
thing as ‘Vapex’; that it was only half the price.’ There were some 
other instructions but I do not remember just exactly what they were. 

After “Vapure” came into the Liggett Drug Store if a woman came 
in and asked for handkerchief inhalant the clerks sold her “Vapure.” If 
a woman came in and asked for a handkerchief inhalant advertised in the 
papers, without remembering the name, we sold her “Vapure,” although 
“Vapex” was being advertised in the papers. I know of no advertising 
of “Vapure” in the papers. 

We were instructed by Mr. Hoffman, who was in charge, who said: 
“You all know what this is of course.” He related what was in it— 
menthol, acetone and eucalyptol, and still having the bottle in his hand 
he said, “Of course we don’t call it ‘Vapex, of course we can’t; we call 
it ‘Vapure’ as that is as close as we can get to it.” He said it was the 
same thing—“We think ‘Vapure’ is better.” He said they had sold a mil- 
lion and a half bottles of “Vapure” that year. After “Vapure” came into 
the Liggett Store I and the other clerks sold “Vapure.” When people 
asked for “Vapex, I used to try to sell them “Vapure.” I never sold a 
bottle of “Vapex.” 

In May, 1929, I left the Liggett Stores. I was transferred to West- 
field. I stayed there about a week, then I went on a vacation and never 
came back. I went down to the shore and got a position. I had some 
difficulty with Mr. Hoffman and did not go back. 


Samuel Rosenfeld in behalf of the plaintiff testified—I give a 
brief summary: 
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I was employed by the Liggett Company from 1923 to 1929 as assistant 
manager in the store in Providence. I sold all over the store. I sold 
the product known as “Vapex,” and also the product known as “Vapure.” 
No commission was ever paid by the Liggett Stores on the sale of 
“Vapex.” A commission was paid on the sale of “Vapure”—five cents a 
bottle. A commission was paid for selling other items of Rexall products 
besides “Vapure.” Such products were called “own goods.” The Liggett 
Stores wanted the clerks to push “own goods,” and clerks had the ad- 
vantage of making some money if they sold “own goods” and a better 
chance of getting a better position. 

When customers came in and asked for a handkerchief inhalant without 
remembering the name we would sell them “Vapure.” We had cases in 
which customers asked for an inhalant and we gave them “Vapure” 
and the customer said “Vapex” was wanted instead. It was quite seldom 
that a customer came in and asked for a handkerchief inhalant without 
remembering the name. When this happened, we pushed “Vapure.” 

The paper advertising and the talk to customers, and the difference in 
price is what sold “Vapure.” 

We have never been confused between the names of “Vapure” and 
“Vapex.” When a customer asked for some kind of an inhalant and did 
not know the name of it, we gave him “Vapure.” When he wanted 
“Vapex,” he got the “Vapex.” 


The witness testified to several other medicines of “own goods.” 


The similarity of the name between “Vapex” and “Vapure” did not 
necessarily help me to remember that “Vapure” was “own goods” item 
corresponding to “Vapex.” The knowledge that I was paid a commission 
made me know what “Vapure” was. 


The witness was asked if he knew of any other goods in which 
the similarity between the names of an independent preparation 
and “own goods” was as close as in the case of “Vapex” and 
“Vapure.” He said he did, and mentioned “Agarex.” He thinks 
there were other cases which he did not recall. 

He testified further as to the sale of many articles of “own 
goods.” 

I remember cases where customers came in and asked for handker- 
chief inhalant and remembered part of the word; they would remember 
“vape” and when this happened, we would sell them “Vapure.” I remem- 
ber an instance in which the customer after being offered “Vapure” said 
that “Vapex” was wanted. 

In cross-examination he was asked whether or not he “passed 
off” “Vapure” to any customers when they called for ““Vapex,” and 
he answered, “No, sir,’ and that he saw no other clerk “pass off” 
“Vapure” on calls for “Vapex.” He said, “In fact we were told 
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when a customer asked for a certain item whether it was ‘own 
goods’ or not to give customer whatever he asked for’—that that 
was the instruction of the company to its clerks. 

He was asked, “In your stores did they have a card or some 
other placard with a warning on it to sales people against substi- 
tution?” He answered, “Yes, sir. No official ever instructed me 
as a clerk to ‘pass off’ ‘Vapure’ for ‘Vapex.’”’ 

“Vapex” was not well known when “Vapure’” first came into 
the store. He was asked if there were other cold treatments be- 
ginning with the word “‘vap,” and answered: ‘‘Vapo-cresoline and 
Vicks’ “Vapo-rub, the best known of these cold treatments was 
Vicks’ ‘Vapo-rub.’ ” 

In further cross-examination, he testified- 


Q. 86. Well now, the Liggett Stores carried “Vapex” while you were 
with them? A. Yes, sir. 

Q. 87. And you sold “Vapex?” A. Yes, sir. 

Q. 88. And if a customer asked you for “Vapex” you readily supplied 
it, didn’t you? A. Yes, sir. 

Q. 89. And that was true of other clerks who were working with you? 
A. As far as I know, yes. 


He testified that to the best of his remembrance the Liggett 
stores handled only two kinds of handkerchief inhalants. 

Lindsay Rawlinson was called by the plaintiff. He testified 
that he was production manager of E. Fougera & Co.; that he had 
been connected with them about three and a half years; that he had 
made investigations about the tactics of the Liggett stores with 
reference to the sale of “Vapex” and “Vapure.” I give a material 
part of his testimony: 


Q. 7. I ask you to look at a memorandum sworn to by you on Novem- 
ber 11, 1927, to refresh your recollection, and please state the nature of 
the investigation you made and the result of that investigation? A. In 
this case Mr. Powers and myself called on several of the Liggett’s Stores 
uptown and asked for “Vapex,” and in this particular instance the clerk 
offered us “Vapure” and said it was the same thing. 

Q. 8. Please give the address of the store with reference to which you 
are testifying? A. This store was at 23rd Street and Sixth Avenue, 
New York City. 

Q. 9. And what was the date of the visit? A. Eleventh of November, 
1927. 

Q. 10. Just state as well as you can, using the memoranda if you wish, 
what you said to the clerk and what the clerk said to you in this store 
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and on that day? A. We asked the clerk for a bottle of “Vapex” and 
he said “We sell ‘Vapure’ which is the same thing,” and when we asked 
him if it was as good as “Vapex” he said it was a better product and that 
they guaranteed it. It contained nothing except the purest essential oils; 
that is in the memoranda here. 

Q. 11. Who is Mr. J. V. Powers whose signature appears upon this 
memorandum? A. Mr. Powers is an officer and employee of Fougera & 
Company. He is the general manager. 

Q. 12. I show you another memorandum verified November 11, 1927, 
and ask you to state the investigation about which you made this mem- 
orandum, giving the date and the location of the store and just what 
occurred? A. This was a call on November 11, 1927, which store is 
located on Broadway and 71st Street, New York City. 

Q. 138. What kind of a store is that? A. The L. K. Liggett Store at 
Broadway and 7Ist Street, New York City. We asked the clerk for 
“Vapex” and were informed that the store specialized in “Vapure” which 
the clerk said was the same thing. We asked him if it was exactly the 
same thing and he said that it was the same idea but that “Vapure” was 
made by their company and “Vapex” was imported. 

Q. 14. Who accompanied you on this visit? A. Mr. J. V. Powers 
again. 

Q. 15. I hand you another memorandum verified November 11, 1927, 
and ask you to state the investigation which is reported in this one? 
A. This was a call made by Mr. Powers and myself at the L. K. Liggett 
Store, Broadway and 65th Street, New York City. 

Q. 16. What date? A. On November 11, 1927. We asked the clerk for 
“Vapex” and he brought out a bottle and at the same time brought out a 
bottle of “Vapure.” He said, “Why not take ‘Vapure’ and save 45 
cents?” We mentioned that “Vapex” had been used by us and we found 
the results satisfactory and we preferred it. The clerk said that “Vapure” 
was the same thing, that “Vapure” is identical and we questioned 
him further. He said there was no secret about “Vapex” and that its 
formula and the formula of “Vapure” was simple and could be found in 
any pharmacy textbook. He further stated that the reason why “Vapex” 
cost 95 cents was that the extra 45 cents above the Liggett price for 
“Vapure” was made necessary by cost of distribution and importation. 

Q. 17. I hand you another memorandum verified November 11, 1927, 
and ask you to state the investigation reported in this memorandum? 
A. This was a visit made by Mr. Powers and myself November 11, 1927, 
to the store of L. K. Liggett & Company, Broadway and 24th Street, 
New York City. We asked for “Vapex.” The clerk said “We only carry 
here the American ‘Vapex’ which is called ‘Vapure.’” He produced a 
bottle of “Vapure” and told us to try it and said, “You will find it just 
the same.” We told him it did not smell the same to us and he said “the 
basic ingredient is acetone and whereas ‘Vapex’ may have a different 
combination of essential oils which would change the smell a bit, there 
is really no difference as you will find ‘Vapure’ just as effective. We 
know because we are selling hundreds of bottles of it.” 

Q. 18. Mr. Rawlinson, when these memoranda were made did they 
correctly state just what had occurred at these various visits or inter- 
views? A. Why, yes. 
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Q. 19. I hand you another memorandum verified on November 11, 1927, 
and ask you to state the result of this investigation? A. This visit was 
made on November 11, 1927, at the Louis K. Liggett Store, Broadway 
and 9th Street, New York City. We asked for “Vapex” and were informed 
that the store did not stock it. The clerk then produced a bottle of 
“Vapure” and made the positive assertion that it was the same as “Vapex” 
and that the formule were the same and the only difference was that 
one was imported but that “Vapure” was their own product and cost but 
50 cents. 

Q. 20. In your last answers you have been saying “we.” Who was the 
other person who accompanied you on these visits? A. Mr. Powers ac- 
companied me on all these visits. 

Q. 21. I hand you another memorandum verified November 11, 1927, 
and ask you to state the result of this investigation. A. This visit was 
made on November 11, 1927, at the Louis K. Liggett Store at 23rd Street 
and Sixth Avenue, New York City. We asked for “Vapex” and were in- 
formed by the clerk, “We sell “Vapure’ which is the same thing.” Upon 
discussing the relative merits of “Vapex” and “Vapure” the clerk stated 
positively that “Vapure” was the better product and that they absolutely 
guaranteed it and that it contained nothing but the purest essential oils. 

Q. 22. I hand you another memorandum verified November 11, 1927, 
and ask you to state the result of the investigation referred to in this 
memorandum? A. This was made November 11, 1927, at the store of 
Louis K. Liggett Company, Broadway and 71st Street, New York City. 
We asked for “Vapex” and were informed that the store specialized in 
“Vapure” which the clerk said was the same thing. Upon being asked 
if it were exactly the same thing he further stated that it was the same 
idea but that “Vapure” was made here by the Liggett Company and that 
“Vapex” was imported, which was the reason it cost $1, whereas “Vapure” 
cost but 50 cents. 


In cross-examination the witness said he did not know with 
whom he talked at the store on Fifth Avenue. The witness testi- 
fied that the clerks were not identified with whom he had the con- 
versations, and that generally the conversations were in the nature 
of comparisons of the merits of ‘““Vapure” and “Vapex.” 

In cross-examination he said: 


Well, we just wanted to find out if the Liggett Stores were carrying 
“Vapex” and what stores had it and the general attitude of the Liggett 
organization to customers who asked for “Vapex.” 

XQ. 78. Well now, you found at most of the stores that you could 
obtain “Vapex” if you wanted it, didn’t you? A. I don’t recall that. I 
could not say offhand just which ones sold it to us and which ones did not. 

XQ. 79. But those that did stock it gave it to you on your call for 
“Vapex,” did they not? A. They did not refuse to sell it, they offered 
“Vapure,” in some cases, they tried to sell us “Vapure” but when we 
insisted that we wanted “Vapex” we bought it, they sold it to us. 
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The plaintiff introduced copy of a letter from General Manager 
Powers, in which he says: 

In the store at 9th and Market, the clerk on being asked for “Vapex” 
produced it and at the same time brought out a bottle of “Vapure” 
which he said was identical with “Vapex” and the “Vapex” cost more 
because it was advertised, etc. At the store on Chestnut Street above 
13th, the clerk, instead of bringing out “Vapex” when it was asked for 
produced “Vapure” and said “wouldn’t you like to save 50 cents” and 


then argued that the product was just the same and contended that 
“Vapex” was imported, etc., and thus cost more. 


The plaintiff offered testimony that investigators sent to Lig- 
gett stores in different cities asked for a bottle of the stuff inhaled 
for colds which begins with a “V,” and notwithstanding “Vapex” 
only met this description, as there had been no advertising of 
“Vapure” in the Sunday papers, in nearly every instance Liggett 
clerks handed out ‘“Vapure” as answering the order. 

Many witnesses have testified to instances where clerks of the 
defendant company have persuaded customers to buy ‘“Vapure”’ 
instead of buying ““Vapex.” There is testimony that the defendant 
paid a bonus to its clerks on the sale of four hundred or five 
hundred articles, of which “Vapure” was one. 

There is testimony of instances where a customer came into a 
store and asked for a handkerchief inhalant without remembering 
the name, and the clerk sold “Vapure” rather than “Vapex.” 
There is testimony that “Vapure’’ was sold in preference to “Vapex” 
by clerks in the Liggett stores; and that in the competition in those 
stores ““Vapure” was sold rather than ‘“Vapex.” 

Dorothy Woolcott testified that she went into the Grand Cen- 
tral (New York) store of defendant and asked a clerk for “Vapex.” 
She noticed that he was wrapping up something else. She told the 
clerk she did not want it. He told her that it was just as good 
and cheaper, but she refused to purchase it and bought “Vapex.” 
She did not know the clerk’s name or have any way of describing 
or identifying him, and according to her best recollection, it hap- 
pened “in February, 1929.” 

Harry S. Ashmun testified that he went into a Liggett store in 
Syracuse during the second week in January, 1928 (he was testi- 
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fying on November 6, 1930), and asked for a bottle of “Vapex” 
and “got the bottle and went outside, and shortly thereafter, I 
don’t know whether I waited on the train or whether it was in the 
street going to the train, I opened the bottle and found I had some- 
thing else smelling different, and I looked at it and found it was 
“Vapure.” He is not sure where the store was located. He says 
it was located “on the main business street, which I believe is 
Salina Street, and is located on the right hand side walking away 
from the railroad station.” His brother Bernard I. Ashmun was 
called to corroborate Harry. They were together at the time. He 
was asked if he knew whether the store in which his brother made 
the purchase was a Liggett store and he answered: “The funny 
part of it was, I was in this store this summer and I am not so sure, 
but my impression is, yes. I have been in twice within the last 
three weeks, the same place; I can’t tell you for sure.” He was 
then shown a “Vapure” carton and asked if that was like the carton 
his brother obtained in the store and he answered: “No, as I say 
it is not—my impression is that is what he got absolutely, but at 
the time it made so little impression on me that—of course, I did 
not know anything about this, anything that would transpire later 
so that I paid very little attention to these things except the general 
result was that he did not get what he asked for and called atten- 
tion to the fact that he did not get what he asked for.” 

Carolyn Willing went to a Liggett store in Wilmington at the 
instance of an investigator who had called at her door and asked 
her to go to Liggett’s store, giving her a dollar with which to make a 
purchase. She testified on December 9, 1930, that she went to the 
store in August, 1929, asked for ““Vapex’’ and got “Vapure.” She 
did not remember whether a man or a woman waited on her in the 
store. She did not remember what the article she bought cost. 
The investigator gave her a dollar and “Didn't ask for any change 
in return,” and she does not know what part of the dollar was 
expended in purchasing the article. On cross-examination she 
answered: “I didn’t pay a dollar. I did get change, I don't re- 
member. I was not interested in just what was going on. She 
asked me to buy it and I did.” 
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The defendant introduced the manual of Liggett drug store 
service which has been in effect for many years and provides as 
follows: 

VIII. No Substitution 


This company will not tolerate substitution or any attempt at substitu- 
tion, and any invasion or attempted evasion of this rule on the part of any 
Salesperson will be sternly dealt with. 

That the Customer must have what he asks for if we have it in stock, 
or can procure it for him in accordance with our rules, is a fundamental 
principle of good service. 

There are two reasons for our rule of No Substitution. The first is that 
the Customer must be given credit for knowing what he wants and why 
he wants it; any attempt to induce him to change his mind is likely to 
be resented. 

The second is that we stock Manufacturers’ goods because there is a 
demand for them, and those Manufacturers who have supplied us with 
their merchandise for which they have created a demand, are entitled 
to a square deal at our hands. 

A Salesperson, through a misguided sense of loyalty may attempt to 
induce a Customer to accept a corresponding piece of Own Goods in 
place of the article he has asked for; in such a case the Manager must 
properly instruct the Salesman in respect of the Company’s policies. 

The defendant called several district managers and store man- 
agers. One of the district managers, Warren G. Swett, testified 
that he had been with the Liggett Company about forty-four years 
and district manager for twenty years in Northern New England; 
that the duties of the district manager are the supervising of stores 
so far as sales are concerned, and having to do with the personnel 
and character of the organization; that he and other district man- 
agers have to do with the employing and discharging of store man- 
agers. The district managers visited the different stores in other 
districts; that their duties are to examine and see how the mer- 
chandise is displayed, how the store is kept, and the whole per- 
sonnel of the store. He and other district managers are well- 
informed on the condition of things in the different stores. 

Swett testified that he was familiar with “Vapex’”’ and with 
“Vapure” and that “Vapure’ was the first in stores in his district; 
that “‘Vapure” was there in September, 1927, and he thinks 
“Vapex” came in that same fall. That if any clerk in any of his 
stores had “passed off” “Vapure” for ‘“Vapex,” the clerk would 


have been discharged, because it was against the policy of the com- 


a ee 




















os dl 





eer 


ee 


catiteabneitAE ARNETt e Ah 


cra grey ie ACA tO ea 


| 
| 


THOMAS KERFOOT & CO. V. LOUIS K. LIGGETT CO. 389 


pany to substitute—‘Because it is deception—it is putting some- 
thing over on your customer. It is not only violating the confidence 
of the people who manufacture the preparation, but violating the 
confidence of your own customers.” That no clerk could stay with 
the Liggett stores if he substituted; that we could not afford to of- 
fend customers; that he is familiar with the manual with respect to 
substitution; and that that represents the policy of the company. 
That no cases of substitution of ‘““Vapure” for “Vapex” have been 
reported to him, and no complaint made; that if there had been sub- 
stitution he would have known about it. This is his job. 

On cross-examination he thought that the names of “Vapex’’ 
and ‘““Vapure’” were quite close to each other, but no closer than an- 
other article which he named. That he has had “drives” of 
‘“Vapure,” but has never had any drive in “Vapex.” 

He was asked if a customer went into a Liggett store where 
there was a drive on “Vapure”’ and asked for bromo-quinine whether 
the clerk would suggest “Vapure,’ and he answered, “Yes, he 
would.” The clerk would suggest it whenever the physical condi- 
tion of the customer suggested the use of that article. He said he 
considered it perfectly legitimate to suggest one of the Liggett’s 
“own products” when no attempt was made to give something dif- 
ferent from what the customer asked for. 

He said “Vapure” was kept on the top of the counter, and if a 
lady came in and asked for ‘““Vapure,” all the clerk would have to 
do was to reach over the counter and wrap it up and give it to her; 
but if she asked for “Vapex” he would have to go to the back of 
the store and come back with it. 

I have given the testimony of Swett quite fully. The testimony 
of the other district managers was similar. It appears from their 
testimony that their work carried them into all the stores in their 
respective districts. It was their business to inspect the stores, ob- 
serve the managers and sales people, and generally to represent 
the defendant’s management in the operation of stores in their 
several districts. These district managers testify that they have 
never observed any instances of “passing off’ “Vapure” for 
“Vapex”; that they were in such touch with the stores that if 
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“passing off” should develop as a course of conduct in any of the 
stores they would soon know about it; they reiterated the declara- 
tion of the policy of the Liggett stores as contained in the manual 
which I have recited. 

Some of the managers on cross-examination admitted that it 
might be “‘possible” for a clerk some time to violate a rule of the 
company and the district manager not know about it. The district 
managers agree, I think, in testifying that “passing off” does not 
exist in the Liggett stores, and that the life of the Liggett business 
depends on there being no “palming off” of one thing for another, 
because a business catering to a large trade could not live if “palm- 
ing off” was habitually and systematically practiced. Customers 
would be offended and the good-will of the business destroyed. 

It is, of course, impossible to recite all the testimony in the case. 
I have referred to material portions of such testimony. I have 
stated quite fully the testimony introduced by the plaintiff tending 
to show the kind of competition in the Liggett stores. I have also 
stated the testimony of Dorothy Woolcott and two or three other 
witnesses who have testified to the acts of certain unidentified 
clerks in making alleged substitution of “Vapure” for “Vapex.” 

The plaintiff contends that it has met the burden of proving 
unfair competition by showing by testimony obtained by investi- 
gators from former employees of the defendant that competition 
has been entered into in the Liggett stores which the plaintiff al- 
leges to be unfair. The plaintiff also contends that the few in- 
stances of substitution of “Vapure” for “Vapex” by unidentified 
clerks in the Liggett stores are sufficient to prove unfair competi- 
tion, and such deception, substitution, and confusion as entitle the 
plaintiff to relief. 

I cannot sustain the plaintiff's contention. I think the testi- 
mony does not by a preponderance of evidence sustain the allega- 
tion that by reason of the similarity of the two names and by 
reason of the “passing off’ and misrepresentations and deceptions 
the public has been deceived, or are likely to be deceived and in- 
duced to purchase “Vapure”’ for “Vapex.” 
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In Howe Scale Co. v. Wyckoff, Seamans, etc., 198 U. S. 118, 
140, 25 S. Ct. 609, 614, 49 L. Ed. 972, in speaking for the court, 
Mr. Chief Justice Fuller said: 

The essence of the wrong in unfair competition consists in the sale of 
the goods of one manufacturer or vendor for those of another; and if 


defendant so conducts its business as not to palm off its goods as those 
of complainant, the action fails. 


The isolated instances of alleged substitution are not, in my 
opinion, sufficient to prove unfair competition. The testimony in 
the case clearly shows competition, sharp competition. Clerks in 
different stores were encouraged to sell “Vapure’—it was “own 
goods.” Clerks were encouraged to make comparisons of the 
superior appearance of “Vapure’”’ over “Vapex” or over any other 
similar product. All this has been done openly by defendant. 

The testimony in behalf of the plaintiff which I have cited 
shows that the clerks in defendant’s stores were in the habit of 
arguing to a customer that “Vapure” was substantially the same 
thing as ““Vapex’’; that it was just as good and cheaper. Instead 
of “palming off’’ “Vapure” upon a customer who thought he was 
buying “Vapex,” these clerks appear to have been in the habit of 
insisting that “Vapure” was better and cheaper to buy than 
“Vapex.” 

I think the plaintiff's witness Rawlinson is correct in his testi- 
mony indicating that, as a rule of conduct in the Liggett stores, 
clerks did not refuse to sell “Vapex.” That when customers 
“wanted ‘Vapex,’ they got it.’”’ As a rule of conduct I think the 
preponderance of testimony shows that the conduct of the de- 
fendant’s stores was not the conduct of deception, confusion, or 
“palming off.” 

“Unfair competition” is the sale of goods of one trader as the 
goods of another. A clerk cannot make an argument comparing 
and contrasting the greater virtues of one article over another with- 
out distinguishing between the goods of the two parties. 

The plaintiff contends that the verbal similarity between 
“Vapex” and “Vapure’’ is in itself unfair competition, in addition 
to being trade-mark infringement. I think not. There is testi- 
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mony in the record tending to show that the first syllable “vap” 
derived from the word “vapor” was well known to the public before 
“Vapex” or “Vapure’” was brought before the public. 

In the use of the two words, the termination “ex’’ and “ure” are 
entirely dissimilar. I think the use of “Vapure” for “Vapex’’ as 
shown by the testimony should not in itself be regarded as unfair 
competition unless it is shown to be accompanied by deception, 
confusion, or the intention of “palming off.” I think such in- 
tention is not shown by a preponderance of the evidence in the case. 

I think the proofs show that defendant has done all it would 
be expected to do, or could do, to prevent clerks from making any 
substitution of ““Vapure” for “Vapex.” I have quoted quite fully 
testimony upon which plaintiff relies to show substitution, decep- 
tion, and confusion produced by the defendant. I think the testi- 
mony fails to show that the defendant has been guilty of “palming 
off,” or deceiving, or confusing the public. 

It clearly is not unfair competition to persuade customers to 
buy one article instead of another. The law does not seek to 
prevent competition. It seeks to restrain deceptive practices. 

In Sazlehner v. Wagner, 216 U. S. 375, 380, 30 S. Ct. 298, 
54 L. Ed. 525, in speaking for the court, Mr. Justice Holmes said: 


We see no reason for disturbing the finding of the courts below, that 
there was no unfair competition and no fraud. The real intent of the 
plaintiff’s bill, it seems to us, is to extend the monopoly of such trade- 
mark or trade-name as she may have to a monopoly of her type of bitter 
water, by preventing manufacturers from telling the public in a way 
that will be understood, what they are copying and trying to sell. But 
the plaintiff has no patent for the water, and the defendants have a 
right to reproduce it as nearly as they can. They have a right to tell the 
public what they are doing and to get whatever share they can in the 
popularity of the water by advertising that they are trying to make the 
same article, and think that they succeed. If they do not convey, but, 
on the contrary, exclude, the notion that they are selling the plaintiff’s 
goods, it is a strong proposition that when the article has a well-known 
name, they have not the right to explain by that name what they imitate. 
By doing so, they are not trying to get the good-will of the name, but 
the good-will of the goods. See Flagg Manufacturing Co. v. Holway, 178 
Mass. 83, 91, 59 N. E. 667; Chadwick v. Covell, 151 Mass. 190, 191, 23 N. E. 
1068, 6 L. R. A. 839, 21 Am. St. Rep. 442. 


In Walter Baker & Co. v. Slack, 180 F. 514, 519, the Circuit 
Court of Appeals in the Seventh Circuit had before it a matter of 
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unfair competition in reference to Baker’s chocolate. The court 
said: 


The purchaser was entitled to that for which he had asked. We do 
not mean to say that it is not within the province of the seller to represent 
to the proposing purchaser that another article which he has is superior 
in excellence to that which is called for, and to induce him by proper argu- 
ment or statement to purchase that other, but he must not represent 
such other to be the product which the purchaser had called for. 


In Cole Co. v. American Cement § Oil Co., 130 F. 703, 708, 
the Circuit Court of Appeals in the Seventh Circuit said: 


The law of unfair trade has never gone to the length of preventing 
fair competition in trade. The law seeks only to restrain fraudulent 
practices inducing confusion of goods and deception of the public. 


In Ward Baking Co. v. Potter-Wrightington, 298 F. 398, 401, 
403 [14 T.-M. Rep. 253], the Circuit Court of Appeals in the 
First Circuit had before it infringement of a trade-mark “Old 
Grist Mill” and a pictorial representation of such old mill. The 
court based its decision upon the ground of deception having been 
practiced by the defendant. The court said: 


Upon a careful examination of the wrappers and the proofs, we are 
of the opinion that the use by the defendant of the words “Old Grist Mill” 
and of its picture and advertisement is deceptively similar to the use 
by the plaintiff, and is an infringement of the plaintiff’s rights in its 
trade-mark. We agree with Judge Anderson, in the District Court, in 
holding that the wrongful conduct of the defendant was deliberate and 
persistent; that it was. a case of undertaking to appropriate the property 
of the plaintiff, and to mislead the public into buying its own products 
when the products of the plaintiff were sought. 

We think the test should be whether the public is likely to be deceived. 
Both the plaintiff and the defendant are seeking to induce people to use 
a whole wheat flour in bread; the representations of the defendant clearly 
tend to induce the user of flour to believe that he is getting the plaintiff's 
flour in his bread, when, in fact, he is getting the defendant’s flour. 


In Wrisley v. Iowa Soap Co., 122 F. 796, 798 (C. C. A. 8th 
Cir.), Judge Sanborn, in speaking for the court of the duty of the 
manufacturer, said: 


He [the manufacturer] is not, however, required to insure to the 
negligent or the indifferent a knowledge of the manufacture or the owner- 
ship of the articles he presents. His competitor has no better right to a 
monopoly of the trade of the careless and indifferent than he has, and any 
rule of law which would insure it to either would foster a competition 
as unfair and unjust as that promoted by the sale of the goods of one 
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manufacturer as those of another. One who so names and dresses his 
product that a purchaser who exercises ordinary care to ascertain the 
sources of its manufacture can readily learn that fact by a reasonable 
examination of the boxes or wrappers that cover it has fairly discharged 
his duty to the public and to his rivals, and is guiltless of that deceit which 
is an indispensable element of unfair competition. [Citing several cases.]} 

There is testimony in the record that some people have bought, and 
that some retail dealers have sold some of the soap of the defendant as 
that of the plaintiff. But this evidence falls far short of satisfactory 
proof that either purchasers or dealers could have been deceived into 
buying or selling one for the other if they had exercised any ordinary 
degree of care to ascertain whose manufacture they were purchasing either 
by listening to the name of the article or by glancing at the wrapper which 
inclosed it. 


In United Drug Co. v. Rectanus, 248 U. S. 90, 97, 39 S. Ct. 
48, 63 L. Ed. 141 [9 T.-M. Rep. 1], in speaking for the court, 
Mr. Justice Pitney said: 


The asserted doctrine is based upon the fundamental error of sup- 
posing that a trade-mark right is a right in gross or at large, like a 
statutory copyright or a patent for an invention, to either of which, in 
truth, it has little or no analogy. (Delaware §& H.) Canal Co. v. Clark, 
13 Wall. 311, 322 (20 L. Ed. 581); McLean v. Fleming, 96 U. S. 245, 254 
(24 L. Ed. 828). There is no such thing as property in a trade-mark 
except as a right appurtenant to an established business or trade in con- 
nection with which the mark is employed. The law of trade-marks is 
but a part of the broader law of unfair competition; the right to a 
particular mark grows out of its use, not its mere adoption; its function 
is simply to designate the goods as the product of a particular trader and 
to protect his good-will against the sale of another’s product as his; and 
it is not the subject of property except in connection with an existing 
business. Hanover (Star) Milling Co. v. Metcalf, 240 U. S. 403, 412-414 
(36 S. Ct. 357, 60 L. Ed. 713) [6 T.-M. Rep. 149]. 

The owner of a trade-mark may not, like the proprietor of a patented 
invention, make a negative and merely prohibitive use of it as a monopoly. 
See United States v. (American) Bell Telephone Co., 167 U. S. 224, 250 
(17 S. Ct. 809, 42 L. Ed. 144); Bement v. National Harrow Co., 186 U. S. 
70, 90 (22 S. Ct. 747, 46 L. Ed. 1058); Paper Bag Patent Case, 210 U. S. 
405, 424 (28 S. Ct. 748, 52 L. Ed. 1122). 

In truth, a trade-mark confers no monopoly whatever in a proper sense, 
but is merely a convenient means for facilitating the protection of one’s 
good-will in trade by placing a distinguishing mark or symbol—a com- 
— signature—upon the merchandise or the package in which it is 
sold. 


In Delaware §& H. Canal Co. v. Clark, 13 Wall. (80 U. S.) 
311, 322, 20 L. Ed. 581, Mr. Justice Strong said: 
In all cases where rights to the exclusive use of a trade- 


mark are invaded, it is invariably held that the essence of the wrong con- 
sists in the sale of the goods of one manufacturer or vendor as those of 
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another; and that it is only when this false representation is directly or 
indirectly made that the party who appeals to a court of equity can have 
relief. This is the doctrine of all the authorities. 


The rule is thus laid down in Federal Trade Comm. v. Klesner, 
280 U. S. 19, 50 S. Ct. 1, 3, 74 L. Ed. 138, 68 A. L. R. 838, 
[19 T.-M. Rep. 483], where Mr. Justice Brandeis said (27): 


It is true that in suits by private traders to enjoin unfair competition 
by “passing off,” proof that the public is deceived is an essential element 
of the cause of action. This proof is necessary only because otherwise 
the plaintiff has not suffered an injury. 


The learned. counsel for the plaintiff has brought to my atten- 
tion Mr. Nims’ text-book in which attention is called to the fact 
that passing off is no longer a requisite of the unfair competition 
action, and that this action has expanded in recent years. He says 
later, although no passing off was proven, injunctions were issued 
against acts that might result in passing off, if continued. He 
says: 


Such a case was Asso. Press vy. International News Service [(D. C.) 
240 F. 983], where no passing off of defendant’s goods as those of plaintiff 


was shown. In this case the injury was rather the sale of plaintiff’s goods 
as defendant’s. 


Judge Learned Hand has thus expressed the purpose and 
character of the action (Ely Norris Safe Co. v. Mosler Safe Co. 
[C. C. A.] 7 F. [2d] 603) [15 T.-M. Rep. 515]. 


While a competitor may, generally speaking, take away all the cus- 
tomers of another that he can, there are means which he must not use. 
One of these is deceit. The false use of another’s name as maker or source 
of his own goods is deceit, of which the false use of geographical or 
descriptive terms is only one example. But we conceive that in the end 
the questions of use are always two: Has the plaintiff in fact lost 
customers, and has he lost them by means which the law forbids? 


Judge Hand in the same opinion adds: 


Yet there is no part of the law which is more plastic than unfair com- 
petition. 

Such a definition does not limit the court to cases between com- 
petitors nor to acts which constitute passing off. Under such a 
definition the finespun and absurd distinctions which have been 
drawn in attempts to define “goods of the same descriptive proper- 
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ties” disappear. There are but two questions to be answered: 
(1) Has the plaintiff lost custom, or is there any reasonable pos- 
sibility that he may lose custom? (a) Is such loss through acts of 
another which a court of equity would consider unfair? It is to be 
noted, however, that there must be some quality of illegality in the 
defendant’s conduct as distinguished from its being merely con- 
trary to a whim of the court or to the personal ethical notions of 
the judge as contrasted with the standards of fairness prevailing 
in the community. Judge Hough spoke once of a defendant’s con- 
duct shocking the sense of fairness of the court. It seems that the 
touchstone of the legality of conduct in business has become the 
accepted standard in the community of what is fair play. There 
was a time when it was not unlawful to pass off one’s goods as the 
goods of another. The decisions that have condemned that practice 
are nothing less than the judical recognition of the general feeling 
that such acts are unfair and inflict an injury which the plaintiff 
cannot fairly be called on to suffer. The nature of the act of 
passing off has not changed, but our ideas of what is fair, have 
changed. To such changes the equity judge must necessarily be 
sensitive. 

Likewise, on page 31, Mr. Nims states as follows: 

The power of a court of equity is apparently no longer confined to 
merely restraining another from selling falsely represented goods, but has 
been extended to prevent a deception of the general public into believing 
that good-will, or investment, of another, are enjoyed by or is a part of 
another’s business, so that the ordinary public would be led to believe 


that, in dealing with such person, it was also dealing in some way with 
the other. 


It appears, then, that Judge Hand has substantially stated the 
intention of the law on unfair competition to be “‘to prevent decep- 
tion of the general public.” This conforms to the leading decisions 
which I have cited. 

Nims recites definitions of “unfair competition” which are the 
same as those upheld by the leading cases which I have cited. 
From cases referred to by Nims, he says: 


The competitor in business must not by any deceitful or other practice 
impose on the public. 
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He says further: 


The motive of trade competition, set up in justification of acts causing 
injury to plaintiff's business, may be subjected to the test of good faith. 

He cites Helfi Co. v. Silver Co. (D. C.) 274 F. 658, 655, af- 
firmed (C. C. A.) 278 F. 613 [12 T.-M. Rep. 15]. In that case 
Judge Dickinson said: 


The doctrine of the law of unfair competition . . . . is built upon 
the right of every man to the enjoyment of the benefits of the business as 
well as the personal reputation he has made for himself. No rival is 
permitted to deprive him of this personal reputation by destroying it 
by the arts of detraction or slander, or to divert the benefits of this 
business reputation by creating the deception that what the one is selling 
is what the other has made. Nims on Unfair Competition (3d Ed.) pp. 19 
and 496. 

The plaintiff's statement of its case indicates the intention of 
charging unfair competition as its material allegation. Mr. Jus- 
tice Pitney has stated the doctrine of the courts that the law of 
trade-marks is but a part of the broader law of unfair competition ; 
that there is no such thing as property in a trade-mark, except as 
a right appurtenant to an established business; and that the right 
to a particular mark grows out of its use, not its mere adoption. 

If I assume that the case at bar seeks to present the question 
of technical trade-mark infringement, as a proposition apart from 
unfair competition, I think the proofs do not, by a preponderance 
of evidence, prove the plaintiff's case. 

I have confined myself to a discussion of the material question 
raised by the pleadings and the proofs. Upon a careful study of 
the proofs, I find that the plaintiff has not met the burden of prov- 
ing its case as stated and is not entitled to an injunction or an ac- 
counting. 

The costs in the case, on both sides, have been large. I prefer 
to let each party pay its own costs. But, if the case goes further, 
at its close this court will deal finally with the question of costs. 
A decree may be presented dismissing plaintiff’s bill, but without 
costs. 
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W. F. Scurarrtr & Sons Corporation and Frank G. SHatruck 
Company v. Davip Scuaarrs and Pautine Scuaarrs, doing 
business as ScuHarFr’s ConFrecTIONERY & LUNCHEONETTE 


United States District Court, Eastern District of New York 


June 15, 1932 


Trape-NAMEs AND Unrarr CompetTiTion—‘ScuraFFr’s” v. “SCHARFF’S” ON 
CoMPETING STORES. 


Where, after plaintiffs had adopted and used for many years the 
name “Schrafft’s” in connection with the manufacture and sale of con- 
fectionery, also in the operation of twenty-eight restaurants in the 
City of New York and had identified the name “Schrafft’s” with such 
enterprises, the use by defendants, organized early in 1932, of the 
name “Scharff’s Confectionery and Luncheonette,” held unfair com- 
petition, particularly as the name “Scharf’s” was used by defendants 
in the identical script of the plaintiffs trade-mark. 

In equity. Suit to restrain unfair competition in the use of 
trade-name. Injunction granted. 


White §& Case, of New York City, for plaintiffs. 
Epstein & Goodman, of New York City for defendants. 


Moscowitz, D. J.: This is a motion made by the plaintiffs for 
an injunction pendente lite forbidding and enjoining the defendants 
and each of them, from directly or indirectly infringing the trade- 
mark “‘Schrafft’s” and from using the name “Schaarff’s” in the form 
now used or in any form calculated to mislead and deceive the 
public. 

The plaintiff, W. F. Schrafft & Sons, Corporation, and its 
predecessor in business, W. F. Schrafft & Sons, have for many 
years been engaged in the business of manufacturing chocolate 
and candies in Boston, Massachusetts. These products have been 
sold throughout the United States under the name “Schrafft’s.” 
The name “Schrafft’s,’ which is favorably known to the public, 
was registered by its owner, one of the plaintiffs, W. F. Schrafft & 
Sons Corporation, on June 4, 1930 in the United States Patent 
Office. 

The plaintiff, Frank G. Shattuck Company, is and has been 
since its inception closely related to plaintiff, W. F. Schrafft & 
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Sons Corporation, having been formed and controlled by the plain- 
tiff W. F. Schrafft & Sons Corporation, or the majority stock- 
holders thereof, as a retail company, to operate retail confection- 
ery shops with lunch rooms and restaurants under the name of 
“Schrafft’s,” to sell at retail the products of the plaintiff, W. F. 
Schrafft & Sons Corporation, and other similar articles. Plaintiff 
Frank G. Shattuck Company owns all the capital stock of the 
plaintiff, W. F. Schrafft & Sons Corporation. 

The Frank G. Shattuck Company has for more than eighteen 
years continuously conducted restaurants and confectionery stores 
in the City of New York and elsewhere where the said company 
has sold at retail food, confectionery and other similar articles 
under said name and trade-mark “Schrafft’s,’ which is displayed 
on the windows of such stores and upon the commodities sold 
therein and their containers. The confectionery and candy sold in 
said stores are largely manufactured by the plaintiff, W. F. Schrafft 
& Sons Corporation, to wit: Chocolates, also food, cakes, candies 
and other similar articles which plaintiff Frank G. Shattuck Com- 
pany prepares and manufactures, all of which business is conducted 
under an agreement with W. F. Schrafft & Sons Corporation, 
whereby the Frank G. Shattuck Company is licensed to use the 
said trade-mark “Schrafft’s,” in connection with said business. 

The Frank G. Shattuck Company conducts twenty-eight stores 
in the City of New York. On each of the stores the word 
“Schrafft’s” is displayed prominently, without other words ap- 
pended thereto. In all instances the word “Schrafft’s” is used by 
the Frank G. Shattuck Company in the same form as it appears 
on the trade-mark, a copy of which is attached to the moving 
papers. The name “Schrafft’s” has been continuously used by 
W. F. Schrafft & Sons Corporation, and its predecessors, W. F. 
Schrafft and the firm of W. F. Schrafft & Sons, since prior to 
February, 1890. 

In or about February, 1932, the defendants commenced busi- 
ness under the name of “Scharff’s Confectionery & Luncheonette”’ 
at No. 2 Lilley Place, Howard Beach, in the Borough of Queens, 
City of New York, and there conduct a store in which are being 
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sold to the public sandwiches, cakes, light lunches, candies and 
similar merchandise. The defendants have used and are using 
the same “Scharff’s’’ without the consent of the plaintiffs. The 
’ used by the defendants, appears in the identical 
script of the plaintiffs trade-mark. The defendants have spelled 
the name “Scharff’s” with the special lettering employed by the 
plaintiffs in their trade-mark. 

The conclusion is irresistible that the defendants, who are using 
the special lettering employed by the plaintiffs in spelling the 
word “Scharff’s,” are misleading the public into believing that the 
shop in question is conducted by the plaintiffs under such name. 

The photostatic exhibits attached to the moving papers showing 
the form of the plaintiff's trade-mark “Schrafft’s,” and the form 
of the sign used by the defendants “Scharff’s” prove beyond doubt 
that there is an infringement of the plaintiff’s trade-mark, and that 
the defendants make use of the name “Scharff’s” with plaintiffs 
identical lettering for the purpose of deceiving the public into 
believing that they are buying the plaintiff’s products. 

Defendants and each of them will be enjoined pendente lite 
from directly or indirectly infringing the trade-mark ‘‘Schrafft’s,”’ 
and from using the word “Scharff’s” in the form now used or in 


name “Scharff’s,’ 


any form calculated to mislead and deceive the public. 
Settle order on notice. 


Bayux Ciears, INcorPorRATED v. SAMUEL ScHWaRTZ, doing busi- 
ness as Scuwartz & Co. 


United States District Court, District of New Jersey 


July 29, 1932 


TrapE-MarxKs—Srate Statrutes—New JERSEY. 

The New Jersey Trade-Mark Act of 1898 does not give one register- 
ing a mark thereunder right to use same as against a prior user in 
intra-or interstate commerce. 

Trape-Marxks—INFRINGEMENT—“PHILADELPHIA”—SECONDARY MEANING. 

Where plaintiff had since the year 1912 been using the word “Phila- 

delphia,” in connection with the name “Bayuk,” as a trade-mark for 
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cigars, held that the word “Philadelphia” had acquired a secondary 
meaning as indicating plaintiff’s cigars. The use by defendant of the 
same word in the phrase “Philadelphia Phillies” on cigars of his 
manufacture was, therefore, enjoined. 

Unrarr Competition—UseE or Simran Mark AND LaBEL. 

Plaintiffs allegation that defendant was guilty of unfair competi- 
tion in using on his cigars the words “Philadelphia Phillies,” held 
ungrounded, inasmuch as it was shown that defendant’s use of the word 
“Phillies” was prior to plaintiff’s and the labels used on the goods 
differed materially from plaintiff’s label. 

Trape-Marks—INFRINGEMENT—“PHILLIES” ON CIGARS. 

Use by plaintiff of the word “Phillies” in the phrase “Philadelphia 
Phillies” on cigars, subsequent to the adoption and use of the word 
“Phillies” as a trade-mark by defendant, held infringement and the 
use thereof was enjoined. 


In equity. Action for trade-mark infringement and unfair 
competition, with counterclaim of unfair competition against the 
plaintiff in the use of the word “Phillies.” Decree for plaintiff 
and defendant’s counterclaim allowed. 


Busser & Harding, of Philadelphia, Pa., for plaintiff. 
J. Emil Walscheid, for defendant. 


Avis, D. J.: This action is based upon the alleged unfair com- 
petition of the defendant, and involves the use of a trade-name or 
names in the selling and marketing of cigars. 

Plaintiff is a corporation of the State of Pennsylvania, and for 
a number of years has been engaged in the manufacture and sale 
of cigars. Its factories have been operated mainly in the City 
of Philadelphia and State of Pennsylvania, although some of its 
cigars were made in the State of New Jersey, and possibly some in 
Pennsylvania, outside of the City of Philadelphia. 

Plaintiff since 1912 has used on its labels and boxes, to 
designate and distinguish its product, the word “Philadelphia” in 
connection with the name “Bayuk,”’ and the words “Hand Made,’ 
and also the designations “Perfecto,” “Longfello,’ “After Din- 
ner,” etc., to indicate the shape and style of the cigar in the pack- 
age. At some date it generally abandoned the words “Hand 
Made,” because of the fact that it made its cigars by machine. 

Plaintiff claims, although it did not apply the name “Phillies” 
to its output until November 8, 1929, that prior to that time, and 
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for many years, this name had become associated with its product 
by common user of dealers and consumers. It also claims that on 
April 1, 1929, and thereafter continuously until November 8, 1929, 
it advertised its cigars, as ‘Phillies’ in handbills, transparencies 
and in newspapers. Because of these various acts the plaintiff 
insists that it has acquired an equitable right in the word “Phillies,” 
which prevents the use of this word upon the packages in which the 
defendant markets his cigars, or upon the cigar bands, or in ad- 
vertising. 

The plaintiff prays injunction and damages. 

Defendant answers, denying the claim of the plaintiff, and con- 
tending that he is entitled to use the words “Philadelphia Phillies” 
on his product, both as to labels and cigar boxes and bands, and 
that plaintiff is guilty of unfair competition in using either the 
word “Philadelphia” or “Phillies,” and prays for injunction and 
damages. The defendant’s testimony shows that on October 2, 
1929, he filed a trade-mark under the New Jersey statute, claiming 
the above name for his brand of cigars; that he started to market 
them under that name on October 18, 1929, and that by reason 
thereof he is legally entitled to its use. 

It appears to the court that the first question to be disposed of 
is the effect of the New Jersey trade-mark statute on the rights of 
the respective parties. 

The act was passed in 1898, and a careful reading thereof in- 
dicates that it is framed to a great extent from the provisions of 
the Federal law. The claim of counsel for the defendant that the 
law permits any person, under the provisions of the State law, to 
file a trade-mark, and thereby adopt an advertising symbol, regard- 
less of the prior use of the same mark by others, does not appeal 
to the court’s reasoning. 

A reading of the act demonstrates that the Legislature intended 
that an applicant, under its provisions, must be entitled to the 
trade-mark at the time of filing the petition. If not so entitled at 
that time, the filing was ineffective to give the applicant, an ex- 
clusive right to its use. The statute did not alter the common law 
rule, but only provided a method of publishing and preempting a 
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trade-mark of which applicant was then the user, or, if then 
adopted, to preserve his rights therein. 

The result as to this contention is that the court in this case 
will consider the facts as they existed at the time the trade-mark 
was filed. It is true that the State has the right to legislate on 
this question as to intrastate commerce, and Congress as to inter- 
state commerce. The interpretation of the New Jersey statute 
does not sustain defendant’s contention that under the terms of the 
statute the filing of the trade-mark is conclusive and controlling. 

In the case of Elgin National Watch Co. v. Illinois Watch Case 
Co., 179 U. S. 665, 672, referring to the Federal Trade-Mark Act, 
Mr. Chief Justice Fuller said: 

Trade-marks are not defined by the act, which assumes their existence 
and ownership, and provides for a verified declaration by applicants for 


registration that they have the exclusive right to the particular trade- 
mark sought to be registered. 


Taking this view of the statute the next question to be decided 
relates to the use of the word “Philadelphia” by the plaintiff. It 
appears without contradiction that this word has been prominently 
displayed on plaintiff’s products since 1912; that it has become a 
trade-name for plaintiff's cigars in Pennsylvania and New Jersey, 
and apparently wherever the cigars are distributed. 

Undoubtedly the word, because of its long and continued use by 
plaintiff, has acquired a secondary meaning, sufficient to entitle 
the plaintiff to its exclusive use, as against a wilful infringer, in 
territory where its product has been marketed, which, under the 
evidence, includes the State of New Jersey. 

The word “Philadelphia” primarily refers to a city in Penn- 
sylvania, and the courts have uniformly held that ordinarily the 
use of the name of a political subdivision cannot be applied to an 
article of commerce, and thereby give to the party using it an ex- 
clusive right, but it may acquire a secondary signification by long 
use, which is entitled to protection. 

The plaintiff used the word “Philadelphia,” probably in the 
first instance, because it was its home city, but by long usage it 
became so associated with its products that it designated the origin 
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of the cigars, so as to entitle it to relief as against any one who 
uses the word adopted, with intent to take advantage of the reputa- 
tion of plaintiff's goods. I am satisfied that the defendant, a resi- 
dent of New Jersey and his business having no connection with 
Philadelphia, in the use of the word “Philadelphia” on his product, 
intended to take such advantage. This conclusion is clearly proven 
or inferable from the evidence. See, Elgin National Watch Co. v. 
Illinois Watch Case Co., supra, and cases there cited. 

The more complicated question is presented as to the use of 
the word “Phillies.” 

Plaintiff claims that its right in this word arises out of the 
facts that its jobbers, and the purchasers of its products, were 
accustomed to use the word “Phillies” as designating its cigars, 
and that, after April 1, 1929, it conducted a campaign of adver- 
tising in which the word was used in referring thereto. 

Defendant says, and it is conceded by plaintiff, that the word 
“Phillies,” preceded by the word “Philadelphia,” was registered 
by him under the New Jersey Trade-Mark Act on October 2, 1929, 
and that he commenced to market cigars under the labeled name 
“Philadelphia Phillies” on October 18, 1929. 

Plaintiff admits that it did not use the word “Phillies” on its 
product until November 8, 1929, after which time the word was 
stamped on the box with a rubber stamp, until January 1, 1930, 
and after that date the cigar boxes were labeled with the word 
“Phillies” superimposed on the word “Philadelphia” as shown in 
plaintiff's exhibit “H.” 

Under these circumstances, I am unable to conclude that the 
plaintiff acquired a right to use the word “Phillies” in November 
of 1929, when it was first employed on its articles of production 
and sale. 

The fact that it had theretofore invented or adopted the word 
would not, in my judgment, entitle it to the exclusive use of this 
word. It may be, and probably is, a fact that the defendant availed 
himself of the opportunity of adopting the name because of the 
fact that Bayuk cigars were sometimes referred to as “Phillies” ; 
but this will not help the plaintiff, because it did not apply the word 
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to its cigars prior to the registration and application thereof by the 
defendant. 

The cases seem to be uniform in holding that the right arises 
out of the actual application of the mark to vendible goods. 

“The exclusive right to the use of a mark or devise claimed as 
a trade-mark is founded on priority of appropriation, and it must 
appear that the claimant of it was the first to use or employ it on 
like articles of production.”—Columbia Mill Co. v. Alcorn. 150 
U. S. 461. 


But a trade-mark rests on such use as makes it point out the origin of 
the plaintiff's goods, and not on invention; and the use must begin early 
enough, and be separate enough, for that. Use by another before, at the 
same place, or near enough to start a similar right, would prevent the 
use from showing such origin.—Tetlow v. Tappan (S. D. N. Y.) 85 F. 
774, 775. 

Nor does the fact that the complainant adopted and used its trade- 
marks but a short time before the defendants imported and sold goods 
bearing like trade-marks, alter the situation. The complainant’s rights 
accrued as soon as it had put goods upon the market bearing its trade- 
marks. Priority of use rather than priority of invention confers the right. 
The right to use does not depend upon any particular period of user; 
once a trade-mark is adopted in good faith and used, the right thereto 
inures and will prevail against any subsequent user.—Walter Baker & Co. 
v. Delapenha, 160 Fed. 746, 748-9 (D. C. N. J., Cross, J.). 

See, also, Metcalf v. Hanover Star Milling Co. (C. C. A. 5) 
204 F. 211, 214 [3 T.-M. Rep. 269]; Sweet Sirteen Co. v. Sweet 
“16” Shop, Inc. (C. C. A. 8) 15 F. (2d) 920 [17 T.-M. Rep. 71]; 
Gray v. Armand Co. ( C. A. D. C.) 24 F. (2d) 878 [18 T.-M. 
Rep. 175]. 

The charge of unfair competition is based, mainly, upon the 
use of the words “Philadelphia Phillies.” Some question is raised 
as to the color and style of the label, but without the above words, 
or one of them, I am reasonably sure that no purchaser would be 
deceived. 

Outside of the label, the only basis for the claim is the alleged 
“nickname” applied to plaintiff's cigars, and the advertising by 
poster and in the newspapers where the plaintiff claims the word 
“Philly” and “Phillies” was applied to its cigars. In view of 
all of the facts, I am not prepared to say that the defendant is 


guilty of unfair competition as applied to the word “Phillies.” 
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This result is partly based upon the idea of the court that the 
plaintiff has not established, by a preponderance of evidence, such 
a use of the word as would entitle it to the exclusive use of the 
same, as against the defendant who registered this word, and 
marketed products thereunder prior to the time the word in ques- 
tion was actually applied to the packages containing the plaintiff's 
cigars. 

Trade-marks and unfair competition are so closely related, that 
the failure of plaintiff to sustain a trade-mark of “Phillies” car- 
ries with it a failure to establish unfair competition. See United 
Drug Co. v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]. 

I find as facts: 

(1) Plaintiff has used and applied to its products the word 
“Philadelphia” continuously since 1912 to the date of filing the 
bill of complaint in this cause. 

(2) That plaintiff did not use the word “Phillies” on its 
products prior to November 8, 1929, but that its cigars were 
referred to as “Phillies” for some years by its officers and em- 
ployes, jobbers and customers; and that on April 1, 1929, and 
thereafter, the plaintiff spent large sums of money in advertising 
its cigars by posters, transparencies, and in newspapers, containing 
the word “Phillies” as applied to its product. Most of this ad- 
vertising, issued prior to January 1, 1930, also had impressed on 
the advertisement a copy of the label of plaintiff with the words 
“Bayuk Philadelphia Cigar. It’s Ripe Tobacco.” On some of 
them the word “Perfecto,” or other word indicating style or size, 
was substituted for the word “Cigar.” 

(3) That defendant, on October 2, 1929, filed his declaration, 
under the New Jersey Trade-Mark Act, adopting the words “Phil- 
adelphia Phillies,” and on October 18, 1929, and thereafter, by 
labels applied this name to packages containing his cigars, attach- 
ing also to said label the name “Schwartz & Co.” in comparatively 
small script. 

(4) That the defendant’s cigars were not manufactured in 
Philadelphia, and that defendant’s business house was located in 
the northern part of New Jersey. 
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(5) That defendant is not guilty of unfair competition, except 
as it may apply to the use of the word “Philadelphia.” 

As matters of law, I find: 

(1) The plaintiff has established the right to the use of the 
word “Philadelphia” as against the defendant. 

(2) The defendant has infringed the trade-mark “Philadel- 
phia” and should be restrained in its use. 

(3) The defendant has established the right to the use of the 
word “Phillies” as against the plaintiff. 

(4) The plaintiff has infringed the trade-mark “Phillies” and 
should be restrained in its use. 

(5) That under all of the evidence, and attendant circum- 
stances, no damage, accounting, or costs should be allowed to 
either party. 

Decree will be settled and signed upon notice. 


Mixes SHoes or New York, Inc. v. Nites Bootery, Inc. ET AL. 
(257 N. Y. S. 790) 


New York Supreme Court, Appellate Division, First Department 
June 10, 1932 


Unram Competition—‘Mites” anp “Nives”—Deceptive Use or Trane. 

Where, after plaintiff had adopted and used as a trade-name on 
its retail shoe stores, some of which were located in the borough of the 
Bronx, New York City, the word “Miles” and had done an extensive 
business under such name since the year 1924, the changing by the 
defendants in September, 1931 of the name “Lebenstein,” originally 
used to distinguish their retail shoe stores in the Bronx, to “Niles 
Bootery, Inc.” held to be unfair competition, and the decision of the 
lower court dismissing the complaint was reversed. 


In equity. Suit to restrain unfair competition. From a deci- 


sion of the Supreme Court, Bronx County, dismissing the com- 
plaint, plaintiff appeals. Reversed. 


Goldfarb & Fleece, (Joseph M. Proskauer, of counsel, J. Alvin 
Van Bergh, on the brief), all of New York City, for ap- 
pellant. 
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Kaplan, Kosman & Streusand (Joseph F. Kosman, of counsel, 
Walter S. Fried, on the brief), all of New York City, for 
respondents. 

Before Fincn, P. J. and Merrett, McAvoy, Martin and 

O’Mattey, JJ. 


Martin, J.: In this equity action the plaintiff seeks an in- 
junction restraining the defendants from using the word “Niles” 
because of its similarity to the plaintiff’s trade-name “Miles.” 

The plaintiff, Miles Shoes of New York, Inc., owns and oper- 
ates a chain of more than fifty retail shoe stores in the states of 
New York and New Jersey; twelve of these stores are in the 
borough of Manhattan and five in the borough of the Bronx. 
Since 1924 the plaintiff has used the name “Miles” as a trade- 
name, and since its incorporation in 1928 the name “Miles” has 
been conspicuously displayed on signs, shoe boxes, and on adver- 
tising matter. The name “Miles” is the given name of Miles 
Rosenberg, the vice-president of the plaintiff corporation. 

The plaintiff's gross business from January 1, 1925, to Septem- 
ber 30, 1931, totaled $19,032,300 on the sale of shoes at prices 
ranging from $2.85 to $4.40 per pair. The plaintiff’s shoes have 
been extensively advertised on car cards, posters, signs, radio 
broadcasting, and through newspaper advertising. In the year 
1930, $90,300 was expended for newspaper advertising, and from 
January 1, 1931, to September 30, 1931, the sum of $50,900 was 
expended. In the Bronx alone more than $7,000 was paid for ad- 
vertising in the local newspapers during nine months of the year 
1931. 

For several years prior to the commencement of this action, 
Milton Lebenstein and Jerome Lebenstein conducted a small chain 
of four retail shoe stores under the name of ‘“‘Lebenstein’s.””’ Three 
of these stores were in the Bronx, one at 18 West Burnside Ave- 
nue, which is located about a half mile distant and five minutes on 
the trolley car from one of the plaintiff’s stores at 471 East Tre- 
mont Avenue. 
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In September, 1931, the defendants decided to change the 
name of the store at 18 West Burnside Avenue to the name of 
“Niles Bootery, Inc.,”’ and placed the word “Niles” above the 
store front and on the show window. The name “Lebenstein” 
was entirely removed. The defendants had been selling shoes at 
prices ranging from $3.94 to $6; but following the change of 
name the defendants adopted prices more nearly in accord with 
those of the plaintiff. 

No one connected with the defendants’ business or in the Leben- 
stein family has the name “Niles.’”’ A comparison of the photo- 
graphs showing two of the plaintiff's stores in the Bronx and the 
defendants’ store on West Burnside Avenue reveals a similarity 
due to the use of the names “Miles” and “Niles” which will un- 
doubtedly result in confusion among shoppers. 

It was argued by counsel who presented the case on appeal that 
the Trial Court erred in refusing to permit the defendants’ wit- 
nesses to explain the reason for adopting the name “Niles.” One 
of the justices asked the counsel to give the reason. The reason 
given was very unsatisfactory, and, if the evidence had been ad- 
mitted by the court it would not affect the result. 

The plaintiff, by the use of the name “Miles” for many years, 
and through extensive advertising, has established “Miles Shoes” 
as a well-known article in the retail shoe trade. There appears 
to be no reason whatever for the defendant taking the name 
“Niles,” which sounds so much like the name “Miles,” other than to 
deceive the public and to obtain the benefit of the plaintiff’s ad- 
vertising. 

We have here a clear case of unfair competition. It does not 
require any argument to show that the practices resorted to by the 
defendants are not only improper but are opposed to commercial 
honesty and should not be tolerated. 

In the case of Bregstone v. Greenberg, 192 App. Div. 213, 182 
N. Y. S. [10 T.-M. Rep. 328], in an action brought to restrain 
the defendants from using 2 trade label with the words ‘The 
Aero Brand” alleged to be an imitation of the plaintiff's trade- 
mark “The Hero Brand,” this court held there was a deliberate 
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case of unfair competition on the part of the defendants, irrespec- 
tive of the plaintiff’s absolute right to his trade-mark, and an in- 
junction pendente lite was granted. At page 215 of 192 App. 
Div., 182 N. Y. S. 340, 342, the court said: 


There is not only a close similarity in the appearance of the words 
employed and in their arrangement, but there is also a similarity of sound 
between the words “Hero” and “Aero,” when spoken by those who pro- 
nounce the first two letters “A E” in the latter word as one syllable, as 
though they were a diphthong. 

There cannot be the slightest doubt that the word “Aero” was 
deliberately selected by defendants for the purpose of imitating plaintiff's 
label and of deceiving the purchasing public, in believing that the garments 
sold by the defendants were those manufactured and sold by the plaintiff. 


In the case of Dobbs § Co. v. Cobbs Haberdasher, Inc., 226 
App. Div. 372, 235 N. Y. S. 422 [19 T.-M. Rep. 298], this court 
said: 


It is entirely apparent to this court that the defendant, a competitor of 
plaintiff, has adopted its corporate name with a view of profiting from 
the long-established and successful business of plaintiff. No person of 
the name of “Cobbs” is connected with the defendant corporation, and no 
excuse is offered for the adoption of such name, and the use of the name 
“Cobbs” by the defendant will, in our opinion, result in serious confusion 
of trade and deception of the public, and the adoption and use by de- 
fendant of a name so similar to plaintiff’s trade-name, in our opinion, 
constitutes an act of unfair competition. The defendant should be 
restrained from using the name “Cobbs” in any form whatsoever, whether 
alone or in conjunction with the defendant’s corporate title. 


In the case of Celluloid Mfg. Co. v. Cellonite Mfg. Co. (C. C.) 
32 F. 94, 97, the court, after pointing out that the name of the 
defendant was not identical with that of the complainant, said: 


That would be too gross an invasion of the complainant’s right. 
Similarity, not identity, is the usual recourse when one party seeks to 
benefit himself by the good name of another. . . . The name “Cellonite 
Manufacturing Company” is sufficiently similar to that of the “Celluloid 
Manufacturing Company” to amount to an infringement of the com- 
plainant’s trade-name. 

In the case of Roy Watch-Case Co. v. Camm-Roy Watch-Case 
Co., 28 Misc. Rep. 45, 48, 58 N. Y. S. 979, 981, the court held 
that the name “Camm-Roy Watch-Case Co.” was an improper 
simulation of “Roy Watch Case Co.,” although two of the incor- 
porators of the defendant were named Roy and Camm respectively. 
The court said: 
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. . The courts of this country and of England ... . con- 
demn ‘not the assumption of the identical name only, but any real simula- 
tion of the name which is calculated to deceive or confuse the common 
mind. This is the rule, regardless of the motive of the offender. Here 
the defendant took the plaintiff's corporate title, the “Roy Watch-Case 
Company,” as an entirety, and adopted it as its own, after prefixing to 
it the name “Camm,” so that, thus changed, it read “Camm-Roy Watch- 
Case Company.” A simulation more nearly approaching identity can 
scarcely be imagined. 

In view of the law as set forth in the above-cited cases and the 
facts established by the plaintiff herein, the right to an injunction 
restraining the defendants from using the name “Niles” or any 
other name similar to that of “Miles’’ was clearly established. 

The judgment should be reversed, with costs, and judgment 
granted for the plaintiff, with costs. 

Judgment reversed, with costs, and judgment directed in favor 
of plaintiff, with costs. The findings inconsistent with this determi- 
nation should be reversed, and such new findings made of facts 
proved upon the trial as are necessary to sustain the judgment 
hereby awarded. Settle order on notice. All concur. 


JanTzeEN Knittinc Miuuis v. A. Batmutn, Inc. 
(257 N. Y. S. 611) 


New York Supreme Court, Appellate Division, Second Department 
June 13, 1932 


Unram Competition—Removine Laset sy Deater—Possisruitry or Svus- 
STITUTION. 

The removal by defendant, which dealt in plaintiff's swimming 
suits, of the distinctive label identifying such suits as of plaintiff's man- 
ufacture, held to create the possibility of unfair competition against 
the plaintiff and the perpetration of a fraud on the buying public. 

In equity. Action for unfair competition. From an order 
granting defendant’s motion to dismiss the complaint, plaintiff 


appeals. Order reversed and motion denied. 


Frank I. Schechter, of New York City, for appellant. 
David Ray Bernstein, of New York City, for respondent. 
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Per Curiam. Order granting motion to dismiss complaint for 
insufficiency reversed on the law and the facts, with $10 costs and 
disbursements, and motion denied, with $10 costs, with leave to 
defendant to answer within ten days from date of entry of the 
order herein. Because of extensive advertising, plaintiff's distinc- 
tive label is identified with, and has become a part of, the swim- 
ming suits that it manufactures. The removal of the label con- 
verts a well and favorably known article into an article of non- 
descript make. The label is plaintiff's “authentic seal.” It 
vouches for the quality of the goods. Yale Electric Corporation 
v. Robertson (C. C. A.) 26 F. (2d) 972 [17 T.-M. Rep. 414], 
quoted in John Forsythe Co., Inc. v. Forsythe Shoe Corp., 234 
App. Div. 355, 254 N. Y. S. 584 [22 T.-M. Rep. 246]. By ad- 
vertising the sale of plaintiff's swimming suits and by removing 
therefrom the distinctive label before offering them for sale, de- 
fendant provided itself with an opportunity, if it were so disposed, 
of selling goods of another and perhaps inferior make under its 
representation that it was selling plaintiff's goods. It thus created 
the possibility not only of unfair competition against the plaintiff, 
but of the perpetration of a fraud on the buying public. 


NEUBERT ET AL. V. NEUBERT 
(161 A. 16) 


Court of Appeals of Maryland 
June 21, 1932 


Unram Compretition—Use or Same SurNAME IN ComPETING BusiNEss— 
Necessity To DistrneuisH. 

Plaintiff had since 1885 carried on a business in the City of Balti- 

more of shucking, packing and shipping oysters and had built up a 
large business therein throughout the United States under the name 
“Chas. Neubert & Co.” Defendants, Frank D., Leo, and Charles A. 
Neubert began, in Baltimore, in the year 1921, the business of packing 
and shipping oysters under the name “Castle Packing Company,” but 

in 1931 changed the name to “Neubert Bros.” It having been proven 
that the name “Neubert Company” has become associated exclusively in 
the public mind with plaintiff’s business, held that the order directing 
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defendants to properly to distinguish their business from that of plain- 
tiff’s should be affirmed. 
Unram Competition—Svuits—Insuncrion—Form or Norice. 

In the case at issue, held that the defendants were rightly enjoined 
from using the word “Neubert” in their business, unless same was 
accompanied by the statement “This firm has no connection with the 
original firm of Chas. Neubert & Co., oyster packers of Baltimore.” 


In equity. On appeal from the Circuit Court of Baltimore 
City. From an order overruling demurrer and directing the is- 
suance of a temporary injunction, defendant appeals. Order af- 
firmed and case remanded. 


James M. Roche, of Baltimore, Md., for appellants. 
J. Craig McLanahan (France, McLanahan & Rouzer, on the 
brief), all of Baltimore, Md., for appellee. 


Urner, J.: The question presented on this appeal was raised 
in the lower court by demurrer to the bill of complaint, which al- 
leged in substance, that the plaintiff, Charles Neubert, has been 
conducting in the City of Baltimore, since 1885, the business of 
shucking, packing, selling, and shipping oysters to various points 
throughout the United States; that he carried on the business for a 
number of years in his own name, but for the past twenty-five 
years in the name of “Chas. Neubert & Co.”; that the business 
has been very successful because of the extensive advertising by 
the plaintiff of his oysters, and of their good quality, and has 
established a name for “Neubert Oysters’ throughout the United 
States and parts of Canada; that “the name ‘Neubert,’ which is 
not a name commonly met with, has thus become associated in the 
minds of a great many purchasers, with shucked oysters’; and 
that the plaintiff was the only person in Baltimore engaged in 
shipping oysters under the name of “Neubert” prior to the use by 
the defendants of that name in the oyster shipping business. It 
was further alleged in the bill that the defendants, Frank D. Neu- 
bert, Leo Neubert, and Charles A. Neubert, have conducted in 
Baltimore, since the year 1921, the business of packing and ship- 
ping oysters under the name of “Castle Packing Company,” but in 
the fall of 1931 they commenced to operate under the name of 
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“Neubert Bros.,” and have extensively advertised their business 
under that name, and that the defendants “have taken no adequate 
means to prevent misunderstanding in the minds of the purchasing 
public as to the identity of ‘Neubert Bros.’ with ‘Chas. Neubert & 
Co.,’ although they began using the name ‘Neubert’ in connection 
with the shipping of oysters long subsequent to the time when the 
plaintiff established himself in that field.” It was averred that the 
action of the defendants in thus using the name “Neubert” without 
adequately explaining that they were not connected with the busi- 
ness of the plaintiff has caused confusion and misunderstanding in 
the minds of many purchasers of oysters throughout the United 
States, that, prior to the adoption by the defendants of the name 
“Neubert” for their business, many orders for the plaintiff's oys- 
ters came by letter or telegran addressed simply to “Neubert, 
Baltimore,” but, if the defendants are permitted to use that trade- 
name without explanation that it has no relation to the plaintiff's 
business, great confusion will exist, and that customers of the 
plaintiff have inadvertently sent orders, which were really in- 
tended for the plaintiff, and he has received orders and telegrams | 


ee ee er 


~ 


which he has forwarded to the defendants as the obviously intended 
recipients. The bill then alleges that the plaintiff requested the 
defendants either to avoid using the name “Neubert” for their 
trade purposes, or to use it with language indicating clearly that | 
they were not connected with the business which the plaintiff has | 
conducted, but the defendants refused to comply with either of | 

| 
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those requests. 

The arguments on appeal are in accord as to the principles of 
law invoked, but their application to the facts alleged by the bill 14 
is controverted. It is agreed that the defendants have the right 


--- 


to use their own surname as a designation of the partnership busi- 
ness in which they are engaged, and that the right of the plaintiff 
to require the defendants to employ distinguishing terms depends 
upon the question as to whether the previous use of the name by the 
plaintiff has become so associated with the product of his oyster 
packing industry that its unqualified adoption for a similar enter- 
prise would involve unfair competition. In that event the plaintiff 
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would be entitled to the benefit of the secondary meaning which the 
name had thus acquired, and it would be the duty of the defendants 
to respect that right by accompanying their use of the same sur- 
name with an explanation to the public that their business is dis- 
tinct from that in which the plaintiff is engaged. Herring-Hall- 
Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 559, 28 S. Ct. 
350, 352, 52 L. Ed. 616, 620; Stix, Baer § Fuller Dry Goods Co. 
v. American Piano Co. (C. C. A.) 211 F. 271 [4 T.-M. Rep. 246]; 
Stark v. Stark Bros. Nurseries §& Orchards Co. (C. C. A.) 257 F. 
9 [9 T.-M. Rep. 182]; W. R. Speare Co. v. Speare, 49 App. D. C. 
318, 265 F. 876 [10 T.-M. Rep. 372]; Guth Chocolate Co. v. Guth 
(D. C.) 215 F. 750 [4 T.-M. Rep. 473]; Chickering v. Chickering 
§& Sons (C. C. A.) 120 F. 69 [4 T.-M. Rep. 279]; Walter Baker 
§& Co. Ltd., v. Sanders (C. C. A.) 80 F. 889; Walter Baker & Co. 
v. Baker (C. C.) 77 F. 181; Stonebraker v. Stonebraker, 33 Md. 
252; Nims on Unfair Competition (2d Ed.) § 37, p. 67. In the 
first of the cases just cited, it was said by the Supreme Court in 
an opinion by Mr. Justice Holmes: 

The principle of the duty to explain is recognized in Howe Scale Co. 
v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 
972. It is not confined to words that can be made a trade-mark in a full 
sense. The name of a person or a town may have become so associated 
with a particular product that the mere attaching of that name to a 
similar product, without more, would have all effect of a falsehood. 
Walter Baker & Co. v. Slack, 130 F. 514, 65 C. C. A. 138. An absolute 
prohibition against using the name would carry trade-marks too far. 
Therefore the rights of the two parties have been reconciled by allowing 
the use, provided that an explanation is attached. Singer Mfg. Co. v. 
June Mfg. Co., 163 U. S. 169, 200, 204, 16 S. Ct. 1002, 41 L. Ed. 118, 130, 
131; Brinsmead v. Brinsmead, 13 Times L. R. 3; Reddaway v. Banham 
(1896) A. C. 199, 210, 222; American Waltham Watch Co. v. United States 
Watch Co., 173 Mass. 85, 87, 53 N. E. 141, 43 L. R. A. 826, 73 Am. St. 
Rep. 263; Dodge Stationery Co. v. Dodge, 145 Cal. 380, 78 P. 879. Of 


course, the explanation must accompany the use, so as to give the antidote 
with the bane. 


The demurrer in this case concedes, for the purposes of the 
present decision, that the name “Neubert,” as used exclusively by 
the plaintiff in Baltimore during a long period of years, has become 
associated, in the minds of purchasers, with his oyster shucking, 
packing, and shipping business. While it is a natural and not a 
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manufactured product in which he deals, the demand in the market 
for his oysters would be influenced by the care and skill with 
which they are selected and packed. It is admitted by the demurrer 
that the plaintiff's business has succeeded because of the good 
quality of the oysters which he has sold to his customers. If, as 
alleged in effect, he has developed for his business a reputation 
which the name “Neubert” signalizes in the public mind, it is only 
just that other possessors of the name, who desire to use it for a 
competing business, should be required to exercise that right in 
such a way as to avoid an appropriation of the good-will which the 
plaintiff's enterprise had previously created. 

The order which overruled the demurrer also directed the is- 
suance of a temporary injunction against the use by the defendants 
of the name “Neubert” in any advertisement, label, price list, or 
other literature in their oyster business, without accompanying it 
by the statement: “This firm has no connection with the original 
firm of Chas. Neubert & Co., oyster packers of Baltimore.’’ There 
was a reservation to the defendants of the right to move for the 
dissolution of the temporary injunction after filing their answer. 
The provision in the order for the explanatory statement to be 
made by the defendants in their use of the trade-name is sub- 
stantially in accordance with forms prescribed in the cases of 
Walter Baker § Co., Ltd., v. Sanders, Chickering v. Chickering 
§ Sons, and W. R. Speare Co. v. Speare, supra. 

Order affirmed, with costs, and case remanded for further 
proceedings. 


DeEcIsIoNs OF THE COMMISSIONER OF PaTENTS 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for perfumes, toilet waters, etc., the notation 
“L’Ardente Nuit’ in view of the prior adoption and use by opposer, 
or its predecessor in business, of the notations “Arden,” ‘“Ar- 
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denette,” and “Ardena” upon perfumery, toilet water, face lotions, 
etc. 

The ground of the decision is that the goods of the parties are 
of the same descriptive properties and that applicant’s mark is 
confusingly similar to the marks of the opposer. 

In his decision, after noting that the testimony before the 
Examiner of Interferences had not been printed but had been 
considered and has now been printed and that the Examiner held 
that the registered marks which had been submitted were issued 
to “Florence N. Lewis, doing business as Elizabeth Arden,” and 
that the record did not support a holding that these registrations 
were part of opposer's case and that registration of the term 
“Ardena” had not been pleaded in the original notice of opposition, 
the First Assistant Commissioner held that the three marks should 
be considered, since 


It is well settled that in a trade-mark opposition proceeding any ques- 
tion may be disposed of relating to the proposed registration that might 
properly arise in an ex parte case. (Citing decisions.) 


With respect to the marks, he stated that while the applicant’s 
mark is from the French language and would mean to those familiar 
with that language “the ardent night,” most purchasers of this 
class of goods would have little, if any, knowledge of the French 
language and that 


The marks should be considered as a whole and the opposer has adopted 
as the principal and predominating features of its mark a word which 
would readily be mistaken as another variation of the basic mark “Arden”; 
and there would, it is believed, be likelihood of confusion as to the origin 
of the goods. The opposer’s mark “Ardenette” and the word “Ardente” 
in the applicant’s mark are almost identical in appearance and spelling. 


With reference to the goods he said: 


While some distinction has been made in the decision below regarding 
the difference in the goods, perfumes and cosmetics, yet these goods must 
be deemed to belong to the same general class. Very many cosmetics, 
toilet waters, face lotions, face creams, etc., are quite noticeably perfumed. 
This is a matter of common knowledge. The goods upon which the parties 
use their respective marks must be held, therefore, to possess the same 
descriptive properties and belong to the same class.’ 


* Elizabeth Arden, Inc. v. Lionel Trading Co., Inc., Opposition No. 11,037, 
156 M. D. 903, June 29, 1932. 
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Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for perfumes, shampoos, etc., the term 
“Sano-Bath” in view of the prior adoption and use by opposer of 
the marks “Zanol” and “Zano-Dent,’ the mark “Zanol” having 
been used for perfumes, shampoos, etc. 

The ground of the decision is that the goods are the same and 
the marks confusingly similar. 

With reference to the latter question, the First Assistant Com- 
missioner said: 


The word “Bath” in applicant’s mark is descriptive as to some of the 
goods upon which her mark is used and has been in consequence disclaimed. 
The notation “Sano” is deemed to be as nearly like “Zanol” as was the 
notation “Sanlo” in the case of The American Products Company v. 
Herbert F. Braithwaite, 414 O. G. 302, C. C. P. A., November 27, 1931 
[21 T.-M. Rep. 646], or as was the notation “Zeno” in the case of The 
American Products Company v. Leonard, 415 O. G. 3, C. C. P. A., Decem- 
ber 7, 1931 [22 T.-M. Rep. 64]. While the applicant’s mark should be 
considered as a whole yet the word “Bath” being descriptive as to some 
of the ‘goods would not be very distinctive, and it also appears on 
packages of opposer’s bath salts. 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicants are not entitled to 
register as a trade-mark for fresh citrus fruits, the notation “Royal 
Taste,” in view of the prior registration by another (registration 
No. 213,241) of the term “Royal” for the same goods. 

The ground of the decision is that the goods are of the same 
descriptive properties. 

In his decision the First Assistant Commissioner said: 


The applicants contend that the word “Taste” used in connection with 
the word “Royal” would serve to distinguish from the registrant’s mark in 
which the word “Royal” is used alone. The applicants have adopted the 
entire mark of the registrant and added to it an additional word descrip- 
tive of a quality of the goods. It is considered that confusion would be 
inevitable if both marks appear upon this same class of goods in the same 
market since the goods in each instance would be called for and known 
as “Royal” fruits.’ 


*The American Products Company v. Adelaide Ortegat, Opposition 
No. 11,229, 156 M. D. 909, July 21, 1932. 

*Ex parte Norwood & McCormick, Sev. No. 293,286, 156 M. D. 908, July 
21, 1932. 
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WintuHrop Cuemicart Company, Inc. v. Davin H. WEINBERG, doing 
business as ALDEN Park PHARMACY 


United States Circuit Court of Appeals, Third Circuit 
July 26, 1932 


Unrair ComMPETITION—SUBSTITUTION. 

In ordinary commercial affairs, substitution by deception is wrong- 
ful, but, when found in the healing art, it may reach the grade of 
malice. 

Unrar Competition—“LuMINAL” FOR PHENOBARBITAL—SUBSTITUTION BY 
Rerait Drveeisr. 

Where plaintiff had for many years been putting out under the 
trade-mark “Luminal” a brand of phenobarbital in distinctive packages, 
and had identified such product in the public mind by such mark, the 
sale by defendant of another make of phenobarbital as “Luminal,” held 
unfair competition and was enjoined. 

In equity. Action to enjoin unfair competition in the substitu- 


tion of plaintiff's trade-marked preparation. Injunction granted. 


Montgomery § McCracken, of Philadelphia, Pa., for appellant. 
Samuel Packman, of Philadelphia, Pa., for appellee. 


Before Burrineton, Woo.iey and Tuompson, Circuit Judges. 


Burrineton, J.: This case concerns phenobarbital, a sedative 
and hypnotic drug extensively prescribed in epilepsy and various 
diseases. Since 1919 the Winthrop Chemical Company, a cor- 
poration of New York, has manufactured and sold medical and 
chemical preparations to physicians and pharmacists. These arti- 
cles have been of such excellence and dependability as to win the 
confidence of physicians and lead them to specifically prescribe 
them. The company does not deal with the public, but seeks only 
the patronage and good-will of physicians and pharmacists. Among 
other means used to that end, it spends large sums in advertising 
in trade journals patronized by the medical and drug professions. 
A number of years ago it undertook to prepare a dependable 
phenobarbital and for such preparation it created and gave to it 
the original name of “Luminal.” This “Luminal’” brand of pheno- 
barbital has so grown in favor that up to the filing of the bill 


eleven and a half million packages of it have been sold. In gaining 
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this trade the company has in the last seven or eight years annually 
spent in advertising from seventy-five to a hundred thousand dol- 
lars. As the proof is that phenobarbital “is a potent drug and 
is not to be prescribed without care and careful consideration for 
the safety of the patient,” it follows that while the physician is 
deeply concerned professionally in the integrity of the pheno- 
barbital used in filling his prescriptions, the patient who uses it, 
and who pays the druggist who fills it, is even more vitally inter- 
ested in getting the phenobarbital his trusted physician directs. 
In that regard we agree with the old-fashioned honesty as testified 
to by a physician of repute who says: 


When the physician has diagnosed and prescribed for a patient, he 
certainly expects his prescription to be filled without any deviation what- 
ever, and if it is not, the consequences are likely to be serious for all 
parties concerned. This is especially true in prescribing a drug used as a 
sedative and hypnotic. 


In addition to its trade good-will, the Winthrop Chemical Com- 
pany has a registered trade-mark of the word “Luminal,”’ No. 
155,871, dated June 6, 1922, with the claim that it or its prede- 
cessors had used it since March 1, 1912. “Luminal” is put up 
in metal cases of a form and description which insure its 
authenticity in the hands of the druggist, as well as its being a 
product of the Winthrop Chemical Company and as made by The 
Bayer Company, the compounder. The proof is that it is well 
known to the profession and that it has gained its confidence and 
regard. In that respect the evidence is, “the “‘Luminal’ brand 
of phenobarbital bears a high reputation and that doctors have 
great confidence in it. They feel that they know the precaution 
with which it is put up and sold, and that they may prescribe it 
with confidence as to the therapeutic effects to result from its use.” 

The care with which “Luminal” is prepared is proved by Wil- 
liam C. MacLennan, chemist in charge of the analytical department 
of the well-known and reputable Bayer Company, which makes 
“Luminal” for the Winthrop Company. He says: 


One of my duties is to check up on all “Luminal” manufactured by 
The Bayer Company, Inc., for Winthrop Chemical Company, Inc. For 
this purpose a sample from every batch of “Luminal” manufactured is 
submitted to me for analysis and test. Either I personally, or some 
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other chemist under my supervision, makes one or more analyses and 
tests on every sample. As a result, I am thoroughly familiar with the 
formula and constituents of genuine “Luminal” and am able to determine 
positively and definitely whether any product tested by me is “Luminal” 
or not. 


We have given due consideration to the affidavits produced by 
both sides, with the result that we find the facts to be as stated 
by affiants for the plaintiff, whose testimony we quote. Their 
experience, standing and opportunities, both in Philadelphia and 
New York, to personally know the matters to which they testify, 
carry a weight the defendant’s affiants do not. 

As to what is meant by “Luminal,” the trade-name, we have 
the testimony of the Dean of the Philadelphia College of Phar- 
macy that— 


To me, and I believe to the pharmaceutical and medical profession 
generally, the word “Luminal” is not the descriptive name of a substance, 
but is the name by which a particular make of a substance is distinguished. 
In short, “Luminal” is Winthrop’s brand of phenobarbital. 


To the same effect is the evidence of a New York physician of 
such wide hospital staff connection in that city as gave him an 
opportunity to know: 


When a physician prescribes “Luminal,” he means the Winthrop brand 
of phenobarbital and expects the druggist to fill the prescription with 
that particular product. He does not mean that the druggist may give 
any or no brand of phenobarbital. So far as my knowledge and experience 
goes, there is no uncertainty in the medical and pharmaceutical professions 
respecting the descriptive name of the substance in question. That name 
is phenobarbital. Likewise, there is no uncertainty respecting the name 
“Luminal.” It is understood that it is the trade-mark name for the 
Winthrop brand of phenobarbital. 


Another physician of prominent hospital staff connection in 
that city deposed: 


I am well acquainted with a chemical substance known as _ pheno- 
barbital. That is the name of that substance, and as such is well known 
in the medical and pharmacal professions. I am also acquainted with 
the name “Luminal.” That is the trade-mark name of the Winthrop 
Chemical Company of New York for the chemical substance phenobar- 
bital. Phenobarbital is sold by different houses. There are different 
brands of it, and some of it has no brand. It is desired to have the 
brand which is sold by the Winthrop Chemical Company, one may identify 
it by the name “Luminal.” That name is well known in the medical and 
pharmacal professions as identifying Winthrop Chemical Company’s brand 
of phenobarbital. 
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The further affirmative proof by respectable, disinterested 
pharmacists in Philadelphia is summarized by one who says: 


In connection with my business, I have become acquainted with a 
large number of physicians and pharmacists in this city. For many years 
I have known the drug “Luminal.” I know that this name “Luminal” 
means to me, to physicians and pharmacists generally in this vicinity a 
particular brand of phenobarbital, manufactured by Winthrop Chemical 
Company. There are several other brands of phenobarbital, but the word 
“LLuminal” is never used to designate any other brand. It is not a generic 
term but is the trade-name of the Winthrop Chemical Company. 

From the proofs it appears that a physician of this city, on 
four different occasions, issued prescriptions directed to the Alden 
Park Pharmacy, the defendant, in each of which he specified 
“Luminal” to be put up in capsules and taken as directed. These 
four prescriptions were filled by the defendant and paid for by 
the person for whom the prescription was given and filled. Sub- 
sequently such medicine was sealed and sent to MacLennan, who, 
as noted above, was in charge of the analytical department of The 
Bayer Company, whose testimony is: 


On October 5, 1931, I broke the seal and tested the contents of some 
of the capsules to determine whether or not the produce was “Luminal” 
distributed by the Winthrop Chemical Company, Inc., and manufactured 
by The Bayer Company, Inc. I also made a recheck on the same day. 
As a result I state positively that the product was not “Luminal.” 

As the proof is that ““Luminal” commands a higher price than 
unbranded phenobarbital costs a druggist, the purpose of the de- 
fendant in surreptitiously substituting a different phenobarbital 
than the one ordered by the doctor is clear. No contention is 
made that any mistake was made or that the druggist did not have 
“Luminal” on hand. In fact, he justifies his conduct and asks 
this court to approve of his deceptive substitution. This we de- 
cline to do. The question before us is simply a case of dishonest 
deception and as said in Vick v. Vick, 8 Fed. (2d) 49 [16 T.-M. 
Rep. 67] “The underlying principle of unfair competition is to 
prevent substitution by deception,” a principle recognized by this 
court in Rosenberg v. Elliott, 7 Fed. (2d) 963 [15 T.-M. Rep. 479]. 
In ordinary commercial affairs ‘substitution by deception” is 
wrongful, but when in the healing art there is “substitution by 
deception,’ greed may reach the grade of malice. Accordingly, 
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we direct the court below to issue the preliminary injunction 
prayed for. 


Tue Coca-Cota Company v. Tue Hy-Po Co., Jack Liss, Harry 
Suarr, Hitter Suarr, Istpore SuHarF and Mrixo-Cota Company 


United States District Court, Eastern District of New York 


August 22, 1932 


Unram Competition—Cotor as Exement—Use or Corortnc Martrer 
Pusiicr Juris. 

The use of caramel as a coloring matter is not in itself sufficient 
basis for an injunction. Where defendants put out a beverage some- 
what similar in color to the “Coca-Cola” beverage manufactured by 
plaintiff, held that they could not be enjoined from continuing the use 
of the brown coloring, provided it was not used as a means of com- 
peting unfairly. 

Unram CompetitTion—ImitatTinG APPEARANCE OF Goons. 

Use of the word “Mixo-Cola” or any word similar to “Coca-Cola,” 
also the use of the color red on barrels of syrup in simulation of 
plaintiff's barrels, held unfair competition and was enjoined. 

Unram Comretirion—INsuNcTiIon—Form or Decree. 

In an action to restrain defendants from competing unfairly with 
plaintiff in putting out a beverage similar in color, taste and name, 
the form of decree enjoined any use by defendants, in the sale or mar- 
keting of their product, of barrels or receptacles, colored red or their 
selling any beverage or syrup similar in color to plaintiff's, except 
when such beverage or syrup was sold in receptacles, marked or labeled 
prominently with the name of defendants’ product and designed to be 
delivered in original bottles or packages. 


In equity. Action for unfair competition. Injunction granted. 


James F. Hoge, of New York City, Edward S. Rogers, of 
Chicago, Ill., and Roy Jones, for plaintiff. 

Kadel, Van Kirk & Trencher, of New York City, and Frank 
Steinberg, of Brooklyn, N. Y., for defendants Hy-Po, and 
Jack Liss, Bernard Trencher, of counsel. 

Samuel Rabinowitz, of New York City, for defendants, Hillel 

Sharf, Isidore Sharf and Mixo-Cola Company. 


faa rT. sabe 


Incu, J.: Plaintiff corporation, a citizen of the State of Dela- 
ware, makes and sells a beverage which is called Coca-Cola. It 
has been doing so for many years and, by diluting it with car- 
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bonated water, many people have found it to be a refreshing drink. 

Large sums of money have been spent by plaintiff in distribut- 
ing and advertising this drink. 

In this way it has become so popular that it has been said 
by the Supreme Court (1920): “The name now characterizes a 
beverage to be had at almost any soda fountain. It means a 
single thing coming from a single source, and well known to the 
community. It hardly would be too much to say that the drink 
characterizes the name as much as the name the drink. In other 
words, Coca-Cola probably means to most persons the plaintiff's 
familiar product to be had everywhere rather than a compound 
of particular substances.” Coca-Cola Co. v. Koke Co., 254 U. S. 
143-146 [10 T.-M. Rep. 441]. 

According to the testimony approximately $5,000,000 was spent 
by plaintiff in advertising this drink in 1931, the sales that year 
amounting to considerably over $26,000,000. 

When such a product, of this continued success and nature, 
with the remunerative result indicated, is considered, and the gen- 
eral hurry and the carelessness of a citizen seeking a drink at a 
soda fountain is contemplated, the attraction is strong to those who 
would unfairly compete with plaintiff and slyly profit by the great 
advertising campaign continually carried on by plaintiff. 

It is not surprising, therefore, to find repeated and various 
attempts of this kind of competition, some of which have justified 
proceedings in the courts, requiring at all times, as indicated in 
this record, constant vigilance on the part of plaintiff and the 
maintenance by it of a large and expensive staff of investigators 
and chemists. See, for instance, Coca-Cola v. Old Dominion Bever- 
age Co., 271 Fed. 600 [11 T.-M. Rep. 128]. Coca-Cola v. Duber- 
stein, 249 Fed. 763. Coca-Cola v. Chero-Cola Co., 273 Fed. 755 
[11 T.-M. Rep. 252]. Coca-Cola Co. v. Brown & Allen, 274 Fed. 
481 [13 T.-M. Rep. 198]. Coca-Cola v. Gay-Ola Co., 200 Fed. 
720 [4 T.-M. Rep. 297]. Coca-Cola v. The Koke Co., 254 U. S. 
143 [10 T.-M. Rep. 441]. 

There is, however, another thing that has interested me, at this 
trial, in regard to the beverage itself, that is, that which the syrup 
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actually contains, as a whole, is consistently maintained by plain- 
tiff to be secret. To be sure there is a standard fixed by plaintiff 
in regard to its ingredients such as the definite amount of caffeine, 
phosphoric acid, etc., and the color, produced by caramel, being 
measured by plaintiff's chemists by the usual colorimeter. But, 
nevertheless, even the chemists of plaintiff state that there is, in 
addition, a so-called flavoring ingredient which is secret, and this 
consists of several elements which are not disclosed and which are 
only known to the employees of plaintiff, as 7X. 

For instance, taking at random the testimony, the witness 
Allen, one of plaintiff's chemists at Atlanta, Ga., duly qualified 
and so employed for several years, stated that he had been long 
engaged in the manufacture of Coca-Cola syrup and that this 
flavoring ingredient “reached me in a sealed can, shipped from 
Atlanta, Ga. . . . That the name for the ingredient is called 7X. 
That it is the ‘secret’ flavor.” 

Not to be outdone in this regard the defendants also have a 
“secret” flavor. 

So that, so far as copying the exact drink of plaintiff is con- 
cerned, while the plaintiff has the right to keep its ingredients 
secret, this court cannot find that its drink in regard to all its 
elements was or has been copied. 

However, this is but a part of the question submitted nor does 
it leave the plaintiff remediless where unfair competition is shown 
in other respects. 

Plaintiff claims that while defendants used the name Hy-Po 
and not that of Coca-Cola, yet its labels were confusing to the 
public and that plaintiff always sent its product to dealers in “red” 
barrels and that defendant used the same colored barrels. That 
advertising used by defendants was likewise confusing to the public 
and also that, in a number of instances, defendants’ beverage was 
sold to persons requesting Coca-Cola as the plaintiff's drink. 

Of course, this sort of competition was unfair and should be 
stopped and it needs the citation of no authority for such action 
by the court as its vice is obvious and direct. 
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This suit was commenced on or about February 11, 1932, and, 
.so far as I can find, no such direct act of unfair competition has 
been proved since the commencement of the suit. 

The fact that such acts did occur, however, for a considerable 
time, from a period in 1931 down to about the time when the suit 
was commenced was duly proved and will be noticed later. 

Both the syrup of plaintiff and that of defendant is approxi- 
mately white and must be colored by caramel to obtain the familiar 
reddish-brown color of Coca-Cola and the color of defendants’ 
product. 

Accordingly, in addition to those direct acts of unfair competi- 
tion as to which there can be no question as to plaintiff's rights and 
which defendants protest that they no longer continue even if it 
could be found, which they dispute, that they ever took place with 
the knowledge and consent of the defendants, the plaintiff claims 


an exclusive right to this “color” of the drink by caramel and that, 
in this way, the defendants give to their product a distinct and 
characteristic “color” as a part of intentional unfair competition 
by them with plaintiff for the reason that plainitff claims the usual 
and careless citizen buys the drink because of its “color’’ among 
other things. Plaintiff claims also that the defendants intentionally 
manufactured and placed upon the market their beverage with the 
known ingredients I have already mentioned in substantially the 
same proportions and with this distinctive color and a similar taste 
for the sole purpose of not only confusing the general public with 


Coca-Cola but in this way unfairly taking unfair advantage of the 
money so expended by plaintiff and the acknowledged popularity 
of its drink. 

Before proceeding further a word should be said about how 
this suit arose. 


Defendants are: The Hy-Po Company, Inc., a citizen of the 
State of New York. Whenever reference is made hereafter to the 
defendant corporation it is intended, unless otherwise stated, to 
refer to this defendant. Hillel Sharf also known and sued as 
Harry Sharf, his brother Isidore Sharf, and Jack Liss. 
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In the bill of complaint there were also named as defendants 
a “Mixo-Cola Company” and “Sharf’s Luncheonette,”’ but it now 
appears that there were no such corporations, the confusion arising 
from the use of trade-names by individual defendants. 

In the late spring of 1931 a man named Greenspan, who later 
became a director of and a salesman for the defendant corpora- 
tion and who had some sort of an interest in several drug stores, 
introduced Hillel Sharf to the defendant Liss. The latter was at 
that time experimenting with the formula for a beverage syrup. 
He made it in the basement of his drug store and sold it at his 
fountain above. 

Hillel Sharf with his brother Isidore Sharf was in the sign 
business in Long Island City. 

Greenspan had become acquainted with the Sharfs by reason 
of the latter supplying advertising signs. Thereupon the Sharfs, 
Liss and one named Berg went into the manufacture and sale of 
this product which was called Hy-Po in premises adjoining the 
Sharfs’ place of business, provided by Sharf. Hillel Sharf became 
a creditor of Liss, which claim he subsequently enforced by judg- 
ment and execution. After this the former drug store was a 
luncheonette at 63 Fifth Avenue. 

About August 19, 1931, the defendant corporation was organ- 
ized and on November 23, 1931, an agreement was entered into by 
the defendant Sharf, Liss and others, among them Greenspan, 
and the defendant corporation under which new money was obtained 
for the venture. Greenspan and his wife became stockholders, 
the former becoming also a director. Liss was made president and 
Hillel Sharf vice-president. In substance all the parties in this 
original venture thus became interested in the defendant corpora- 
tion. 

Plaintiff's proof sufficiently shows direct acts of unfair com- 
petition by these defendants, commencing with August 12, 1931, 
prior to the formation of the defendant corporation and continuing 
thereafter until shortly before the suit was commenced. 

In fairness to those now in charge of the defendant corpora- 
tion, or at least some of them, it is likewise apparent that the 
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ideas of Harry Sharf, who had been elected vice-president of the 
defendant corporation pursuant to the contract of November 23, 
1931, were not acceptable, for, within a month after his election, 
efforts were made by the defendant corporation to oust him. This 
took the form of an action for that purpose. Sharf made a motion 
to dismiss the complaint in that action; this, apparently, was denied 
and, as Sharf subsequently resigned and his resignation was 
accepted, the suit was discontinued. 

It would also appear that Harry Sharf and Isidore Sharf his 
brother, while this controversy was going on, became involved in 
still another controversy with the defendant corporation. This was 
because the defendant corporation claimed that the Sharfs were 
making the same drink as Hy-Po, only calling it Hy-Bo. 

On or about December 19, 1931, therefore, the defendant cor- 
poration brought suit in the state court to restrain the Sharfs from 
making and selling this drink known as Hy-Bo. This suit is still 
undetermined. A temporary injunction was granted to the defend- 
ant corporation which, on appeal, was affirmed. 

Thus while it appears that those in charge of the defendant 
corporation, after its formation, were having these misunderstand- 
ings, the proof shown by plaintiff on this trial indicates that during 
these personal controversies and the last mentioned suit the real 
issue was to prevent the sale of the drink Hy-Bo rather than any 
desire not to unfairly compete with plaintiff. 

The situation now, therefore, is, giving the benefit of all fair 
inferences to the defendant corporation, which should not be 
assumed as intending to unfairly compete, that the original inten- 
tion, certainly of the Sharfs, and probably of all of the defendants, 
was to unfairly compete with the plaintiff in the direct and unlawful 
manner already mentioned, and that, shortly before the commence- 
ment of this suit by plaintiff, and at the present time, the defendant 
corporation decided to and is endeavoring to manufacture and sell 
its product on the merits of its beverage alone. 

No direct act of unfair competition was proved by plaintiff at 
the time or subsequent to the commencement of this suit. 
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The defendant corporation prior to the commencement of the 
suit discontinued the use by it of red barrels, one of the distinctive 
marks of plaintiff's containers, and on December 28, 1981, the 
defendant corporation ordered natural wood white barrels, receiv- 
ing the first shipment of them on or about January 11, 1932, about 
a month previous to the commencement of the suit. No red barrels 
were used after that date and the defendants’ syrup was taken out 
of such red barrels as then contained it and put into these new 
white barrels. 

It is also shown that the defendant corporation’s beverage does 
in fact contain extractives from “coca” leaves and “koke’’ nuts, 
but even in this regard the defendant corporation has now discon- 
tinued the use of such former labels as were plainly confusing. 

The testimony likewise shows that advertising of the defendant 
corporation has been changed and that it has expended in such 
advertising since its incorporation up to June 1, 1932, about 
$27,000, the amount of product that has been sold by the cor- 
poration from its organization to June 1, 1932, being 9,643 gallons 
at $1.50 a gallon. 

The price of a gallon of Coca-Cola apparently is $2.10. 

Defendant corporation employs about ten or twelve salesmen. 

We may now pass to the remaining question, that in regard 
to the “color” adopted by defendants, and particularly as to the 
intention of the defendant corporation in that regard. 

“The doctrine of unfair competition cannot be successfully 
invoked to abridge the freedom of trade competition.” Kawneer 
Co. v. McHugh, 51 F. (2d) 560 [21 T.-M. Rep. 598]. Viavi Co. 
v. Vimedia Co., 245 Fed. 289 [7 T.-M. Rep. 609}. 

“The essence of the wrong in unfair competition consists in 
the sale of the goods of one manufacturer or vendor for those of 
another, and if defendant so conducts its business as not to palm 

off its goods to those of complainant, the action fails.” Howe Scale 
v. Wyckoff, etc., 198 U. S. 118-140. 

Plaintiff would seem to argue that it has an authority in this 
regard which would give it the exclusive right not to have the 
color of its beverage copied. Coca-Cola Co. v. Gay-Ola Co., supra. 
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A reading of the opinion of this distinguished court, however, does 
not seem to go to the extent that would be claimed for it by plain- 
tiff. It was there found that the defendants adopted the color 
“for the main and primary purposes of making the two articles 
look just alike.” In other words, this would seem to me to be 
simply the finding that it was there an intentional act of unfair 
competition, which combined with other proof, should be and 
was properly considered. Making a thing look like another with 
the intention to unfairly compete is very properly an act of unfair 
competition. It seems to me that this distinction is not only cor- 
rect but is far better expressed by Mr. Justice Holmes in the later 
case, Coca-Cola Co. v. The Koke Co., supra, where he says, at 
page 147, “The product including the coloring matter is free to 
all who can make it, if no extrinsic deceiving element is present.” 

The plaintiff should not on these facts be given the exclusive 
right to manufacture a “brown” syrup. 

The use of caramel as a color by this defendant corporation is 
now purely functional. There is testimony as to about fifty bever- 
ages of a similar color from root beer to ginger ale. The use of 
caramel as such a color has been widely known and used for years 
long before plaintiff's product came into the market. 

Accordingly, I find that the use of this general color alone 
is not sufficient basis for injunction, nor can that right arise from 
extensive and expensive advertising. If, however, an intent is 
otherwise shown, to unfairly compete, the copying of a color is a 
proper element to be considered. It is an overt act, so to speak, 
making, or tending to make, consummation of the intention a fact. 

The case was carefully and skilfully tried not only by the 
counsel for plaintiff but by the counsel for the defendant corpora- 
tion and it was shown that in its present advertising it was 
endeavoring to avoid confusion in the public’s mind. To be sure, 
this could not be done by fixing up the old form of advertising 
but money and time has been expended in entirely new and proper 
advertising, the use of such things as the red barrels has been 
discarded and white barrels are used. In other words, whatever 
may have been the original intention of this venture in the beverage 
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market I find that the defendant corporation is now endeavoring 
to place its drink Hy-Po on the market in competition with plaintiff, 
but without an effort, direct or indirect, to confuse the public or 
to sell its product as Coca-Cola. 

Those who have now come into the control of the defendant 
corporation assert that they are competing and intend to compete 
solely on the respective merits of the beverage. 

This, then, is the situation. The defendants before the organ- 
ization of the defendant corporation and thereafter for a period 
up to shortly before the commencement of this suit, certainly had 
the idea of unfairly competing with plaintiff. Perhaps this origi- 
nated with those that thereafter ceased to be officers of the cor- 
poration but certainly it was in the minds of the others, as well, 
originally and perhaps until new money and proper advice was 
given and followed. 

The plaintiff, therefore, was justified in appealing to this court 
for protection and has done so in a long and expensive trial. 

To be sure, the plaintiff’s position must be judged by the facts 
as they were when the suit was begun and not by the facts of the 
different conditions and at an earlier time. Coca-Cola v. The 
Koke Co., 254 U. S. 147. But it is likewise the duty of the court 
to protect this plaintiff from unfair competition if such continued 
protection is indicated as necessary from the facts proved. To 
what extent this further protection is necessary is for the court 
to decide. 

There was plainly unfair competition intended and practiced 
prior to this suit and if certain defendants again obtain control of 
the defendant corporation or circumstances change, the plaintiff 
will be put to another expensive and unnecessary litigation in order 
to protect its product. This the court cannot foresee in favor of 
defendants. 

Under such circumstances it seems to me that the duty of this 
court is to protect the plaintiff from such a situation, so far as it 
can dv so, without unreasonable injury to the lawful and proper 
business of the defendant corporation. The acts of the defendants 


alone have been responsible for the litigation. Ozford, etc. v. 
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Wilmore-Andrews, etc., Co., 101 Fed. 443-444. Burnett v. Hahn, 
88 Fed. 694. 

As has been said, “The right of a defendant to avoid an injunc- 
tion because he has ceased to infringe is always conditional upon 
his showing affirmatively that he has wholly abandoned the busi- 
ness. Even then courts have often thought that as the writ cannot 
harm him, and as it may protect the plaintiff, it should issue.” 
Wesson v. Galef, 286 Fed. 621-626 [12 T.-M. Rep. 100}. 

And finally, ““No assurance is in sight that petitioner, if it 
could shake respondent’s hand from its shoulder, would not con- 
tinue its former course.” Guarantee Veterinary Co. v. Federal 
Trade Commission, 285 Fed. 853-860. See also Ricker § Sons 
v. Leigh, 74 App. Div. (N. Y.) 138-140; Nims on Unfair Com- 
petition, third edition, page 946, sect. 372 and cases cited. 

While, therefore, the defendant corporation has the right to 
color its product as it pleases, provided there is no extrinsic deceiv- 
ing element and to manufacture and sell its product in fair com- 
petition, I am not, in view of the evident facts presented, and 
the very reasonable cause of this litigation, persuaded, that plain- 
tiff is not entitled, for its own protection, to a decree which will 
protect it against any possible recurrence of the acts complained 
of. At the same time this will not prevent the defendant corpora- 
tion from carrying on a legitimate business if it so desires. 

For this situation the defendants alone have themselves to blame 
and the result is no more than they have apparently decided to 
do themselves. 

Accordingly, plaintiff is entitled to a decree, with costs, re- 
straining the defendants, etc., from using in the connection with 
the manufacturing, offering for sale, etc., of any product, not being 
the genuine product of the plaintiff, on labels, in advertisements, 
or orally, the words “Coca-Cola,” ‘“Mixo-Cola” or any colorable 
imitation of plaintiff's trade-mark “Coca-Cola.” And from sug- 
gesting defendants’ product be substituted or passed off for or 
mixed with Coca-Cola or from passing off or assisting others to 
pass off defendants’ product as and for Coca-Cola, from using 


in the sale or shipment of any product not the plaintiff’s, barrels 
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or receptacles colored red, from selling or disposing of any bever- 
age or syrup of the same or substantially similar color to Coca- 
Cola except when such beverage or syrup is sold in bottles, recep- 
tacles or packages marked or labeled prominently with the name 
of defendants’ product and designed or intended to be delivered 
to or plainly displayed to the ultimate consumer in said original 
bottle, receptacle or package, the said mark or label still remaining 
thereon, from doing any act or using any name or names, devices, 
artifices or contrivances which may be calculated to represent, or 
enable defendants’ customers to represent, that any product, not 
being the genuine and unadulterated product of plaintiff, is Coca- 
Cola. 


Submit findings. Settle decree on notice. 


Scuerine & Gratz, Inc. v. AMERICAN PHARMACEUTICAL Co., INc., 
ET AL. 


New York Supreme Court, Appellate Division, First Department 
July 1, 1932 


Trape-Marks—“ANvsoL”—INFRINGEMENT—TRADING WITH THE ENEMY AcT 
—CounTERCLAIM. 

In a suit to restrain use by defendants of the word “Anusol” 
as a trade-mark on hemorrhoidal suppositories, the counterclaim that, 
because of the sale of said mark by the Alien Property Custodian 
to one of the defendants, plaintiff had no right or title thereto, held 
not supported by the evidence. 

Trape-MarKks—License. 
A non-exclusive license for the use of the trade-mark, held void. 
Unram Competition-—CounTERCLAIM—FaALseLy REPRESENTING DEFENDANTS’ 
Business TO TRADE. 

In an action to enjoin use of trade-mark and for damages and an 
accounting, counterclaim alleging unfair competition with defendants’ 
business by misrepresenting same to the trade, held improperly adjoined 
as foreign to the subject-matter of the complaint. 


In equity. Action for alleged trade-mark infringement and 
unfair competition. From an order of the Supreme Court of New 
York County, denying plaintiff's motion for an order dismissing 
the four counterclaims, and the amended answer of defendants for 
failure to state the facts sufficient to form a cause of action or 
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for alternative relief, plaintiff appeals. Reversed, and motion to 
dismiss counterclaims granted. 


Briesen § Schrenk (Fritz V. Briesen, of counsel), all of New 
York City, for appellant. 

Louis Barnett (Albert T. Scharps, of counsel), both of New 
York City, for respondents. 


Town ey, J.: Plaintiff brings an action for an injunction 
restraining the defendants’ use of the trade-mark “Anusol,’” and 
asks damages and an accounting of profits. Thirteen separate 
defenses have been set up and four counterclaims. The order 
appealed from denies the motion to strike out these four counter- 
claims as insufficient in law. Plaintiff's case depends upon prov- 
ing exclusive ownership in the trade-mark. 

The first and second counterclaims involve the same facts and 
state in substance that the plaintiff circularized retail and whole- 
sale druggists in the State of New York and elsewhere, in which 
circulars the plaintiff falsely represented that it had the exclusive 
right to the names “Anusol Hemorrhoidal Suppositories” and 
“Anusol,” and threatened to sue any retail or wholesale druggist 
who continued to purchase Anusol Hemorrhoidal Suppositories and 
other products from the defendants or either of them. These 
two counterclaims must be based either on the assertion of title to 
the trade-mark in the defendants or on the theory of unfair com- 
petition by the plaintiff with the entire business of the defendants. 
As a counterclaim for damages for slander of title, since no special 
damage is pleaded, the counterclaims are improperly pleaded. 
Seeck & Kade, Inc. v. Pertussin Chemical Co., 235 App. Div. 251, 
256 N. Y. S. 567 [22 T.-M. Rep. 285]. As tort actions for unfair 
competition with the entire business of the defendants, the coun- 
terclaims are improperly interposed as not arising out of the sub- 
ject matter of the complaint. 

The third counterclaim sets up at great length the alleged 
history of the trade-mark “Anusol,” certain actions of the Alien 
Property Custodian, and the Chemical Foundation, Inc., and alleges 
that plaintiff’s trade-mark registration was obtained by false and 
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fraudulent statements of material facts, and did not destroy the 
right of the defendant Chemical Foundation, Inc., as exclusive 
owner of the names “Anusol” and “Anusol Hemorrhoidal Supposi- 
tories” and the good-will of the business appurtenant thereto. The 
third counterclaim asks no damages, but demands that it be ad- 
judged on behalf of the defendant American Pharmaceutical Com- 
pany that the defendant Chemical Foundation, Inc., is the sole 
and exclusive owner of the “Anusol’ trade-mark and is trustee for 
the American public. This counterclaim must be dismissed because 
the defendants Pharmaceutical Company and Kachurin are not 
beneficiaries of the trust and have no right to bring any suit to 
enforce it. Seeck § Kade, Inc. v. Pertussin Chemical Co., supra. 
In the next place, non-exclusive licenses under the trade-mark are 
void and illegal. Falk v. American West Indies Trading Co., 180 
N. Y. 445, 73 N. E. 239, 1 L. R. A. (N. S.) 704, 105 Am. St. 
Rep. 778, 2 Ann. Cas. 216. Finally, the third counterclaim is 
improperly interposed, in that demand is made for a declaratory 
judgment to the effect that a legal defense set up in the fifth defense 
has been established. Slowmach Realty Corporation v. Leopold, 
—— App. Div. , 258 N. Y. S. 500, decided herewith. 

The fourth counterclaim asserts that the Chemical Foundation, 
Inc., corruptly conspired with the plaintiff to clothe plaintiff with 
an apparently exclusive right to the trade-mark “Anusol,” and 
that, as a result of such agreement, the Chemical Foundation, Inc., 
failed to grant a non-exclusive license applied for by the defend- 
ants, and permitted plaintiff to obtain a registration in violation 
of its duty as trustee. Some $20,000 damage is demanded. Sub- 
stantially the same counterclaim was presented in Seeck § Kade, 
Inc. v. Pertussin Chemical Co. and found faulty on the grounds 
(1) that there was no fiduciary relationship between the Chemical 
Foundation, Inc., and Pertussin Chemical Company, which would 
entitle it to sue, and (2) that, since the most that defendants 
claimed was a non-exclusive license which is void and of no effect, 
no damage was shown, and the counterclaim, therefore, was based 
on no cause of action. We adhere to this conclusion on the present 
facts. 
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The order should be reversed, with $10 costs and disbursements, 
and the motion to dismiss the four counterclaims granted, with $10 
costs. 

Order reversed, with $10 costs and disbursements, and motion 
to dismiss the four counterclaims granted, with $10 costs. Order 
filed. 


MerrRELL and McAvoy, JJ., concur. 


Fincn, P. J. (dissenting): The justice at special term was 
right in refusing to strike out all four counterclaims. 


By the first counterclaim the corporate defendant does not 
attempt to state merely a cause of action for slander of title, which 
would be insufficient in the absence of pleading special damages. 
Seeck & Kade, Inc. v. Pertussin Chemical Co., Inc., 235 App. Div. 
251, 256 N. Y. S. 567. What this defendant attempts to set forth 
is a cause of action for unlawful interference with the business of 
defendants arising out of the attempt on the part of the plaintiff 
to obtain an exclusive right in the trade-mark “Anusol.” This 
states a good cause of action. Walters v. Clairemont Sterilized 
Egg Co., et al., 242 N. Y. 521, 152 N. E. 410. 

The second counterclaim is the same as the first, except that 
it is set forth on behalf of the individual defendant in the action. 
Hence what has been said in reference to the first counterclaim 
applies equally to the second. 

By means of the third counterclaim a declaratory judgment is 
sought that it be adjudged on behalf of the defendant American 
Pharmaceutical Company that the defendant Chemical Foundation, 
Inc., is the sole and exclusive owner of the “Anusol” trade-mark. 
This is based upon the claim of the defendants that the plaintiff 
has no exclusive right to the trade-mark “Anusol.” The defend- 
ants allege that the Chemical Foundation, Inc., the impleaded de- 
fendant, is the owner of the trade-mark “Anusol,” said trade-mark 
having been taken over from an alien enemy by the Alien Property 
Custodian and by him transferred to the Chemical Foundation, 
Inc., pursuant to the “Trading With the Enemy Act (50 U. S. 
C. A. Appendix).” It is then further alleged that the predecessor 
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of the plaintiff corporation applied for the registration of this 
name, which was denied by the Patent Office on the ground that it 
was the property of the Chemical Foundation, Inc. It is further 
alleged that the Chemical Foundation, Inc., consented to the entry 
of a judgment canceling its rights in the name and the subsequent 
registration of the said name by the plaintiff. The defendants- 
respondents seek a judgment that, notwithstanding said action by 
the Chemical Foundation, Inc., the right to the use of the name 
remained in said Chemical Foundation, Inc., as a non-exclusive 
license for the benefit of the American public. A judicial deter- 
mination as to such ownership by the Chemical Foundation, Inc., 
is herein sought. It would seem to be clearly in the interests of 
expedition and making an end of litigation to have the ownership 
in this trade-mark finally determined in this action by declaratory 
judgment after the court has heard all the evidence concerning the 
matter and is in a position to make such determination. 

The appellant further urges that the defendant Chemical 
Foundation, Inc., having been impleaded and not being an original 
defendant to the action, is not a defendant in whose behalf a coun- 
terclaim may be set up under Section 266, Civil Practice Act. When 
once a defendant has been impleaded, such defendant has rights 
equal to any original defendant in the action. There is, therefore, 
no merit in this technical objection. 

In the fourth counterclaim, the defendants allege that the 
Chemical Foundation, Inc., has entered into a conspiracy with the 
plaintiff whereby the plaintiff should have the exclusive right to 
the trade-mark in question, and that by reason of such acts the 
defendants-respondents have suffered heavy damages. If the de- 
fendants are successful in proving this counterclaim, they would 
be entitled to such damages as they have suffered, since the coun- 
terclaim is connected with the subject of the action. 

It follows that the order appealed from should be affirmed. 


Martin, J., concurs. 
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Penet, Inc. v. F. Pinet Suoer Co., Ine. 
(New York Law Journal) 


New York Supreme Court, Special Term, Part VI 
January 27, 19382 


Unram CompetiTion—DEFINITION. 

Unfair competition does not necessarily mean violent interference 
with the business or good-will, but is present where the goods of one 
merchant are mistakenly accepted by the purchasing public as the 
goods of another. 

Unram Competition—Use or Srmitar Corporate Name—INJuNCcTION. 

Where plaintiff had been for a number of years engaged in the 
sale of women’s footwear of French manufacture under the corporate 
title “Penet, Inc.” and had through advertising acquired a large 
clientele under such title, the adoption and use by defendant of the 
name “Pinet, Inc.,”’ in its corporate title and business of retailing 
women’s shoes in competition with plaintiff, held unfair competition. 

Unram Competirion—Ricut to Use Own Name. 

While it is true that a natural person cannot be deprived of the 
right to use his name and will not be restrained in the use thereof, 
even though confusion results from such similarity, yet a corporation 
may not take a name regardless of the patronymics of its officers and 
stockholders, which will result in confusing its affairs with those of 
another concern. 

Unrar Competition—Errect or Trape-Mark ReEGIsTraTIon. 

Trade-marking the name or utilizing any other legal means to 
validate the claim of right to exclusive use cannot affect the question 
of applying the rule that a merchant will be protected in his honestly 
earned reputation and the public safeguarded against deception. 


In equity. Action for unfair competition in the use of a trade- 
name. Injunction granted. 


Scumuck, L. J.: Injunctive relief reluctantly indulged in be- 
cause of its interference with individual initiative and utilized only 
as a last resort to retard injustice and unfair dealing will only 
be granted after the court has been reasonably satisfied that 
grievous and otherwise irremedial harm will ensue. Experience 
and common sense has from the beginning induced the law to 
recognize that incalculable injury must follow unfair competition, 
and that complete reparation can only be achieved by injunction. 
Unfair competition does not necessarily mean violent interference 
with business or good-will, but will be discovered when the goods 
of one merchant are mistakenly accepted by the purchasing public 
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as the wares of another. When good-will and commercial repute 
is thus put in peril injunctive relief will be granted. Acknowledg- 
ing good-will to be an important adjunct of success, the law zeal- 
ously guards this right and repulses every and all intrusion. Neces- 
sarily the concept of unfair competition must be broad and liberal. 
In consequence of the purchasing public, especially that part thereof 
constituting the clientele of high-class and high-priced booteries, 
are misled and confused by the similarity of names used by the 
principal herein, a proper subject for equity’s inhibitory power 
is presented. A survey of the evidence shows that the plaintiff 
for a number of years has been engaged in the sale of women’s 
footwear of French manufacture, and that in furtherance of its 
business has by judicious advertising fortified itself against depres- 
sion by gaining a steadfast following. The defendant, obtaining 
the right to the use of the name of a French concern of considerable 
reputation in Paris, and securing itself in the exclusive use thereof 
by recording its trade-mark, established a place of business in 
what practically might be called the plaintiff's neighborhood. The 
similarity of names used, both to eye and ear, is undeniable and 
startlingly unmistakable. The possibility of confusion and the prob- 
ability of misleading is so real that it is surprising that a greater 
number of patrons did not more frequently ask more distressing 
and embarrassing queries concerning plaintiff's expansion and the 
manner in which they might deal with the Fifth Avenue store. 
Denying the necessity for any detailed specification of the evidence, 
and relying upon the self-evident fact that similarity of names 
in this instance regarding confusion is more of a reality than a 
probability, the oft-repeated principle that the law will protect 
the industrious dealer in the business which fairly is his becomes 
of particular interest. While it is true that a natural person cannot 
be deprived of the right to use his name and will not be restrained 
in the use thereof, even though confusion results from such simi- 
larity (Shinasi v. Shinasi, 169 App. Div. 887; Meenly v. Meenly, 62 
N. Y. 427), yet a corporation may not adopt a name regardless of 
the patronymics of its officers and stockholders which will result 
in confusing its affairs with that of another concern (Higgins v. 
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Higgins Stores, 144 N. Y. 463). Trade-marking the name or utiliz- 
ing any other legal means to validate the claim of right to exclusive 
use does not and cannot affect the question of applying the rule 
that a merchant will be protected in his honestly earned reputation 
and the public safeguarded against deception. Despite the many 
years of general European business by the defendant, and mindful 
of the registered trade-mark of the defendant, the plaintiff has 
the right to have the defendant so use its name as not to injure 
plaintiff's business cr mislead the public. Pursuing the thought 
expressed in Lerner v. Lerner Ladies Apparel Stores (218 App. 
Div. 427 [17 T.-M. Rep. 3]) the court holds that the defendant 
must use the name “Pinet’’ phonetically identical with the name of 
the plaintiff in connection with the sale of French shoes, in such 
a manner as to avoid deception, and in this connection it is intrigu- 
ing to note the recent decisions of the Appellate Division of the 
First Department rendered January 15, 1932, in the issue entitled 
Forsyth’s v. Forsyth’s Stores. The plaintiff is entitled to the court’s 
favor, because for years before the defendant opened its New York 
store plaintiff's business was established, its wares extensively 
advertised and its name definitely identified with the French shoes. 
Even though the defendant has for a long time sold and advertised 
its goods in all the capitals and large municipalities of the world, 
plaintiff has a right to exclude it from the city of New York, where 
plaintiff has established an exclusive proprietary interest in the 
name “Penet’’ in connection with the sale of French shoes. The de- 
fendant, therefore, will be restrained from the use of “Pinet’’ or 
“Penet” or any other name of similar sound in connection with the 
sale of shoes, unless by such means as can be devised the defendant 
will make use of its trade-name so that there is no possibility of 
confusion with plaintiff. Concerning the claim for damages and 
accounting, the evidence indicates damages of so chimerical a 
nature, or of such trivial character, that that claim will be dis- 
regarded, and the prayer for a referee to determine the amount 
of damages suffered by plaintiff denied. Settle findings and judg- 
ment accordingly. 
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LinDNER Co. v. Myrop Suok Co., ET AL. 
(175 N. E. 879) 


Ohio Court of Appeals, Cuyahoga County 
December 1, 1930 


TrapE-Marks—‘Myrop”—Ricut or Serecror oF Goops to Apopr TRADE- 
Mark. 


The selector of a line of goods, as well as the manufacturer thereof, 


may adopt a trade-mark and acquire a property right therein. 
TravE-Marks—ASSIGN MENT. 


The assignment of a trade-mark without transfer of the business 

good-will in connection with which the mark has been used is void. 
Trape-Marxs—Titte—How Acaquirep. 

Where defendants first adopted and used the word “Myrod” as a 
trade-mark on shoes of their manufacture, they acquired a property 
right in said mark and became the owner of any good-will thereunder, 
irrespective of the fact that the business was conducted in space leased 
from plaintiff. 

Trapve-Marxs—License To Use. 

Where a lease granting exclusive right to use a trade-mark on shoes 
stated that the license should be granted in a form customary in such 
cases, but without specifying what form was customary, held that said 
license was too indefinite to authorize specific performance or injunc- 
tion. 

In equity. Action for alleged trade-mark injunction and un- 
fair competition, with cross bill by defendants. Decree for de- 
fendants on the cross-petition. 


Thompson, Hine § Flory, of Cleveland, Ohio, for plaintiff. 
Newcomb, Newcomb § Nord and Stanley, Horwitz § Kiefer, 
all of Cleveland, Ohio, for defendants. 


Levine, J.: This case comes into this court on appeal from 
the decision of the common pleas court. The plaintiff seeks injunc- 
tive relief to restrain the defendants from using a certain trade- 
mark known as “Myrod,” and from using the corporate name the 
“Myrod Shoe Company,” in connection with their shoe business, 
upon these two grounds: 

(a) To prevent the violation of a written contract granting to 
plaintiff the continued and exclusive future use of a certain trade- 
name known as “Myrod.” 

(b) To prevent unfair competition. 
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The defendants, Thomas W. Meredith and the Myrod Shoe 
Company, set forth various defenses. We shall, for our purpose, 
consider but two of these defenses: (a) That the provisions of the 
lease which provide for the transfer to the plaintiff of defendants’ 
exglusive trade-name are invalid because plaintiff possesses no part 
of the good-will of the business, and no part thereof has been 
transferred to it; (b) that the plaintiff is not entitled to the relief 
which it seeks because the lease provides that the defendants shall 
evidence the assignment or license of the trade-name by a paper 
writing in such form as is customary for the granting of the rights 
and use of trade-marks, which has not as yet been done. 

In the defendants’ cross-petition affirmative relief is sought 
against the Lindner Company, to enjoin it from the use of the trade- 
name known as “Myrod.” 

There is another defense interposed which attacks the good 
faith of plaintiff, the Lindner Company, and its officers, in that 
the plaintiff negotiated with a stockholder and officer of the defend- 
ant corporation for his services, beginning at the expiration of the 
lease, and therefore the plaintiff does not come into a court of 
equity with clean hands. We shall eliminate this defense of in- 
equitable conduct on the part of the plaintiff in our consideration 
of this case, for reasons which we shall state hereinafter. 

Much time and effort was expended by both sides in the prepa- 
ration of a voluminous record dealing with certain phases of the 
evidence. We are of the opinion, however, that for the purposes 
of the issues raised by the two defenses above stated, which con- 
stitute our sole consideration, there is hardly any dispute. 

The issues raised by the two defenses under consideration go 
entirely to the interpretation of a certain clause incorporated in a 
lease from the Lindner Company to Meredith and Bender, which, 
by consent of the parties, inured to the benefit of the Myrod Shoe 
Company organized under the laws of the state of Ohio after the 
execution of the lease from the Lindner Company to Meredith 
and Bender took place. This lease was executed for a period of 
five years and ran from September 1, 1925, to August 31, 1930. 
It contained no renewal clause. 
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Article 1 of the lease, in express terms, grants to the lessee the 
privilege of assigning the lease to a corporation to be formed by 
the lessee. In 1926, pursuant to the privilege granted to the lessee, 
the lease was assigned to the defendant the Myrod Shoe Company, 
an Ohio corporation, which had been organized by Meredith and 
Bender. 

It will be observed that the corporate name contains the trade- 
mark name, which had theretofore been adopted by Meredith, and 
used by him in connection with his shoe business for many years. 
The trade-mark “Myrod” was created and adopted by Meredith 
in 1914, and in the same year the United States Patent Office 
registered in the name of defendant Thomas W. Meredith the 
trade-mark “Myrod” for use on boots, shoes, etc. 

Meredith did not manufacture the shoes he sold, nor did he 
purchase all of the shoes from one manufacturer. The evidence 
shows that he purchased shoes wholesale from several manufac- 
turers, and caused the manufacturers to place upon the shoes so 
purchased by him the trade-mark “Myrod.” In some instances 
he specified combinations of colors, location of buckles and straps, 
colors of ties, and some other details. 

In the course of years the shoes sold bearing the trade-mark 
“Myrod” became well and favorably known to the shoe-buying 
public, and a large and profitable business was built up. The 
rental paid by the Myrod Shoe Company to the Lindner Company 
was based upon a certain percentage of the gross sales. The par- 
ticular portion of the lease from the Lindner Company to the 
Myrod Shoe Company which requires interpretation, and which 
constitutes the main controversy between the parties, is Article 
19, which is as follows: 

“Nineteen: In case of the termination of this lease for any 
reason, the lessor shall have the exclusive privilege and right for 
Cleveland and Cuyahoga County to use a trade-mark ‘Myrod’ which 
the lessee will have established by using same on all footwear which 
it sells in the department, this privilege to be granted to the lessor 
by the lessee in such form as is customary, for the granting of 
rights in the use of trade-marks upon lessor’s agreeing to pay a 
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royalty of one and a half percent (14) on the total net shoe 
business done in the department by the lessor in each year, not 
including any shoes which may be sold in any basement shoe de- 
partment which may be established or maintained in addition to 
the shoe department herein described and referred to, and in which 
basement shoe department no shoes bearing the trade-mark ‘Myrod’ 
shall be sold. If the lessor so elects to use the said trade-mark, 
it shall have the right to continue the use of same and shall pay 
royalties on sales hereunder only as long as two-thirds (24) of its 
total annual sales, outside of any made in any such basement shoe 
department, shall bear the said trade-mark or until three months 
after lessor discontinues to purchase any shoes bearing such trade- 
mark. Settlement for said royalties to be made on the first days 
of September and March in each year and for the net shoe business 
done in the department by the lessor except as aforesaid during 
the preceding six months period, and due payment for said royal- 
ties shall be made upon demand to the lessee, or its order, or 
assigns, as may from time to time be directed in writing. 

“In case the lessor does not exercise its privilege and right to 
use the trade-mark ‘Myrod’ and also in case the lessor, after electing 
to use said trade-mark ‘Myrod’ decides at any time to discontinue 
the use thereof, the lessee hereby covenants in behalf of itself, its 
successors and assigns, that it will not use said trade-mark, nor 
will it grant the privilege of using said trade-mark, nor will it 
permit the use of said trade-mark in connection with the sale of 
any shoes sold in Cleveland or Cuyahoga County, in any depart- 
ment store or in any store selling men’s or women’s clothing; it 
being the intention of the parties that the lessee may, in such 
event, sell or authorize the sale of shoes, bearing the trade-mark 
‘Myrod’ in Cleveland and Cuyahoga County, in a retail shoe store, 
but not in any department store or in any store selling men’s or 
women’s clothing.” 

It may be taken as conceded that both parties complied with 
all the terms of the lease during the time which it covered. On 
or about June 21, 1930, the plaintiff notified the defendants, the 

Myrod Shoe Company and Meredith, that it desired and intended 
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to use the trade-mark name and brand “Myrod” on and after 
September 1, 1930. On or about June 27, 1930, the defendants, 
Meredith and the Myrod Shoe Company, notified the plaintiff in 
writing that they did not recognize any right of the plaintiff to 
the use of the trade-name “Myrod,” and that if any attempt was 
made by the plaintiff to use said name the defendants would take 
action to prevent such use. On July 21, 1930, the defendants, the 
Myrod Shoe Company and Meredith, notified the plaintiff that 
they did not regard the provisions in the lease with respect to the 
use of the trade-mark as binding upon them and that they intended 
on and after September 1, 1930, to establish a business elsewhere 
in the city of Cleveland, and to use in connection with the conduct 
of the business the trade-mark ‘‘Myrod,” and to prosecute such 
business by and in the name of the Myrod Shoe Company. 

The defendant the Myrod Shoe Company is now conducting a 
store for the sale of shoes at another location on Euclid Avenue. 
During the pendency of this action it was permitted by this court 
to use the trade-name “Myrod” in connection with the sale of a 
certain stock of shoes which it took over from the premises of the 
Lindner Company. 

Murray Bender, who for many years was connected with Mere- 
dith and the Myrod Shoe Company, as general manager of its shoe 
business, is now employed by the Lindner Company as general 
manager of the shoe business which the Lindner Company con- 
ducts in its Euclid Avenue store. It is conceded that since July 1, 
1930, Bender has had no connection with the shoe business con- 
ducted by Meredith or by the Myrod Shoe Company, except that 
he retains a stock interest of about 40 percent in the Myrod Shoe 
Company. 

Our attention is directed to the first portion of Article 19 of 
the lease, which reads: 

“In case of the termination of this lease for any reason, the lessor 
shall have the exclusive privilege and right for Cleveland and Cuyahoga 
County to use a trade-mark ‘Myrod’ which the lessee will have established 
by using same on all footwear which it sells in the department, this 
privilege to be granted to the lessor by the lessee in such form as is 


customary, for the granting of rights in the use of trade-marks, upon 
lessor’s agreeing to pay a royalty... .” 
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Counsel for the defendants point out that nowhere in the lease 
is there any agreement by the lessees to sell the shoe business, or 
the good-will thereof, to the Lindner Company at the expiration 
of the lease; that nowhere in the lease is there any agreement by 
the lessees not to engage in retail shoe business in an independent 
shoe store in Cleveland, or elsewhere, after the expiration of the 
lease; that nowhere in said lease is there any agreement by the 
lessees to sell the lessees’ stock of merchandise to the Lindner Com- 
pany; and that nowhere in said lease is there any agreement that 
the Lindner Company has the right to take over the lessees’ em- 
ployees at the expiration of the lease. 

It is, therefore, urged by counsel for defendants that the pro- 
vision of the lease above quoted, granting to the lessor the exclu- 
sive privilege and right for Cleveland and Cuyahoga County to 
use the trade-mark “‘Myrod,” is void and unenforceable, because 
an agreement to license the use of the trade-mark ““Myrod” was 
an agreement to license the use of the naked trade-mark unaccom- 
panied by the sale and the good-will and business in which the 
mark was established. 

It is essential that we ascertain the nature and meaning of a 
trade-mark. 

In Cigar-Makers’ Protective Union v. Conhaim, 40 Minn. 243, 
at page 245, 41 N. W. 943, 944, 3 L. R. A. 125, 12 Am. St. Rep. 
726, in explicit language, the court said: 


A trade-mark consists of a word, mark, or device adopted by a manu- 
facturer or vendor to distinguish his productions from other productions 
of the same article. Hostetter v. Fries [C. C.] 17 F. 620. The ‘theory 
on which the right to it, as property, is based, is that a man may have 
acquired a reputation for excellence in the manufacture or preparation 
of a certain article for sale, which reputation may be the source of profit 
to him. In the enjoyment of this reputation, and of the benefit and 
pecuniary advantages thereof, he ought to be protected as he ought to 
be pnd is in the advantages of the good-will of a business established 
by him; and so that the purchasing public may know the origin of such 
articles when offered for sale, and that they are of his manufacture or 
preparation, he may adopt and place on them, as the index of their origin, 
some device or symbol not used by others upon similar articles, which by 
such adoption, and by use in connection with his articles, comes to be 
known as representing that the articles on which they are placed are 
made or prepared by him, just as his signature to a business paper is an 
assurance to others that he executed it. It has, indeed, been likened to 
his business autograph. 
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In Nims on Unfair Competition and Trade-Marks (3d Ed.) 
p. 510, the author states: 


Selectors as well as makers of goods may use a trade-mark. A person 
may use a trade-mark to indicate his ability to pick out goods, although 
all his goods are made by others. Automobiles have been sold under 
trade-marks by concerns that manufacture practically nothing connected 
with them. A shoe dealer may sell under his own brand shoes that are 
made entirely by another. These sometimes are known as “private brands.” 
He who uses such a brand becomes sponsor for the goods marked with 
the brand. Such a person may enjoin another from the use of his mark 
quite as fully as if he actually manufactures the goods he sells. 


The author cites many authorities supporting the proposition 
laid down in the text. 

Nelson v. J. H. Winchell & Co., 203 Mass. 75, 89 N. E. 180, 
183, 23 L. R. A. (N. S.) 1150, holds: 


The use of a trade-mark does not necessarily and as matter of law 
import that the articles upon which it is used are manufactured by its 
user. It may be enough that they are manufactured for him, that he 
controls their production, or even that they pass through his hands in the 
course of trade, and that he gives to them the benefit of his reputation, 
or of his name and business style. 


In Menendez v. Holt, 128 U. S. 514, at page 520, 9 S. Ct. 143, 
144, 32 L. Ed. 526, speaking of a trade-mark on flour not manu- 
factured by the owner of the mark, the Supreme Court said: 


It was equivalent to the signature of Holt & Co. to a certificate that 
the flour was the genuine article which had been determined by them to 
possess a certain degree of excellence. It . . . . evidenced that the skill, 
knowledge, and judgment of Holt & Co. had been exercised in ascertaining 
that the particular flour so marked was possessed of a merit rendered 
definite . . . . by their selection. . . . . And the fact that flour so marked 
acquired an extensive sale, because the public had discovered that it 
might be relied on as of a uniformly meritorious quality, demonstrates 
that the brand deserves protection, rather than that it should be debarred 
therefrom, on the ground, as argued, of being indicative of quality only. 


In re Australian Wine Importers, Ltd., 41 L. R., Ch. Div. 278, 
likewise supports the proposition laid down in the text at page 
511, as follows: 

In a case involving a trade-mark for spirits sold by a wine and spirit 
merchant, Kay, J., held that a trade-mark “indicates the goods to be his 
goods—either goods manufactured by him or goods selected by him, or 


goods which, in some way or other, pass through his hands in the course 
of trade.” 
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These authorities, above cited, clearly settle the proposition 
that trade-marks may be adopted by selectors of merchandise as 
well as by manufacturers, and that property rights may be acquired 
in connection therewith by such selectors. 

We are of the opinion that the record admits of no dispute that 
the trade-mark “‘Myrod” was created by Thomas W. Meredith in 
1914, and was by him applied to shoes which he sold in his busi- 
ness from 1916 to 1926, which business was conducted by him in 
the space leased from the Lindner Company, and that all shoes 
sold in said business during said period were selected and pur- 
chased, created and designed by Meredith and his employees, and 
that the Lindner Company never, in any manner, supervised the 
selection, designing, or purchase of said shoes. The record is also 
clear that on or about January 1, 1926, Thomas W. Meredith 
transferred said business and all of its assets to the Myrod Shoe 
Company, a corporation, and granted to it the exclusive right to 
continue the use of said trade-mark in the business so long as it 
should be engaged in a retail shoe business in Cleveland, Ohio. 

The record admits of no dispute that from January 1, 1926, 
until August 31, 1930, the Myrod Shoe Company, through its 
president, Meredith, and its vice-president and general manager, 
Bender, selected, purchased, and in a sense designed and created 
all shoes sold by it in said business, without the aid or supervision 
of the Lindner Company; that all shoes sold by the Myrod Shoe 
Company during that period were stamped with the trade-mark 
“Myrod,” either on the sole or in the sock lining. 

It is also clear from the record that all shoes sold in that busi- 
ness under that name were sold to the various customers by em- 
ployees hired and paid for by Meredith and the Myrod Shoe Com- 
pany and, likewise, that all advertising for the sale of said shoes 
in said business was paid for by Meredith and the Myrod Shoe 
Company. 

Under this evidence it is clear to us, in view of the authorities 
above cited, that Meredith and the Myrod Shoe Company estab- 
lished the trade-mark “Myrod” in connection with the shoe busi- 
ness, and that they acquired a property right in said trade-mark, 
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and became the owners of whatever good-will may have been 
created by its use. 

In view of the clear and convincing evidence that the Lindner 
Company acquired no interest in the business of the Myrod Shoe 
Company, nor in its good-will connected therewith, we are con- 
fronted with an important question of law: 

Is a transfer of a trade-mark, or a license for the use thereof, 
unaccompanied by a transfer of the good-will and business in con- 
nection with which the mark has been established, a valid and 
enforceable transfer? 

Our perusal of the authorities leads us to the conclusion that 
such a transfer is void and unenforceable. 


A trade-mark or name cannot be assigned except in connection with 
an assignment of the particular business in which it has been used, with 
its good-will, and for continued use upon the same article or class of 
articles, which it was first applied to, and used upon, by its original 
adopter, as otherwise the use by the assignee would be false and deceptive. 
There is no such thing as a right in gross to any particular name or 
mark. . . . Trade-marks cannot be assigned in gross. An attempted 
assignment of a naked trade-mark disconnected from any business or 
good-will is void. 38 Cyc. 867. 

Normally a trade-mark cannot be transferred except with the business 
of which it is the outward sign. “A trade-mark cannot be assigned, or 
its use licensed, except as incidental to a transfer of the business or 
property in connection with which it has been used. An assignment or 
license without such a transfer is totally inconsistent with the theory upon 
which the value of a trade-mark depends and its appropriation by an 
individual is permitted. The essential value of a trade-mark is that it 
identifies to the trade the merchandise upon which it appears as of a 
certain origin, or as the property of a certain person. . . . Disassociated 
from merchandise to which it properly appertains, it lacks the essential 
characteristics which alone’ give it value, and becomes a false and deceitful 
designation. It is not by itself such property as may be transferred.” . . . 

The rule governing attempts to license trade-marks rests on the nature 
and function of trade-marks. A trade-mark indicates but one source 
of goods. If it represents more than one source it is not a trade-mark. 
Its function is to indicate the source of the merchandise on which it 
appears in terms of the individuality of that source. The owner of a 
mark may place it on goods he does not manufacture. It is enough if he 
makes them his own by becoming sponsor for them. Trade-mark owners 
sell manufactured goods under marks which they own, yet they own no 
factories, and employ no workmen. The mark indicates to the public an 
article for which its owner is responsible. It is a guarantee of commercial 
source, not of manufacturing source. 

This being the nature of marks of trade, all use of such marks by 
lease, license or grant are unnatural uses, confusing to the public, and 
all contracts of lease, license or grant are contrary to public policy unless 
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the transfer is accompanied by a transfer of the business itself. Nims 
on the Law of Unfair Competition and Trade-Marks (3d Ed.) 1929, p. 36. 





iit The author cites a long list of authorities supporting the state- 
Hh ments of law contained in the text: Lea v. New Home Sewing 
rs Machine Co. (C. C.) 189 F. 732; Falk v. American-West Indies 4 
; Trading Co., 180 N. Y. 445, 73 N. E. 289, 1 L. R. A. (N. S.) 
i 704, 105 Am. St. Rep. 778, 2 Ann. Cas. 216; Detroit Creamery 
Ich Co. v. Velvet Brand Ice Cream Co., 187 Mich. 312, 153 N. W. 
4 664 [5 T.-M. Rep. 353]. 
Counsel for the plaintiff argue that, while the doctrine enun- 
ie ciated by the authorities may be sound, it has no application to the 
facts of this case. The claim is made that the good-will and the 
business in connection with which the trade-mark was used and 
established have at all times belonged to the Lindner Company, 
by reason of the terms of the lease, and that therefore a license 
for the use of the trade-mark need not be accompanied by the 
transfer of the good-will and business. 

A study of the terms of the lease leads us to the definite conclu- 
sion that the same did not operate as a transfer of the good-will 
of the business of the lessee to the lessor, at the termination of 

the lease. In the lease the lessee was at no time restricted from 
) engaging in the shoe business in Cleveland or elsewhere upon the 
expiration of said lease, nor is there any provision in the lease 
whereby the lessee bound itself to transfer or sell its good-will 
and business to the lessor at the expiration of said lease, or at 
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any time. The lease clearly does not contemplate that the lessee 
be required to sell or transfer to the lessor any of the stock of 
merchandise which the lessee may have on hand at the expiration 
of the lease, or that it be required to transfer or sell any other 
property used by it in the operation of its business. Quite the 
contrary appears from the terms of the lease. It contemplates 
quite clearly that the lessee may remove its business to other quar- 
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ters and continue it there. 

The provision in the lease that the fixtures which were jointly 
owned by the lessor and the lessee should be purchased by the 
lessee or the lessor, whichever should be the highest bidder, seems 


op Relea 


mis dhe 


4 
ra 
4 
% 
2 





LINDNER CO. V. MYROD SHOE CO., ET AL. 451 


to indicate that it was contemplated by the parties that the lessee 
was to continue in business elsewhere if the lease was not renewed. 

We are of the opinion that the lease, either by its express terms 
or by implication, cannot be construed to operate as a transfer of 
the business and good-will of the Myrod Shoe Company upon the 
expiration of the lease. 

Counsel for the Lindner Company seem to concede that knowl- 
edge of the public as to the originator or owner of the trade-mark 
is immaterial, and that the Myrod Shoe Company has the title to 
and is the owner of the trade-mark, and seem to agree that the 
authorities support the foregoing statement of the law. 

It is claimed, however, by counsel for the Lindner Company, 
that the basis and reason for the rule is that to permit the assign- 
ment or license of a trade-mark separate from the business in 
which it has been used would enable a deception to be practiced on 
the public, and that in this case the Lindner Company’s connec- 
tion with the good-will and shoe business, which was conducted for 
many years, so far as the public is concerned, as a department of 
its store, was such as to preclude any deception of the public, and 
that therefore the rule is not applicable to the situation presented 
by the facts in this case. 

As we understand it, the application of the rule does not depend 
upon whether, in view of the public’s knowledge or lack of knowl- 
edge, it will be deceived; or, in other words, whether the public 
will be deceived under the facts. So far as deception is concerned, 
the important thing to know is whether the truth is represented by 
the use of the trade-mark. 

If the designation ‘““Myrod”’ represented anything at all, it was 
merely that the shoes were selected by the Myrod Shoe Company, 
and to permit the Lindner Company, which did not take over the 
business or good-will of the Myrod Shoe Company, to sell a selec- 
tion made by it as the “Myrod” selection, would be untruthful and 
tend to deceive the public. 

During the life of the lease the selections were made by a repre- 
sentative of the Myrod Shoe Company, and they were therefore 
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the selections of the Myrod Shoe Company. The Lindner Company 
had no voice in or control over such selection. 

The fact that the Lindner Company purposes to make the 
selections by the same person who made such selections as the 
representative of the Myrod Shoe Company, during the life of the 
lease, does not, in our opinion, take the present case out of the 
general rule of law above stated. 

We conclude, therefore, that the point raised by the defense, 
to the effect that the provision of the lease for the transfer of the 
trade-mark “Myrod” was invalid and unenforceable, is, under the 
authorities, well taken, and that therefore plaintiff has failed to 
establish its right or title to the use of said trade-mark. 

We direct our attention now to the second important defense, 
namely, that under the terms of the lease it was contemplated that 
the lessee was to grant to the lessor the exclusive right to use such 
trade-mark in such form as is customary in the granting of rights 
in the use of trade-marks, and that the lessee not having as yet 
made such transfer in the customary way, as provided in the lease, 
the action for injunction is prematurely brought. 

It is urged that in order to invest itself with a property right 
in said trade-mark, so as to give it the basis for asking injunctive 
relief from a court of equity, the lessor must first resort to an action 
for specific performance, asking the court to compel the lessee to 
invest it with title to said trade-mark; that until such step is 
taken no title or right exists in the lessor to said trade-mark so as 
to lay a basis for the injunctive relief which it is now seeking. 

Counsel for the plaintiff reply to this contention that the prayer 
for injunction is broad enough to enable a court of equity to do all 
that is necessary under the facts and circumstances of this case; 
that while the specific prayer is for injunction, the relief sought is 
in the nature of broad equitable relief, which includes an order for 
specific performance, if the court finds the same necessary before 
granting the injunctive relief, which is the main relief asked. 

We are of the opinion that the view set forth by plaintiff rela- 
tive to this point is entirely sound, and that this petition may be 
construed to be broad enough to enable the court of equity to grant 
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such relief as is necessary, and that the court may treat this suit 
for injunction as an action for specific performance. 

We are, however, confronted by great difficulty. 

It seems to us to be the settled law that when a specific result 
may be accomplished either by an injunction enjoining the breach 
of a contract, or by an action to compel specific performance of a 
contract, and the injunction action is brought, it is subject to all 
defenses that would have been available had the desired result been 
sought by a specific performance action; that both actions are 
governed by the same doctrines and rules. 

If the terms of the contract are too indefinite and uncertain 
to be specifically enforced, the court will refuse the injunction suit. 

In the case at bar, the contract provides that the license should 
be granted “in such form as is customary, for the granting of 
rights in. the use of trade-marks.” There is no showing in the 
record as to what is customary under such circumstances. It is not 
unreasonable to suppose that in the form customarily used in the 
granting of the exclusive use of a trade-mark on a royalty basis, 
provision is made that the trade-mark will not be used so as to 
destroy its value. 

It seems to us that the agreement of the parties is therefore 
incomplete, that a court of equity would be bound to refuse an 
order of specific performance upon such a contract, and that for 
the same reason no injunction can be granted when it seeks to 
accomplish the same result. 

In Pomeroy’s Equity Jurisprudence (2d Ed.) vol. 5, § 2186, 
we find the following statement of the law: 


A contract that is incomplete, uncertain, or indefinite in its material 
terms will not be specifically enforced in equity. There is required a 
greater degree of certainty and definiteness for specific performance than 
to obtain damages at law. For specific performance is demanded that 
degree of certainty and definiteness which leaves in the mind of the 
chancellor or court no reasonable doubt as to what the parties intended, 
and no reasonable doubt of the specific thing equity is to compel done. 
The element of completeness denotes that the contract embraces all the 
material terms; that of certainty denotes that each one of these terms 
is expressed in a sufficiently exact and definite manner. An incomplete 
contract, therefore, is one from which one or more material terms have 
been entirely omitted. An uncertain contract is one which may indeed 
embrace all the material terms, but one or more of them is expressed in 
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so inexact, indefinite, or obscure language, that the intent of the parties 
cannot be sufficiently ascertained to enable the court to carry it into effect. 


There is a grave question in our minds as to whether parol 
evidence would be admissible bearing upon the point as to what 
is the customary form. The parties chose to reduce their agree- 
ment to writing, and for the court at a later time to allow either 
party to supplement the agreement by parol evidence seems to 
us at least of doubtful sanction. The record fails to disclose any 
parol evidence bearing upon the point as to what is the customary 
form for the granting of rights in the use of trade-marks. 

As the record now stands, the provision of the lease dealing 
with the transfer of the trade-mark is so incomplete as to make 
the equitable relief, either by way of specific performance, or by 
way of injunction, well-nigh impossible. 

The court could not do complete justice between the parties 
without specific knowledge as to what the customary form for the 
transfer of such trade-marks usually consists of, and it therefore 
would be unable to invest the Lindner Company with the right and 
title to the trade-mark without at the same time affording to the 
Myrod Shoe Company and Meredith protective measures, if such 
are customarily found in the usual form for such transfers. 

In so far as the answer of Meredith and the Myrod Shoe Com- 
pany attacks the good faith of the Lindner Company, we are of 
the opinion that this point is not sustained by the record. The 
conduct of the plaintiff complained of by defendants, though sub- 
ject to criticism, is not in our opinion such conduct as would bar 
plaintiff's claim to equitable relief, if it were found that the plain- 
tiff company had a title, interest, and right to the trade-mark in 
question. 

In view of our holding that the clause of the lease is of no 
validity whatsoever, and that it transfers no right or interest to 
the Lindner Company in said trade-mark, it follows that the prayer 
of the cross-petition of Meredith and the Myrod Shoe Company, 
asking that the Lindner Company be restrained from using said 
trade-mark, must be granted, and it is accordingly so allowed. 














es 


4 ad IR A NM il RIAA ten Palins ie Daca me a8 2S 









DECISIONS OF THE COMMISSIONER OF PATENTS 455 


For the reasons above stated it is ordered that the prayer of 
the plaintiff, asking for an injunction against Meredith and the 
Myrod Shoe Company, be denied, and that the prayer of Meredith 
and the Myrod Shoe Company, in the cross-petition for an injunc- 
tion against the Lindner Company, be granted, and a journal 
entry may be drawn accordingly. 

Decree accordingly. 


Vickery, P. J., and Wasnsurn, J., of the Ninth Appellate 
District sitting by designation, concur. 


DECcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for ice cream freezers, the notation “Eze- 
Freeze,” in view of the prior adoption and use by opposer of the 
notation “Fre-Zee-Zee,’ as a trade-mark for substantially the 
same goods. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confus- 
ingly similar. 

In his decision, after noting the argument that the opposer 
uses its mark primarily upon freezers of the type generally used 
in the home, whereas applicant’s mark is applied to large power- 
driven freezers, and therefore there would be no likelihood of con- 
fusion because of the different class of purchasers, the First Assist- 
ant Commissioner said: 


It must be held, especially in view of the later rulings of the Court 
of Customs and Patent Appeals cited and relied upon by the Examiner 
of Interferences, that the goods possess the same descriptive properties 
and belong to the same class as those terms are used in the trade-mark 
statutes. 


With reference to the marks he said: 


The marks themselves are built upon the words “easy freeze” or “freeze 


easy.” The applicant’s mark would ordinarily be pronounced as if it 
The opposer’s mark would to a considerable extent 


were spelled “easy.” 
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at least be pronounced as if it were spelled “freeze easy.” It would 
appear in consequence that the applicant has, so far as the pronunciation 
is concerned, adopted a mark in which the two words of opposer’s mark 
are reversed. There is further some similarity in the spelling of the 
corresponding portions of the two marks.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for men’s silk hose, the notation “Hole-Shy,” 
in view of the prior adoption, use and registration by opposer of 
the notation “Holeproof” as a trade-mark for hosiery. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confus- 
ingly similar. 

In his decision, after stating that the record showed that the 
opposer was long prior in the field and had built up a large trade, 
and noting applicant’s argument that opposer’s mark is not of the 
type which could have an appreciable range beyond its identity, 
and also applicant’s reference to adjudicated cases in which a 
word common to two trade-marks and open to the public to use 
while the remaining words or features are quite dissimilar, was 
held insufficient to establish conflict, the First Assistant Commis- 
sioner said: 


The opposer has included in its brief reference to a considerable 
number of cases decided by the Court of Customs and Patent Appeals 
which seem persuasive that the opposition in the instant case should be 
sustained.” 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905, as a trade-mark for use upon goods 
of the character known as egg-flats, packing sheets, cartons and 
wrappers, the notation “Holed-Tite” accompanied by a representa- 
tion of a human hand holding an egg, on the ground that the nota- 
tion is descriptive of the goods. 

In his decision, after stating that the so-called egg-flats have 
formed in them a series of depressions into which an egg is placed 

*Sears, Roebuck & Co. v. Jos. Tyson Henry, Opposition No. 11,469, 
156 M. D. 932, August 20, 1932. 


? Holeproof Hosiery Co. v. L. Bamberger & Co., Opposition No. 11,391, 
156 M. D. 931, August 20, 1932. 
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when the flats are used for packaging the eggs and that they act 
to retain or hold the eggs one separate from the other and noting 
applicant’s argument that the notation is not merely descriptive 
and that the word “holed” is descriptive of putting something into 
a hole as, for example, a billiard ball into a pocket or a golf ball 
into the cup, and noting that the notation “tite” is an obvious and 
frequent misspelling of the word “tight,” the First Assistant 
Commissioner said: 


It is believed the public, however, would interpret the notation as 
meaning simply hold tight. Obviously the pronunciation is the same 
whichever way the words are spelled; and to those merely hearing the 
notation pronounced this meaning, hold tight, would be doubly certain. 
The goods would be likely to be called for as hold-tight flats where verbal 
orders were given. 

With reference to applicant’s argument that the eggs are not 
held tightly but must be held loosely enough to permit air to 
circulate around them and that the mark sought to be registered 
is therefore not a mere misspelling of the words “hold tight,” he 
said: 

However this may be, they are held against such relative movement 
as would permit one egg to contact with the other or get out of a hole. 
To this extent the eggs are held tightly enough for the purposes had in 


view, and this would be the interpretation given to the notation by the 
purchasing public.* 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the term “free wheeling” as a trade-mark 
for transmissions for automotive vehicles, on the ground that the 
term is descriptive of the goods. 

In his decision, after referring to the definition of the term 
“free wheeling” and noting decisions holding that descriptive terms 
are not registrable and that the term has for many years been used 
to designate transmissions having certain specified properties or 
characters, the Assistant Commissioner said: 


It seems to follow that if the applicant were given the right to the 
exclusive use of the term “free wheeling” as a trade-mark for transmis- 
sions, the manufacturers of the transmissions disclosed in the above noted 
patents would be excluded from the right to use such term, or its equiva- 


* Ex parte Holed-Tite Packing, Inc., Serial No. 287,473, 156 M. D. 918, 
August 12, 1932. 
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lent in describing this characteristic of their respective devices. Nor 
would other manufacturers of free wheeling vehicles be entitled to use 
this term as descriptive thereof, without infringing the applicant’s trade- 
mark.* 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for toilet paper, the word 
“Gasa.” 

The ground of the decision is that the term is the Spanish word 
for “gauze” and is therefore descriptive of the goods and hence 
not registrable. 

With reference to the use of foreign words, the Assistant Com- 
missioner said: 


The authorities cited by the Examiner appear to establish the fact that 
a word descriptive of the goods is not registrable when written in a 
foreign language. 


The Assistant Commissioner then, after stating that the Spanish 
word “gasa” and the English equivalent “gauze” are names of 
well-known goods of commerce and also of other articles having 
the properties or— 


In fact, the word “Gasa” does not function as a trade-mark. A trade- 
mark directs the mind of the public to the origin or ownership of goods, 
while a descriptive word directs the mind of the public to the kind, char- 
acter, quality or other characteristics of the goods. It is believed that 
the word “Gasa” would suggest to the public mind merely the kind, prop- 
erty, quality or other characteristic of the goods with which the word is 
associated. 

. . . The purchasing public would have a right to assume from the 
mark “Gasa” that the applicant’s toilet paper has some of the properties 
or other characteristics of gauze.® 


Geographical Term 


Kinnan, F. A. C.: Held that the term “Hessian” is not regis- 
trable, under the Act of 1905, as a trade-mark for motor fuels 
and lubricating oils, since it is merely a geographical term. 

In his decision, after stating that the Examiner of Trade- 
Marks had called attention to a publication showing that petroleum 

*Ex parte Warner Gear Company, Serial No. 308,916, 156 M. D. 925, 
August 16, 1932. 


‘Ex parte Northern Paper Mills, Serial No. 326,986, 156 M. D. 934, 
August 22, 1932. 
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was extensively exported to Germany and noting applicant’s argu- 
ment that there was no evidence to show that motor fuels and 
lubricating oils had ever been imported into this country from 
Hesse and the argument that the word “Hessian” had been used 
in some other senses or with meaning other than merely geographi- 
cal, the First Assistant Commissioner said: 


It is not thought the average purchaser of the applicant’s character of 
goods would know whether they came from the province of Hesse or not, 
but seeing the notation “Hessian” upon them would be led to think they 
came from there so that the notation would be either descriptive as 
geographical or deceptive. The word is deemed to be as clearly merely 
geographical as are the words Parisian, Prussian, Russian, Italian, or 
Belgian.’ 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that applicant is entitled to register the 
notation “Tangie” as a trade-mark for hosiery, notwithstanding 
the prior adoption and use by opposer of the term “Tangee” as 
a trade-mark for toilet preparations such as lip stick and rouge 
and complexion powders, etc., on the ground that the goods are 
not of the same descriptive properties. 

With reference to the marks the Assistant Commissioner said: 


The applicant, in support of its contention that the mark “Tangie” 
is not confusingly similar to the mark “Tangee,” points out that the two 
marks do not have the same appearance or the same meaning. I am of 
the opinion, however, that if the two marks were concurrently appro- 
priated to the same goods, confusion and uncertainty would be created 
in the minds of purchasers as to the origin or ownership of such goods. 


With reference to the goods themselves, he said: 


That toilet articles, such as those to which the opposer appropriates 
its mark, and hosiery, to which the applicant appropriates its mark, are 
not goods of the same descriptive properties has been decided by the 
United States Court of Customs and Patent Appeals in House of Tre-Jur, 
Inc. v. Combine Hosiery Corporation, 413 O. G. 8, 49 F. (2d) 1031, 18 
C. C. P. A. (Patents) 1466 [21 T.-M. Rep. 338]. 


With reference to the argument of opposer that his mark was 
a distinctive, arbitrary and manufactured word and nobody else 
should be allowed to register it, he said: 


*Ex parte Phillips Petroleum Company, Serial No. 323,694, 156 M. D. 
915, August 10, 1932. 
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However, the Supreme Court in American Steel Foundries v. Robert- 
son, Commissioner of Patents, and Simplex Electric Heating Company, 
342 O. G. 711, 269 U. S. 372, 1926 C. D. 289, held that: 

“The mere fact that one person has adopted and used a trade-mark on 
his goods does not prevent the adoption and use of the same trade-mark 
by others on articles of a different description. There is no property in 
a trade-mark apart from the business or trade in connection with which 
it is employed.” 

With reference to the right of opposer to be heard on the 
question whether applicant’s mark is merely the name of the “Tan- 
gee Corporation” he said: 


I agree fully with the reasoning and conclusion of the Examiner of 
Interferences. This question not having been raised by the opposer in 
its notice of opposition may not be argued by it at this time. 

He then, after noting that applicant’s mark is not identical 
with the name of the corporation and quoting from the decision 
of the Supreme Court in American Steel Foundries v. Robertson 
[16 T.-M. Rep. 51], said: 


Toilet articles and hosiery having been held by the United States 
Court of Customs and Patent Appeals in the House of Tre-Jur, Inc., 
supra, not to be of the same descriptive properties, it is believed that said 
alleged corporate name does not form a sufficient basis on which to refuse 
to register the applicant’s mark.’ 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for electric storage batteries, etc., the notation 
“Spartan” associated with the representation of an ancient warrior 
in arms, in view of the prior adoption and use by opposer of the 
term “Sparton” on electric automobile horns and radio receiving 
sets. 

The ground of the decision is that the marks are substantially 
the same and the goods are of the same descriptive properties. 

In his decision, after noting that the testimony showed that 
opposer had been many years in the field prior to the adoption and 
use claimed by the applicant and had sold large quantities of goods 
and presumably thereby established a valuable good-will, the First 
Assistant Commissioner said: 


*The George W. Luft Co., Inc. v. Integrity Hosiery Co., Opposition 
No. 11,331, 156 M. D. 927, August 16, 1932. 
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The opposer does not manufacture nor sell electric batteries, but they 
are widely used in connection with electric horns and radio sets. The 
opposer has shown that it makes up sets of its electric horns for display 
purposes and equips them with storage batteries and that it has also 
sold some of its radio sets equipped with storage batteries. The goods 
of both parties are quite generally used together especially in connection 
with automobiles and are so closely associated that it would seem the 
same mark appearing upon both kinds of goods would result in the 
presumption of purchasers that both goods had the same origin. 


With reference to the marks themselves, he said: 


The two marks are deemed to be so nearly alike in spelling, sound, and 
significance that the slight differences would pass unnoticed.* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for a stock spray, the notation “Zit” in view 
of the prior adoption, use and registration by opposer of the term 
“Flit” as an insecticide. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks applied thereto confusingly 
similar. 

With reference to the goods, the First Assistant Commissioner 
said: 

The applicant seeks to distinguish somewhat the character of its goods 
from that of the opposer and notes the latter uses its goods in the house- 
hold and in smaller quantities while applicant uses its goods upon animals 
and in poultry houses. It must be held, however, that the goods belong 
to the same class and possess the same descriptive properties. 

With reference to the marks, he said: 


They resemble each other so much in sound that mistake could readily 
occur where a purchaser verbally or over the telephone called for the 
goods of one party. Similarity in spelling and appearance exists to a 
considerable extent. It is believed that confusion in trade would be quite 
probable if the goods of both parties appear in the same market under 
the respective marks.° 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for root-beer extract and non-alcoholic car- 
bonated and non-carbonated fruit juices, the mark consisting of 


*The Sparks-Withington Company v. Price Battery Corporation, Op- 
position No. 11,375, 156 M. D. 907, July 21, 1932. 

*Stanco, Incorporated v. Bonide Chemical Co., Inc., Opposition No. 
11,495, 156 M. D. 920, August 13, 1932. 
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the notation “Canada’s Pride’ appearing on the representation of 
an outline map of Canada, in view of the prior adoption and use 
by opposer of the term “Canada Dry” appearing in some instances 
upon a background and in other instances associated with a map 
of Canada. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 

With reference to the goods the First Assistant Commissioner 
said: 

; . It is deemed clear enough the goods of the respective parties 

belong to the same general class of beverages and soft drinks, and that 
it is proper to hold they possess the same descriptive properties within 


the meaning of the trade-mark law as interpreted by the decided cases. 
(Citing decisions. ) 


With reference to the argument that opposer’s rights are 
limited by a disclaimer, he said: 


The disclaimer relates to the printed words “apart from the mark 
shown in the drawing.” The mark shown in the drawing includes the 
words across the background of the map of Canada. In the applicant’s 
mark the words used by it appear across the background of a map of 
Canada. The applicant therefore is not availing itself of the opposer’s 
disclaimer, since to the extent the applicant is using any of the words 
disclaimed by the opposer, such use is not apart from the mark as shown 
but is in connection with the other features of opposer’s mark. . . . It 
seems clear enough the two marks when viewed in their entirety are con- 
fusingly similar.” 


* Canada Dry — Ale, Inc. v. International Products Co., Opposi- 
tion No. 11,435, 156 M. D. 922, August 13, 1932. 
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Krem-Ko Company v. R. G. Miniter & Sons, Inc. 
United States District Court, District of Connecticut 


October 4, 1932 


Unrair Competirion—Svuits—IpentTIFICATION BY PuBiic NECESSARY. 

In the case of unfair competition the plaintiff must always show 
that the purchasing public identifies his product with the source 
thereof; otherwise, there is no basis for the claim that the public has 
been deceived. Where, therefore, plaintiff's package is not distinctive, 
but tends toward the commonplace, there is greater need for other 
evidence showing deception of the public. 

Unram Competirion—“Krem-Ko” on Beveraces—Use or Simirar Con- 
TAINERS. 

In an action to restrain defendant from the use in its beverage 
business of bottles of design and size similar to plaintiff’s bottle, it was 
held that, where defendant’s use of the bottles complained of was 
limited to those on hand before suit was brought, and moreover, plain- 
tiffs container lacked distinctive features such as to entitle it to un- 
qualified protection, there was no unfair competition. Motion to reopen 
the case was, accordingly, denied. 


In equity. Motion for rehearing in a suit for alleged unfair 
competition. Denied. 


Bristol §& White, of New Haven, Conn., for plaintiff. 
Cummings & Lockwood, of Stamford, Conn., for defendant. 


Hincxs, D. J.: This motion, supported by affidavits and op- 
posed by counter-affidavits, follows the announcement of my decision 
in this case by opinion filed June 8, 1932, but precedes the entry 
of decree. 

The plaintiff's affidavits, on the basis of which it seeks to reopen 
the case, show that subsequent to my decision the defendant pur- 
chased from the Owens-Illinois Glass Company a quantity of bot- 
tles of exactly the same size as the bottles used by the plaintiff, 
and of the same design as the plaintiff's bottle, except for the 
omission of the recessed triangular shield on the shoulder of the 
plaintiff's bottle. The bottles thus purchased have blown into a 
recessed horizontal panel just above the base, “R. G. Miller & Sons, 
Inc., Hartford, Ct.” The affidavits show that these bottles have 
been mingled by the defendant in its trade with the defendant’s 
other bottles from which the name “Krem-Ko” had been buffed off 
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and which I discussed at length in my opinion. The affidavits indi- 
cate, however, that these new bottles were used by the defendant 
with the “Chocolate Highball’ cap described in my opinion. And 
one affidavit relates that in terriotry in New York State where the 
parties are in active competition some half dozen road-side stands, 
where the defendant’s product is sold, had displayed signs stating 
that ‘““Kremo-Ko” is now five cents a bottle. 

A copy of the defendant’s bottle contract with the Owens- 
Illinois Glass Company is submitted with the affidavits, both by 
the plaintiff and the defendant. It may be noted that this contract 
is dated June 7, the day before my opinion was filed. 

The plaintiff's affidavits further indicate that some conversation 
was had, subsequent to the entry of my opinion, between a represen- 
tative of the defendant and one of the plaintiff's New York dis- 
tributors about the possibility of the defendant purchasing bottles 
belonging to that distributor but moulded in the plaintiff's design 
with “Krem-Ko” blown into the triangular shield, the inference 
desired by the plaintiff being that the defendant intended to buff 
off the name ““Krem-Ko” and use such bottles just as it had previ- 
ously done with its own bottles moulded in the plaintiff's design. 

In its counter-affidavits the defendant wholly denies that such 
negotiations were carried on, and plausibly supports its denial by 
calling attention to the fact that its contract with the Owens- 
Illinois Glass Company preceded the alleged negotiations, and that 
a purchase by it from the plaintiff’s distributor at the price indi- 
cated, followed by an expense incurred by it in buffing bottles thus 
purchased, would make the cost of such bottles substantially in 
excess of the price at which it could purchase under its contract. 
The argument is not conclusive because, for aught that appears, the 
defendant may have been in immediate want of bottles, and so might 
have been interested in the possibility of a purchase out of the usual 
course. However, this phase of the controversy is not important 
because if, as the plaintiff claims, unfair competition can be inferred 
from the defendant’s alleged attempt to purchase from plaintiff's 
distributor—which the defendant denies—it can as well be inferred 
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from the defendant’s actual purchase from the Owens-Illinois 
Glass Company, which the defendant readily admits. 

One other controversial matter is disclosed by the affidavits. 
It appears, and is-not denied, that the first shipments of bottles to 
the defendant from the Owens-Illinois Glass Company under the 
contract had blown into the base “Des. Pat. 79925,” which was the 
number of the plaintiff's design patent. Any inference which might 
otherwise be drawn from this fact is completely negatived by affida- 
vits of numerous officers and employees of the glass company, set- 
ting forth at length that this was due wholly to the mistake of the 
manufacturer in using for the defendant’s bottles a mould previ- 
ously uced for the plaintiff's bottles, and that, upon the discovery 
of the mistake, all the bottles affected were withdrawn, destroyed 
and replaced by the glass company at its own expense. To be 


sure, in controversies such as this, such “mistakes” are necessarily 
subjected to close scrutiny. But so convincing are the affivadits 
that I am completely satisfied that the incident is wholly without 
significance in this case. Nor does this conclusion preclude the 
plaintiff from cross-examination to which he is entitled as a matter 
of right. The matter pertains to evidence arising subsequent to 
trial. Whether the case shall be reopened to admit such evidence 
rests, I believe, in the sound discretion of the Court. In the exer- 
cise of that discretion, surely I am not precluded from taking into 
consideration the counter-affidavits. 

Thus the only question left is whether the plaintiff should be 
allowed to reopen in order to show the admitted fact that, sub- 
sequent to the trial, the defendant has purchased and used in its 
trade bottles of the same size and, except for the triangular shield 
on the shoulder, of the same design as that of the plaintiff's design 
patent, which the plaintiff is using in its trade. 

In my opinion I held that on the facts then disclosed, no in- 
ference of fraud attached to the defendant’s use of bottles lawfully 
acquired by it and on hand. But the plaintiff now claims that the 
defendant’s subsequent purchase of bottles of substantially the 
same design is a fact which, with the other evidence, would require 
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a conclusion that the defendant’s conduct throughout has been 
wrongful and fraudulent. 

To be sure, when the plaintiff has for its bottle or package a 
design of marked distinction, a fraudulent intent may be imputed 
against a defendant competitor who uses the design for his own 
product. 

But the inference of fraud is, after all, an inference of fact; as 
such the weight of the inference necessarily depends upon all the 
surrounding circumstances. One circumstance of obvious signi- 
ficance in this connection is the degree of distinction which pertains 
to the design in question. Thus, if the design is unique to an 
unusual degree, if it is such as to smite the eye and linger in the 
memory, then the inference of fraud is strong and may even flow 
from that one fact, irrespective of other factors in the case. Such, 
apparently, was the situation in the case of Mozie Co. v. Daoust, 
206 Fed. 434 [2 T.-M. Rep. 394]. If, on the other hand, the design 
in question is of little distinction the inference naturally follows 
less readily and the other factors require greater consideration. 
Thus in the case of Schlitz Brewing Co. v. Houston Ice Co., 250 
U. S. 28 [9 T.-M. Rep. 279], it appeared that the defendant had 
recently adopted a brown beer bottle of apparently standard design, 
with a brown label, although the plaintiff for twenty years had used 
such a bottle with a brown label in the national distribution of its 
product. There being no distinction in the design or color of the 
bottle, the plaintiff did not even seek to predicate its charge of 
unfair competition upon these elements, but relied (unsuccessfully ) 
entirely upon a similarity in the labels. 

This case lies between these two extremes. The bottles in 
question were not handled by the manufacturer as stock bottles, 
and their design was not precisely that of any other shown in 
evidence. On the other hand, I have already held that the design, 
even with the recessed triangular shield, lacked sufficient invention 
to be patentable. All its elements were old. The lipped crown 
and the conspicuous flange just below the crown were utilitarian in 
purpose, the lip being designed to receive a crown cap and the 
flange to facilitate the handling of the bottle in the standard wash- 
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ing machine. Where all of the elements are largely functional, 
“nothing short of a clear danger of confusion would justify” a court 
in requiring a modification. A. C. Gilbert Co. v. Shemitz, 45 Fed. 
(2nd) 99. The triangular shield not appearing on bottles of the 
defendant’s new purchase, the lip and flange being utilitarian, noth- 
ing of the design remains but the flutes. And the record is replete 
with fluted bottles of the milk-bottle type. Thus the character of 
the design is such as to lend, at most, slight support to the inference 
that the defendant’s use thereof was with deceitful intent. I must, 
therefore, not neglect other relevant facts in the situation. 

In my previous opinion, I concluded that the defendant’s use 
of the bottles then in question was reasonably attributable to a 
natural desire to get a return on an investment in bottles lawfully 
acquired, instead of to deceit. Its purchase of additional bottles 
of similar design is also consistent with legitimate business enter- 
prise. Even if the plaintiff and its bottles had never existed, the 
defendant, as it required more bottles, would naturally have 
matched the bottles on hand rather than have introduced a variation 
into its circulatory system. This factor, I think, further weakens 
any inference of fraud. 

And the complete absence anywhere in the entire record of any 
direct evidence of wrongful activity in other respects on the part 
of the defendant, is entitled to consideration. In a few sporadic 
instances, at most, it appears, that defendant’s retailers may have 
attempted to deceive. But none of these instances have been 
brought home to the defendant. In a case far stronger for the 
plaintiff than this, the Supreme Court limited the relief granted 
to a mere requirement that the defendant should caution its trade 
against improper practices. Warner §& Co. v. Lilly § Co., 265 U. S. 
526 [14 T.-M. Rep. 247]. 

But in a case of unfair competition, the plaintiff must always 
show that the purchasing public identifies his product with the 
source thereof. Crescent Tool Co. v. Kilborn §& Bishop Co., 247 
Fed. 299 [8 T.-M. Rep. 177]. Otherwise there is no basis what- 
ever for the claim that the public has been deceived. If the con- 
sumer makes his purchase knowing nothing and caring nothing 
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whence it comes, certainly he is not deceived if it chances to come 
from the defendant rather than the plaintiff. And if the plain- 
tiff’s package is not of conspicuous distinction, if it approximates 
the standard or commonplace, an inference that the public is in 
fact deceived by the defendant’s simulation of the package follows 
less readily. Consequently, in such cases a greater need arises for 
other evidence supporting that conclusion. 

I indicated in my earlier opinion that on this issue the plain- 
tiff had failed in the burden of proof. Nothing in the affidavits 
alters that conclusion. Taking all the things said in the affidavits 
as true, I still cannot find that in the mind of the purchasing public, 
especially in the competitive area here involved, the plaintiff's 
product has any recognized identity. For aught that appears, the 
public may view the product generically only, as “one more of those 
chocolate drinks.” 

I conclude that the new evidence is at most only cumulative 
upon the issue of fraudulent intent, and helps not at all to fill other 
gaps fatal to the plaintiff’s case. 

Necessarily there is a borderland between lawful competition 
which the law sanctions and fosters, and unlawful competition 
which the law condemns. Both are ruthless; both result in col- 
lisions that hurt. Doubtless this plaintiff has felt the hurt. But 
were I to reopen the case to admit the new evidence, I still could 
not find that the plaintiff had suffered any injury recognized by the 
law. 

The motion, accordingly, is denied. 


Ernyt GasoLtine Corporation v. Henry Kuiipanow, doing busi- 
ness as Etuyit LasoraTories 


United States District Court, Northern District of Texas 
October 15, 1932 


Trape-Marks—INFRINGEMENT AND Uwnram CompetiTrion—“‘ETHYL” FoR 
Motor Ors—V aniniry. 

The word “Ethyl,” used as a trade-mark for gasoline, motor oils and 

fuels and carbon removers, held a valid trade-mark; and its use by 
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respondent, Ethyl laboratories, both in its trade-name and as a trade- 
mark for similar goods, was accordingly enjoined. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Injunction granted. 


Edwards S. Rogers, of Chicago, Ill., Andrews, Streetman, Logue 
§ Mobley, Robert F. Campbell, all of Houston, Tex., and 
Webster Atwell, of Dallas, Tex., for complainant. 

Renfroe, Ledbetter & McCoombs, and William Andress, Jr., 
all of Dallas, Tex., for respondent. 


The Ethyl Gasoline Corporation shows proprietorship and regis- 
tration in accordance with the act of Congress, of February 20, 
1905, of the word, “Ethyl,” when applied to gasoline, and cer- 
tain other motor articles, such as oils and fuels and carbon removers. 
These registrations begun in 1924 and extended through the years 
1924, 1925, 1930, and 1931. It has laboratories and testing 
stations in New York City, Detroit, Kansas City, Missouri, Tulsa, 
Oklahoma, and Louisiana, that are known as Ethyl Gasoline Cor- 
poration laboratories. The name “Ethyl” and the phrase, “Ethyl 
Gasoline Corporation,” have acquired and now possess, a distinct 
and identifying significance and refer to the complainant’s products 
and motor fuels, with which complainant’s anti-knock compound 
is mixed, and in complainant’s business generally. 

It is represented that the respondent engaged in business in 
Dallas, Texas, under the business style, “Ethyl Laboratories.” 
That this was a long time after the institution of the complainant’s 
business. That the respondent began to manufacture, sell, and dis- 
tribute an automobile cleaner and polish using the name “Ethyl” 
both on the article and at the place of making. That this was with 
full knowledge of complainant’s name and business, and was for 
the purpose of taking advantage of the complainant’s reputation 
and good-will. The complainant complained that such use of the 
word “Ethyl,” on the product and place of production was cal- 
culated to deceive the public and to damage the complainant. 

The respondent claimed that what he was making and selling 
was not of substantially the same descriptive properties as the 
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products handled by the complainant. That the word “Ethyl” was 
not an arbitrary word, and did not refer exclusively to the com- 
plainant’s product and business. It was also contended that there 
was no infringement, and no deception of the trade or public, and 
no unfair competition. 

The testimony is voluminous. Without going into tiresome 
details, the court is of the opinion that the use and display of the 
word, ‘Ethyl’ by the respondent on his product and at his factory 
is for the purpose of reaping such benefit as may arise by reason of 
the universal popularity, not only in America, but abroad, of motor 
auxiliaries bearing that identifying mark. The amount of money 
expended by the complainant in pictorial and display advertising 
for universal circulation is tremendous. 

Ours is a land in which the people like to see endeavor stand 
on its own feet, fight its own way to the front, and having arrived 
at the front receive such crowns of victory as it may legitimately. 
This fight must be made fairly, it must be made with one’s own 
weapon. 

Because a word is in the dictionary does not, after it has been 
appropriated by another, give it the attitude of property for the 
multitude. 

Even though there may be some difference of opinion as to the 
reason for upholding one’s right in a trade-mark or a copyright, 
as such question arises here, whether one’s right in a trade-mark is 
to be supported on the theory that it is property, or on the theory 
that one who infringes deceives the public is immaterial. Bourjois 
v. Katzel, 260 U. S., 689 [13 T.-M. Rep. 69]; Hanover Star Mill- 
ing Company v. Allen & Wheeler Company, 208 F. 513 [6 T.-M. 
Rep. 149]; Historical Foundations of Trade-Mark Law, pages 5, 
155, 158-159. 

The testimony in this case shows the complete legal ownership 
of the word for trade purposes, the compliance with the statute 
for protection thereof, and the deception of some purchasers. 

An interesting résumé of the authorities will be found in 
Standard Oil Company of New Mexico v. Standard Oil Company 
of California, 56 F. (2) 973, 10th circuit [22 T.-M. Rep. 263]. 
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The damages in sight are hardly sufficient to justify the ap- 
pointment of a commissioner. 

A decree may be drawn enjoining the respondent and adjudicat- 
ing the validity of the trade-mark, “Ethyl.” 


CuEseBROUGH Manuracturine Company v. Davin Greensere & 
SamvueEv Rirr, co-partners doing business under the firm name 
and style of Unirep PHarmaceuticaL Company 


United States District Court, Eastern District of New York 
May 23, 1932 


Unrair Competirion—“Brive Laser” ror Petrroreum Jetty—InNsunction— 
VIOLATION OF ORDER. 

The adoption by defendants of a blue seal after having been ordered 
to desist from the use of a container similar to plaintiff's, held an at- 
tempt to invade plaintiff's registration and good-will. 

Unram Competrrion—Svurrs—Derense—Apnvice or ATTORNEY. 

That the defendants acted on the advice of their attorney is no 
defense in an action for unfair competition. 

In equity. On motion to hold defendant in contempt for viola- 


tion of injunction. Motion granted. 


Wm. Wallace White and Wallace White, both of New York City, 
and Hugh M. Morris, of Wilmington, Del., for plaintiff. 

W. H. K. Davey, and Lewis Nadel, both of New York City, for 
defendants. 


Ga.ston, J.: There seems to me no ambiguity in the order of 
February 17, 1932. The carton exhibit A, attached to the motion 
papers is a violation of that provision of the order relating to the 
trade-mark “Blue Seal’’ as covered in registration No. 284672, 
and of the concluding sentence of the order, enjoining the defendant 
“from using on the bottle or other container for petroleum jelly or 
petroleum a blue label.’”” Why the defendant adopted a blue seal, 
after having been ordered to desist from the use of the carton, 
exhibit C, can be explained on no other ground than by an attempt 
to invade plaintiff's registration and good-will incident thereto; 
nor does the Greenberg affidavit carry much conviction in view of 
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the stress made therein on the alleged single instance of the use of 
the new carton (plaintiff's exhibit A). The plaintiff's supple- 
mental affidavits leave no doubt in my mind that there was a rather 
general distribution of that carton after the entry of the injunction 
order. 

So far as explanation is concerned, the reliance on the advice 
of the attorney is, of course, no defense. However, it may be noted 
that even if such explanation were available as a defense, it no 
where appears that the attorney recommended or approved the 
use of a blue seal. The motion is granted and a fine of two hundred 
and fifty ($250) dollars is imposed upon the defendant, one-half 
for the benefit of the plaintiff. Settle order on notice. 


W. G. Rearpon Lasorartories, Inc. v. Leo M1Luer and Morris M. 
MILLER, co-partners, trading under the name of 
Mitsro LaBoraTorIEs 


New York Supreme Court, New York County 
April 30, 1931 


Trape-Marxs—“Movse Seep” ann “Rat Seep”’—ror Ropent Exterminators 
—Non-Descriprive Terms. 

In an action to enjoin the use by defendants of the phrase “Mouse 
and Rat Seed” as a trade-mark for rodent exterminators, held that 
plaintiff’s trade-marks “Mouse Seed” and “Rat Seed” were non-descrip- 
tive and valid as applied to the same goods; and an injunction was, 
accordingly, granted. 

In equity. Action for trade-mark infringement. Injunction 


granted. 


Howson & Howson and Broadwin §& Mannheimer, all of New 
York City, for plaintiff. 
Alex B. Greenberg, of New York City, for defendants. 


FRANKENTHALER, J.: In Barrett Chemical Co. v. Stern, 176 
N. Y. 27 the Court of Appeals held that the manufacture of a 
preparation for destroying roaches known as “Roachsault” was 
not entitled to enjoin another who subsequently placed upon the 
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market a product described as “Roach Salt.” The Court in its 
opinion pointed out that the word “Roach” was descriptive of the 
insects for the destruction of which the articles were intended, that 
the word “salt” is a “word in common use to describe chemical 


? 


preparations,’ and that “the case in its legal aspects is practically 
the same as if each party had labeled his goods ‘Roach Poison’ 
instead of ‘Roach Salt.’ They are all common descriptive words 
indicating to the purchaser of the article that it was a powder or 
preparation for destroying roaches or other insects.” 

In the instant case the plaintiff’s products are known as “Mouse 
Seed” and “Rat Seed.” The defendants have recently commenced 
to manufacture and sell a preparation labelled “Mouse and Rat 
Seed.” If the word “Seed” were used to describe an article in- 
tended to propagate plants, flowers or other forms of vegetable 
or animal life the case would no doubt be analogous to the Barrett 
Chemical Co. case, supra, since the word “seed” would be truly 
descriptive of the product itself. When the word is, however, 
applied to a product intended for the extermination of mice and 
rats it seems to me that it is not used in its natural significance and 
that it may be said to have acquired a secondary meaning, capable 
of exclusive appropriation. As applied to a rat poison or mouse 
poison the word “seed” is fanciful and not descriptive (see Nims 
On Unfair Competition and Trade-Marks [Third Ed.], Chapter 
4). The motion for a temporary injunction is accordingly granted. 


De Pron v. RussEti 
(288 P. 178) 


Supreme Court of Colorado 
May 12, 1930 


Unram Competirion—Use or SurNamMeE—RiGuT To Use. 

In the absence of fraud or deceit, a person has a right to use his 
own family name in conducting his business, even though the use 
thereof may be detrimental to others of the same name, or those who 
have previously used it in a competing business. 

Unram Competirion—‘Da Pron” as Name or Danctne ACADEMY. 
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Plaintiff in error, who had for many years conducted his dancing 
academy in the City of Denver under the name “Da Pron Dancing 
Academy,” sold same to his wife and daughter, and after residing for 
a time outside the city, returned and established another dancing 
academy, the name of which he changed to “Da Prin School for Ballet 
and Ballroom Dancing.” Defendant in error, having married Edna 
De Pron, daughter of plaintiff, acquired her interest and that of her 
mother in the dancing school established by plaintiff in error; the 
two schools being then competing for business in the same section. 
No evidence of fraud or deceit having been disclosed in con- 
nection with the use by defendant in error of the name “Da Pron,” 
the decision enjoining him from the use of the said name was reversed. 


In equity. Action to restrain alleged unfair competition in the 
use of a trade-name. Defendant appeals from a judgment enjoin- 
ing him from the use of a trade-name, with cross bill by plaintiff. 
Reversed and cross bill dismissed. 


Perry D. Rose, of Denver, Colo., for plaintiff. 
Everett Owens, of Denver, Colo., for defendant. 


Auter, J.: J. T. Russell, doing business as Da Pron School 
of Dancing, defendant in error, hereinafter referred to as plaintiff, 
began this action in the district court to restrain and enjoin L. I. 
Da Pron, plaintiff in error, hereinafter referred to as defendant, 
“from using the name Da Pron in any manner pertaining to a 
school of ballet and ball room dancing,” and from claiming that the 
defendant’s dancing school was established in 1897. The defendant 
answered plaintiff's petition, and filed his cross-complaint, in which 
he sought an injunction to prevent the plaintiff from using the 
name “Da Pron’ in connection with his dancing school. Upon 
trial, judgment was entered in favor of the plaintiff on his petition, 
and the cross-complaint of the defendant was dismissed. The de- 
fendant prosecutes this writ, assigning as error: (1) The action of 
the court in granting the plaintiff's injunction, and (2) refusing 
to grant defendant an injunction, as prayed in his cross-complaint. 

The stipulated facts upon which this case was tried are sub- 
stantially as follows: That, on or about January 1, 1911, the 
defendant, being then, and for some time prior thereto, the owner 
of the Da Pron Dancing Academy, at 220 Broadway in the City of 
Denver, sold the same to Nannie Da Pron and Edna Da Pron Win- 
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slow, his wife and daughter respectively, and became a non-resident 
of Colorado until 1922; upon defendant’s return to Colorado, he 
became financially interested in a dancing academy with another, at 
220 Broadway, where the business was conducted under the name 
of the Crystal Dancing Academy, and in 1923 the defendant became 
sole owner of this business, and immediately changed the name 
thereof to the Da Pron School for Ballet and Ballroom Dancing. 
In advertising this business, the defendant has used the names: 
Da Pron’s School of Ballet and Ballroom Dancing, Da Pron’s 
School of Ballet, Da Pron’s School of Ballroom Dancing, De Pron’s 
Ballroom Classes, and Da Pron’s Dancing School of Ballroom and 
Ballet. The use of these names by both plaintiff and defendant in 
their business advertisements has resulted in some confusion on the 
part of the dancing public. Shortly after 1911, when Nannie 
Da Pron and Edna Da Pron Winslow acquired the Da Pron Danc- 
ing Academy from defendant, they moved from 220 Broadway, 
where the business was then being conducted, to 1514 Cleveland 
Place, where the business was conducted under the name of the 
Da Pron School of Dancing. Plaintiff married Edna Da Pron 
Winslow, the owner of an undivided half interest in the business, 
and, upon her death, acquired this interest by inheritance. Prior 
to the commencement of this action he acquired, by purchase, the 
interest of Nannie Da Pron, and is now sole owner of the Da Pron 
School of Dancing, at 1514 Cleveland Place. Defendant began in- 
struction in dancing in 1897, and from 1901 until 1911 used the 
name Da Pron Dancing Academy in conducting his business at 220 
Broadway. Defendant, for some years prior to the beginning of 
this action, has advertised to the public that he conducts the Da 
Pron School of Ballet and Ballroom Dancing, and claims to have 
established this school in 1897, which advertisement, as to time, the 
defendant admits is inaccurate, and was made through mistake and 
inadvertence. No one by the name of Da Pron is now in any way 
connected with plaintiff's business at 1514 Cleveland Place. 

The court below, upon trial of the cause, issued, an injunctive 
decree, the pertinent part of which is as follows: 
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It is therefore ordered, adjudged and decreed that: 

That the plaintiff may use the name of the Da Pron School of Dancing 
and that the same was established in 1897; 

That the defendant is enjoined from representing his business as being 
established in 1897, and that if he does so advertise, he shall not claim 
that he was established prior to 1922; 

That the defendant may use his own name in his business, but shall not 
use the word “School” immediately following his name, nor shall he use 
the following names in his business: 


Da Pron School of Dancing 

Da Pron School 

Da Pron School of Ballet 

Da Pron Dancing Academy 

Da Pron School of Ballroom Dancing 


Nor shall he use his name representing himself as being established in 
1897; nor shall he use his name in any way, which would mislead the 
dancing public with reference to the name used by the plaintiff, namely; 
“The Da Pron School of Dancing.” 

That the defendant shall not use his name in any way which would 
mislead the dancing public with reference to the name used by the plain- 
tiff, namely, “The Da Pron School of Dancing.” 


In the stipulated facts upon which this case was tried, no fraud, 
deceit, or any unfair or dishonest practice can be found, nor do 
they disclose that the defendant was under any contractual obliga- 
tion with the plaintiff respecting the use of the defendant’s family 
name. Under these circumstances, we are called upon to determine 
what right, if any, a natural person has to the use of his own family 
name in conducting any business, even though the use thereof may 
be detrimental to others of the same name or others who have 
previously used the same family name, and who are engaged in a 
competitive business in the same locality. 

In Meneely v. Meneely, 62 N. Y. 427, 431, 20 Am. Rep. 489, 
where the facts are such as to appeal more strongly to a court of 
equity than those in the present case, the following language is 
used: 


.... for every man has the absolute right to use his own name in his 
own business, even though he may thereby interfere with or injure the 
business of another person bearing the same name, provided he does not 
resort to any artifice or contrivance for the purpose of producing the 
impression that the establishments are identical, or do any thing calculated 
to mislead. Where the only confusion created is that which results from 
the similarity of names the courts will not interfere. A person cannot 
make a trade-mark of his own name, and thus obtain a monopoly of it 
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which will debar all other persons of the same name from using their own 
names in their own business. 


In Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 187, 16 
S. Ct. 1002, 1009, 41 L. Ed. 118, it is said: 


Every one has the absolute right to use his own name honestly in his 
own business, even though he may thereby incidentally interfere with and 
injure the business of another having the same name, in such case the 
inconvenience or loss to which those having a common right are sub- 
jected is damnum absque injuria. But although he may thus use his 
name he cannot resort to any artifice, or do any act calculated to mislead 
the public as to the identity of the business firm or establishment, or of 
the article produced by them, and thus produce injury to the other beyond 
that which results from the similarity of name. 


The Singer case, supra, and the language herein quoted, was 
cited with approval by Mr. Chief Justice Fuller in Howe Scale Co. 
v. Wyckoff, et al., 198 U. S. 118, 138, 25 S. Ct. 609, 613, 49 L. Ed. 
972, where the following language of Lord Esher, in Turton and 
Sons, 42 Ch. Div. 128, was cited with approval: 


Therefore the proposition goes to this length: That if one man is in 
business, and has so carried on his business that his name has become a 
value in the market, another man must not use his own name. If that 
other man comes and carries on business he must discard his own name and 
take a false name. The proposition seems to me so monstrous that the 
statement of it carries its own refutation. 


In Hilton v. Hilton, 89 N. J. Eq. 182, 183, 104 A. 375, L. R. A. 
1918F, 1174 [8 T.-M. Rep. 96], it is said: 


The effect of this injunction is to preclude the defendant from using his 
own name in the clothing business in any city where the complainant 
conducts a retail clothing business. That this was meant to be its scope 
is shown by the respondent’s defense of the decree, both orally and in 
his_ brief. 

The right of a man to use his own name in his own business is part of 
the natural and inalienable rights guaranteed by the very first clause of 
our Constitution, without which the right to acquire, possess, and protect 
property would be of little worth. 


In Seligman v. Fenton, 286 Pa. 372, 375, 138 A. 561, 562, ina 
case where the facts are similar to the one under consideration, it 
is said: 

The trial court properly held defendant had the right to honestly use his 


own name in his own business, and any injury resulting therefrom was 
damnum absque injuria. 
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The Seligman-Fenton case, supra, is reported in 47 A. L. R. 
1186, where, in a note following, the decisions in many states are 
collated, and from a reading of many of these decisions, we are 
convinced that the almost universal rule is that a natural person 
cannot be restrained from the use of his own name honestly in the 
conduct of his own business, although his name and the business 
are identical with that of another previously engaged in the same 
locality. 

This rule is also supported by the text and cases cited in: 38 
Cyc. 807 et seq.; 26 R. C. L. 854, § 32. 

The injunctive decree also prohibited defendant’s use of the 
phrase “School of Dancing,’ and other particular phrases in con- 
nection with his name. The terms enumerated in the decree are 
generic, and might well be interpolated for the word “driveless”’ 


Car Co., 83 Colo. 262, 269, 264 P. 653, 656, where Mr. Justice 


a 
it 
He in the case of Driverless Car Co. v. Glessner-Thornberry Driverless 
tl 
; Campbell said: 


fi So here, in the case now under consideration, as found by the trial 
court, the word “driverless” has not acquired in the mind of the Denver 
public a secondary meaning as denoting the business of any particular 
ae company, and therefore, in the absence of actual fraud or intent to 
Ha deceive, plaintiff did not acquire the right to the exclusive use in its 
corporate name of “driverless” because the same is merely generic or 
bit descriptive of the particular business in which both of these companies 
i ry are engaged. . . . Where, as here, there is no actual fraud or intent to 
a a. deceive, “driverless” has not acquired in the mind of the public a secondary 
meaning. It is purely a generic term. 
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What has been said with reference to plaintiff's attempted 
cause of action applies with equal force to the one attempted by 
the defendant in his cross-complaint. Defendant, in order to 
prevail, must show that the plaintiff was guilty of fraud, deceit, or 

other unfair or dishonest practice, or that he violated some con- 
tractual obligation respecting the use of the name “Da Pron,” 
and, in the absence of such proof, he is not entitled to relief in a 
court of equity. 

The judgment is reversed, with orders to the trial court to set 
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aside its decree heretofore entered herein, and dismiss the action 
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at the cost of the plaintiff; each party to pay its own costs incurred 
in this court. 
Judgment reversed. 


Wuitrorp, C. J., and Apams and CampBELL, JJ., concur. 


AMERICAN AUTOMOBILE Ass’N, ET AL. V. AMERICAN AUTOMOBILE 


Owners’ Ass’N, ET AL. 
(13 F. (2a) 707) 


Supreme Court of California 


August 1, 1932 


Unram Competion—D1amonp-Suarep Laser—Pvustuici Juris. 

No claim of exclusive appropriation to diamond-shaped labels can 
be sustained, inasmuch as designs of this shape have been in general 
use for many years. 

Unram Competirion—“American AvToMOoBILE” anv Letrers “AAA”— 
Pusuicr Juris. 

No one can have the exclusive right to use the words “American 
Automobile,” since they have been in such common use as to have 
become public property; nor can the letters “AAA” be monopolized 
for the same reason. 

Unrair Competition—Svurrs—ReE tier. 

It is not enough to entitle the complainant to relief that some pur- 
chasers might be influenced to accept the competitor’s product when 
his was desired, because the former bore upon the container some 
figure or words in common with his own, provided the differences 
are such as to make them readily distinguishable by the ordinary 
purchaser. 

Unratr Competrrion—Inrrincinc Features—CRrIrTeERI0n. 

Whether one emblem resembles another is to be determined by an 
inspection of the points of difference and resemblance as a whole, 
and not of points of resemblance alone. 

Unram Competrrion—Use or Simriar Corporate Name—“AMERICAN 
AvTomoBILE AssociaATION” AND “AMERICAN AUTOMOBILE OWNERS’ 
AssocraTIon.” 

In a suit brought by the American Automobile Association to enjoin 
American Automobile Owners’ Association in the use of its 
corporate name, on the ground that the two names were confusingly 
similar and intended to deceive the public, held that, inasmuch as the 

words “American Automobile Association” had been long in common 

use and were therefore publici juris and no evidence of confusion was 
shown, the decision appealed from, dismissing the bill should be 
affirmed. 
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In equity. Action for alleged unfair competition. From deci- 
sion of the San Francisco Superior Court, dismissing the complaint, 
plaintiff appeals. Affirmed. 































G. E. Sanford, of San Francisco, Cal., for appellants. 
Hugh L. Smith and Chas. J. Wiseman, both of San Francisco, 
and Arthur V. Kaufman, of Los Angeles, Cal., for 
respondents. 
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Per Curiam: Plaintiff corporations, American Automobile As- 
sociation and California State Automobile Association, appeal from 
a judgment denying their application to enjoin defendant corpora- 
tion from doing business under its corporate name, American Auto- 
mobile Owners’ Association, and from using and displaying its 
official emblem, on the ground that said name is so similar to the 
name of the American Automobile Association, and its emblem so 
closely resembles the emblem of the California State Automobile 
Association as to tend to deceive and mislead. 
The California State Automobile Association was incorporated 
in this State in 1907 as a non-stock corporation, with its principal 
place of business in the City of San Francisco. Its objects, as 
stated in its articles of incorporation, are to promote improvement 
of the highways, encourage proper highway maintenance, accom- 
tt plish proper marking of the highways, urge just and rational high- 
ta way legislation, further all good roads projects, and protect the 
interests of its members. At the time of the trial said association 
had a membership of more than 68,000. In consideration of annual 
dues, it furnishes its members with towing service, either directly, 
by towing cars operated by it, or through privately owned garages, 
and also gives them emergency road service in changing tires and 
repairing minor mechanical defects. It obtains extensive road and 
touring information for the benefit of members; supplies them with 
maps; designates official hotels and garages, which are required to 
maintain a certain standard; assists members arrested for traffic 
violations; and otherwise renders services in line with its objects. : 
Its activities in marking the highways of Northern California with 
road signs are well known. It maintains a separate insurance 
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bureau, which issues certain types of automobile insurance, and it 
acts as a broker in placing public liability insurance for its members. 

Under an arrangement of years’ standing with the Automobile 
Club of Southern California, the appellant California State Auto- 
mobile Association is not active in the thirteen southern counties of 
the State. It does not solicit members in said counties, nor does it 
accept members who reside in Southern California without first 
advising that they join the Automobile Club of Southern California. 
By agreement between the two organizations, members of the State 
association are entitled to the services of the Automobile Club when 
in Southern California, and members of the southern club have 
recipr seal privileges when in Northern California. 

The California State Automobile Association and similar asso- 
ciations in all but a few states are members of, or affiliated with, the 
appellant American Automobile Association, which was incorporated 
in Connecticut in 1910 as a non-stock corporation, and had existed 
prior to that time, since 1902, as an unincorporated association. 
The American Automobile Association is generally known as the 
“AAA,” and local organizations affiliated with it as “AAA,” or 
“Three A” clubs or associations. Members of the California State 
Automobile Association when traveling outside California are en- 
titled to receive from the organization affiliated with the American 
Automobile Association in the territory where they are traveling 
such services as said affiliate association renders to its own members. 
The California association in turn accords similar privileges to 
members of other State associations affiliated with the American 
Automobile Association when they travel in the territory of the 
California association. The AAA in this phase of its organization 
is a centralizing agency through which automobile owners, by mem- 
bership in a State club affiliated with the AAA, may secure the 
services rendered by automobile clubs throughout the country. The 
AAA promotes and facilitates the organization of local associations. 
Not more than one local organization in any given territory is per- 
mitted to affiliate with the AAA. A portion of the annual dues of 
each member of the State associations are remitted to the AAA, 
which maintains offices in New York, Washington, D. C., and 
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Detroit. The AAA also carries on national activities to secure 
constructive automobile legislation and promote the maintenance, 
construction, and improvement of highways, and disseminates tour- 
ing information. Individuals, as well as organizations, may join 
the AAA directly, but it does not solicit or accept members in the 
territory of a local association affiliated with it. The Automobile 
Club of Southern California is not a member of the AAA. The 
AAA does not maintain an office in Southern California, nor engage 
in business there. However, it accepts voluntary applications 
from persons residing in the southern territory and has a number 
of individual members there. 

The respondent American Automobile Owners’ Association was 
incorporated in this State in January, 1924, but did not commence 
doing business until August, 1926. Unlike the California State 
Automobile Association and the American Automobile Association, 
it is a stock corporation. It is in no way affiliated with either the 
State association or the AAA. In actual operation the corporation 
furnishes similar services to those rendered by the California State 
Automobile Association and automobile associations generally. At 
the time of trial in November, 1927, its membership had grown to 
17,000. It asserts that its activities are confined to the thirteen 
southern counties of the State. Its principal place of business is in 
the City of Los Angeles. It also maintains an office in San Diego. 

Both the appellant California State Automobile Association 
and respondent American Automobile Owners’ Association issue to 
their members a diamond-shaped enameled metal emblem for dis- 
play on their automobiles. The official emblems of the respective 
associations are also prominently featured on their stationery and 
advertising matter, and on maps and road information distributed 
to members. The emblem of the parent organization, AAA, is 
dissimilar to the other emblems. On the California State Automo- 
bile Association emblem the dark blue letters AAA are a distinctive 
type and are inclosed in two large interlocking blue circles resemb]- 
ing automobile tires, arranged so that the outer letters are encircled 
once and the middle letter is doubly encircled by said two tire- 
shaped circles. The blue letters stand out conspicuously on a field 
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of orange yellow. The legend California State Automobile Associa- 
tion in small lettering, approximately a quarter of an inch high, 
appears on the half-inch blue order of the diamond. The AAA 
on the emblem signifies that the California State Automobile As- 
sociation is affiliated with the American Automobile Association. 
This practice of making the letters AAA the central feature of the 
insignia is followed by the State associations throughout the country 
which are affiliated with the American Automobile Association. 

The emblem of the American Automobile Owners’ Association 
is also diamond shaped, with two corners of the diamond stubbed 
or truncated, and approximately of the size of the State associa- 
tion erblem. The State association emblem has the blue letters 
AAA enclosed in interlocking blue circles resembling automobile 
tires upon a yellow background, while the emblem of the American 
Automobile: Owners’ Association has the white letters AAOA on a 
red background. The two middle letters AO are of the same height, 
and are the largest of the group, the O being oblong in form. 
Said letters AO stand out conspicuously in said group. The AAOA 
emblem also has a blue border of the same width as the State Auto- 
mobile Association emblem, and on the border of said AAOA em- 
blem are stamped the words “American Automobile Owners’ As- 
sociation.” Upon the emblems of both the State association and 
the American Automobile Owners’ Association the smaller, stating 
the name of the association, are nickel-colored. 

Previous to the adoption of its present emblem the American 
Automobile Owners’ Association, from the time it commenced doing 
business in August, 1926, until November, 1926, distributed an em- 
blem which differed in design from the present emblem only in 
that instead of the letters AAOA, it bore the letters AA, in line, 
but widely separated, with the word “owners” in lettering less than 
a quarter of an inch high written underneath, and the third A 
appearing below the word “owners.” Viewed at a distance of 
twenty feet the word “owners” is not visible, and the three A’s 
appearing in triangular form are quite outstanding. The use of 
said emblem was discontinued in November, 1926, but the court 
in the present action nevertheless enjoined its use. 
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We may observe that although the officials of respondent AAOA 
testified, and the court found upon the evidence before it, that the 
AAOA did not extend its activities beyond the thirteen southern 
counties of California, there is no such limitation in its articles of 
incorporation. If'the emblems are'v? ‘%nilar as to fall under the 
ban of unfair competition, we do '# .iink that it would be a de- 
fense to the suit for injunction to answer that the ~espondent AAOA 
had not at the time of trial, as found by the court, extended its 
activities into northern California. Upon argument before us it 
admitted that it had since established an office in San Francisco. 

The important question presented by the appeal must be de- 
termined by an application of the well-established test, which no 
doubt the trial court applied to the case, to wit: Would a person 
exercising that care, reaction and power of perception which the 
buyer may be expected to exercise in the matter which it has in 
mind, mistake one of the emblems for the other? The only points 
of similarity are to be found in the size and diamond-shape (waiv- 
ing the difference which exists as to the fact that all of the points 
of the diamond design of plaintiff California State Automobile As- 
sociation are pointed, and two of said points of the diamond design 
of respondent are truncated), and in the small blue border, and in 
the similarity as to metal emblem and the smaller lettering on the 
border. In all other respects they are different as to name, ab- 
breviations, size and style of letters, design of motto, and color. 
Placed at any point within the distance of visual discernment they 
present an entirely different picture which could not deceive a 
person of normal discernment into the error of mistaking one for 
the other. No claim is made as to the right of monopoly by reason 
of copyright or trade-mark of the letters AAA, or as to the exclu- 
sive right of appellants to appropriate the words “American Auto- 
mobile,” for the reason that these words are in common use and 


are regarded by the law as common property, which may be used by 
others in combination with other descriptive words, provided they 


are not used in combination with such other words or symbols or 
designs as to render it probable that they would mislead persons 
possessing ordinary powers of perception. Generic terms and 
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words descriptive of place are not subject to exclusive appropria- 
tion. No legal objection could be urged against the formation of 
an association to be known as the American Automobile Association 
of South America, or the American Automobile aud Motor Associa- 
tion as such. That neith ~d impinge upor the AAA symbol 
adopted and used by the. . an Automobile Association is clear 
for the sufficient reason that said three letters in combination had 
previously been adopted by the American Automobile Association 
as its symbol. The fact that said letters do not correctly initial 
the true name of either of said other associations would be an addi- 
tional circumstance against a claim of right. 

No claim of exclusive appropriation of diamond-shaped labels 
can be sustained, because diamond-shaped designs have been in 
use for many years and are commonly used in magazine, periodical, 
label, and sticker forms of advertising. 

Justice Brewer, in Lorillard v. Peper (C. C. A.) 86 F. 956, 
960, in giving consideration to the rule which should guide courts 
in determining whether there exists in fact such a similiarity of 
names, letters, symbols, forms, colors, shapes, and sizes as would 
be likely to deceive a person of ordinary discernment, reduces the 
subject to the following formula: 


The difference (labels) is such that the eye will take it in at a moment’s 
glance. Summing it all up, while there are certain minor points of resem- 
blance which have been forcibly urged upon our attention, . . . their labels 
—taking the tout ensemble—it appears to us clear that they are so essen- 
tially different that no one of ordinary intelligence, desiring to buy the 
one kind of tobacco, would be mislead into buying a package of the 
other. ... We cannot surrender our own judgment in this matter because 
others may be of a different opinion, or because it happens, in isolated 
instances, that some purchaser was so careless as not to detect the dif- 
ferences. It may well be that, where many sales were made, some in- 
dividuals, not particularly attentive, may have purchased the defendant’s 
supposing they were purchasing the plaintiff's package. Such things will 
happen in the ordinary course of business, no matter how great the 
differences; and the fact that they do happen, while it is not to be ignored, 
is not to outweigh the evidence which comes from a personal inspection of 
the packages and labels. 


The question here presented is by no means a novel one in the 
judicature of our federal courts, or of the courts of this State and 
sister States. The law has many times been considered in its ap- 
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plication to wide and diversified subjects of mental and manual 
production, manufacture, industry, business, and trade. The rule 
has been most frequently applied in controversies arising between 
publishers of magazines and periodicals, compounders of patent 
medicines and chewing gums, and candy manufacturers, where the 
claim of unfair competition has been made the issue. In Collegiate 
World Publishing Co. v. Du Pont (D. C.) 14 F. (2d) 158, 160 
[16 T.-M. Rep. 543], plaintiff was the publisher of a publication 
entitled College Humor, and defendant subsequently began the pub- 
lication of a magazine entitled College Comics. Both publications 
occupied the same field. The general dress and size of the two publi- 
cations were strikingly similar. This case has a special bearing on 
the instant case, inasmuch as it makes reference to a new enterprise 
entering the field of competition, and the confusion which, if created 
in the minds of inattentive or careless persons, could at best be but 
short lived, and would soon disappear, if it seriously existed. The 
instant case does not in all respects resemble cases dealing with 
chewing gums and prepared articles for consumption, which are 
often hurriedly purchased by the traveling public in small packages 
and consumed before the deception is discovered, but the transac- 
tion of the kind of business in which the respondent is engaged is 
attended with deliberate action and possible investigation, and 
above all it is a business in which a good name for square dealing 
with the public is absolutely essential to success and continuance in 
business. The relationship between its members and the associa- 
tion is necessarily one of trust and confidence. It is also a business 
in which fraud or deception are certain sooner or later of detection 
if either is practiced. No doubt the trial court in considering the 
rationale of the situation encountered difficulty in bringing itself 
to understand how a membership consisting of 17,000 persons, or 
any considerable portion of that number, if obtained by the practice 
of fraud or deception, could have been induced to retain member- 
ship therein after it became known to them that they had been 
tricked into becoming members of respondent organization. The 
depositions of the five witnesses offered to establish the claim of 
fraud will later receive attention. 
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The court in the case of Collegiate World Publishing Co. v. 
Du Pont, supra, in considering the question as to the likelihood 
of the name of one magazine being mistaken for the other, said: 


There was some confusion, but it was due to the carelessness or inatten- 
tion of dealers and purchasers who did not know a new magazine had 
come out. Such confusion is to be expected at first, where a new magazine 
enters the field dealing with the same general subject-matter as a maga- 
zine already on the market. This confusion was negligible, and would 
soon disappear as the reading public came to know there were two maga- 
zines dealing with the humorous side of college life. The confusion that 
existed was due to the fact that plaintiff selected descriptive words for 
its name. 

Similarity in names of magazines dealing with the same subject is not 
unusual, but on the contrary is quite common, such as Popular Science, 
Popular Mechanics; Outdoor Life, Outdoor Recreation; Field and Stream, 
Forest and Stream; Boy’s Life, Boy’s Magazine; Ladies Home Journal, 
People’s Home Journal; Radio Doings, Radio Digest, Radio World, Radio 
Age, Radio Progress, Radio News, Radio Broadcast; Motor, The Motor, 
Motor Transport, Motor Record, Motor World, Motor Age, Motor Life, etc. 


To the above a long list of other comparative cases might be 
added in which similarity of association and corporate names was 
held not to be in violation of the unfair competition rule. We will 
cite relatively a few from outside jurisdictions, and three or four 
from this State. Practically every point made by appellants is 
covered in these cited cases and the law is applied to analogous 
situations. In Choynski v. Cohn, 39 Cal. 501, 2 Am. Rep. 476, it 
was held that the name Antiquarian Book Store did not vest its 
author with an exclusive right in said name to the extent that it 
could enjoin the use of the name Antiquarian Book & Variety Store 
by its later business rival. See, also, on this and other kindred 
points, Tasty Baking Co. v. Tasty Pound Cake Co. (D. C.) 32 F. 
(2d) 1009 [19 T.-M. Rep. 195]; Umpqua Broccoli Exchange v. 
Um-Qua Valley Broccoli Growers, 117 Or. 678, 245 P. 324 [16 
T.-M. Rep. 434]; Viavi v. Vimedia Co., (C. C. A.) 245 F. 289 
[7 T.-M. Rep. 609]; Parker Pen Co. v. Finstone (D. C.) 7 F. (2d) 
753 [15 T.-M. Rep. 554]; Supreme Lodge of Pythias v. Improved 
Order Knights of Pythias, 113 Mich. 133, 71 N. W. 470, 38 
L. R. A. 658; Elgin, etc., v. Elgin Creamery Co., 155 Ill. 127, 40 
N. E. 616; Farmers’ Loan & Trust Company v. Farmers’ Loan & 
Trust Company of Kansas (Sup.) 1 N. Y. S. 44; Richmond Reme- 
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dies Company v. Miles Medical Company (C. C. A.) 16 F. (2d) 
598 [17 T.-M. Rep. 82]; Italian Swiss Colony v. Italian Vineyard 
Company, 158 Cal. 252, 110 P. 323, 32 L. R. A. (N. S.) 439. 

In this State the question of unfair competition received critical 
attention in Dunston v. Los Angeles Van & Storage Company, 165 
Cal. 89, 181 P. 115, 117 [3 T.-M. Rep. 231], and Southern Cali- 
fornia Fish Company v. White Star Canning Company, 45 Cal. 
App. 426, 187 P. 981 [10 T.-M. Rep. 177]. In the Los Angeles 
Van & Storage Case, former Justice Henshaw gave consideration to 
the particular questions presented by the appeal in the instant case. 
Plaintiff Dunston established his business in 1896 and gave to it 
the name Los Angeles Van, Truck & Storage Company. In 1902 
a certificate was issued to him by the secretary of State granting 
him the sole and exclusive right to use said name. In 1910, de- 
fendants, so the complaint alleged, organized a corporation for 
the purpose of conducting a similar business to that of plaintiff in 
the City of Los Angeles, and fraudulently appropriated a similar 
name, to wit, Los Angeles Van & Storage Company. Plaintiff al- 
leged that the name of the company last named was in imitation of 


his company’s name, and was selected for the purpose of deceiving, 
and had deceived, his patrons and the general public. In disposing 
adversely of plaintiff's claim that the trade-name was susceptible 
of exclusive use, citing section 991, Civil Code, the court says: 


It is too apparent to need discussion that the name here employed by 
plaintiff has reference in its first words to the place of business; in the 
remaining words to a description of the business. Such names, titles or 
designations are not the subject of exclusive copyright or trade-mark. 
(Citing numerous cases.) 

The court then points out that as the judgment cannot be sup- 
ported upon the theory of an invasion of an exclusive right to 
property in a trade-mark, the only hope for the judgment must rest 
upon the ground of unfair trade dealing. This principle, says the 
opinion, will protect the person first in the field to the extent of 
making competitors “use reasonable precautions to prevent deceit 
and fraud upon the public and upon the business first in the field.” 
Continuing the decision reads: 


ee 
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But, as has been intimated, relief in such cases really rests upon the 
deceit or fraud which the later comer into the business field is practicing 
upon the earlier comer and upon the public. Like all other kinds of 
fraud and deceit this is not presumed but must be pleaded and shown. 
Since plaintiff had no exclusive property right by way of trade-mark in 
the use of the name, it follows that the mere similarity of names does not 
establish the fraud. It must be such a misuse of the name by advertising 
and soliciting as amounts to fraud, and without this proof no relief may be 
granted, for, as is said by the Supreme Court of the United States in 
(Delaware & H.) Canal Co. v. Clark, 13 Wall. 311, 20 L. Ed. 581: 

True it may be that the use by a second producer, in describing truth- 
fully his product, of a name or a combination of words already in use by 
another, may have the effect of causing the public to mistake as to the 
origin or ownership of the product; but if it is just as true in its applica- 
tion to his goods as it is to those of another who first applied it and who, 
therefore, claims an exclusive right to use it, there is no legal or moral 
wrong done. Purchasers may be mistaken, but they are not deceived by 
false representations, and equity will not enjoin against telling the truth. 
The findings absolutely fail to show much fraud, imposition or deceit. 
Since the use by the defendants of the similar name which they have 
selected is not forbidden by law, the use of it even for conspicuous adver- 
tising, so long as the advertisements are true, is not a violation of any of 
plaintiff's rights. The fact that confusion to the business of the plaintiff 
Fas resulted from acts not in themselves illegitimate of itself affords no 


ground for relief. 

The judgment for plaintiff was reversed. In the instant case, 
as in the case last above cited, the findings absolutely fail to show 
“fraud, imposition, or deceit.’’ Southern California Fish Company 
v. White Star Canning Company, supra, is another illuminating 
case as to what constitutes unfair competition, and answers many of 
the objections made by appellants. It has to do with the labels 
and containers used in canning tuna fish products for the market. 
Without going into detail as to all the points of resemblance and 
difference as to cans, labels, and emblems used by the rival compan- 
ies, which are specifically considered in the decision, it is sufficient 
to make reference to portions of the decision which have applica- 
tion to the principle of law involved in the instant case. It is 
coincident in the decision that the cans used by the contending fish 
packers, with their wrappers, bore considerable resemblance to each 
other, but all of said resemblances arose from features that were 
common to the trade or business to which no one had an exclusive 
right. As there said, the fact that any one is deceived by 
the size and general make-up of the can, or by the prevailing color 
scheme of the wrapper or labels, does not help plaintiff's case. All 
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of those features were old, separately and in combination. Plain- 
tiff must show deception arising from some feature of its own, 
and not common to the public. 


Passing from the features that are common to the trade—size and shape 
of cans, color scheme of labels, etc.—we find that, with but one exception, 
presently to be noted, the label used by the defendant is substantially un- 
like that used by plaintiff. The exception to which we refer is the figure 
or design of the fish. But the figure of the fish is a symbol that is indica- 
tive of the article sold. And the rule is that there can be no exclusive 
appropriation of a sign or symbol that represents or is descriptive of the 
article to which it is attached .. . , or which indicates the ingredients of 
the package, or the mode of composition. To give the right of exclusive 
appropriation, the sign or figure must be some arbitrary form or figure, 
not suggestive of the nature of the article to which it is affixed.” Southern 
California Fish Company v. White Star Canning Company, 45 Cal. App. 
426, 432, 187 P. 981, 984 [10 T.-M. Rep. 177]. 


The decisions of this court and courts of other jurisdictions 
make it plain that the law of unfair competition does not 
pretend to protect purchasers against falsehoods which salesmen 
may tell. It does not assume to perform the functions of penal 
statutes. The law is well stated in Southern California Fish Com- 
pany v. White Star Canning Company, supra, as follows: 


“The law of unfair competition does not protect purchasers against 
falsehoods which the tradesman may tell; the falsehood must be told by 
the article itself in order to make the law of unfair competition applicable.” 
Hill Bread Co. v. Goodrich Baking Co. (N. J. Ch.) 89 A. 863. Each of 
the housewives whose testimony plaintiff relies on to show specific in- 
stances of actual deception admitted that, by using her eyes, she could 
readily detect the difference in the two packages. “A resemblance which 
would deceive an expert or very cautious purchaser may still give a right 
of action, but a resemblance which would deceive only an indifferent or 
careless purchaser gives no right of action. The true rule lies between 
these extremes, condemning what would be reasonably calculated to 
deceive the common or usual purchaser of the given article when exercis- 
ing ordinary care.” See, also, Howe Scale Co. of 1886 v. Wyckoff, 198 
U. S. 118 at page 140, 25 S. Ct. 609, 614, 49 L. Ed. 972. 


Many other cases might be cited to the effect that it is not 
enough to entitle a complainant to relief that some purchasers might 
be influenced to accept a competitor’s product when his was desired 
because the competitor’s product bore upon the container some 
figure or words in common with his own, if the differences in other 
respects are such as to make them readily distinguishable by an 
ordinarily observant purchaser; nor is it a ground of action that 
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deception was due to resemblance in features as to which the com- 
plainant had no exclusive right. Wunderlich v. Cash (C. C. A.) 
33 F. (2d) 118. 

Of course, the only rule by which resemblances or differences 
can be detected is by physical comparison. Placing the objects of 
disputed similarity side by side is the method adopted by all 
courts, that not only the size, shapes, and forms may be brought 
into juxtaposition, but also that the color effect will be brought into 
the picture. There can be no other fair method of arriving at the 
truth. This is the approved test and the only way by which 
similitudes and differences may be compared. Whether one em- 
blem resembles another is to be determined by an inspection of 
the points of difference and resemblance, as a whole, and not merely 
of points of resemblance. Richmond Remedies Co. v. Dr. Miles 
Medical Co. (C. C. A.) 16 F. (2d) 598; Postum Cereal Co. v. 
American, etc., Co. (C. C. A.) 119 F. 848; Viavi Co. v. Vimedia 
Co. (C. C. A.) 245 F. 289; Southern California Fish Co. v. White 
Star Canning Co., 45 Cal. App. 426, 187 P. 981. When so ex- 
amined, the emblems of the contending competitors differ in so 
many conspicuous and essential features—in name, coloring, num- 
ber and formation of letters, symbol—that it does not seem possi- 
ble the one should be mistaken for the other by persons of ordinary 
intelligence, exercising ordinary care in the concerns of business. 
The form of the diamond is not absolutely identical. Of course, 
that is not susceptible of exclusive appropriation. But even should 
mistakes infrequently occur, the error would be with the person 
who fails to use his powers of perception in distinguishing differ- 
ences where they actually exist. The similarity between numerous 
types of automobiles themselves is more striking than is the similar- 
ity between the emblems in the present case. 

The court found, in line with the pleadings, that the plaintiff 
California State Automobile Association had a membership of ap- 
proximately 68,000 members, and respondent had a membership 
of approximately 18,000 members at the time of trial, to wit, 
November, 1927, totaling a membership of 86,000 persons. This 


number is far from comprising the total number of persons owning 
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or operating automobiles in this State. Appellants, in an effort 
to prove specific instances of deception claimed to have been prac- 
ticed by agents employed by respondent in its business, introduced 
the depositions of four persons taken in their behalf, which are 
specifically set out in the briefs, from which it is claimed that 
respondent’s representations and emblems influenced them to join 
respondent association. In one case the transaction was with a 
housewife. She testified that she joined the respondent association 
when her intentions were to join the California State Automobile 
Association, and she believed she was joining it. She claims that 
she was misled by the three A’s. As near as she recollected it, the 
agent said, as she understood him, that he represented the Ameri- 
can Automobile Association. She admitted her membership card 
made no reference to the California State Automobile Association. 
Her testimony is clearly so uncertain as to have justified the trial 
court in holding that her action could not be charged to deception 
on the part of respondent association. A second deponent averred 
that he glanced at the application before he signed it, and saw the 
Three A emblem; that he didn’t observe the word “owners’”’ on the 
emblem; that the salesman told him that he could only get service 
from a garage having the official Three A sign; that the salesman 
told him to go to appellant’s office on K Street in Sacramento for 
information and maps; that the Three A was all that was talked 
about. This witness, when asked if he made an examination of 
the emblem which the person displayed to him, answered: “No, 
sir, because I know that is the “Three A’s, and I don’t have to 
examine.” He did not read over a paper which he signed. A third 
deponent said that a salesman displayed the emblem AAOA, herein 
described, to him and he joined thinking it was “Three A’s.’’ He 
was told he could get service anywhere in the country. A fourth 
deponent said that the letters AAA on the respondent’s emblem 
indicated to him that it was appellant’s emblem. He testified that 
said salesman represented that his organization was the one that 
placed the road signs on the highways. The deponent admitted 
that he was not shown an emblem of the California State Auto- 
mobile Association, and while he signed a paper which said “make 
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all checks payable to the American Automobile Owners’ Associa- 
tion,” he did not observe the word “owners” on the literature or 
otherwise. 


The deposition of the fifth deponent was practically along the 
lines of the four herein reviewed. In commenting on this class of 
evidence in Moebius v. Louis Dejonge Co. (D. C.) 215 F. 443, 447, 
the court made the following observation: 


Complainant has introduced testimony as to misrepresentations of sales- 
men of defendants and confusion and mistakes by purchasers of these two 
articles. The salesmen are not identified, and, where only sporadic inci- 
dents are ascertained, a merchant is not chargeable with an occasional 
remark of an unidentified occasional salesman. 

Little aid is furnished by the testimony of witnesses as to confusion 
when that testimony is taken by deposition. In open court the judge can 
form his opinion of the point of view and mental attitude of the person 
who gives testimony of this character. There is no reason to doubt that 
the illustrations given by the witnesses in the case at bar are truthfully 
stated, and, of course, in doubtful cases actual instances of confusion may 
be helpful in arriving at a correct decision; but, generally speaking, the 
court must, if possible diagnose the subjective symptoms of the purchas- 
ing public from the appearance of the articles themselves, unless a course 


of conduct is proved which shows the employment of methods and means 
indicating unfair competition. 


It is the trial court’s function to judge of the sufficiency of the 


evidence in the case and give it such weight as it finds it entitled to 
receive. 


The appeal is taken from that portion of the judgment rendered 


in favor of the defendants and against plaintiffs which adjudges 
that: 


It is further ordered, adjudged and decreed that said plaintiffs nor is 
either of them entitled to any other, further or additional relief whatsoever 
as against said defendants or either or any of them as prayed for in said 
complaint, and that said defendants are entitled to recover judgment 
against said plaintiffs for their costs of suit taxed in the sum of —— 
dollars. 


The prayer of the complaint asks for an order of injunction 
restraining the use of said emblems and insignia by respondents, 
and for an order restraining respondents 


from doing business under or using or displaying the title and corporate 
name “American Automobile Owners Association,” or any title or name 
similar to the respective titles and names of plaintiffs; from distributing 
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to any person any printed or written matter, or erecting any signs con- 
taining or bearing said emblems, or corporate title similar to those of 
plaintiffs; from representing that defendant corporation is in any way 
connected with or affiliated with either of plaintiffs; from representing 
that members of defendant corporation will receive any services whatso- 
ever from either of plaintiffs, and for costs and such further relief as 
may be equitable and just. 

No money judgment was sought by the pleading and no attempt 
was made to prove money damages. 

The court conceded that the California State Automobile As- 
sociation and its parent corporation had performed a great and 
valuable service to the traveling public in the ways herein described, 
but found that their fears as to the deception that would ensue to 
the public if respondent were permitted to use the emblems and 
other means of publicity which it had adopted, were unfounded and 
unsupported by the evidence. The court found squarely upon the 
issue of fact presented by the pleading, “that said defendants have 
adopted said emblems and title for the purpose of so practicing 
deceit and fraud upon the public and prospective members are 
thereby deceived, deluded,” etc., by said emblem, and similar allega- 
tions, and its finding was in each instance that said allegations were 
untrue. It also found, upon evidence fully developed, that respon- 
dent corporation was not at the time of, or prior to the filing of 
the complaint herein, in competition with the plaintiffs in the ter- 
ritory in which it solicited and did business, to wit, Central and 
Northern California, but that it confined its field of activity and 
business transactions to the thirteen counties named in the findings. 
This finding has become obsolete, inasmuch as respondent stated 
in the hearing before this court that it had since established an office 
in the City of San Francisco. This being so, the appeal presents 
the sole question of unfair competition, which issue was really the 
controlling one passed on by the trial court, for our consideration. 

Appellants have argued that the evidence in the record would 
justify or compel a finding that the respondents have been prompted 
by a bad or evil intent to design their emblems in the manner 
described. The court has found that they would not deceive an 
ordinarily careful person, in the manner and form of the law. If 
that is so, the act is not unlawful. An uncompleted intent is not 
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actionable. In civil law as well as in criminal law there must be a 
joint operation of act and intent to constitute an unlawful act. 
If the act is not unlawful, the intent would not make it so. Every 
one who enters the field of competition desires and plans to draw 
custom from his competitors. Unless his acts are unlawful, his 
avarice is not actionable. 

We do not understand that there is any contention on the part 
of appellants that respondents have ever used the combination of 
letters AAOA as a separate symbol or emblem. The initial letters 
have always been a part of the emblems which are before this court 
as exhibits. In no case are the four letters AAOA inclosed in 
circles resembling automobile tires, as is the case with the Cali- 
fornia State Automobile Association, and there can be no contention 
that the American Automombile Association’s emblem in any respect 
resembles the respondent’s emblem in form, or color, or shape, or 
size. The question presented is one of fact. This court is not 
permitted to substitute its judgment for that of the trial court 
where, as here, there is substantial evidence to support the trial 
court’s judgment. 

The judgment appealed from is affirmed. 


I dissent: Preston, J. 


Unitep States Pitywoop Co., Inc., et at. v. UnttEp PLywoop 


CorPORATION, ET AL. 
(161 A. 913) 


Court of Chancery of Delaware 
July 26, 1932 


Unram Competitrion—Use or Simtiar Corporate Name—‘“Unirep States 
Pitywoop Company” v. “Unrrep Ptiywoop Corporation” — 
“Unrirep” anp “Piywoop” Pusuicr Juris. 

The names “United” and “Plywood” held descriptive and not sus- 
ceptible of appropriation by anyone. 

Unram Competrrion—Use or Srmriar Corporate Name—Lacx or Proor 
or ConFUuSION. 

Where, in an action brought by plaintiff, United States Plywood 
Company, to enjoin defendant, United Plywood Corporation, from the 
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use of the words “United Plywood” in its corporate name and in ad- 
vertisements, it was shown that the respective parties have been com- 
peting for one year without any convincing proof of confusion in the 
concurrent use of the respective names, held there was no unfair com- 
petition, particularly as the defendant had further distinguished its 
name from plaintiff's by the use of its trade-mark “Uplyco.” 


In equity. Action to restrain alleged unfair competition in 
the use of a trade-name. Bill dismissed. 


Howard Duane (of Keedy § Duane), of Wilmington, Del., 
for complainants. 

Arthur G. Logan (of Marvel, Morford, Ward & Logan), of 
Wilmington, Del., for defendants. 


Injunction bill to restrain unfair competition. The complainant, 
United States Plywood Co., Inc., of New York, organized in 1919, is a 
corporation engaged in the business of buying and selling plywood veneer, 
panels and veneers throughout the United States. It is not a manufac- 
turer. It secures its supplies of plywood from others, but markets them 
under its own name. Its business is divided into two parts—the warehouse 
business which consists in selling stock panels of a certain width and 
length carried in warehouses, and the special panel business which consists 
in supplying to customers plywood according to special specifications. 
The stock panel business constitutes about sixty percent and the special 
panel business about forty percent of its total business. The complainant, 
United States Plywood Co. of Delaware, holds all the stock of United 
States Plywood Co., Inc., of New York. The two complainants may for 
the purpose of convenience be treated as one. The complainant maintains 
offices and warehouses in New York City, Detroit, Philadelphia, Boston, 
Rochester and Los Angeles. Its general office is at New York City and its 
advertising matter particularizes only one addres, viz., 603 W. 36th Street, 
New York City. 

The defendant, United Plywood Corporation, a Delaware corporation, 
is a holding company. It was formed in 1930 to take over and unite in 
one company the New Albany Veneering Company, Breece Manufacturing 
Company, United Veneer Company and Gause-Beard Plywood Company. 
It owns all the capital stock of these companies. United Plywood Sales 
Corporation, the other defendant, is an affiliate of the United Plywood 
Corporation, through which the former markets the products of its con- 
stituents. All of the advertising and other sales activities are under the 
name of the United Plywood Sales Corporation, with the address of 
Portsmouth, Ohio, generally and occasionally of New Albany, Indiana. 
This corporation makes use of a registered trade-mark in which the coined 
word “Uplyco” is prominently displayed in a conspicuous Maltese cross, 
and the names of United Plywood Corporation and its four subsidiaries 
are also shown therein. The sales by the defendants are principally of a 
patented plywood flooring, the stock panel part of the business being only 
about one percent of the total sales. 

Plywood is a product made by taking thin strips of wood and gluing 
them together with cross laminations of different wood in between them. 
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It is an article as familiar to those who are interested in such subjects as 
is brick or sheathing to the building trades. 

The parties to this cause are both engaged in selling plywood in the 
forms designated and to some extent though quite limited they are com- 
petitors. As to the flooring, however, there is no competition. 

The bill charges the defendants with unfair competition in the adoption 
and use by them of the words “United Plywood” in their corporate names 
and in their advertisements. The prayer is that the defendants be enjoined 
from using those words as a part of their corporate names and from using 
such words in letters, circulars or advertisements. 


The answer denies that the use by the defendants of the words com- 
plained about constitutes in any way an infringement of the complainants’ 
rights. 

THe CHANcELLor: The complainants will be referred to as 
complainant and the defendants as defendant. The complainant 
was incorporated in 1919. It started business on a capital of only 
five hundred dollars and has built itself up out of profits to an asset 
value as of September 30, 1931, of $725,734.55 against which 
are liabilities of $175,597.31. Its pecuniary strength is rated by 
R. G. Dun & Company as between $500,000 and $750,000, and it 
is given the highest credit rating. Its average gross business in 
the past five years has been $1,500,000 and its average net profit 
$125,000. It has spent $200,000 in the past twelve years on ad- 
vertising, its present expenditure on that item being at the rate 
of about $10,000 per year. Its form of advertising consists almost 
entirely of sending a catalogue once in about every six weeks to each 
of the thirty thousand firms on its mailing list. 

The defendant was organized in 1930 as a holding and selling 
company. Its constituent companies, however, were in business 
some years before that date. They are in fact older than the com- 
plainant. The defendant’s assets are shown to have a value of 
$3,553,400. Its liabilities are not stated. It has an R. G. Dun & 
Company pecuniary rating of from $1,125,000 to $1,200,000. The 
present volume of its gross business is not shown. Three of its 
constituents, when the United Company was formed in 1930 showed 
a gross of over $7,000,000. It spends annually for advertising 
at the rate of $32,500. Its advertising takes the form of display 
space in trade publications. It does not send catalogues as does 
the complainant. Its accounts are very few in number. 
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When the defendant was in course of formation, the complainant 
upon learning of its proposed name protested to Colonel Knight, 
the defendant’s sponsor, against the use of the words United Ply- 
wood, taking the position that the embodiment of those words in 
the defendant’s name would cause confusion of the two corporations 
in the trade and a consequent damage to the complainant. Colonel 
Knight insisted that no such confusion of identity could be expected. 
He adhered to the name originally selected because, as he said, the 
word United was especially desired as indicative of a joining to- 
gether in one corporation of the constituents which were to be 
taken over. 

It is not contended that the defendant in the choice of its name 
was actuated by a fraudulent intent to injure the complainant. The 
contrary was expressly conceded at the oral argument. The dif- 
ference between the two corporations was and is one of opinion 
and while it is pronounced, yet I have been impressed with the 
thought that the two corporations regard each other as actuated 
by honorable motives and as entirely free from such unfair designs 
and purposes as are often charged against parties in cases of the 
pending sort. 

In cases of unfair competition based on simulation of names and 
marks, it is frequently an established concern that complains 
against a parvenu. Such is not this case. Both parties are sub- 
stantial and neither looks with contempt upon the other. Mutual 
respect, and rightly so, appears to characterize their attitudes. 
The defendant, however, is the larger concern, and its volume of 
business is far in excess of the complainant’s. If confusion of 
identity exists bewteen the two as charged, the resultant damage is 
likely to be greater to the defendant than to the complainant. I 
think this is so because of the different methods of advertising which 
the two companies respectively employ. But I hinge nothing on 
that circumstance. It is an interesting circumstance, however, as 
differentiating the instant case from the ones that are so often 
met with in the reports. Furthermore, it is always claimed in such 
cases that the complainant is injured by the alleged wrongful com- 
petition, whereas here the president of the complainant freely states 
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that he believes after a year’s trial, that his company has suffered 
no money loss because of the alleged confusion of identity. 

This case narrows itself down, as I view it, to a very limited 
compass, and I find no occasion to consider the numerous authori- 
ties cited on the briefs which bear on questions that after all, while 
pertinent to some phases of the case are nevertheless unnecessary 
to be dealt with. The pivotal point on which the case turns is the 
matter of similarity of names, and whether any reasonable person 
could be confused thereby. The name United Plywood Corpora- 
tion ought not to be confused by any reasonably intelligent or or- 
dinarily observant person with United States Plywood Co., any 
more so than should, for instance, the name United Steel Corpora- 
tion be confused with United States Steel Corporation. The com- 
plainant has no exclusive right to use “united” and “plywood.” 
Those names are such as, generally speaking, are not susceptible 
of appropriation by any one. Drugs Consolidated v. Drug Incor- 
porated, 16 Del. Ch. 240, 144 A. 656, 658; Standard Oilshares v. 
Standard Oil Group, Inc. (Del. Ch.) 150 A. 174. I cannot see that 
they have been used by the defendant in such way as to cause any 
confusion with the complainant. Especially is this so when in every 
piece of documentary evidence exhibited to the court in the form 
of advertisements and letterheads, the defendant has associated its 
name with a conspicuous trade-mark containing a striking coined 
word, which is not in the remotest degree associated with the com- 
plainant and its products, and the address of the defendant is 
plainly shown as at places where the trade has never known the 
complainant to be located. 

In what I have just stated in the preceding paragraph, I have 
spoken as though the dominant name in the advertisements were 
that of the defendant, United Plywood Corporation. The case is 
even stronger, however, than if that were so, because while that 
name does appear sometimes more conspicuously than at others, 
the name that stands out with overshadowing prominence is in 
every instance United Plywood Sales Corporation. 

If I were to go by names alone, I should have to say that there 
is no reasonable ground to conclude that the complainant could be 
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injured. How stands the matter in the light of the evidence as to 
the actual effect of the names in practical experience? These cor- 
porations have had one year of concurrent operations under their 
present names. The complainant has thirty thousand customers, 
or prospective customers, to whom it sends its catalogues at least 
every six weeks. It has twenty-five salesmen traveling on visits 
to the trade. It has I believe made diligent search for instances 
of confusion of its name with the defendant’s and vice versa. It 
has produced evidence of certain facts which it claims show that 
the alleged confusion does exist. The evidence is before me, but I 
shall not burden this opinion with a discussion of its details. It is 
sufficient for me to say that when it is sifted and appraised, it 
fails completely to convince me that any confusion worth noticing 
exists. That two stenographers who took dictation of letters from 
their employers who knew perfectly well the two different com- 
panies, when instructed to address the letters to the “flooring com- 
pany,’ mistook the proper addressees, is of no moment. As was 
said by this court in Drugs Consolidated v. Drug Incorporated, 
supra, “courts have refused to pay too meticulous a regard to the 
possible confusion that might be occasioned by similarity of names 
in the minds of ignorant or careless people.” This remark is of 
greater or less significance according as the class of persons before 
whose eyes the names are particularly intended to be displayed 
and to whom the identification indicated thereby is especially 
designed to be made, are of more or less intelligence. In the in- 
stant case, currency of these names is not among the masses of the 
undiscriminating public. They circulate among builders, architects, 
supply houses and direct consumers of a selected type—informed 
classes who can be expected to exercise a degree of intelligence and 
discrimination quite above the average. 

The defendant has taken pains by various means to distinguish 
itself from the complainant. Not only has it done so by the choice 
of its name but as well by its conspicuous trade-mark containing 
the coined word “Uplyco,” and the names of the parent and con- 
stituents. In view of this it is not surprising that the complainant 
has been unable through its salesmen and other means to produce 
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any more evidence of confusion than that which it has produced, 
which at the most is exceedingly slight and concerns only the care- 
lessness of uninformed people. It is striking that no evidence has 
been offered of confusion of identity in the minds of any of those 
on the complainant’s mailing list of thirty thousand names. 

It does not seem to me to be reasonable to expect that the 
name of the defendant is such as to cause it to be confused with 
the identity of the complainant in the trade, and no evidence has 
been produced which convinces me that such expectation would be 
justified. 

I am of the opinion that the bill should be dismissed. Decree 
accordingly. 


Burns v. NAVORSKA 
(182 N. E. 282) 


Court of Appeals of Ohio, Stark County 
May 5, 1932 


Unrair Competirion—Use or SurNAME—EFFECT OF ASSIGNMENT. 

The sale by appellant to appellee of a retail business theretofore 
known as “Burns Meat Market,” held not to have carried with it the 
title to the trade-name or good-will of the business. 

Unram Competrrion—Svuirs—Derense or Lacues. 

Where appellant after having sold his business to appellee’s pred- 
ecessors, acquiesced for several years in the use by the latter of the 
trade-name “Burns Meat Market,” both on the market itself and on 
letterheads, delivery trucks and advertising, held that appellant was 
estopped from enjoining the further use of such name by appellee. 

Unram Competirion—Use or Own Name In Bustness. 

The right to use one’s own name in business as subject to the general 

rules in force with regard to unfair competition. 


In equity. Action to restrain alleged unfair competition in the 
use of a trade-name. From an order granting injunction, defendant 
appeals. Decision reversed. 






C. J. Burris, of Canton, Ohio, for plaintiff. 
Clayton Hoffman, of Canton, Ohio, for defendant. 
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Suerick, P. J.: A. R. Navorska, who was the defendant below, 
appeals this cause to this court, and the issue presented by the 
pleadings and the evidence is formulated by the following facts: 

On and prior to August 1, 1924, the plaintiff, J. A. Burns, for a 
considerable number of years, had been engaged in the retail meat 
business in a storeroom known as No. 608 Sixth Street, N. W., 
Canton, Ohio. During such period he used as his trade-name the 
words “Burns Meat Market.” On the date mentioned, Burns sold 
his business to Eichler & Wagner. They received from Burns an 
assignment of his term of lease, and entered into a short written 
agreement which provided in substance that he sold them his busi- 
ness, known as the Burns Meat Market, and agreed to stay out of 
business for a period of two and a half years within a radius of 
five miles of Canton. 

Thereafter, on October 13, 1924, Eichler & Wagner sold and 
assigned their interest in the lease and their business equipment, 
and good-will to the appellant, Navorska. From that date to 
shortly before the commencement of this action in December, 1931, 
the appellant operated and conducted a meat business in that loca- 
tion, when he removed his market to a room immediately adjoining 
the premises previously occupied, and adopted the name “Burns 
Quality Market,” the change in the trade-name being due to the 
fact that Navorska had taken on a line of special merchandise in 
addition to his meat business. Immediately upon his vacation of 
room No. 608, the plaintiff re-entered the meat business under the 
trade-name and style, “J. A. Burns, Himself, Meat Market.”” The 
location and the similarity of names of these mercantile establish- 
ments naturally tended to and did lead to confusion among the 
patrons of both merchants. 

The plaintiff in his petition charges that the defendant wrong- 
fully uses the family name of the plaintiff, and seeks an injunction 
restraining Navorska from the use of the word “Burns.” The 
answer of the defendant denies the claim of the plaintiff, and 


further pleads and proves, as a matter of defense, facts establishing 
a long, continued, and knowing asquiescence of the plaintiff in the 
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known use by Navorska of the generic word “Burns.” The de- 
fendant asks for no affirmative relief. 

The defendant advances four reasons why the plaintiff is not 
entitled to the relief prayed for. It is first said that the plaintiff 
does not come into this court of equity with clean hands. We doubt 
the propriety of this equitable maxim to the situation developed 
in this case. The defendant’s second reason, as assigned, is that 
the defendant, by reason of the purchase of this market, has 
thereby acquired the use and the right to the trade-name. We have 
previously stated that the contents of the instrument of sale, en- 
tered into between Burns and Navorska’s grantors, do not show 
that Burns conveyed to his grantees the good-will of the business, 
nor does the instrument recite that he conveyed away to his pur- 
chasers the right of user in the business of the family name of 
Burns. Burns’ grantees could therefore not convey to the defendant 
a right which they did not have. 

It is stated in Nims on Unfair Competition and Trade-Marks 
(3d Ed.) 58, § 19, that the presumption is that no one intends to 
part with the right to use his own name, and it is equally true that 
a presumption will not be indulged that he intended to convey it 
away in absence of express language to that effect, and it must be 
clearly shown that it was the intention of the grantor, the posses- 
sor of the name, to part with his right thereto. 

The third theory advanced by the defendant is that the plain- 
tiff is estopped by his conduct to now claim an exclusive right to 
the use of the trade-name Burns. The fourth claim of the defen- 
dant is that the plaintiff has unfairly competed with the defendant, 
and this rather dovetails into what we are about to say concerning 
the claim of estoppel. We find that it is proved by the evidence in 
this case that Burns, at the time of his sale, remained in the store 
with his grantees for a period of a month. He knew that his pur- 
chasers were continuing the use of the word Burns in their business. 
He also knew of the subsequent sale by his grantees to the de- 
fendant, Navorska, and he knew that the appellant, Navorska, con- 
tinued the use of the word, and that he also used the stationery and 
billheads that bore the trade-name “Burns Meat Market’; that the 
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same name continued upon the window of the business; that the 
telephone number was continued under this name; that Navorska 
collected some few accounts for Burns, and that Burns purchased 
meats of Navorska at intervals during Navorska’s seven or eight 
years of continuance of the business under the name of “Burns 
Meat Market.”’ Burns made no objection to the use of his name, 
and during all of said period tacitly consented to its use, well know- 
ing that the defendant, Navorska, was spending time and money 
in the advancement of his business and in the advertising of the 
name “Burns Meat Market.”’ Under this state of facts we hold 
the view that there is merit in the contention that the plaintiff, by 
his silence and conduct, is estopped to now claim the relief prayed 
for. 

We recognize that the cases uniformly hold that there is no 
exclusive use to, or in, a proper name. The right to use one’s own 
name in business is subject to the general rules in regard to unfair 
competition, and it may be noted that there is nothing in the 
writs shown in this case indicative of any bad faith or purposeful 
interference by Navorska with the business of Burns, but the con- 


fusion that now results is caused by the use by both places of busi- 
ness of the name Burns and the close proximity of one to the other. 

We have been cited to numerous cases pertaining to some feature 
of the question presented, but, as suggested by counsel, both we 
and they have been unable to find any case exactly parallel to the 


instant case. We, therefore, in a determination of the question 
presented, must and do content ourselves with the statement of a 
general proposition of law taken from the case of R. L. Bennett & 
Sons v. Farmers’ Seed & Gin Co. (C. C. A.) 288 F. 365 [13 T.-M. 
Rep. 257], which seems to us to be sound in principle and reason to 
the particular facts presented in this case. Therein the court held 
that, if the proprietor of a name or mark has stood by and allowed 
others to use it under such circumstances and for such a time that 
his consent, or at least a continued attitude of noninterference on 
his part, may reasonably be inferred, he may not cause others who 
have acted upon the strength of his silence and inaction to lose the 
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result of the work and money expended on the assumption that he 
consented thereto. 

We further direct attention to the case of Bellows v. Bellows, 
24 Mise. 482, 53 N. Y. S. 853. It is therein held that, where it 
plainly appears that the right to use a trade-name has been 
abandoned, the court will not restrain the use of such name by an- 
other person, especially if he has spent time and money in build- 
ing up its reputation. 

The case of Harris v. Brown, 202 Pa. 16, 51 A. 586, 90 Am. St. 
Rep. 610, is of note. Therein it is held that, where defendant pur- 
chased a business and continued to use the firm name after nearly 
four years, and expended large sums of money, with knowledge and 
consent of the plaintiff, plaintiff could not enjoin the use of the 
name by defendant. 

Being of the opinion that the question of estoppel is applicable 
in this case and helpful in its solution, we feel constrained to discuss 
briefly a further proposition suggested in argument. It is con- 
tended by the plaintiff that this is an action which has its basis in 
unfair competition, and we recognize the principle advanced by 
plaintiff in that he cannot be charged with laches in this case, which 
would estop him from the right to the relief claimed, and we must 
well recognize that this is true by reason of the fact that plaintiff 
cannot be chargeable with laches until after the time of his re-entry 
into the business; for, as pointed out, there can be no unfair com- 
petition until there is actual competition. However, this question 
is not, and should not be, decisive of the question of estoppel. We 
conceive it to be proper in a certain case for one not in competition 
to properly object to the use of his name by another. The latter 
might deceive the public by the use of such name, and obligate one 
by so doing, which one would have a perfect right to avoid in a 
proper action in equity. 

Independent of the question of laches, we therefore reach the 
conclusion that the silence and conduct of the plaintiff must pre- 
clude him from the relief which he now seeks. Searching the sub- 
stance, and not the form, we advance the thought that the plain- 
tiff knew or must have known that the confusion complained of 
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would follow his re-entry into business in the same locality under 
the same name, and he is therefore partially responsible for the 
situation developed. 
Decree may be entered in favor of the defendant, the injunc- 
tion is dissolved, and the petition is dismissed at plaintiff's costs. 
Decree for defendant. 


Lemert and Montcomery, JJ., concur. 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 
Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for automobile polish, etc., the notation 
“4 in 1” in view of the prior adoption and use by opposer of the 
notation “3 in 1” for an oil used as a lubricator, polisher or cleaner. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 

With reference to the goods, the First Assistant Commissioner 
said: 

It is deemed the goods of the parties clearly overlap as to class and 


character since the goods of both parties are in liquid form and are used 
for cleaning, polishing and preserving. 


With reference to the marks, after noting that they possess both 
similarities and differences and stating it would be easy for pur- 
chasers of the goods, which sell for a relatively small price, to be 
confused, he said: 


It would be easy to forget whether a bottle of polish previously used 
and found satisfactory bore the trade-mark “3 in 1” or “4 in 1.” Viewed 
in their entirety the marks are quite similar in appearance, sound, and 
significance.’ 


*Three in One Oil Company v. Charles Z. Stephens, Opposition No. 
11,546, 156 M. D. 919, August 13, 1932. 
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AMERICAN SAFETY Razor CorRPoORATION v. INTERNATIONAL SAFETY 
Razor CorPorRATION and INTERNATIONAL SAFETY 
Razor Saies CORPORATION 


United States Circuit Court of Appeals, Third Circuit 
October 3, 1932 


Unrarr CompPetiTion-—Suits—New Exuisirs—ApmMissiBiLity as EvipeNnce. 

On motion to admit as additional evidence certain exhibits of de- 

fendants after the mandate had been decreed and the trial term ended, 

it was held that the court had power to make such an order and the 
motion was accordingly granted. 

In equity. Appeal from the District Court of the United States, 

District of New Jersey, on motion to admit additional evidence. 


Granted. For earlier decisions, see Reporter, vol. 18, 366; vol. 
18, 398. 


Insley, Vreeland & Decker, of Jersey City, N. J., for com- 
plainant. 

Davies, Auerbach & Cornell and Julian C. Harrison, all of New 
York City, for defendants. 


Before Burrineton and Davis, Circuit Judges, and THomson, 
District Judge. 

Tuomson, D. J.: This case presents the following situation: 

The bill, as filed, had attached to it as exhibits, A, B, C, D 
and E. Exhibits F, G, H and I were not annexed to the bill, as 
they were not in existence at the time the complaint was filed. 
These latter exhibits are annexed to defendants’ exhibit No. 28, 
as appears on pages 395 to 401 of the record. These exhibits were 
cartons, packages, etc., approved by Judge Hand prior to their 
actual use, as they only came into commerce following the entry 
of Judge Hand’s order. Through an oversight, these four exhibits 
were not taken into consideration, as appears in the opinion filed, 
which reversed the action of the court dismissing the bill, and 
directed that the bill be reinstated. 

A lengthy argument was then had by opposing counsel as to 
the form of the mandate. This resulted, on January 28, 1930, 
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in the mandate which was sent to the court below, vacating the 
decree dismissing the bill, ordering that the same be reinstated, 
directing a decree in plaintiff's favor, enjoining the defendants 
from the use of the packages, cartons, etc., the same being exhibits 
annexed to the bill of complaint, and marked A, B, C, D, and E. 
The mandate also ordered an accounting for the profits of defend- 
ants in the sale of razor blades in the packages, marked exhibits 
A, B, C, D, and E, with other provisions therein not material here. 
Thus, both in the opinion and the mandate issued to carry it into 
effect, exhibits F, G, H, and I were not referred to, and appear 
to have been wholly ignored. 

Following this, on January 31, 1930, an application was made 
to Judge Thomson in Pittsburgh, based on an affidavit of Milton 
Dammann, one of plaintiff's counsel, for a rule to show cause why 
the order for mandate, dated January 22, 1930, should not be 
amended, on the ground that the court in entering its mandate, over- 
looked exhibits F, G, H, and I, they not being annexed to the 
bill of complaint, as they were not in existence when the bill was 
filed. When this rule came before the court on April 23, 1930, 
the court ordered that the rule to show cause why the order for 
mandate, dated January 27, 1930, should not be amended by includ- 
ing among the exhibits to be enjoined and accounted for, exhibits 
F, G, H, and I, should be discharged. 

On May 22, 1930, counsel for plaintiff addressed a communica- 
tion to the court, in reference to the court’s order of April 23, 
denying the motion for an amendment to the mandate, stating that 
it was plaintiff's understanding, that in denying the motion, the 
court did not intend to decide whether the packages F, G, H, and I 
should be enjoined and accounted for, but intended to leave that 
matter for determination in the first instance by the trial judge. 

On October 16, 1930, Mr. Rowland, clerk of the Circuit Court 
of Appeals, wrote to Mr. Dammann, in answer to the foregoing 
letter, stating in substance, that he was directed by the court, to 
advise that neither in denying the appellant’s motion nor in any 
of the orders made, have they decided, or intend to decide, whether 
the packages F, G, H, and I are to be enjoined and accounted for, 
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but that that question is left for determination by the trial court 
in the first instance. 

Then followed the present motion for the entry of a formal 
order nunc pro tunc in accordance with the determination of the 
court, as evidenced by the letter of the clerk dated October 16, 
1930. 

In this situation, it is strongly urged, by defendant’s counsel, 
that the mandate of the court having gone down, and the term at 
which it was made having passed, the court is without power to 
amend its mandate in any way. This proposition, as a matter of 
law, is freely conceded, but in our opinion this legal position is 
not controlling in the circumstances here. There is no effort on 
the part of the plaintiff now to amend the mandate. That mandate 
was in entire harmony with the opinion of the court, which it was 
drawn to carry into effect. A provision of that mandate was, that 
the decree dismissing the bill be vacated and the bill reinstated. 
That bill is now before the trial court. The order asked for, 
directs the judge to hear and determine in the first instance, 


whether exhibits F, G, H, and I should be enjoined and accounted 
for. Surely we have jurisdiction to make such order without 
reference to the term, and certainly the court below has power 
to hear it, because it has jurisdiction of the bill. 

We are of opinion that the order prayed for should be granted. 
The order is, therefore, allowed. 


Burrineton, C. J., dissents. 


NaTionat MINERAL Co., a corporation v. Boursois, INc. 
United States Circuit Court of Appeals, Seventh Circuit 
November 16, 1932 


TrapE-Marks—“PEACHES” AND “Peacn Bioom” on Torter Prerarations— 
NON-CONFLICTING Marks. 
The words “Peach Bloom,” used as a trade-mark for toilet prepara- 
tions, held not to conflict with the word “Peaches,” used upon similar 
goods. 
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TrapE-Marks—AssIGN MENT— VALIDITY. 

Where appellee claimed title to a certain trade-mark through assign- 
ment, but assignor failed to convey the good-will and business in con- 
nection with which such mark was used, held that the assignment was 
invalid. 


In equity. Appeal from decree of the District Court of the 
United States for the Northern District of Illinois, Eastern Divi- 
sion, granting injunction. Reversed. 


Maurice H. Daniels, of Chicago, Ill., for appellant. 
Reed & Rogers, of Chicago, Ill., for appellee. 


Before ALscHULER and Sparks, Circuit Judges, and WILKERSON, 


District Judge. 


Appellee by this action sought to restrain appellant from the 
use of the words “Peach Blow,” ‘Peaches,’ “Peach,” “Peach 
Bloom,” or any like or similar term as a designation of certain 
cosmetics manufactured by appellant; and it also prayed for an 
accounting. 

A decree was entered by the District Court enjoining appellant 
and its assigns and successors from putting up, offering for sale, 
advertising, or distributing face powder, talcum powder, perfume, 
toilet water, lipstick, rouge, face cream or face lotions, or any 
other cosmetics or toilet preparations having applied thereto the 
mark “Peach Blow,” “Peaches,” “Peach,” “Peach Bloom,” or any 
like or similar term, and from in any wise infringing upon appellee’s 
registered trade-marks Nos. 115,435 and 234,406, and from accept- 
ing or filling any orders for any of such articles when “Peach 
Blow,” “Peach,” “Peaches,” or “Peach Bloom” are ordered or 
requested. 

Appellee has been engaged in business in the United States for 
many years, and the business of its predecessor was originally 
founded in France 150 years ago. 

There are two registered trade-marks involved in this case, 
which are owned by appellee. They are No. 115,435, dated Feb- 
ruary 13, 1917, for the trade-mark ‘Peaches,’ for face powder 
and rouge; and No. 234,406, dated October 25, 1927, for the 





NATIONAL MINERAL CO. V. BOURJOIS, INC. 511 


trade-mark “Peach Blow,” for toilet preparations, viz., perfume, 
toilet water, face powder, sachet, hand cream, and cold cream. 

In 1913 appellee adopted and used as a trade-mark for face 
powder the word “Peaches,” and since that time has continuously 
used that trade-mark throughout the United States. It was regis- 
tered in the United States Patent Office on the date hereinbefore 
given under the Trade-Mark Act of February 20, 1905. Ap- 
pellee’s business in connection with products sold under that 
trade-mark has been quite extensive and has aggregated more 
than four million dollars. Those products have been widely adver- 
tised throughout the United States by radio, newspapers, maga- 
zines, and other general advertising, at an expense of more than 
a million dollars; and as a result thereof, due to appellee’s business 
integrity and the excellence of the products, they have become 
widely and favorably known throughout the country. 

The trade-mark “Peach Blow” was first adopted by B. D. 
Baldwin and Co. of Chicago in 1886, that firm registering said 
trade-mark under No. 13,745. Later, Baldwin Perfumery Co., a 
corporation, became the successor to B. D. Baldwin and Co., and 


on November 11, 1924, secured the registration of the same trade- 
mark in the name of Baldwin Perfumery Co. 

On March 5, 1926, Baldwin Perfumery Co. in writing assigned 
its interest in said trade-mark to appellee. So much of said assign- 


ment as is material to this controversy is as follows: 


Anp Wuereas, Bourjois, Inc., hereinafter referred to as the Assignee 

. is desirous of acquiring the entire right, title and interest in and 

to the two registrations above enumerated, the trade-mark covered thereby 

and the good-will of the trade-mark “Peach Blow” exclusive, however, 

of any right to the use of the name “The Baldwin Perfumery Co.” in con- 
nection therewith, 

Now Tuererore, THis INDENTURE WiTNESSETH, That for and in con- 
sideration of the sum of Two Thousand Two Hundred and Fifty Dollars 
($2,250.00) by the assignee to the assignor in hand paid, the receipt of 
which the Assignor hereby acknowledges, the Assignor has sold, assigned, 
transferred and set over, and by these presents does sell, assign, transfer 
and set over to the Assignee, the entire right, title, and interest in and 
to the two trade-mark registrations above enumerated, the trade-mark 
covered thereby, together with the good-will of the trade-mark “Peach 
Blow” exclusive, however, of any right to the use of the name “The Bald- 
win Perfumery Co.” in connection therewith, and together with all rights 
to damages or profits due or accrued arising out of past infringement of 
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said trade-mark or injury to said good-will, and the right to sue for and 
recover the same in its, the Assignee’s, own name. 


At the time of said assignment the assignor did not manufac- 
ture or sell a Peach Blow face powder, and the only toilet prepara- 
tions it put out under that trade-mark were a toilet lotion for the 
hands, toilet water, perfume, and sachet powder. Since the as- 
signment appellee has continuously sold under that trade-mark 
its toilet preparations, namely, perfume, toilet water, face powder, 
sachet, hand cream, and cold cream. 

On October 25, 1927, appellee secured the registration of the 
trade-mark “Peach Blow” under the Act of February 20, 1905, 
and under the number 234,406. 

In 1925 the Peach Bloom Products Company had entered into 
the production of beauty clay, having its source of supply in 
Marshville, Ark., which was and is a territory noted for its abun- 
dance of peaches; and hence that company used the words “Peach 
Bloom” in designating its corporate name, and also as a trade-name 
for its product. 

In 1928 appellant, having taken over the business and products 
of Peach Bloom Products Company, extended its operations to the 
manufacture of various cosmetics, such as powder, rouge, and lip- 
stick, and since that time has confined its sales activities to jobbers 
who deal with beauty operators and beauty specialists, who in 
turn sell said preparations to such of the public as come to their 
beauty shops. Those products were also sold by appellant to such 
persons as might apply for them at its place of business, and they 
were all sold under the trade-name “Peach Bloom.” 

A short time before this suit was filed, notice of infringement 
was served by appellee upon appellant. Since that time appellant 
has confined its sales to beauty shops through jobbers. 


Sparks, C. J.: Since the trade-marks in controversy were 
registered under the Act of February 20, 1905, appellee must 
be considered as the prima facie owner of them and entitled to be 
protected in its use of them, if such prima facie ownership is not 
overcome by other evidence. 33 Stat. 728, sec. 16, 15 U.S. C. A, 
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sec. 96; Thaddeus Davids Co. v. Davids Mfg. Co., 233 U. S. 461 
[4 T.-M. Rep. 175]. 

Appellant contends that the words “Peach Blow,” “Peaches,” 
and “Peach Bloom,’ when used in the perfume and cosmetic 
business, are so descriptive of a color that they may not be ap- 
propriated to the detriment of others. This contention cannot 
prevail. It is quite obvious from the evidence that appellee does 
not use the words “Peaches” or “Peach Blow” as descriptive 
of the color of the articles sold, for it is uncontradicted that it 
puts out Peaches Face Powder in four colors, namely, white, flesh, 
brunette, and ochre, and each color is marked by a separate label. 
It is also quite apparent that appellant does not use the words 
“Peach Bloom” as descriptive of color, for its president testified 
that it used those words as a trade-mark and not as a color desig- 
nation. 

A descriptive name, though not originally capable of exclusive 
appropriation, may, by use and association with a commodity, 
obtain a secondary signification denoting that goods bearing it come 


from one source; and thus a superior right to its use may be acquired 
by the person who first adopted it. Barton v. Rex-Oil Co., 2 F. 
(2d) 402 [18 T.-M. Rep. 261}. 

In Pinaud, Inc. v. Huebschman, 27 F. (2d) 531, the defendant 
contended that the French pharse “A La Corbeille Fleurie,’ mean- 


ing “basket of flowers,” was descriptive and could not be a valid 
trade-mark. The court, in discussing that contention, said: 


This trade-mark seems to me to be a valid trade-mark. It is not 
descriptive of the article. It is a distinctive mark. Le Blume Import Co. 
v. Coty, 293 F. 344 [13 T.-M. Rep. 233]; Orange Crush Co. v. California 
Co., 297 F. 892 [14 T.-M. Rep. 228]. It gives character and identity to the 
product for the purpose of indicating the source, maker, or vendor, upon 
which the consumer has learned to rely. 


Price Baking Powder Co. v. Fyfe, 45 Fed. 799; Lalanne v. F. R. 
Arnold & Co., 39 F. (2d) 269 [20 T.-M. Rep. 174]. 

In the instant case appellee, since 1913, has continuously used 
the word “Peaches” as a trade-mark on its face powder and other 


cosmetics. 
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The words “Peach Blow” were registered as a trade-mark in 
1886 by D. H. Baldwin and Co. for perfumery, cosmetics, sachet 
powders, dentifrice, and hair dressings. On November 11, 1924, 
Baldwin Perfumery Co., the successor of D. H. Baldwin and Co., 
registered the same trade-mark for hair dressings, perfumes and 
essences and perfume extracts, dentifrices, sachet powder, cold 
cream, face cream, face lotion, hand lotion, rouge, face powder, lip- 
sticks, toilet waters, and eyebrow pencils. 

Some time shortly prior to March 5, 1926, appellee conceived 
the words ‘‘Peach Blow” as a trade-mark, and thought it was the 
originator of that trade-mark. It ascertained that Baldwin Per- 
fumery Co. had originated and registered it, and appellee, there- 
fore, on March 5, 1926, took an assignment of that trade-mark from 
Baldwin Perfumery Co. Since that time appellee has used the 
trade-mark on some of its products, including face powder; and on 
October 25, 1927, secured its registration, in appellee’s name, as 
a trade-mark for perfume, toilet water, face powder, sachet, hand 
cream, and cold cream. At the time of the assignment the only 
articles manufactured and sold by Baldwin Perfumery Co. under 
the trade-mark “Peach Blow” were a toilet lotion for the hands, 
toilet water, perfume, and sachet powder. 

The evidence is quite convincing that under these trade-marks 
appellee and its predecessors succeeded in establishing an exten- 
sive business throughout the United States; and that the words 
“Peaches” and “Peach Blow” thus used constitute distinctive marks 
which give character and identity to the products upon which they 
are used, and are not to be considered as descriptive, but as indicat- 
ing the source, maker, and vendor upon which the consumer has a 
right to rely. 

It is contended, however, by appellant that the assignment by 
Baldwin Perfumery Co. of the trade-mark “Peach Blow” is defec- 
tive in that it attempts to assign the trade-mark and the good-will 
of the trade-mark without transferring the business and the good- 
will of the business. 

Section 10 of the Act of 1905 provides that “every registered 
trade-mark . . . . shall be assignable in connection with the good- 
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will of the business in which the mark is used. Such assignment 
must be by an instrument in writing and duly acknowledged. . . .” 
33 Stat. 727, 15 U. S. C. A., sec. 90. 

It is well settled that a manufacturer cannot make a valid as- 
signment of a trade-mark separate from a transfer of the good-will 
and business in connection with which it is used. Independent 
Baking Powder Co. v. Boorman, 175 Fed. 448; Spiegel, et al. v. 
Zucherman, 175 Fed. 978 [1 T.-M. Rep. 213]. 

We do not understand that, in order to render an assignment 
of a trade-mark valid, the transfer of the business and the good- 
will thereof must be contained in the instrument which contains the 
assignment of the trade-mark. If at the time of such assignment 
the business and good-will thereof are actually transferred to the 
assignee, we think that assignment is sufficient to comply with the 
statute. 

In the trial of this cause neither party saw fit to give to the 
court such enlightenment as to the facts relative to this phase of 
the transaction, although it would have been quite easy for either 
party to do so. The burden, of course, was upon appellee to 
prove a valid assignment of the trade-mark if it desired to rely 
upon it. If there was a transfer of the business and its good-will 
contemporaneously with the assignment of the trade-mark, it was 
a valid assignment; if otherwise, the assignment was invalid. The 
absence of a simple question and answer which would have clearly 
determined this fact tends at least to create doubt. The court, 
however, found that there was such a transfer of the business and 
the good-will thereof, and if there is substantial evidence in the 
record to support that finding we cannot disturb it. Weld v. Mc- 
Kay, 218 Fed. 807. However, we find no such evidence. The 
assignment of the trade-mark does not mention the business or the 
good-will thereof, and the only evidence upon which appellee relies 
to support that finding is the testimony of Walter W. Baldwin, 
who at the time of the assignment was closely connected with 
Baldwin Perfumery Co., the assignor. In describing that com- 
pany’s sales of its products under the “Peach Blow” trade-mark 
prior to the assignment on March 5, 1926, he said: “This practice 
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was in vogue from the time we began to manufacture the products 
until we discontinued it in 1926.” It will be observed that the wit- 
ness does not state the time in 1926 when the company’s business 
was discontinued, and so far as the record shows it may have been 
subsequent to the assignment of the trade-mark and wholly dis- 
connected from it. 

We think this evidence is not sufficient to support the finding 
that, in connection with the assignment of the trade-mark “Peach 
Blow,” Baldwin Perfumery Co. also transferred its business and 
the good-will thereof to appellee. 

In support of the trial court’s ruling in this respect, appellee 
calls our attention to Gehl v. Hebe Co., 276 Fed. 271 [12 T.-M. 
Rep. 154], decided by this court. In that case the court said: 


The assignment states that whereas the Hebe Company is desirous 
of acquiring the trade-mark and “all the business and good-will asso- 
ciated therewith,” now, therefore, in consideration, etc., the Carnation 
Milk Products Company has sold, assigned, and transferred to the Hebe 
Company the entire right, title, and interest in and to said trade-mark 
and certificate of registration, “together with all the good-will of the 
business connected with said trade-mark. . . .” The granting part of 
the assignment does not specifically mention the business. While this, in 
view of the recital, is probably an inadvertent omission, there would seem 
to be much difficulty in transferring of the good-will of a business wholly 
apart from the business itself. The good-will would not be transferred 
if the grantor remained at liberty to carry on and contend for the very 
business as to which the good-will of the former owner had by his con- 
veyance passed to another. . . . We consider the assignment sufficient. 


In the instant case neither the recital nor the granting clause 
referred in any manner to the business or the good-will thereof, 
and this fact is sufficient to distinguish it from the case cited. We 
are convinced, therefore, that the assignment of the trade-mark 
“Peach Blow” is invalid, and that so far as appellee is concerned 
appellant has in no way infringed it. 

That appellee has a clear right in the use of the word ‘Peaches,’ 
both by user and by registration, we think there can be no doubt; 
but we are of opinion that appellant has in no way violated that 
right by the use of the words “Peach Bloom” as a trade-mark. 
The words “Peach Bloom” might very easily be mistaken for the 
words “Peach Blow,” but we are not convinced that either com- 
bination would be mistaken for the word “Peaches.” The United 
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States Patent Office evidently was of this opinion, because it regis- 
tered “Peaches” and “Peach Blow” as trade-marks to separate 
concerns which were engaged in putting on the market practically 
the same products. It is obvious that the Baldwin people did not 
consider ‘‘Peaches” an infringement of “Peach Blow” because they 
have never raised that question. They did, however, interfere 
when “Peach Bloom” sought registration, and that interference 
was successful. It will also be observed that appellee raised no 
objection to appellant’s use of the word “Peach Bloom” until after 
appellee’s attempted purchase of the mark “Peach Blow” from 
Baldwin Perfumery Co. 
We think there was no infringement. Reversed. 


Tue Hoover Company v. THE ExcHANGE Vacuum CLEANER 
Co., Inc. 


United States District Court, Southern District of New York 


October 28, 1932 


Trape-Mark INFRINGEMENT—SvITsS—CONTEMPT—LAIABILITY OF OFFICERS. 
Where an officer of defendant company, against which a restraining 
order had issued, after severing his connection therewith, committed 
acts infringing plaintiff's trade-mark, he could not be held in contempt. 


In equity. On motion to punish fer contempt. Denied. 


Jeffery, Kimball & Eggleston (Oscar W. Jeffery, of counsel), 
all of New York City, for plaintiff. 
Kirschstein §& Kirschstein, of New York City, for defendant. 


Patrerson, D. J.: The motion is to punish the defendant, 
Exchange Vacuum Cleaner Company, Inc., and one Dick for con- 
tempt in that they have violated an injunction. It appears that 
in 1929 the plaintiff brought suit against the Exchange Company 
for violation of its trade-mark “Hoover” on vacuum cleaners. A 
final decree in the plaintiff's favor was granted on March 16, 1931, 
and a writ of injunction followed, enjoining the Exchange Com- 
pany, its officers and agents, from selling vacuum cleaners or parts 
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thereof bearing the plaintiff's trade-mark. Dick was then presi- 
dent of the Exchange Company and service of the writ was made 
upon him. He was not, however, a party to the suit. 

The papers before the court on this motion establish that a 
sale of a spurious part bearing the plaintiff’s trade-mark was made 
on September 27, 1932. The sale was made in the store formerly 
occupied by the Exchange Company, but that company had prior 
to this time sold out and was in course of dissolution. The busi- 
ness was then conducted by another corporation, the National 
Vacuum Cleaner Supply Co., Inc. Dick denies that he is con- 
nected with the National Company, but the denial is not impres- 
sive. The fact that his brother-in-law was the one who made 
the spurious parts, together with his presence in the store and his 
transacting of business there at various times shortly after the 
sale was made, is enough to indicate that he played an active part 
in the sale. It may be that the closing up of the old company 
and the formation of the new one was merely a scheme to step 
around the injunctive decree. In any event, there is no doubt 
in my mind that Dick, formerly an officer of the Exchange Com- 
pany, is now connected with the new company in some capacity 
and is aiding and abetting the latter company in the sale of vacuum 
cleaner parts bearing the false trade-mark, and I will deal with 
the case upon this basis. 

There was no violation of the injunction by the Exchange Com- 
pany. The sale was not made by it. As for Dick, he aided in the 
sale, but he was not bound personally by the injunction. He was 
bound by it only so long as he was connected with the old com- 
pany which had been enjoined or was in some fashion aiding or 
acting in collusion with the old company. The law is settled that 
where a corporation, along with “its officers and agents” has been 
enjoined from doing a certain act, an officer or agent who has 
severed altogether his connection with the corporation does not 
violate the injunction by doing the act himself or by assisting an 
outsider to do it. This is for the reason that there is no restraint 
upon the officer or agent personally, but only as the representative 
of the enjoined defendant. Harvey v. Bettis, 35 Fed. 2nd, 349; 
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Alemite Mfg. Corp. v. Staff, 42 Fed. 2nd 832; Dadirrian v. Gullian, 
79 Fed. 784; Donaldson v. Roksament Stone Co., 178 Fed. 103; 
Bliss Co. v. Atlantic Handle Co., 212 Fed. 190. Cases to the con- 
trary, such as Campbell v. Magnet Light Co., 175 Fed. 117, and 
Donaldson v. Roksament Stone Co., 176 Fed. 368, have been dis- 
approved. The situation is quite different where the sequence of 
events has been reversed—where an individual has been enjoined 
and thereafter becomes connected with a corporation that with 
his assistance commits acts in violation of the injunction. In such 
cases the individual is personally bound by the injunction, has 
flaunted it by his own acts and may be attached for contempt. 
Smith v. Yates, 244 Fed. 793. But here there was no injunction 
against Dick except in association with the party defendant, the 
Exchange Company. 

There is nothing to prevent the plaintiff, on the proof which it 
already has, from suing both the new company and Dick individ- 
ually to enjoin them from further piracy of the trade-mark. In 
a case as flagrant as this one seems to be, it is abundantly clear 
that an injunction would run against Dick as well as against the 
new company. Dangler v. Imperial Machine Co., 11 Fed. 2nd, 
945; Claude Neon Lights, Inc. vy. American Neon Light Corpora- 
tion, 39 Fed. 2nd, 548. 

The application to punish the Exchange Company and Dick for 
contempt will accordingly be denied. 


Porputar Mecuanics Co. v. Fawcett Pustiications 
(1 F. Supp. 292) 


United States District Court, District of Delaware 
October 3, 1932 


TrapE-Marks — INFRINGEMENT — “Poputar MecHaAnics MAGAZINE” AND 
“MoperN MECHANICS AND INVENTIONS’—VaAtipITy or REeEGIsTRA- 

TION oF “PopuLtar MECHANICS” QuestionED—ReEs ApsupIcATA. 
In a suit brought by the publisher of the magazine Popular Me- 
chanics, which title had been duly registered in the Patent Office, to 
restrain use by defendant of the words “Modern Mechanics and Inven- 
tions” as a title of a similar publication, held that the registration of 
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plaintiff's magazine title was of doubtful validity and that the decision 
of the Commissioner of Patents and the Court of Customs and Patent 
Appeals holding that the latter was similar to the former, was not 
res adjudicata. 
Trape-Marks—Unratir CoMPETITION—MaGaziInE TitLEsS—EvIpENCE oF Con- 
FUSION NOT CONVINCING. 

In the case at issue, where the title of defendant’s magazine Mod- 
ern Mechanics and Inventions was printed in type and colors and in 
combination with ornamental devices sufficiently different from those 
used by plaintiff’s publication Popular Mechanics Magazine as to avoid 
confusion among readers, held there was no unfair competition. 

Unrarr ComPetTITION—Svuits—LACcHEs, 

Plaintiff delayed bringing action for unfair competition on the 
ground that interference proceedings were pending in the Patent Office. 
Held that this was not a sufficient reason for the delay, as the issues 
in that proceeding were quite different from those in the present action. 


In equity. Suit for alleged unfair competition and trade-mark 
infringement. Injunction denied. 


Hugh M. Morris, of Wilmington, Del., and Edward S. Rogers, 
of Chicago, Ill., for plaintiff. 

Arthur G. Logan (of Marvel, Morford, Ward & Logan), all of 
Wilmington, Del., and Chester W. Johnson, of Minneapolis, 
Minn., for defendant. 


Nietps, D. J.: Popular Mechanics Company, the plaintiff, 
an Illinois corporation, publisher of the well-known monthly maga- 
zine Popular Mechanics Magazine, usually called Popular Me- 
chanics, seeks a preliminary injunction restraining the defendant, 
Fawcett Publications, Inc., a Delaware corporation, from publish- 


ing a monthly magazine of the same general type and dealing with 
similar subject matter under the title ““Modern Mechanics” or 


“Modern Mechanics and Inventions.” The magazines come into 
active competition with each other. The case turns largely on the 
use of the word “‘Mechanics.”’ 

Popular Mechanics has been published by the plaintiff since 
1902. Upwards of 500,000 copies are sold each month. It is the 
best known magazine in its field. It is sold principally at news 
stands and in every state. The trade-name “Popular Mechanics” 
was registered by the plaintiff in the United States Patent Office 
November 17, 1914. 





POPULAR MECHANICS CO. V. FAWCETT PUBLICATIONS 521 


The defendant is the publisher of a number of magazines with 
a monthly circulation of approximately 2,500,000 copies. Included 
in these is the magazine complained of in this suit. From October, 
1928, to August, 1932, it was published under the name ‘Modern 
Mechanics and Inventions,’ and since the latter date under the 
name “Modern Mechanix and Inventions.” Its circulation varies 
from 75,000 to 100,000 copies a month. 

Defendant desired to register the title of its magazine as a 
trade-mark. April 27, 1928, it made application to the Patent 
Office for registration of the words “Modern Mechanics’ with an 
elliptical border line around these two words. Opposition to such 
registration was promptly filed by the plaintiff. The defendant 
filed a second application for the registration of the name ‘“Mod- 
ern Mechanics and Inventions’ without any border line. This 
was likewise opposed by the plaintiff. Correspondence and nego- 
tiations of the most friendly character were carried on between 
the parties in August, 1928, in an effort to reach an agreement 
as to a name to be applied to defendant’s magazine unobjection- 
able to the plaintiff. These efforts were unsuccessful. Litiga- 
tion in the Patent Office followed with an appeal to the Court of 
Customs and Patent Appeals. Fawcett Publications, Inc. v. Popu- 
lar Mechanics Co., 58 F. (2d) 838 [22 T.-M. Rep. 273]. Finally, 
May 31, 1932, the defendant was denied registration. June 27, 
1982, this suit was brought. 

It is a general rule repeatedly enforced in this district and 
circuit that a preliminary injunction will not be granted on ex parte 
affidavits unless in a clear case, and particularly where the plain- 
tiff has delayed bringing suit. Lare v. Harper & Bros., 86 F. 481 
(C. C. A. 3); Best Foods vy. Hemphill Packing Co., (D. C.) 295 
F. 425 [5 T.-M. Rep. 208]; Cinema Patents Co. v. Craft Film 
Laboratories, (D. C.) 42 F. (2d) 749. 

Does this case come within the above rule? Plaintiff contends 
that its exclusive rights under its trade-mark “Popular Mechanics” 
have been infringed by the defendant through the use of the words 
“Modern Mechanics” and “Modern Mechanics and Inventions” ; 
and, further, that the defendant has been guilty of unfair competi- 
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tion in trade. Before the plaintiff is entitled to relief under its 
first contention, it must appear that it has a valid trade-mark and 
a right to prevent the defendant from using words only colorably 
different from such registered trade-mark. The Court of Customs 
and Patent Appeals affirming the Commissioner of Patents found 
that the words ‘““Modern Mechanics” and “Modern Mechanics and 
Inventions” were deceptively similar to the name “Popular Me- 
chanics.” That decision, however, is not res adjudicata. Baldwin 
Co. v. Howard Co., 256 U. S. 35, 41 S. Ct. 405, 65 L. Ed. 816 
[11 T.-M. Rep. 159]. The issue there was the right to registra- 
tion in view of the registered trade-mark of plaintiff. The validity 
of plaintiff's trade-mark was not in question. 

Plaintiff's trade-mark consists of the words “Popular Me- 
chanics” printed in a “box” with a blue border, a white back- 
ground, and red letters. The key word is “Mechanics.” It is a 
common word in the English language. Its significance is merely 
that of descriptiveness. Coupled with the adjective “Popular,” 
it is and was intended to be purely descriptive, indicating and 
describing the nature and subject matter of plaintiff's magazine. 
I doubt whether it is a lawfully registered trade-mark. Warner 
& Co. v. Lilly & Co., 265 U. S. 526, 44 S. Ct. 615, 68 L. Ed. 1161 
[14 T.-M. Rep. 247]. 

A trade-name that merely performs the function of descrip- 
tiveness may yet be used in trade for such a length of time and 
in such a manner that it may also come to perform the additional 
function of indicating origin. In other words, in the mind of the 
purchasing public, the trade-name may have acquired a secondary 
meaning connoting a particular producer or vendor, or connoting 
superior quality or excellence in an article. Has plaintiff's trade- 
mark acquired such secondary meaning? This inquiry raises the 
real issue in this case, that of unfair competition. 

At the top of the front cover of plaintiff’s magazine its title 
“Popular Mechanics Magazine” is printed in a rectangular “‘box’’ 
with red letters on a white background and blue border, the words 
“Popular Mechanics” appearing in plain block letters of approxi- 
mately the same size and the word “Magazine” thereunder in like 
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letters of approximately one-third the size. On the “backbone’’ is 
printed the date, with the words “Popular Mechanics” in plain 
block letters printed in black on a white background. The title 
of defendant’s magazine ‘““Modern Mechanics and Inventions” ap- 
pears at the top of the front cover of the magazine without an 
enclosing border. A “cut-out” letter is used with a black outline 
and the body of the letter showing white against varied colored 
backgrounds. The letters are not of uniform size. On the “back- 
bone” is printed the date and price and the words ‘““Modern Me- 
chanics and Inventions” in white letters on a bright red back- 
ground. At the upper left-hand corner of the cover is printed in 
capital letters, though in relatively small type, the words “A 
Fawcett Publication.” The covers of each magazine are brightly 
colored and feature different mechanical devices. For many years 
this has been the general style and dress of each magazine. 
Plaintiff, with full knowledge of the acts of defendant, delayed 
nearly four years before bringing this suit. During that period 
upwards of 25,000,000 copies of these magazines have been dis- 


tributed. Evidence of confusion is unsatisfactory and meager, 
amounting to less than fifty incidents. A large percentage of these 
was probably due to carelessness of news dealers, and not to 
confusion in the minds of the ultimate purchasers and readers of 
plaintiff's magazine. Nor is there any satisfactory evidence of 
damage to the plaintiff, such as decrease of circulation, due to the 
advent of defendant’s magazine. 


Plaintiff's only excuse for delay in instituting this suit was 
the pendency of the interference proceedings in the Patent Office. 
This is not a sufficient answer. The issues in that proceeding are 
quite different from the issues here. 

A preliminary injunction must be denied. 
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AcMmE Screen Co., Inc. v. PEBBLEs 
(14 P. [2] 366) 


Supreme Court of Oklahoma 
September 20, 1932 


Unrair CompetTition—“Acme Screen” vy. “AcmE Metat ScrEEN”—ABSENCE 
oF COMPETITION. 

Plaintiff had for many years been manufacturing screen doors and 
windows, having wooden frames, under the name “Acme Screen Com- 
pany.” Since 1912, the Acme Metal Screen Company had been putting 
out a patented metal screen; and in January, 1923, defendant secured 
the agency therefor and sold such screens in Oklahoma under the name 
“Acme Metal Screen Company,” or “Acme Steel Screen Co. of Chicago.” 
Held that, inasmuch as there was no evidence of a purpose on defend- 
ant’s part to divert trade from plaintiff, and, moreover, no direct com- 
petition between the parties, the decision appealed from should be 
affirmed. 

In equity. Action for unfair competition. Judgment for de- 


fendant, and plaintiff appeals. Affirmed. 


A. M. Beets, O. K. Wetzel, and George Miller, all of Oklahoma 
City, Okla., for plaintiff in error. 
Shirk, Danner & Phelps, of Oklahoma City, Okla., for defend- 


ant in error. 


Rivey, J.: Plaintiff in error, plaintiff below, is a Texas cor- 
poration. On March 12, 1923, it domesticated under the laws of 
the State of Oklahoma, and has since that time been doing business 
in Oklahoma under its corporate name, Acme Screen Company. Its 
business is that of manufacturing, selling, and distributing screen 
doors and windows, with its warehouse located at 1744 W. Third 
Street, Oklahoma City. It has been engaged in that business in 
Texas since about 1912. It first opened the business in Oklahoma, 
February 20, 1923. 

Since about 1912, the Acme Steel Screen Company or Acme 


Metal Screen Company has been manufacturing and selling a pat- 


ented metal reversible screen. Some time about January, 1923, 
defendant in error, defendant below, secured the agency for the 
Acme Metal Screens and began selling their products. Some time 
thereafter he adopted and used the name of Acme Steel Window 
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Screen Company, as the name under which he did business, and 
some time later changed to the Acme Metal Screen Company. 
Sometimes he used both names. Under these names he sold and 
distributed the metal screens manufactured by the Acme Metal 
Screen Company or Acme Steel Screen Company of Chicago. 

Plaintiff brought this action in equity to enjoin defendant from 
doing business as the Acme Steel Window Screen Company, or 
using the name of Acme Metal Screen Company, or doing business 
under such name and from using the word “Acme” as a part of 
any name which he may adopt for use in manufacturing, selling, 
or furnishing door and window screens. 

Prior to bringing this action, the window and door screens 
manufactured and sold by plaintiff were of wood frames while 
those sold by defendant were of metal. 

The grounds upon which the injunction was sought were that 
defendant being engaged in a competitive business with plaintiff is 
using the name Acme Metal Screen Company as applied to said 
business in his advertising and especially in the telephone directory 
of Oklahoma City, and that said name was being used for the pur- 
pose and with the intent of availing himself of the good name, 
standing, and reputation of the plaintiff and in order to be listed 
first in the alphabetical listing in the telephone directory, and that 
the name so used is so similar to the name of plaintiff as to confuse 
and mislead plaintiff's customers and does confuse and mislead them 
to plaintiff’s damage. 

The trial court found generally against plaintiff and denied the 
injunction and plaintiff appeals. 

Plaintiff in its original brief cites and relies principally upon 
O. K. Bus & Baggage Co. v. O. K. Transfer & Storage Co., 63 Okl. 
311, 165 P. 136, L. R. A. 1918A, 956, and Edw. C. Hofstra Co. 
v. Hofstra Mfg. Co., 123 Okl. —, 251 P. 745 [17 T.-M. Rep. 96]. 

The facts in the instant case are entirely unlike those in the 
two cases cited. There, in addition to the similarity of names, 
there was evidence of practices on the part of the defendants 
showing that they were endeavoring to lead the public to believe 
that their company was the same as that of plaintiff, such as using 
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similar designs, signs, and symbols in advertising their business 
and showing an attempt to palm off their goods and service as that 
of the plaintiffs. 

In the case at bar the evidence shows no such practices. The 
advertising matter was wholly different from that of plaintiff. The 
designs, signs, symbols, etc., used by defendant in his advertising 
were entirely different from those used by plaintiff. There is not 
a single fact testified to in the record which would in the least tend 
to show that defendant in any way sought to lead the public to 
believe that the screens he was handling were the same as those 
made by plaintiff. 

There is evidence tending to show that on some few occasions 
in four years, mail intended for plaintiff was delivered to defend- 
ant, and on two or more occasions mail intended for defendant 
was delivered to plaintiff. The manager of plaintiff company in 
Oklahoma City, testified that, “That is the only thing we ever had 
any trouble with at all.” 

The case is very much like that of Hub Dress Mfg. Co. v. Rot- 
tenberg, et al., 237 Mass. 281, 129 N. E. 442 [11 T.-M. Rep. 100], 
wherein the Hub Dress Mfg. Company sought to have the defend- 
ants restrained from conducting their business under the name of 
“Hub Novelty Dress Company” or any other name containing both 
the words “Hub” and “Dress.” Therein the court quotes with 


approval the following: 

The plaintiff is entitled to relief only on the ground of unfair trade com- 
petition or interference with his established rights. . . . There can be 
no recovery unless it appears that there has been a wrongful — 
tion by the defendants of trade which belonged to the plaintiff. ; 
Actual or probable deception of the public to the harm of the plaintiff is 
the basis of the action. There can be no unfair competition unless the 
plaintiff is in fact a rival for the trade which the defendants secure. 

There cotton dresses such as were made by plaintiff were not 
made by defendant. Here screens, the frames of which were of 
wood, were made and sold by plaintiff. Defendant was selling 
screens, the frames of which were of metal. It was not until long 
after the action was commenced that plaintiff began to use metal 
frames. Defendant did not attempt to palm off his goods as those 


of plaintiff. He did not attempt to appropriate plaintiff’s business 
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by using the name Acme Steel Screen Company or Acme Metal 
Screen Company. The very name itself indicated that the screens 
sold by defendant were of different material from those sold by 
plaintiff. In such circumstances we cannot say that the findings 


and judgment of the trial court were against the clear weight of 
the evidence. 


The judgment is affirmed. 


Lester, C. J., and Crark, V. C. J., and Herner, CuL.ison, 
SwINDALL, McNEILL, and Korneaay, JJ., concur. 


AnpreEws, J., absent. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Koffee Kap,” as a trade-mark for a non-alcoholic, 


maltless concentrate used in the preparation of soft drinks, in view 
of the prior adoption, use and registration by opposer of the nota- 
tion “Kaffee Hag” used upon coffee partially freed from caffein. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks when used thereon confusingly 
similar. 

In his decision, after stating that the evidence showed that the 
opposer had been for many years in business and had established 
a business of large proportions and that applicant’s product is 
shown to comprise an especially prepared syrup flavored with 
coffee and sold in bottles to the soda fountain trade, and noting 
applicant’s argument that the difference in appearance of the goods 
and the difference in the containers employed and the manner of 
sale is sufficient to justify the conclusion that confusion would be 
improbable, and the further argument that the public had long 
been trained to distinguish opposer’s product by reason of its adver- 
tised distinctive feature of having most of the caffein removed, 
the First Assistant Commissioner said: 
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It must be held, however, that both kinds of goods are eventually 
made into beverages which are properly termed coffee drinks and in con- 
sequence, must be deemed to belong to the same class and to possess the 
same descriptive properties. 

Regarding the marks it is considered that when each is viewed in its 
entirety their similarities are sufficient to justify the finding that con- 
fusion of origin would be probable. It would seem the applicant has 
approached too closely to the opposer’s trade-mark.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1920, the word “Cedar” as a trade-mark for 
an insect spray. 

The grounds of the decision are that the mark is confusingly 
similar to the registered mark “Camfo-Cedar” (No. 104,505) for 
a bug and insect exterminator, and that the term does not function 
as a trade-mark but is merely a description of a content or in- 
gredient of the spray. 

With reference to the first ground, after stating there was some 
suggestion that the use of the mark “Camfo-Cedar” had been dis- 
continued but there was no showing to this effect, the First Assistant 
Commissioner said: 


The goods being the same and the word “Cedar” being common to 
both notations, confusion in trade would be inevitable if the two marks 
appear in the same market upon the goods of the respective parties. 


With respect to the second ground, after stating that cedar oil 
is a common insecticide and its odor is an excellent moth pre- 
ventive, he said: 


In view of the well-known fact that cedar oil is an effective insect 
spray and is so used, it is not thought registration and such right as 
registration confers should be granted the applicant to use this word 
“Cedar” upon this class of goods. Obviously anyone selling an insect 
spray containing cedar oil would have a right to so describe it. Registra- 
tion to applicant would be inconsistent with the free exercise of that right.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for diamonds, a mark consisting of a heart- 
shaped outline with the representation of a scroll thereacross, 
the scroll bearing the words “Certified-Perfect” with the word 


* Kaffee Hag Corp. v. Da Costa Coffee Corp., Oppn. No. 11,206, 156 
M. D. 942, October 5, 1932. 

* Ex parte Midway Chemical Co., Ser. No. 303,200, 156 M. D. 945, Octo- 
ber 6, 1932. 
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“Diamonds”’ therebelow, in view of the prior adoption, use and 
registration by opposer of the term “Certified’’ as a trade-mark 
for jewelry, particularly articles made of platinum and other 
precious metals set with diamonds. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 

In his decision the First Assistant Commissioner noted that it 
had been stipulated that the opposer had used its mark upon articles 
of jewelry since about April, 1923. It is now engaged in business 
as a manufacturing jeweler and also in the business of the retail 
sale of diamonds and other jewelry. He further noted applicant’s 
arguments that the word “Certified” is descriptive and that the 
other differences in the applicant’s mark are sufficient to avoid 
confusion. He then, after stating that the goods of the parties 
are deemed clearly to belong to the same class and, therefore, are 
of the same descriptive properties as that term has been construed, 
stated that it was not deemed proper to consider whether the 
opposer’s registrations are valid or whether the mark had been 
registered to others for use upon the same kind of goods since 
those matters were not in issue in this proceeding. He then said: 


The fact remains that the opposer has long been and is now using the 
word “Certified” upon its goods and in consequence presumably would 
be damaged by the registration to another of a mark confusingly similar. 
It would seem the holdings in the cases of California Canneries Co. v. 
Lush’us Products Co., 413 O. G. 3, 18 C. C. P. A. (Patents) 1480 [21 T.-M. 
Rep. 520], and Trustees for Arch Preserver Shoe Patents v. J. McCreery 
§ Co., 410 O. G. 541, 18 C. C. P. A. (Patents) 1507 [21 T.-M. Rep. 374], 
are persuasive that registration in the instant case should be denied the 
applicant.’ 


Descriptive Terms 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the term “Hit of the Week” as a trade- 


mark for phonograph records, since this term is merely descriptive 
of the goods. 


In his decision the Assistant Commissioner said: 


*Katz & Ogush, Inc. v. Barnett C. Helzburg, Oppn. No. 11,665, 156 
M. D. 946, October 13, 1932. 
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Whether a mark is registrable as a trade-mark must be determined not 
from the intention of the party using the mark but from the effect it has 
upon the public mind. Unless the mark functions to identify or authenti- 
cate the goods as to their origin or ownership, it is not a trade-mark. In 
my opinion the mark “Hit of the Week,” when associated with phono- 
graph records, would convey to the public mind merely that said records 
possess unusual popularity for the stated period.‘ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of February 20, 1905, the notation “Master- 
craft” as a trade-mark for granite monuments, on the ground that 
the notation is descriptive of the goods. 

In his decision, after noting the decision in Ex parte Hershberg 
§ Company, 184 O. G. 806 [2 T.-M. Rep. 528], in which the term 
was held descriptive of suits and overcoats and noting the defini- 
tion of the term “craft” as given in the dictionaries, the First 
Assistant Commissioner said: 


While the notation adopted by applicant does not appear in the dic- 
tionary yet “craftmaster” does appear and is defined as one skilled in a 
craft or trade. A masterpiece constitutes a work showing the hand of a 
master; a superior production, a masterwork. (Citing authorities.) 


He then said: 


From the foregoing it would seem clear enough the public would merely 
understand the applicant’s notation to mean that the monuments were the 
result of the skill of a master workman or were produced by a master 
craftsman and, therefore, were superior in finish or workmanship. It is 
deemed the conclusion of the Examiner that the notation is descriptive 
is sound.® 


*Ex parte Durium Products Corporation, Ser. No. 296,176, 156 M. D. 
942, September 29, 1932. 

’Ex parte H. P. Hinman Co., Inc., Ser. No. 272,758, 156 M. D. 948, 
October 14, 1932. 











